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Gordon E. R. Troy, PC
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United States Patent and Trademark Office
Trademark Trial and Appeal Board

In re Trademark Application

Trademark: TYBIDIOT
Serial No. 85082909
Published: July 5, 2011
Tibi, LLC, Opposition No. 91202382
Opposer
-V- Opposer’s Motion for Leave To
Jenny Orr by assignment from John Branigin, Amend Notice of Opposition
Applicant

Opposer Tibi, LLC (“Opposer”), by ittorney, hereby moves, pursuant to
Trademark Rule 2.107, for leave to amendNitgice of Opposition to add two additional
grounds for opposition to the application of Jenny Orr by assignment from John Branigin
(“Applicant”) for the proposed “TYBIDIOT'mark. Specifically, Opposer has added as
bases on which to oppose Applicant’s apgtiion, (a) dilutiorby tarnishment of
Opposer’s mark, and (b) the fact that Apgnt’'s proposed mark does not function as a
trademark but is merely ornameahor decorative in nature.

Pursuant to Trademark Rule 2.107lgdings in an opposition proceeding
against an application filed under section #4f the Act may be amended in the same
manner and to the same extent as in a civibadn a United States district court...” Rule
15 of the Federal Rules of Civil Procedprevides that a party may amend a pleading

once as a matter of course at any time bedaesponsive pleading is served. Since no
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responsive pleading has yet been servedplicant, Opposeserves its Amended
Notice of Opposition as of right.
Dated: May 4, 2012

Respectfully submitted:
GORDON E. R. TROY, PC
/s/ Gordon E. R. Troy

By:

Gordon E. R. Troy

Attorney for Opposer

PO Box 368

Charlotte, VT 05445

(802) 425-9060 Phone

(646) 588-1962 Fax
gtroy@webtm.comDirect Email
usptomail@webtm.comService Email

Gordon E. R. Troy, PC
PO Box 368
Charlotte, VT 05445
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Certificate of Service

The undersigned hereby certifies thabay of the forgoing Motion for Leave to
Amend Notice of Opposition, together withe Amended Notice of Opposition have
been served upon Applicant’'sunsel electronically by emd the following address:

Rachel C. Young, Esqg.
Hunter Maclean

200 E. Saint Julian Street
P.O. Box 9848

Savannah, GA 31412-0048
ryoung@huntermaclean.com

on: May 4, 2012

Respectfully submitted:
GORDON E. R. TROY, PC
/sl Gordon E. R. Troy

By:

Gordon E. R. Troy

Attorney for Opposer

PO Box 368

Charlotte, VT 05445

(802) 425-9060 Phone

(646) 588-1962 Fax
gtroy@webtm.comDirect Email
usptomail@webtm.comService Email

Gordon E. R. Troy, PC
PO Box 368
Charlotte, VT 05445
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United States Patent and Trademark Office
Trademark Trial and Appeal Board

In re Trademark Application

Trademark: TYBIDIOT
Serial No. 85082909
Published: July 5, 2011
Tibi, LLC, Opposition No. 91202382
Opposer
- V -

Amended Notice of Opposition
Jenny Orr by assignment from John Branigin,
Applicant

Tibi, LLC, a limited liability company @anized and existing under the laws of
the State of Delaware, with its princigdace of business at 666 Broadway" Foor,

New York, New York 10012 (“Opposer’pelieves that it will be damaged by
registration of the mark shown in apgiion Serial No. 85082909, and pursuant to 37
C.F.R. 8 2.101(b), 15 U.S.C. § 1052(d), ® 8 2.107 and Rule 15(a) of the Federal
Rule of Civil Procedure, hereby files its Amended Nott®pposition and opposes said
registration.

The grounds for the opposition are as follows:

1. Opposer is the owner of incontdsiaU.S. Registration Nos. 2399688 and
2446419 for TIBI, covering “Clothing for womenamely sweaters, tops, shirts, blouses,
skirts, dresses, pants and shorts, bathiitg,ghoes, underweama@hats” and “Clothing
for men, women and children, namely sweaters,, @ipgts, t-shirts, jackets, jeans, vests,
scarves, blouses, skirts, dresses, pantslaods, bathing suits, shoes, underwear, hats,

G bathrobes, loungewear, sleepwear, brassibtestiers, camisoles, chemises, corselettes,
ordon E. R. Troy, PC

PO Box 368
Charlotte, VT 05445
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Gordon E. R. Troy, PC
PO Box 368
Charlotte, VT 05445

corsets, foundation garments, dressing gowusters, garter belts, girdles, housecoats,
lingerie, negligees, night gowns, night shirts, pajamagnpeés, robes, underclothes,
undergarments, underpants, undershirts, underaast shirts, sweat pis, socks, head
bands” in Class 25. Opposer has used iB Tark in commerce throughout the United
States since at least aslgas August 1, 1997 and hasiched a priority date of

August 1, 1997 in its registrations. Opposethe owner of additional trademark
registrations.

2. Opposer maintains premises witlime State of Georgia and conducts a
substantial part of its opdians through such offices.

3. Opposer has invested substantiahswver the years in creating good will
for its TIBI mark and it operates a significant nationwide, as well as international,
business with market channels that remdhons of potential customers for Opposer’s
products. Opposer continues to expend substantial investments in developing and
promoting its TIBI mark.

4, Notwithstanding Opposer’s rights to [$BI mark discussed herein, on
July 12, 2010, Applicant filed aapplication to register thraark TYBIDIOT as shown in
application Serial No. 85082909, covering “Bathsuits; Hats; Shts; Sweat pants;
Sweat shirts; T-shirts; Tartkps; Visors” in Class 25.

5. Applicant’s address is incated to be situated the State of Georgia.

6. On August 9, 2010, an Amendment to Use was filed claiming dates of first
use of July 31, 2010.

7. Clearly the goods recited in apgdtion Serial No. 85082909 are not only

identical to the goods used by Opposer, i@ythe goods that are registered by Opposer,
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Gordon E. R. Troy, PC
PO Box 368
Charlotte, VT 05445

and are without question the same typprofducts and are necessarily by their very
nature competitive with each other.

8. By virtue of Opposer’s registration of 3Bl mark with a priority date of
August 1, 1997, Opposer has priority over Agght’'s constructiveriority date of
July 12, 2010 for the Application oppodeerein. There ia strong likelihood of
confusion in the present circumstantasthe reasons set forth herein.

9. Opposer’'s mark is TIBI, while Apgigant’s mark is TYBIDIOT. The two
marks would appear to consumers and potectiasumers to be related, sponsored by, or
otherwise authorized when in fawb such relationship exists.

10.  Applicant is trading upon theoand, meaning, and appearance of
Opposer’s well-known mark TIBI.

11. The marks are confusingly similar &ald a consumer to believe that the
source of the goods is the same entity, or if not the same entity, then such consumers
would likely believe that Applicant isegking to trade upon the good will established by
Opposer by disparaging Opposer and itdpcts through such false association.

12.  The Application opposed herein was published for opposition on July 5,
2011. Opposer obtained an extensiofiléoits Opposition through November 2, 2011.
Accordingly, this Noticeof Opposition is timely.

13. There is a strong likeldod of confusion between Opposer’s mark and
Applicant’s mark.

14.  Should Applicant be permitted to register its mark, it will interfere with
Opposer’s continuing use and registrationt®inark, Opposer’s present and future

business in its products, as well as Oppog#dened natural business extensions of its
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product line. Opposer is and will be damady the use and registration of the mark
opposed herein.

15. Inview of the strengtlof Opposer’s mark, its widespread use and degree
of recognition among the consuming public arelttade, and the duran and extent of
Opposer’s use and advertising of its maikmark has become famous. The consuming
public recognizes Opposer’'s mark as a fanmoask and associates TIBI with Opposer.

16. Opposer’'s mark was famous priorttee filing date of Applicant’s
application to registethe mark TYBIDIOT.

17.  Applicant’'s mark and applicationatikely to cause, and will cause,
dilution of the distinctive vakel of Opposer’'s mark as described in 8§ 43(c) of the Lanham
Act, as amended, 15 U.S.C. § 1125(c).

18.  Applicant’'s mark does not function agrademark as required by 88 1, 2
and 45 of the Lanham Act, as amended, 15 U.S.C. 8§ 1051, 1052 and 1127, in that
TYBIDIOT is a decorative or ornament&ature on Applicant’s goods and does not
identify and distinguish Applicant’s goodSonsequently, registration of Applicant’s
mark should be denied.

WHEREFORE, Opposer respectfully reqsestursuant to 37 C.F.R. § 2.101(b)
and 15 U.S.C. § 1052(d), that the markBI®IOT, application Serial No. 85082909, be
denied registration on the grounds of confgssimilarity with Opposer’s TIBI mark,
dilution of Opposer’s famous TIBI mark, thealtae of Applicant’s mark to function as a

trademark, and as otherwise pleaded herein.

Gordon E. R. Troy, PC
PO Box 368
Charlotte, VT 05445
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Dated: May 4, 2012

Respectfully submitted:
GORDON E. R. TROY, PC
/sl Gordon E. R. Troy

By:

Gordon E. R. Troy

Attorney for Opposer

PO Box 368

Charlotte, VT 05445

(802) 425-9060 Phone

(646) 588-1962 Fax
gtroy@webtm.comDirect Email
usptomail@webtm.comService Email

Gordon E. R. Troy, PC
PO Box 368
Charlotte, VT 05445
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