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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Eat Right Foods Ltd.
Granted to Date 10/23/2011
of previous
extension
Address P.O. Box 1525
Nelson,
NEW ZEALAND

Correspondence Simone M. Katz-O'Neill

information Shartsis Friese LLP

One Maritime Plaza, 18th Floor

San Francisco, CA 94111

UNITED STATES

skatz@sflaw.com Phone:415-421-6500

Applicant Information

Application No 77868068 Publication date 04/26/2011
Opposition Filing 10/21/2011 Opposition 10/23/2011
Date Period Ends

Applicant LEVILLE, KEVIN

76 NUBEL LANE
NEW CANAAN, CT 06840
UNITED STATES

Goods/Services Affected by Opposition

Class 005.

All goods and services in the class are opposed, namely: NUTRITIONAL SUPPLEMENTS, DIETARY
SUPPLEMENTS, HERBAL SUPPLEMENTS, HOMEOPATHIC SUPPLEMENTS, MINERAL
SUPPLEMENTS, MULTI-VITAMINS, AND NUTRACEUTICALS FOR USE AS A DIETARY
SUPPLEMENT

Class 029.
All goods and services in the class are opposed, namely: FROZEN, PREPARED AND PACKAGED
VEGETABLE-BASED ENTREES; FROZEN VEGETABLES; AND SOUPS

Class 030.
All goods and services in the class are opposed, namely: SALAD DRESSINGS

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition


http://estta.uspto.gov

U.S. Registration | 3045314 Application Date 09/10/2004

No.

Registration Date | 01/17/2006 Foreign Priority NONE
Date

Word Mark EATRIGHT

Design Mark

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 2001/08/01 First Use In Commerce: 2001/10/01
Organic and allergy sensitive cakes and cookies

U.S. Registration | 3694692 Application Date 05/09/2008

No.

Registration Date | 10/13/2009 Foreign Priority NONE
Date

Word Mark EATRIGHT

Design Mark

Description of
Mark

The mark consists of a rectangular background which is in the colors green and
yellow with the wording "EATRIGHT" apperaing in white.

Goods/Services

Class 005. First use: First Use: 2001/08/01 First Use In Commerce: 2001/10/01
medicated confectionery, food preparations adapted for medical purposes

U.S. Registration | 3694693 Application Date 05/10/2008

No.

Registration Date | 10/13/2009 Foreign Priority NONE
Date

Word Mark EATRIGHT

Design Mark

Description of
Mark

The mark consists of a rectangular background which is in the colours green
and yellow and the wording "EATRIGHT" appearing in white.

Goods/Services

Class 029. First use: First Use: 2001/08/01 First Use In Commerce: 2002/12/03

Snack mix consisting primarily of processed fruits, processed nuts and/or
raisins; Organic nut and seed-based snack bars; Fruit-based snack food; Fruit-
based organic food bars; Fruit-based organic food bars, also containing nuts
and seeds
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Simone M. Katz-O'Neill/
Name Simone M. Katz-O'Neill
Date 10/21/2011




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EAT RIGHT FOODS LTD., Opp. No.:
Opposer, Ser. No.: 77/868,068
v. Date of Publication:

April 26, 2011
KEVIN LEVILLE (Last Owner of Record and
Assignee) and NUTRITIONAL EXCELLENCE, LLC
(Original Applicant and Assignor),

Owners.

NOTICE OF OPPOSITION

Opposer, EAT RIGHT FOODS LTD., a New Zealand limited liability company having
its business address at P.O. Box 1525, Nelson, New Zealand (“Eat Right”), believes that it will
be damaged by registration of the mark EAT RIGHT AMERICA shown in Application Serial
No. 77/868,068 (“Application™) originally filed by Nutritional Excellence, LLC (“Nutritional
Excellence” or “Assignor”) and assigned to Kevin Leville (“Leville” or “Assignee”, and
collectively with Nutritional Excellence “Applicant”), and hereby opposes the same pursuant to
the provisions of Section 13 of the Lanham Act (15 U.S.C. § 1063). The Application was
published in the Official Gazette on April 26, 2011. Eat Right was granted an extension of time
until October 23, 2011 to oppose the Application.

As grounds for the opposition it is alleged that:

1. Eat Right is a company based in New Zealand that produces food products, which
include, but are not limited to, natural, healthy, nutritional, hypoallergenic, medical and organic

food products.
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2. Eat Right is the owner of multiple federal trademark registrations for the
EATRIGHT mark.

3. Eat Right is the owner of Registration No. 3,045,314 for the design mark
“EATRIGHT” for goods described as “organic and allergy sensitive cakes and cookies” in
International Class 30, which was issued on January 17, 2006. Pursuant to Section 15 of the
Lanham Act (15 U.S.C. § 1065), Registration No. 3,045,314 is an incontestable mark.

4. Eat Right is also the owner of Registration No. 3,694,692 for the design mark
“EATRIGHT” for goods described as “medicated confectionary, food preparations adapted for
medical purposes” in International Class 5, which was issued on October 13, 2009.

5. Eat Right is also the owner of Registration No. 3,694,693 for the design mark
“EATRIGHT” for goods described as “snack mix consisting primarily of processed fruits,
processed nuts and/or raisins; organic nut and seed-based snack bars; fruit-based snack food;
fruit-based organic food bars; fruit-based organic food bars, also containing nuts and seeds” in
International Class 29, which was issued on October 13, 2009. Collectively, Eat Right’s
EATRIGHT registrations are referred to as the “Registered EATRIGHT Marks.”

6. Eat Right has used its EATRIGHT marks on food products, which include, but
are not limited to, natural, healthy, nutritional, hypoallergenic, medical and organic food
products, in the United States since 2001.

7. Eat Right uses certified organic ingredients in all of its products, which include,
but are not limited to, cookies, crackers, snack bars, fruit and nut snack products, and cakes.

8. Eat Right plans to expand its line of food products into other foods, bio-available
nutrient food and ingredient preparations and to use the EATRIGHT mark on all such products.

9. The Registered EATRIGHT Marks are distinctive marks for Eat Right’s food
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products. There are no other federally registered marks for EATRIGHT or EAT RIGHT,
standing alone, for food products or supplements. Eat Right has rigorously promoted and
protected the EATRIGHT marks.

10. On information and belief, Nutritional Excellence is a company that is involved in
the fields of health, diet and nutrition.

11.  Applicant filed its Application on November 9, 2009, based on Section 1(b) of the
Lanham Act (15 U.S.C. §1051(b)), for among other goods, “pharmaceutical preparations,
nutritional supplements, dietary supplements, herbal supplements, homeopathic supplements,
mineral supplements, multi-vitamins, and nutraceuticals for use as a dietary supplement” in
International Class 5, “frozen, prepared and packaged vegetable-based entrees; frozen fruits and
vegetables; fruit and nut based snacks; and soups” in International Class 29, and “salad
dressings” in International Class 30.

12. On August 23, 2010, following the filing of the Application, Applicant amended
the description of goods in International Class 5 to delete “pharmaceutical preparations” and
amended the description of goods in International Class 29 to delete “frozen fruits” and “fruit
and nut based snacks.”

13.  The amended description of goods in the Application, as stated in the Notice of
Publication issued on April 26, 2011, provides for “nutritional supplements, dietary supplements,
herbal supplements, homeopathic supplements, mineral supplements, multi-vitamins, and
nutraceuticals for use as a dietary supplement” in International Class 5, “frozen, prepared and
packaged vegetable-based entrees; frozen vegetables; and soups” in International Class 29, and
“salad dressings” in International Class 30.

14. On information and belief, Nutritional Excellence assigned its entire interest in

NOTICE OF OPPOSITION -3-



the Application to Leville on or about October 6, 2011. On information and belief, Leville is a
Member and the Chief Executive Officer of Nutritional Excellence. On information and belief,
the assignment was recorded on or about October 12, 2011 with the Trademark Office. On
information and belief, Leville is the current owner of the Application and the EAT RIGHT
AMERICA mark.

15.  Eat Right’s use of its EATRIGHT marks for food products in the United States
precedes the filing date of the Application by over eight years.

16. One of Eat Right’s customers and primary retailers in the United States, Whole
Foods Market (“Whole Foods”), has confused Eat Right and Applicant on more than one
occasion. Whole Foods has mistakenly made a payment intended for Eat Right when it meant to
pay Applicant, and Whole Foods has included Eat Right food products in an in-store promotion

intended for a Whole Foods “Health Starts Here”” mark promotion with Applicant’s products.

LIKELIHOOD OF CONFUSION (CLAIM 1)

17. The facts alleged in paragraphs 1 through 16 are restated and incorporated herein
by reference.

18. Applicant’s goods in International Classes 5, 29 and 30 comprised of food
products and nutritional supplements are identical to and/or closely related to Eat Right’s goods
sold under the Registered EATRIGHT Marks in Classes 5, 29 and 30 comprised of food
products, which include, but are not limited to, natural, healthy, nutritional, hypoallergenic,
medical and organic food products.

19. The EAT RIGHT AMERICA mark (sometimes referred to as the “Applied-For

Mark™) is comprised of and begins with the dominant words EAT RIGHT that appear in Eat
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Right’s Registered EATRIGHT Marks. The marks are, phonetically and graphically, nearly
identical except for the addition of the word “America” at the end of the Applied-For Mark. The
addition of “America” does not distinguish the Applied-For Mark from the Registered
EATRIGHT Marks. To the contrary, the addition of the word “America” adds to the likelihood
of confusion because consumers may mistakenly believe that Eat Right, which is based in New
Zealand, is affiliated with Applicant, or is the source of the EAT RIGHT AMERICA food
products and supplements, or that the goods intended to be sold under the EAT RIGHT
AMERICA mark are being produced by an American affiliate or partner of Eat Right, or that Eat
Right sponsors or approves of such goods.

20.  The food products and nutritional supplements identified in the EAT RIGHT
AMERICA Application are related to and in the natural zone of expansion for Eat Right’s food
products, which include, but are not limited to, natural, healthy, nutritional, hypoallergenic,
medical and organic food products.

21.  On information and belief, Applicant has used and/or intends to use the same
marketing channels to market food and supplement products under the EAT RIGHT AMERICA
mark as Eat Right uses to market its food products under the Registered EATRIGHT Marks. On
information and belief, the EAT RIGHT AMERICA mark is currently used by Whole Foods in
connection with goods and/or services that are related to Eat Right’s food products.

22. The EAT RIGHT AMERICA mark so resembles Eat Right’s distinctive
Registered EATRIGHT Marks, when applied to food and supplement products, as to be likely to
cause confusion, to cause mistake or to deceive the consuming public by creating the false
impression that Applicant’s goods originate with or come from the same source as Eat Right’s

goods, or are endorsed by, sponsored by or connected in some way with Eat Right.
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23.  Registration of the Application should be refused under Section 2(d) of the
Lanham Act (15 U.S.C. § 1052(d)) for the reason that the EAT RIGHT AMERICA mark
consists of or comprises a mark that so resembles Eat Right’s previously used and not abandoned
EATRIGHT Registered Marks for food products, as to be likely, when applied to Applicant’s
goods, to cause confusion, mistake and/or to deceive.

WHEREFORE, Eat Right prays that this Opposition be sustained and registration of
Application Serial No. 77/868,068 be refused.

Dated: October 21, 2011 Respectfully Submitted
SHARTSIS FRIESE LLP

By: /Simone M. Katz-O’Neill/
SIMONE M. KATZ-O’NEILL

Attorneys for Opposer
EAT RIGHT FOODS LTD.
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EAT RIGHT FOODS LTD., Opposer, v. KEVIN LEVILLE (Last Owner of Record and
Assignee) and NUTRITIONAL EXCELLENCE, LLC (Original Applicant and Assignor),

Owners

CERTIFICATE OF SERVICE

I, Wendy Cornell, hereby certify that a true and complete copy of the foregoing

document(s):

NOTICE OF OPPOSITION

“has been served upon the party Kevin Leville by mailing said copy on October 21,
2011 via first-class mail, postage pre-paid, to his attorneys, Scott D. Woldow, Smith, Gambrell
& Russell, LLP 1130 Connecticut Avenue, NW, Suite 1130, Washington, DC 20036.

has been served upon the party Nutritional Excellence, LLC by mailing said copy
on October 21, 2011 via first-class mail, postage pre-paid, to its attorneys, Tristram R. Fall, II,
Fox Rothschild LLP, 2000 Market Street, 20th Floor, Philadelphia, PA 19103-3222 and John A.
Brunjes, GreenbergTraurig, One International Place, Boston, MA 02110.

- Executed on October 21, 2011, in San Francisco, California.

Wdo £ MI%

endy Cornell

7812\002\1754652.1



