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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CITIGROUP INC,,
' Serial No. 85/219,849
Opposer,
Opposition No. 91201920
-against-

CITIAIR, LLC,

Applicant.

AMENDED NOTICE OF OPPOSITION

Citigroup Inc. (“Opposer”), a Delaware corporation with its principal office
at 399 Park Avenue, New York, New York, believes that it would be damaged by the
registration of the mark CITIAIR (and Design), shown in U.S. Trademark Application
Serial No. 85/219,849 (“Applicant’s Mark™), to Citiair, LLC (“Applicant”), and hereby
opposes same.

Opposer alleges upon personal knowledge for its own acts and upon
information and belief with respect to all other matters, as follows:

The CITI Marks

1. Atall relevant times, Opposer was and is the famous financial services
company that owns a family of CITI service marks and trademarks.

2. The federally registered mark CITI, U.S. Reg. No. 1,181,467, was
granted on December 8, 1981, and has since reached incontestable status pursuant to 15

U.S.C. § 1065.



3. For the last four decades, Opposer and its operating affiliates have
offered, throughout the United States and worldwide, a variety of services and products
under numerous federally registered CITI marks, including, without limitation, the
following: CITI, U.S. Reg. No. 1,181,467; CITIBANK, U.S. Reg. No. 691,815; CITI
NEVER SLEEPS, U.S. Reg. No. 1,104,470; CITIDIRECT, U.S. Reg. No. 2,261,622;
CITITRAVEL, U.S. Reg. No. 2,954,363; CITIMILES, U.S. Reg. No. 1,878,857; and
CITIRAIL, U.S. Reg. No. 1,651,021." These marks, as well as additional federally
registered, applied-for, and/or previously registered CITI marks upon which Opposer

intends to rely in this proceeding, and, inter alia, information regarding the goods and

services for which said marks are registered, are sought to be registered, or previously were
federally registered upon which Opposer relies herein for its Opposition, are set forth in
Exhibit A hereto.

4. Opposer and its operating affiliates have also offered, throughout the
United States and worldwide, a variety of services and products under numerous CITI
marks (collectively with Opposer’s registered CITI marks, the “CITI Marks™), protected by

common law. These marks and, inter alia, information regarding the goods and services in

connection with which said marks have been used, are set forth in Exhibit B hereto.

5. Opposer and its operating affiliates have for many years used a number
of different CITI-prefixed vanity telephone numbers in connection with the provision of
goods and services. These phone numbers, and information regarding goods and services
in connection with which said phone numbers have been used, are set forth in Exhibit B

hereto.

' The highlighting in bold of certain of these CITI Marks indicates that such marks have

reached incontestable status under 15 U.S.C. § 1065.



6. The marks identified in Exhibits A and B constitute a family of CITI
Marks.

7. Over twenty years ago, Opposer began offering incentive award
programs in connection with one or more of its CITI Marks, under which, for instance,
consumers could use credit cards branded with one or more CITI Marks to earn points for
subsequent redemption for travel arrangements, including airline travel. Currently,
Opposer offers an online booking tool on its website to allow consumers to redeem these
points for various travel arrangements including flights, hotels, cars, travel packages, and
activities. These programs have become a key service offered by Opposer under its family
of CITI Marks. As a result, when consumers convert points earned through such credit
card usage into travel arrangements, they do so in association with the CITI Marks.

8. Opposer has spent substantial amounts, and devoted considerable time
and energy, in advertising, using, promoting, marketing, and developing public awareness
for its family of CITI Marks and individual members of its family of CITI Marks. Asa
result of such expenditures and efforts, Opposer has developed a valuable reputation and
enormous goodwill in its family of CITI Marks, as well as in individual members of its
family of CITI Marks.

9. The family of CITI Marks, as well as individual members of the family
of CITI Marks, are famous as that term is used in Section 43(c) of the Lanham Act.

10. The family of CITI Marks, as well as individual members of the
family of CITT Marks, became famous well prior to Applicant’s first use of Applicant’s

Mark.



Likelihood of Confusion and Likelihood
of Dilution Caused by Applicant’s Mark

11. Applicant’s Mark is highly and/or substantially similar to individual
members of Opposer’s family of CITI Marks, and contains the same dominant element,
CITI, as the family of CITI Marks, such that consumers will believe that Applicant’s Mark
is a member of the family of CITI Marks.

12. Applicant also uses the toll-free telephone number 1-888-CITI-697 in
connection with the provision of its goods and services, which also uses the same dominant
element, CITI, as the family of CITI Marks, including Opposer’s own CITI-prefixed vanity
telephone numbers.

13.  The services cited by Applicant under Applicant's Mark, specifically
“Travel booking agencies,” are related to services Opposer has offered under its family of
CITI Marks.

14.  Accordingly, Applicant's Mark is likely to cause confusion with
Opposer’s family of CITI Marks, and/or with individual members of Opposer’s family of
CITI Marks.

15. The registration of Applicant's Mark would grant Applicant rights to
which it is not entitled, and would be inconsistent with the prior and established rights of
Opposer in its family of CITT Marks and in individual members of its family of CITI
Marks.

16. The registration of Applicant’s Mark by Applicant is likely to dilute
the distinctiveness of Opposer’s family of CITI Marks, and in individual members of
Opposer’s family of CITI Marks, by blurring the considerable source-identifying power of

Opposer’s family of CITI Marks and of individual members of its family of CITI Marks.



By reason of the foregoing, Opposer will be damaged by the registration of

Applicant's Mark to Applicant.

WHEREFORE, Opposer respectfully requests that the Notice of Opposition

be sustained and the registration of Applicant’s Mark to Applicant be refused.

Dated: New York, New York

November 22, 2011

Bruce Goldner

Kenneth Plevan

Limor Robinson

SKADDEN, ARPS, SLATE,
MEAGHER & FLOM LLP

Four Times Square

New York, NY 10036

(212) 735-3000 (telephone)

(212 735-2000 (facsimile)

Attorqeysftpr Opposer Citi d%lnq,r
By VWAV T \




CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing Notice of
Opposition has been served on counse! for Citiair, LLC by mailing said copy on November
22,2011 via First Class Mail, postage prepaid to:

Matthew H. Swyers

The Trademark Company

344 Maple Avenue West, Suite 151
Vienna, Virginia 22180-5612

Sylvia Marquez
Trademark Legal Assistant

818337-New York Server 6A - MSW



Exhibit A
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Exhibit B



Selected Historic and Current Common Law CITI Marks

Number e Mark

~Goods and/or Services
1. Credit card services; incentive award

citiBdiles

program promoting the use of credit
cards.

2. CITI SPECIALS Discount/incentive award program
promoting the use of credit cards.
3. CITI CARDS Credit card services.
4. CITIBANK ONLINE Online banking and other financial
services.
5. CITI, CITI PLATINUM SELECT, Credit card services;
CITI DIVIDEND? Discount/incentive award program

promoting the use of credit cards.

6. 1-800-321-CIT1I, 1-800-ASK-CITL, 1- | A full array of financial, credit card,
888-ASK-CITI, 1-888-CITIBANK, 1- | and banking services.
888-CITIGOLD, 1-800-CITI-ATM, 1-
800-905-CITI, 1-800-CITI-YES, 1-
800-441-CITI, 1-800-336-CITTI, 1-800-
328-CITI, 1-800-967-CITI, 1-800-
CITI-IRA

This common law usage is depicted in a federal registration, U.S. Reg. No. 1880842, registered on February 28,
1995.

These marks are used in connection with one or more third party marks, mc]udmg Mastercard, Visa, American
Express, Aadvantage, and Hhilton Honors.

818509-New York Server 6A - MSW




