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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

MICHAEL BRANDT FAMILY TRUST
d/b/a ECO-SAFE OF DALLAS,

Opposer,
Opposition No. 91201703
2

INSTITUTO ITALIANO SICUREZZA
DEI GIOCATTOLI S.R.L.

APPLICANT'S MOTION TO DISMISS FOR FAILURE TO STATE A CLAIM
OPPOSER’S FRAUD CLAIM AND OPPOSER’S CLAIM ASSERTING THAT
APPLICANT’'S APPLICATION ISVOID ABINITIO
Applicant Instituto Italiano Sicurezza D@iocattoli S.R.L. (“Sicurezza”) moves the
Board pursuant to Fed. R. Civ. P. 12(b)(63liemiss the fraud claim and the claim that

Applicant’s application is voidb inito asserted by Opposer Michael Brandt Family Trust

(“MBFT”) in its Notice of Opposition.

MBFT fails to state a claim for fraud

MBFT fails to makeany allegations with respect to they state-of-mind elements of its
fraud claimand fails to allege with partigdarity any facts that codleven hypothetically support
the missing state-of-mind allegations.

The elements of fraud require not only Béastatement, but also the declarent’s
knowledge of the falsity and an affirmative intémtdeceive the Patent and Trademark Office.
“Fraud in procuring a trademark registratiorr@newal occurs when an applicant knowingly

makes false, material repeggations of fact in conngon with his application.”Torresv.
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Cantine Torresella Sr.l., 808 F.2d 46, 48, 1 USPQ2d 1483 (Fed. Cir. 1986). As the Court stated
in Inre Bose Corp., 580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir. 2009), quikngn Indus.,
Inc. v. Watkins Prods., Inc., 192 USPQ 327, 329 (TTAB 197&here is a material legal
distinction between a ‘false’ reggentation and a ‘fraudulent’ oneetlatter involving an intent
to deceive, whereas the former may be docasl by a misunderstanding, an inadvertence, a
mere negligent omission, or the like.”

MBFT has not alleged thapplicant made the allegedlyl$a statement with knowledge
that it was false. MBFT has also not alleged that the allegedly false statement was made with the
intent to deceive the Office. MBFT therefore has not afjed, much less alleged with
particularity in accordance with the strictured~efl. R. Civ. P. 9(b), the two signature elements
of fraud.

According to the above, MBFT fails state aiwi for fraud because it has not alleged all
elements of fraud. Moreover, even were MBBTnake the required allegations it could not
make them with the required particularitgaeding the facts underlying the two state-of-mind

elements. MBFT’s fraud claims shoudd dismissed without leave to amend.

Il. MBFT fails to state a claim that applicant’s application is void

MBFT fails to state a claim that applicasmtipplication is void because MBFT fails to
allege that Applicant lacked a bofide intent to use its mark @il the goods andervices listed
in Applicant’s application. As matter of law, Applicant’s applation can be void only if there
was a lack of intent to use the mark with respeeatitgoods and services listed in the
application.

[Clontrary to opposer's contention, gaphcation will not be deemed void for
lack of a bona fide intention to use absemof of fraud, n4 or proof of a lack of
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bona fide intention to use the markahof the goods identified in the

applicationnot just some of them n5 See, with regard tese-based applications,

Grand Canyon West Ranch LLC v. Hualapai Tribe, 78 USPQ2d 1696 (TTAB

2006). Thus, we will decide this issue in terms of whether the items, if any, for

which opposer has shown applicant's lackara fide intention to use the mark

should be deleted from the application.

Wet Seal Inc. v. FD Management Inc., 82 USPQ2d 1629, 16 (TTAB 2007) (emphasis added).
An entire application cannot be deemed voiddck of bona fide intention to use a mark on
some, but not all, of the goods or ees identified in an applicationd. Opposer’s remedy for
Applicant’s alleged lack of borfade intent to use the mark on some, but not all, good listed in
the application is merely deletion from the apgiiocn of goods for which there was no intent to
use. The remedy is not and cannot be the volahthe entire applit@an. Accordingly, based
on the allegations made in the Notice, MBFT ftilstate a claim for voidance of the application
and has no right to ask faeoidance of the application.

Pursuant to the rule announcedNBt Seal, MBFT must allege tht Applicant lacked a
bona fide intent to use with respecttbthe goods and servicestéd in the application.
Applicant’s application lists various goodsalasses 22, 23, 24, 25, and aid lists in class 42
the services of “Testing, analysiad evaluation of the textilequtucts of others and toys of
others for the purpose of certification.”

MBFT does not allege that Applicant lacketbona fide intent to use its mark in
connection with all the listed goodsd services. Rather, MBRilleges that Applicant is an
“institution that certifis various products manufactured blgeas” (Notice 19) and alleges that
there is an inconsistency focartifying party to have a bona fide intent to use a mark for
certification services (the servicstied in class 42) and at the same time a bona fide intent to use

the mark for goods certified (classes 22,28,25, and 27) (Notice 11 11, 12). MBFT'’s

allegation in paragraphs 9 — 12 of its Notice igehethat there is an inconsistency and that
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Applicant must have lackedmna fide intent to use witlither the good®r the services listed

in the applicatin, but not both.

December 22, 2011

Respectfully submitted,

Mark L ebow/

Mark Lebow

Attorney for Applicant

Young& Thompson

209 Madison Street, Suite 500
AlexandriaVA 22314

Certificate of Service
I herby certify that the within MOTIONO DISMISS was served on this 22nd day of

December 2011 via U.S. mail, postage prepaithe below listed counsel of record for

Applicant:

Barth X. deRosa

Dickinson Wright PLLC

1875 Eye Street NW, Suite 1200
Washington, DC 2006

hpm/
Hue Morrison
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