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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
TRADEMARK TRIAL AND APPEAL BOARD 

 
 

Serial No. 85/156,141 
Opposition No. 91201666 
For the mark CUTLERYANDBEYOND 
 

CUTLERY AND MORE, LLC, 

   Opposer, 

 v. 

DASALLA TRADING COMPANY, 
   Applicant. 
 

 
OPPOSER’S MOTION TO COMPEL DISCOVERY 

 

Opposer Cutlery and More, LLC (“Opposer”), by and through its undersigned 

counsel, moves pursuant to Rule 37 of the Federal Rules of Civil Procedure and 37 

CFR § 2.120(e) for entry of an order compelling Applicant, Dasalla Trading Company 

(“Applicant”)1, to respond fully to Opposer’s discovery requests, and for other 

appropriate relief.  The grounds and authorities in support of this Motion are as follows: 

I. BACKGROUND 

On September 19, 2011, Opposer filed this opposition to the Applicant’s 

application to register CUTLERYANDBEYOND in Application Serial No. 85/156,141 for 

use in connection with “Retail store and on-line retail store services featuring cutlery and 

kitchenware” in International Class 35 on the grounds that the mark was confusingly 

similar to Opposer’s Marks. 

On March 1, 2012, Opposer served Applicant with Interrogatories, Requests for 

Admission, and Document Requests. (Exhibits A, B, and C, respectively). 

                                                      
1 The Opposer has repeatedly requested clarification from the Applicant’s counsel with respect 
to the proper spelling of the Applicant – Desalla or Dasalla.  
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The Applicant refused to answer the Interrogatories and Request for Admissions 

based on frivolous objections and failed to produce any documents responsive to the 

Requests for Production. (Exhibits D, E, and F, respectively).  The Applicant states that 

certain interrogatories and requests for admissions “will be supplemented at a 

reasonable time prior to the trial of this matter” and further states that “requested 

documents will be supplemented at a later date”. However, discovery is set to close in 

less than a week on May 26, 2012. 

In a good faith attempt under Rules 2.120(e) and (h) to resolve the issues raised 

by the Applicant’s responses, the Opposer’s undersigned counsel sent correspondence 

to the Applicant dated April 12, 2012, addressing the inadequacy of the Applicant’s 

discovery responses. (Exhibit G). In addition, the Opposer’s undersigned counsel called 

the Applicant’s counsel and left a voice message on May 2, 2012 and May 16, 2012.  

The Applicant’s counsel has not responded to the correspondence or voice messages, 

and has not supplemented the Applicant’s discovery responses.  Therefore, it is 

necessary to proceed with this Motion to compel discovery. 

II. ARGUMENT 

The Applicant has failed to produce sufficient responses to Opposer’s discovery 

requests. Under TBMP §523.01 and Trademark Rule 2.120(e), upon the failure of a 

party to provide required discovery which was requested by way of interrogatories or 

document production, a motion to compel is available. See Johnson and Johnson and 

Roc Int’l S.A.R.L. v. Obschevsto s Oranitchennoy; Otvetstvenn Ostiu Wds, 95 USPQ2d 

1567 (TTAB 2010) (motion to compel applicant to supplement interrogatory responses 

granted). Furthermore, where a party believes objections to its discovery requests are 
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improper, they may file a motion to compel. Fidelity Prescriptions, Inc. v. Med. Chest 

Disc. Ctrs., Inc., 191 USPQ 127 (TTAB 1976). In fact, a party who receives a discovery 

response which they believe to be inadequate, is directed to file a motion to compel in 

order to test the sufficiency of the response, otherwise the opportunity to supplement 

the responses is forfeited. H.D. Lee Co. v. Maidenform Inc., 87 USPQ2d 1715, 1719 

(TTAB 2008); Time Warner Entm’t Co. v. Jones, 65 USPQ2d 1650, 1656-57 (TTAB 

2002). 

A.  Applicant Failed to Provide Su fficient Responses to Interrogatories 

  Since the Applicant has not provided any substantive responses to Interrogatory 

Nos. 1 through 23 and 25, the Applicant’s Interrogatory responses are wholly 

insufficient.2  See TBMP §408.02 (“A party served with a request for discovery has a 

duty to thoroughly search its records for all information properly sought in the request, 

and to provide such information to the requesting party within the time allowed for 

responding to the request”).   

 The Applicant objects to all twenty-five (25) interrogatories as propounded by the 

Opposer as “overly broad and burdensome”.  However, no detail as to why the 

Applicant takes this position is provided.  “[I]t is incumbent upon a party who has been 

served with interrogatories to respond by articulating his objections (with particularity) to 

those interrogatories which he believes to be objectionable, and by providing the 

information sought in those interrogatories which he  believes to be proper.”  Amazon 

Tech., Inc. v. Wax, 93 USPQ2d 1702 (TTAB 2009); Fed. R. Civ. P. 33(b)(4) (“The 

grounds for objecting to an interrogatory must be stated with  specificity.”) 
                                                      
2 In addition to the Applicant objecting to Interrogatory No. 24 as overly broad and burdensome, 
the Applicant answered that “Eddie Desalla, with the assistance of counsel” as persons who 
provided information used in the answers to the interrogatories. 
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 With respect to Interrogatory Nos. 19, 20, 23, the Applicant further states that 

these interrogatories are “not reasonably calculated to lead to the discovery of 

admissible evidence”. However, Interrogatory Nos. 19, 20, 23 clearly relate to factors 

related to a likelihood of confusion. 

The Applicant further objects to Interrogatory No. 22 on the basis that it “may call 

for a legal conclusion”. First, Interrogatory No. 22 calls for the “factual basis” for 

affirmative defenses, and not any legal basis.  Second, an interrogatory that is 

otherwise proper is not necessarily objectionable merely because it requires a party to 

give an opinion or contention that relates to fact or the application of law to fact.  TBMP 

§405.02; Fed. R. Civ. P. 33(b); Johnston Pump/General Valve v. Chromalloy Am. Corp., 

10 USPQ2d 1671, 1676 (TTAB 1988) (query whether opposer believes marks in 

question to be confusingly similar must be answered even though it requires opposer to 

draw legal conclusion); see also Gould v. Sanyo Electric, 179 USPQ 313 (TTAB 1973).  

Clearly, Applicant’s objections to Interrogatory No. 22 are not supported.   

 Lastly, the Applicant states that all the interrogatories (with the exception of 

Interrogatory No. 24) “will be supplemented at a reasonable time prior to the trial of this 

matter” or “will be supplemented at a later date”. With the close of discovery 

approaching on May 26, 2012, it is unclear as to what the Applicant considers “a 

reasonable time” or a “later date”.  

Accordingly, the Applicant should be compelled to supplement its responses, 

without objection, to Interrogatory Nos. 1 through 23 and 25. 
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B. Applicant Failed to Produce Sufficient Responsive Documents 

Applicant has yet to produce any documents in response to the Opposer’s 

Production Document Request Nos. 1 through 20. However, the Applicant has a duty 

“to select and produce the items requested”. See No Fear Inc. v. Rule, 54 USPQ2d 

1551, 1556 (TTAB 2000); TBMP §408.02; see also, M.C.I. Foods, Inc. v. Bunte, 86 

USPQ2d 1044 (TTAB 2008) (a promise to produce unspecified documents at some 

unspecified later time is an insufficient response). 

The Applicant objects to all twenty (20) requests for production of documents as 

“overly broad and burdensome”.  However, no detail as to why the Applicant takes this 

position is provided.   

The Applicant further objects to Production Document Request Nos. 2, 10 stating 

that these requests are “not reasonably calculated to lead to the discovery of admissible 

evidence”.  However, Production Document Request Nos. 2, 10 seek to identify 

potential parties for deposition as well as evidence of use or planned use of the mark in 

commerce.   

The Applicant further objects to Production Document Request Nos. 3, 19 stating 

that the request may be in violation of the attorney-client privilege and/or attorney work 

product doctrine.  However, under Federal Rule of Civil Procedure 26(b)(5)(A): “[w]hen 

a party withholds information otherwise discoverable by claiming that the information is 

privileged or subject to protection as trial-preparation material, the party must ... 

describe the nature of the documents, communications, or tangible things not produced 

or disclosed and do so in a manner that, without revealing information itself privileged or 

protected, will enable other parties to access the claim.” See United States. v. Philip 
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Morris Inc., 347 F.3d 951, 954 (D.C. Cir. 2003); In re Santa Fe Int’l, 272 F.3d 705, 710 

(5th Cir. 2001). A proper response requires either stating that there are responsive 

documents and producing them, or withholding them on a claim of privilege, or stating 

that Applicant has no responsive documents. No Fear Inc. v. Rule, 54 USPQ2d 1551, 

1555-56 (TTAB 2000).  Production Document Request No. 19 is directed to expert 

opinions, which relate to expert disclosures due April 26, 2012. 

The Applicant further objects to Production Document Request Nos. 16, 18 

stating that the request “may call for a legal conclusion”.  It is clear that Production 

Document Request No. 16 is directed to evidence related to consumer confusion, which 

is based on facts.  Furthermore, Production Document Request No. 18 requests 

documents that are not premised on a legal basis. 

Similar to the Applicant’s responses to the interrogatories, the Applicant states 

that all the production document responses “will be supplemented at a later date”.  

However, it is unclear as to what the Applicant considers a “later date” in light of the 

upcoming close of discovery on May 26, 2012. 

The Applicant’s document production is wholly insufficient.  Accordingly, the 

Applicant should be compelled to supplement its document production, without 

objection, to Production Document Requests 1 through 20.  

C. Applicant Failed to Provide Sufficient Responses to Admissions  

Opposer propounded twenty (20) Requests for Admissions.  If the Board, upon 

motion to test the sufficiency of an admission, determines that an answer does not 

comply with the requirements of Federal Rule of Civil Procedure 36(a), it may order that 
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the matter is deemed admitted.  See 37 CFR § 2.120(h); FRCP 36(a); TBMP §524.01; 

TBMP §407.04. 

In response, the Applicant has objected to eleven (11) of the requests and states 

that all twenty (20) admissions “will be supplemented at a reasonable time prior to the 

trial of this matter”.  The Applicant’s responses to the requested admissions are wholly 

insufficient. 

More specifically, the Applicant objects to Admission Request Nos. 1, 4, 5, 7, 8, 

9, 14, 15, 16, 17, 18 stating that these requests are “overly broad and burdensome”. 

However, no detail as to why the Applicant takes this position is provided.  The 

Applicant must “state in detail the reasons why the responding party cannot truthfully 

admit or deny the matter” according to TBMP §407.03(b) (“An answer must admit the 

matter of which an admission is requested; deny the matter; or state in detail the 

reasons why the responding party cannot truthfully admit or deny the matter.”). 

In addition, the Applicant objects to Admission Request Nos. 1, 4, 5 as to the 

term “owns” stating that this term “can have different meanings to different individuals”.  

According to the context of Admission Request Nos. 1, 4, 5, it is clear that the term 

“own” can only have one meaning. 

The Applicant further objects to Admission Request Nos. 16, 17, 18 stating that 

the request “may call for a legal conclusion”.  Admission Request No. 16 is directed to 

the admission or denial of whether or not the definition of the term “beyond” is specified 

to mean “more than” according to the Cambridge Online Dictionary.  This request is 

clearly factual, not based on a legal conclusion.   Admission Request Nos. 17 and 18 

are also factual in that these requests relate to consumer confusion. 
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Accordingly, Opposer requests that all Requested Admissions be construed as 

admitted.   

 D.  Applicant’s Failure to Cooperate 

 Clearly, the Applicant has failed to fulfill its duty to cooperate in the discovery 

process.  “The Board expects parties (and their attorneys or other authorized 

representatives) to cooperate with one another in the discovery process, and looks with 

extreme disfavor on those who do not.  Each party and its attorney or other authorized 

representative has a duty not only to make a good faith effort to satisfy the discovery 

needs of its adversary, but also to make a good faith effort to seek only such discovery 

as is proper and relevant to the issues in the case.” TBMP §408.01; See Medtronic v. 

Pacesetter Sys., 222 USPQ 80, 83 (TTAB 1984) (it was clear from applicant's blanket 

objections to opposer’s discovery requests that applicant was not cooperating). 

 E. Opposer’s Good Faith 

Pursuant to 37 CFR § 2.120(e), Opposer’s attorneys have made a good faith 

effort, by correspondence and telephone, to resolve the issues set forth in this Motion 

with the Applicant’s attorney, but have not received any response. In light of Applicant’s 

failure to provide proper responses to Opposer’s discovery requests and the 

approaching deadline for close of discovery, Opposer has no choice but to bring these 

issues before the Board. 

III. CONCLUSION 

For the foregoing reasons, Opposer respectfully requests that the Board grant 

this Motion to compel discovery by entering an order directing Applicant to respond to 
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Opposer’s Interrogatories and Document Requests and that the Opposer’s Request for 

Admission Nos. 1 through 20 be deemed admitted. 

In addition, Opposer requests that the Board suspend the proceedings until after 

this Motion is resolved.  Since the discovery period is set to close on May 26, 2012, the 

Opposer is aware that an extension to the discovery period may be required. 

 

Dated: May 23, 2012 Respectfully submitted, 
 
 /Allison M. Corder/   
Charles C. Valauskas, Reg. No. 32,009 
Allison M. Corder, Reg. No. 50,545 
Kathleen M. Wilt, Reg. No. 67,960 

Valauskas Corder LLC 
150 South Wacker Drive, Suite 620 
Chicago, Illinois  60606 
(312) 673-0360 
(312) 673-0361 Facsimile 
Email: ccv@vciplaw.com; 
corder@vciplaw.com, wilt@vciplaw.com 

Attorneys for Opposer 
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CERTIFICATE OF SERVICE 
 

 I certify that a true and complete copy of the foregoing MOTION TO COMPEL 

DISCOVERY has been served via United States first class mail, postage prepaid, on 

May 23, 2012 to: 

 
 

Mr. Matthew H. Swyers 
The Trademark Company 

344 Maple Avenue West, Suite 151 
Vienna, VA 22180 

mswyers@TheTrademarkCompany.com 
 
 

Dated: May 23, 2012 Respectfully submitted, 
 
 /Allison M. Corder/   
Charles C. Valauskas, Reg. No. 32,009 
Allison M. Corder, Reg. No. 50,545 
Kathleen M. Wilt, Reg. No. 67,960 

Valauskas Corder LLC 
150 South Wacker Drive, Suite 620 
Chicago, Illinois  60606 
(312) 673-0360 
(312) 673-0361 Facsimile 
Email: ccv@vciplaw.com; 
corder@vciplaw.com, wilt@vciplaw.com 

Attorneys for Opposer 
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