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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
Checker Leather Limited,  
  

Opposer,  
  

- against - Opposition No. 91201493 
  
  
Kathleen McHugh,  

  
Applicant.  

 
 

APPLICANT’S MOTION TO SHOW CAUSE AND MOTION TO CONSOLIDATE 
 

 Kathleen McHugh (hereafter “Applicant”), makes this Motion to Show Cause under Fed. 

R. Civ. P. 55(c), and this Motion to Consolidate Opposition Nos. 91201492 and 91201493 under 

Fed. R. Civ. P. 42(a). 

LEGAL AUTHORITY 

 According to Fed. R. Civ. P. 55(c), entry of default may be set aside for good cause.  

Grounds for such relief against a default judgment are set forth in Fed. R. Civ. P. 60(b), and 

include mistake, inadvertence, surprise or excusable neglect. 

 With respect to the Motion to Consolidate, Fed. R. Civ. P. 42(a) states that actions 

involving a common question of law or fact may be consolidated into a single action. 

 

FACTS 

 1. On September 7, 2011, Opposer filed two nearly identical Notices of Opposition, 

which were assigned nearly identical Opposition Numbers (91201492 and 91201493).  Both 

Notices of Opposition recite the same facts and grounds for relief.  The only difference between 

the two Notices of Opposition were the fact that Opposition No. 91201492 is directed to 



Applicant’s word mark ROWALLAN, U.S. Serial No. 85281663, and Opposition No. 91201493 

is directed to Applicant’s stylized mark ROWALLAN OF SCOTLAND, U.S. Serial No. 

85206192. 

 2. Applicant did not realize that two separate oppositions had been filed by Opposer. 

 3. On October 7, 2011, Applicant filed a Motion to Dismiss with the Trademark 

Trial and Appeal Board for Opposition No. 91201492. 

 4. On or about November 4, 2011, Applicant received notice from the USPTO 

TTAB indicating that no answer had been filed for Opposition No. 91201493, and that notice of 

default was entered against Applicant in that case.  The notice also states that Applicant is 

allowed 30 days from the mailing date of the order to show cause why judgment by default 

should not be entered against Applicant in accordance with Fed. R. Civ. P. 55(b). 

 

ARGUMENT 

 5. In accordance with Fed. R. Civ. P. 60(b), Applicant hereby requests that the 

Board set aside the default judgment in Opposition No. 91201493 due to mistake and 

inadvertence.  Applicant simply did not realize that two separate oppositions had been filed, and 

Applicant intends to vigorously challenge both Opposition actions filed by Opposer. 

 6. Applicant is providing herewith an affidavit in support of this motion, wherein the 

affidavit sets forth the fact that the failure to answer the instant Notice of Opposition was due to 

a mistake and inadvertence. 

 7. Applicant is also requesting that Opposition Nos. 91201492 and 91201493 be 

consolidated into a single action, as each of these actions arises out of the same nucleus of facts, 

includes the same grounds for opposition, and both causes of action involve the same questions 







IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
Checker Leather Limited,  
  

Opposer,  
  

- against - Opposition No. 91201493 
  
 AFFIDAVIT OF KATHLEEN  
Kathleen McHugh, McHUGH  

  
Applicant.  

 
 

AFFIDAVIT  

 

I, Kathleen McHugh, being first duly sworn, hereby say: 

 

1. I am an individual, of 217 Lumbee Circle, Unit 41, Pawleys Island, South Carolina 

29585. 

 

2. I am the owner of trademark application nos. 85/206,192 and 85/281,663. 

 

3. I received from the USPTO Notices of Opposition relating to Opposition Nos. 91201492 

and 91201493, but due to the similarity of the Notices, I did not realize that there was more than 

one action pending. 

 

4. Both Notices of Opposition are nearly identical.  The only difference between the two 

Notices of Opposition were the fact that Opposition No. 91201492 is directed to Applicant’s 

word mark ROWALLAN, U.S. Serial No. 85281663, and Opposition No. 91201493 is directed 

to Applicant’s stylized mark ROWALLAN OF SCOTLAND, U.S. Serial No. 85206192.  

Otherwise, the two Notices of Opposition appear to be identical. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
Checker Leather Limited,  
  

Opposer,  
  

- against - Opposition No. 91201492 
  
  
Kathleen McHugh,  

  
Applicant.  

 
 

APPLICANT’S MOTION TO DISMISS  

 
Kathleen McHugh (hereafter “Applicant”), makes this Federal Rule of Civil Procedure 

12(b)(6) motion to dismiss the claims in this action because Opposer cannot maintain their 

claims as set forth in the Notice of Opposition.  Opposer’s Notice of Opposition contains 

insufficient allegations to make out a cognizable claim, fails to state a claim on which relief may 

be granted, and this claim should be dismissed pursuant to Federal Rule of Civil Procedure 

12(b)(6). 

I. INTRODUCTION  

 Opposer has filed a Notice of Opposition alleging that Opposer and Applicant entered 

into an Agreement whereby Applicant purchased Opposer’s United States business.  As part of 

this transaction, Opposer executed a Bill of Sale stating that Opposer “hereby grant[s], sell[s], 

transfer[s] and deliver[s]” to Applicant, among other things, “Goodwill, Intellectual Property and 

other intangibles, [and] The Rowallan trademark for the U.S.A.”  This transaction included U.S. 

Registration No. 2874557, and the assignment was recorded with the USPTO on October 2, 

2008, Reel: 003981 Frame: 0183.  The Assignment documents filed with the U.S. Patent and 

Trademark Office for this prior registration include the following:  The aforementioned 
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Agreement (entitled “Heads of Terms”), the Bill of Sale, a Demand Note dated October 2, 2008, 

an executed Security Agreement dated October 2, 2008, and an unexecuted Security Agreement 

dated February 12, 2009.  These documents are attached hereto as Exhibit A.  It should be noted 

that the Security Agreements and the Demand Note are between Applicant and a third party, C.S. 

Hutter Company, who is the secured party, and who is not a party to this action. 

 Opposer has further alleged that 1) Applicant breached its contract with Opposer by 

failing to render payment of the balance due under the Agreement, 2) due to this breach, rights in 

the United States ROWALLAN trademark revert back to Opposer, and 3) that Applicant’s 

application is fraudulent because she induced the Opposer into letting its previous registration 

lapse by entering into the Contract and promising to pay Opposer for the rights to the 

ROWALLAN trademark in the United States.  Opposer further alleges that the registration of the 

ROWALLAN mark would “be a source of damage and injury to Opposer.” 

 Opposer is attempting to litigate a breach of contract claim under the guise of a trademark 

opposition. 

  

II. LEGAL AUTHORITY AND ARGUMENTS  

 In reviewing a pleading for purposes of a motion to dismiss for failure to state a claim 

upon which relief can be granted, the Board must assume that all of opposer's well pleaded 

allegations are true and construe the notice of opposition in a light most favorable to opposer. 

Dismissal will be granted only if it appears that opposer is entitled to no relief under any set of 

facts which could be proved in support of its claim. See Fed. R. Civ. P. 8(f) and Stanspeck Co. v. 

American Chain & Cable Co., Inc., 531 F.2d 563, 189 USPQ 420 (CCPA 1976).    Under 

Trademark Rule 2.104 (a), the pleadings in an opposition proceeding must set forth “a short and 
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plain statement showing why the opposer believes it would be damaged by the registration of the 

opposed mark and state the grounds for the opposition.”  Therefore, to survive a motion to 

dismiss, opposer need only have alleged such facts as would, if proved, show 1) that petitioner 

has standing to oppose registration of applicant's mark and 2) that a statutory ground for 

opposing such registration exists. See Lipton Industries, Inc., v. Ralston Purina Co., 670 F.2d 

1029, 213 USPQ 185 (CCPA 1982). 

 In this case, Opposer is simply alleging that Applicant breached a contract between the 

parties, and as a result, the ownership of the trademark reverts back to Opposer.  However, the 

Trademark Trial and Appeal Board is not the proper forum for resolving a claim for breach of 

contract, particularly where, as here, the Agreement specifically states that the Agreement “will 

be governed by the law of Scotland, where the Seller is based,” and wherein “[b]oth parties 

confirm that they submit to the exclusive jurisdiction for the Court of Session, Edinburgh.  As 

this board has stated on previous occasions, “If opposer is pleading a breach of contract claim, 

we agree with applicant, and we are unaware of any authority we have to decide such claims and 

applicant's motion for judgment on the breach of contact claim would be well taken.” The 

Pennsylvania State Univ., OPPOSITION NO. 112,7, 2001 WL 630654 (Trademark Tr. & App. 

Bd. June 6, 2001).  The Board has no jurisdiction to consider a breach of contract claim, per se. 

Wallyball Int'l, Inc., OPPOSITION 120,198, 2003 WL 22273100 (Trademark Tr. & App. Bd. 

Sept. 26, 2003).  Duramax Marind, L.L.C. v. R.W. Fernstrum & Co., 119,899, 2001 WL 431506 

(Trademark Tr. & App. Bd. Apr. 26, 2001). 

 Furthermore, even if the Board were to undertake an interpretation of the Agreement 

under Scottish law, there is no provision in the Agreement stating that in the event of a breach, 

the trademark rights in the ROWALLAN mark revert back to Opposer.  See Exhibit A.  
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Presumably, under Scottish law, as in the U.S., the only remedy or relief available to Opposer 

would be for specific performance, ie. payment of the balance due under the contract.  Clearly, 

the U.S. Patent and Trademark Office has no authority to force one party to pay money to 

another party in an action for breach of contract.  Additionally, to further complicate matters, the 

Assignment documents from the prior registration, including the Security Agreements wherein 

C. S. Hutter is the secured party, may arguably provide a superior claim of ownership of the 

instant mark and ultimate registration in comparison to any ownership claims potentially made 

by Opposer in this case. 

 Opposer has also alleged fraud in its notice of opposition, stating that “Applicant’s 

application is fraudulent because she induced the Opposer into letting its previous registration 

lapse by entering into the Contract and promising to pay Opposer for the rights to the 

ROWALLAN trademark in the United States.”   First, the previous registration was cancelled on 

March 18, 2011, nearly two and a half years after Applicant had been assigned ownership of the 

previous registration, so it is difficult to understand how Applicant could have induced the 

Opposer into letting the registration (which it no longer owned) lapse.  This argument is 

ludicrous. 

 Fraud in obtaining a trademark registration occurs “when an applicant knowingly makes 

false, material representations of fact in connection with his application.” Torres v. Cantine 

Torresella S.r.l, 808 F.2d 46, 1 USPQ2d 1483, 1484 (Fed. Cir. 1986); Mister Leonard Inc. v. 

Jacques Leonard Couture Inc., 23 USPQ2d 1064, 1065 (TTAB 1992) (“Thus, according to 

Torres, to constitute fraud on the PTO, the statement must be (1) false, (2) a material 

representation and (3) made knowingly.”). See also Medinol Ltd. v. Neuro Vasx Inc., 67 USPQ2d 

1205 (TTAB 2003) (“A Trademark applicant commits fraud in procuring a registration when it 
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makes material representations of fact in its declaration which it knows or should know to be 

false.”).  Fraud must be proven with clear and convincing evidence, and any doubt must be 

resolved against a finding of fraud. See Giant Food, Inc. v. Standard Terry Mills, Inc., 229 

USPQ 955, 962 (TTAB 1986) and cases cited therein. Furthermore, fraud will not lie if it can be 

proven that the statement, though false, was made with a reasonable and honest belief that it was 

true. See Woodstock's Enterprises Inc. (California) v. Woodstock's Enterprises Inc. (Oregon), 43 

USPQ2d 1440 (TTAB 1997).  Standard Knitting Ltd. v. Toyota Jidosha Kabushiki Kaisha, 77 

USPQ2d 1917, 1926 (TTAB 2006).   

 In support of its fraud allegation, Opposer has not alleged that Applicant made any false, 

material representations of fact to the USPTO in connection with her Application.  Indeed, when 

the previous registration was cancelled, Applicant was the owner of the registration.  Allowing 

one’s own trademark registration to lapse simply does not constitute fraud, and that preposterous 

position is wholly unsupported by any legal authority. 

 Additionally, Opposer has not established that it has standing to oppose Applicant’s 

registration, nor has it alleged any statutory grounds for opposing the same. Opposer is based in 

Scotland, and has not alleged that it conducts any business, whatsoever, in the United States.  

Thus, other than for purposes of harassment, Opposer has no real interest in the proceedings, nor 

does Opposer have any reasonable basis for the belief that it would be damaged by the 

registration of Applicant’s mark.  On this point, the Board has stated:  “All that is necessary . . . 

is that the ‘person’ bringing the opposition establish conditions and circumstances from which 

damage to it from the opposed mark can be assumed.”  FBI v. Societe: “M. Bril & Co.,” 172 

U.S.P.Q. 310 (T.T.A.B. 1971).  Here, Opposer has established no conditions or circumstances 

from which damage to it from the opposed mark can be assumed, or even perceived. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
Checker Leather Limited,  
  

Opposer,  
  

- against - Opposition No. 91201492 
  
  
Kathleen McHugh,  

  
Applicant.  

 
 
 
 
 

EXHIBIT A  
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