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Docket No. IP-05874-BL

Yong Bom (Brian) Lee, California State Bar No. 213860
Wilson Quan, California State Bar No. 225343

Hyong C. Kim, California State Bar No. 231034

LAW OFFICE OF LEE & ASSOCIATES

3530 Wilshire Blvd., Suite 1280

Los Angeles, California 90010

Tel. No. (213) 368-7717, Fax No. (213) 368-7718
wilshirefirm@yahoo.com

Attorneys for Plaintiff
Paul Shim, Respondent

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
" BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Application Serial No.: 85/249961 MARK: PowerZEN
Applied on: Feb. 26, 2011
Published on: July 26, 2011

Opposition Filed on: August 15, 2011

CHANG OH KIM, ) Opposition No.: 91201166
Petitioner, )
Vvs. ) UNILATERAL INITIAL DISCLOSURE
PAUL SHIM, ) BY THE RESPONDENT, PAUL SHIM,
Applicant ) UNDER FRCP 26
)
)

Commissioner for Trademarks

P.O. Box 1451
Alexandria, VA 22313-1451
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Docket No. IP-05874-BL

REPORT OF PARTIES’ PLANNING MEETING

By and through their attorneys of record, who are set forth below, the
Respondent, Paul Shim, has prepared and hereby submit this unilateral signed
report as required by Federal Rule of Civil Procedure 26(f), as Petitioner Chang
Oh Kim has not attempted to have a conference, nor has he responded to the

Respondent’s letter inviting for a conference.

"THE PARTIES
The Petitioner, Chang Oh Kim, has appeared in pro per, while the

Respondent, Paul Shim, has appeared through his attorneys of record .

A. SUBJECT MATTER JURISDICTION

This Board has jurisdiction over the opposition proceeding in a trademark

application.

B. CONCISE STATEMENT OF THE FACTUAL AND LEGAL BASIS OF
THE CLAIMS AND DEFENSES

1. Petitioner’s Allegation

The Petitioner alleges that he started using a mark “Trio Powerzen” in
September 1, 2010, while the Applicant (or “Respondent”) filed the trademark
application for the mark “PowerZen” with the first use on Dec. 1, 2010. They
both are for similar products of male sexual performance enhancement products.
The Petitioner alleges that 1) two marks are confusingly similar; and that 2) the

Petitioner has a priority, and therefore, the mark “PowerZen” should not be

registered.
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Docket No. IP-05874-BL

2. Respondent (Applicant)’s Responses

The Respondent responds that any claim by the Petitioner is false
allegation and bad faith misrepresentation to the Board for numerous reasons.

First, there are several competitors in this market, and the Petitioner did not
use the mark “Trio PowerZen” from Sep. 1, 2010. There are several evidences
and witnesses showing that 1) the Petitioner started working in this industry from
early 2011, not 2010, that 2) the company which sold the products using “Trio
PowerZen” was owned by someone else, who will produce his or her business
record and declaration to this effect, and that 3) there are customers, who
purchased the products “Trio PowerZen,” who testify that it was someone else
selling the products with “Trio PowerZen” mark since early 2011, not 2010.

Second, the Respondent in fact started using this mark since May 2010, not
December 2010, through his associates, and he mistakenly believed that he had to
use the date of first use under his 100%6 control only. There was another
individual who started using the mark “PowerZen” since 05/2010, and this
individual works with the Petitioner by assigning the right to the mark, and the

Petitioner did not realize that the first date of use would be the date when his

-assignor started using it.

C. DAMAGES

No damage is discussed in this proceeding.

D. ADDITIONAL PARTIES

No additional parties are expected to join the action at this point.

E. DISCOVERY AND EXPERTS

No expert witness is expected to b engaged.
UNILATERAL INITIAL DISCLOSURE BY THE RESPONDENT, UNDER FRCP 26:
USTTA 91201166
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As for the discovery, the Respondent served written discovery requests on
October 12, 2011, however, the Petitioner has not produced any response to this
date. The Respondent sent a courtesy letter reminding the due date and
voluntarily extending the time to respond until Nov. 25, 2011, and the
Respondent plans to file a motion to compel and/or motion to dismiss the action
for failure to respond to the discovery requests, if the Petitioner continues failing
to respond or communicate.

All discovery is expected to be completed by the due date of April 21, 2012.

F.  ISSUES WHICH MAY BE RESOLVED BY SUMMARY JUDGMENT

The Respondent expects filing a Motion for Summary Judgment on the

issue of priority based on the Petition to Amend the Application to amend the first

date of use by the Applicant.

G. SETTLEMENT DISCUSSIONS TO DATE

The Petitioner does not initiate, communicate, or respond to the

|| Respondent’s discovery or communications.

H. INITIAL DISCLOSURES UNDER FRCP (26(a)(1))
Subject to the Protective Order that the Respondent will promptly execute

and lodge with the Board, the following disclosures will be made:

a. Individuals likely to have discoverable information that the
disclosing party may use to support its claims or defenses:

By Respondent:
Ms. Sharon Chang, individual who did business selling “Trio

PowerZen” in 2011;
4
UNILATERAL INITIAL DISCLOSURE BY THE RESPONDENT, UNDER FRCP 26:
USTTA 91201166




10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27

28

Docket No. IP-05874-BL

Mr. Jung J. Lee, individual who witnessed personally the sales of
“Trio PowerZen” by someone else, not the Petitoner;

Other Individuals, Daesun Kang, Hoonam Kim, Seok Song, and
others, who personally witnessed the first séles of “Trio Powerzen” by
someone else , not the Petitioner, and who can testify when the Petitionewr
started the business of sales similar products;

Customers in this industry still in the process of obtaining

declarations, who can testify the same as above.

b. Documents in the possession, custody, or control of the disclosing
party that it may use to support its claims or defenses:
By Respondent:

Respondent’s Trademark Application;

Respondent’s Petition to Amend the Trademark Application;
Declaration of Several Individuals;

Los Angeles County Recorder’s Office’s Business Records;

Other documents related to Respondent’s and Petitioner’s products,

sales, uses of the marks.

c. Computation of Any category Damages:

No damage is sought in this action.

d. Insurance Agreement

No insurance is related in this action.
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No other disclosures have been made, but may be made immediately after
filing of a Stipulated Protective Order that the Parties intend to have in place, and

as other evidence is discovered.
WHEREUPON, the Respondent, by and through his attorneys of record,
hereby unilaterally submit this Report.

Respectfully submitted,
LAW OFFICE OF LEE & ASSOCIATES

Dated: Nov. 2| ,2011

g, T,
et 02 ——— =
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P ———

Yong Bom (Brian) Lee, Wilson B. Quan,
Hyong C. Kim

Attorneys for Applicant

Telephone Number: (213) 368-7717
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PROOF OF SERVICE

STATE OF CALIFORNIA
COUNTY OF LOS ANGELES

[ am a resident of the country aforesaid; am over the age of eighteen years and not a
party to the within action. My business address is 3530 Wilshire Blvd., Suite 1280 Los
Angeles, CA 90010.

On Nov.2-{ , 2011, I served the within documents:

UNILATERAL INITIAL DISCLOSURE BY THE RESPONDENT, PAUL SHIM,
UNDER FRCP 26

On the interested parties in the above action, by faxing and mailing a true copy thereof as follows:

Chang Oh Kim
621 S. Gramercy PL, #507, Los Angeles, CA 90005

Executed on Nov. :"'_'?, 2011, at Los Angeles, California

[ ] STATE I declare under penalty of perjury under the laws of the State of California that the foregoing
is true and correct.

[X] FEDERAL I declare that I am employed in the office of a member of the bar of Federal Court at

whose direction the service was made.
H

Su Lee
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