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EXHIBIT I 



To: Honda Giken Kogyo Kabushiki Kaisha (Hond ETC. (
michael.bevilacqua@wilmerhale.com)

Subject: U.S. TRADEMARK APPLICATION NO. 78924545 - 103.443.241

Sent: 2/5/2010 1:40:03 PM

Sent As: ECOM109@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO:           78/924545
 
    MARK:      
 

 
        

*78924545*
    CORRESPONDENT ADDRESS:
          MICHAEL J. BEVILACQUA, ESQUIRE          
          WILMER CUTLER PICKERING HALE AND
DORR LL       
          60 STATE ST
          BOSTON, MA 02109-1800        
           

 
RESPOND TO THIS ACTION:
http://www.uspto.gov/teas/eTEASpageD.htm
 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
 

 
    APPLICANT:           Honda Giken Kogyo Kabushiki
Kaisha (Hond ETC.     
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          103.443.241        
    CORRESPONDENT E-MAIL ADDRESS: 
           michael.bevilacqua@wilmerhale.com

 

 
 

OFFICE ACTION
 
TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.
 
ISSUE/MAILING DATE: 2/5/2010
 
The referenced application has been withdrawn from publication and remanded to the examining attorney
because the Commissioner’s Office has determined the following.
 
Registration was refused because the applied-for mark, which consists of a three-dimensional
configuration of the goods, appears to be a functional design for such goods.  Trademark Act Section
2(e)(5), 15 U.S.C. §1052(e)(5); see TMEP §1202.02(a)-(a)(ii).  The Office has considered the applicant’s
arguments carefully but has found them unpersuasive.  Accordingly, the refusal is hereby reinstated.



 
 A feature is functional if it is “essential to the use or purpose of the [product]” or “it affects the cost or
quality of the [product].”   TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 33, 58 USPQ2d
1001, 1006 (2001); Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165, 34 USPQ2d 1161, 1163-64
(1995); TMEP §1202.02(a)(iii)(A).
 
A mark that consists of a three-dimensional configuration of a product or its packaging is functional, and
thus unregistrable, when the evidence shows that the design provides identifiable utilitarian advantages to
the user; i.e., the product or container “has a particular shape because it works better in [that] shape.”  
Valu Eng’g, Inc. v. Rexnord Corp. , 278 F.3d 1268, 1274, 61 USPQ2d 1422, 1425 (Fed. Cir. 2002)
(internal punctuation and citation omitted); see TMEP §1202.02(a)(iii)(A).
 
The Office must establish a prima facie case that the three-dimensional configuration mark sought to be
registered is functional.  The burden then shifts to the applicant to present sufficient evidence to rebut the
prima facie case.  In re R.M. Smith, Inc., 734 F.2d 1482, 1484, 222 USPQ 1, 3 (Fed. Cir. 1984); In re Bio-
Medicus Inc., 31 USPQ2d 1254, 1257 n.5 (TTAB 1993); TMEP §1202.02(a)(iv).
 
A determination of functionality is a question of fact, and depends on the totality of the evidence presented
in each particular case.  Valu Eng’g, Inc. v. Rexnord Corp. , 278 F.3d 1268, 1273, 61 USPQ2d 1422, 1424
(Fed. Cir. 2002); In re Caterpillar Inc., 43 USPQ2d 1335, 1339 (TTAB 1997); TMEP §1202.02(a)(iv).
 
The evidence need not establish that the configuration at issue is the very best design for the particular
product or product packaging.  A configuration can be held functional when the evidence shows that it
provides a specific utilitarian advantage that makes it one of a few superior designs available.  See In re
Bose Corp., 772 F.2d 866, 227 USPQ 1 (Fed. Cir. 1985) (holding shape of a loudspeaker system enclosure
functional because it conforms to the shape of the sound matrix and is thereby an efficient and superior
design); In re Am. Nat’l Can Co. , 41 USPQ2d 1841 (TTAB 1997) (holding metal beverage containers
with vertical fluting functional because vertical fluting is one of a limited number of ways to strengthen
can sidewalls and it allows for an easier way to grip and hold the can); TMEP §1202.02(a)(v), (a)(v)(C).
 
In this case, the evidence suggests that the configuration of engine components shown in the mark may
enable the applicant’s engines to fit into a more compact space and to have a lower center of gravity.  
Further, the configurations enables the fuel tank and the muffler to have large capacities, and to be safely
positioned very close to each other, such a large capacity muffler being better able to reduce engine
exhaust noise.  Because the muffler is not located under the fuel tank, that empty space can be easily
accessed or used, and the lower portion of the fuel tank can be made larger, thereby allowing an increased
overall capacity of the fuel tank.  Moreover, the fuel tank and muffler can be simplified in their shapes,
resulting in increased flexibility in designing these components.
 
The evidence consists of the applicant’s utility patents (Nos. 6331740, 6362533 and 6489690) for engines
which are similar – although admittedly not identical – in configuration.   The applicant is directed to the
evidence located in the TDR database under the heading “Outgoing” dated 7/29/2008 , at pages 116 to
177.
 
A utility patent claiming the design features at issue is strong evidence of functionality.  The party seeking
trademark protection for a three-dimensional configuration mark then bears the burden of establishing that
the features are not functional, such as by providing evidence that they are merely ornamental, incidental,
or arbitrary aspects of the product or packaging.  TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S.
23, 29-30, 58 USPQ2d 1001, 1005 (2001); see TMEP §1202.02(a)(iv), (a)(v)(A).
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In sum, the applicant may not register a trademark for the entire engine design in this particular
configuration, which contains several functional elements.
 
In its response, the applicant has included a design patent for a similar engine design.  A configuration of a
product or product packaging that has been the subject of a design patent is evidence of nonfunctionality;
but this can be outweighed by other evidence of functionality.  TMEP §1202.02(a)(v)(A); see In re R.M.
Smith, Inc., 734 F.2d 1482, 1485, 222 USPQ 1, 3 (Fed. Cir. 1984); In re Am. Nat’l Can Co. , 41 USPQ2d
1841, 1843 (TTAB 1997).
 
However, where the evidence shows that the specific product or container configuration at issue provides
no real utilitarian advantages to the user, but is one of many equally feasible, efficient and competitive
designs, then it may be registrable.  See In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 213 USPQ 9
(C.C.P.A. 1982).  But a product configuration cannot be registered on the Principal Register without a
showing of acquired distinctiveness.  See Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 54
USPQ2d 1065 (2000); TMEP §1202.02(b)-(b)(i).
 
The applicant has provided a showing of acquired distinctiveness, and portions of the mark appear to be
capable of registration.  However, the applicant needs to limit what it is claiming as its mark to those
elements which are capable of acquired distinctiveness.
 
The evidence provided by the applicant points out several nonfunctional features of its proposed mark: 
the overall “cubic” look of the engine; the shape of the air cleaner housing; the design of the carburetor
cover; the shape and size of the fuel tank; the combined and complementary shape of the fuel tank and air
cleaner housing; and the position and orientation of the major engine components.  If the applicant limits
its claimed mark to these elements, the mark may be registrable.
 
Description and Drawing
 
The applicant must submit a new description of the mark.  The following language is suggested:
 
“The mark consists of the configuration of an engine with an overall cubic design, with a slanted fan
cover, the fuel tank located above the fan cover on the right, and the air cleaner located above the fan
cover on the left.  The air cleaner cover features a cube shape with beveled outside edges, non-beveled
inside edges, and a belt-like area on the lower portion of the cover encompassing the entire circumference
and aligned with the extruded part of the fuel tank.  The carburetor cover features four ribs along its
outside edge and a receded area where control levers are located.  The fuel tank is roughly square, with a
shape that mirrors the angles on the air cleaner cover and the radii on the upper left corner of the fan
cover.  The engine features a beveling that runs throughout its entire circumference.  The relative
positioning and orientation of the air cleaner cover, muffler heat shield and fuel tank, are such that the
straight edges face each other and the center of the engine, while the beveled edges are on the exterior. 
The broken lining in the drawing is not part of the mark and serves only to indicate position.”
 
The applicant is advised that it must also amend its drawing to show the purely functional portions of the
design, such as levers, bolts, nuts and caps in broken lines, or if that is not practical, disclaim those items.
 
 
 
 

/James A. Rauen/
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Trademark Examining Attorney
Law Office 109
571-272-9211
 

 
RESPOND TO THIS ACTION: Applicant should file a response to this Office action online using the
form at http://www.uspto.gov/teas/eTEASpageD.htm, waiting 48-72 hours if applicant received
notification of the Office action via e-mail.  For technical assistance with the form, please e-mail
TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned examining
attorney.  Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed
responses.
 
If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response.  Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.
 
STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of the
complete TARR screen.  If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
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EXHIBIT O 



Trademark Snap Shot Amendment & Mail Processing Stylesheet
(Table presents the data on Amendment & Mail Processing Complete)

OVERVIEW

SERIAL NUMBER 78924545 FILING DATE 07/07/2006

REG NUMBER 0000000 REG DATE N/A

REGISTER PRINCIPAL MARK TYPE TRADEMARK

INTL REG # N/A INTL REG DATE N/A

TM ATTORNEY RAUEN, JAMES A L.O. ASSIGNED 109

PUB INFORMATION

RUN DATE 03/10/2009

PUB DATE 03/25/2008

STATUS 661-RESPONSE AFTER NON-FINAL-ACTION-ENTERED

STATUS DATE 03/07/2009

LITERAL MARK ELEMENT

DATE ABANDONED N/A DATE CANCELLED N/A

SECTION 2F YES SECTION 2F IN PART NO

SECTION 8 NO SECTION 8 IN PART NO

SECTION 15 NO REPUB 12C N/A

RENEWAL FILED NO RENEWAL DATE N/A

DATE AMEND REG N/A

FILING BASIS

FILED BASIS CURRENT BASIS AMENDED BASIS

1 (a) YES 1 (a) YES 1 (a) NO

1 (b) NO 1 (b) NO 1 (b) NO

44D NO 44D NO 44D NO

44E NO 44E NO 44E NO

66A NO 66A NO

NO BASIS NO NO BASIS NO

MARK DATA

STANDARD CHARACTER MARK NO

LITERAL MARK ELEMENT



MARK DRAWING CODE 2-AN ILLUSTRATION DRAWING WITHOUT ANY
WORD(S)/LETTER(S)/NUMBER(S)

COLOR DRAWING FLAG NO

CURRENT OWNER INFORMATION

PARTY TYPE 20-OWNER AT PUBLICATION

NAME Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co.,
Ltd.)

ADDRESS No. 1-1, 2-Chome, Minamiaoyama
Minato-Ku, Tokyo, 107-8556

ENTITY 03-CORPORATION

CITIZENSHIP Japan

GOODS AND SERVICES

INTERNATIONAL CLASS 007

          DESCRIPTION TEXT engines for use in construction, maintenance and power
equipment

GOODS AND SERVICES CLASSIFICATION

INTERNATIONAL
CLASS

007 FIRST USE
DATE

10/00/1983 FIRST USE
IN
COMMERCE
DATE

12/00/1984 CLASS
STATUS

6-ACTIVE

MISCELLANEOUS INFORMATION/STATEMENTS

CHANGE IN REGISTRATION NO

COLORS CLAIMED STATEMENT Color is not claimed as a feature of the mark.

DESCRIPTION OF MARK The mark consists of the configuration of an engine. The
phantom lining shown in the drawing is not part of the mark
and serves only to indicate position.

PROSECUTION HISTORY

DATE ENT CD ENT
TYPE

DESCRIPTION ENT NUM

03/07/2009 TEME I TEAS/EMAIL CORRESPONDENCE ENTERED 035

03/07/2009 CRFA I CORRESPONDENCE RECEIVED IN LAW OFFICE 034

03/04/2009 MAIL I PAPER RECEIVED 033

10/29/2008 OP.I T OPPOSITION INSTITUTED NO. 999999 032

09/02/2008 GNRN O NOTIFICATION OF NON-FINAL ACTION E-MAILED 031

09/02/2008 GNRT O NON-FINAL ACTION E-MAILED 030



09/02/2008 CNRT R NON-FINAL ACTION WRITTEN 029

08/18/2008 ZZZX Z PREVIOUS ALLOWANCE COUNT WITHDRAWN 028

07/30/2008 LOPT I LETTER OF PROTEST ACCEPTED 027

04/17/2008 ETOF T EXTENSION OF TIME TO OPPOSE RECEIVED 026

03/25/2008 PUBO A PUBLISHED FOR OPPOSITION 025

03/05/2008 NPUB O NOTICE OF PUBLICATION 024

02/19/2008 PREV O LAW OFFICE PUBLICATION REVIEW COMPLETED 023

02/13/2008 CNSA O APPROVED FOR PUB - PRINCIPAL REGISTER 022

02/11/2008 TEME I TEAS/EMAIL CORRESPONDENCE ENTERED 021

02/11/2008 CRFA I CORRESPONDENCE RECEIVED IN LAW OFFICE 020

02/11/2008 TROA I TEAS RESPONSE TO OFFICE ACTION RECEIVED 019

08/15/2007 GNRN O NOTIFICATION OF NON-FINAL ACTION E-MAILED 018

08/15/2007 GNRT O NON-FINAL ACTION E-MAILED 017

08/15/2007 CNRT R NON-FINAL ACTION WRITTEN 016

08/12/2007 ZZZX Z PREVIOUS ALLOWANCE COUNT WITHDRAWN 015

07/23/2007 PBCR Z WITHDRAWN FROM PUB - OG REVIEW QUERY 014

07/06/2007 PREV O LAW OFFICE PUBLICATION REVIEW COMPLETED 013

06/28/2007 CNSA O APPROVED FOR PUB - PRINCIPAL REGISTER 012

06/22/2007 ACEC I AMENDMENT FROM APPLICANT ENTERED 011

06/22/2007 CRFA I CORRESPONDENCE RECEIVED IN LAW OFFICE 010

06/22/2007 ALIE A ASSIGNED TO LIE 009

06/11/2007 MAIL I PAPER RECEIVED 008

02/21/2007 CHAN I APPLICANT/CORRESPONDENCE CHANGES (NON-
RESPONSIVE) ENTERED

007

02/21/2007 COAR I TEAS CHANGE OF OWNER ADDRESS RECEIVED 006

12/08/2006 GNRT F NON-FINAL ACTION E-MAILED 005

12/08/2006 CNRT R NON-FINAL ACTION WRITTEN 004

12/07/2006 DOCK D ASSIGNED TO EXAMINER 003

07/13/2006 MDSC O NOTICE OF DESIGN SEARCH CODE MAILED 002

07/12/2006 NWAP I NEW APPLICATION ENTERED IN TRAM 001

CURRENT CORRESPONDENCE INFORMATION

ATTORNEY Michael J. Bevilacqua, Esquire

CORRESPONDENCE ADDRESS MICHAEL J. BEVILACQUA, ESQUIRE
WILMER CUTLER PICKERING HALE AND DORR LL
60 STATE ST
BOSTON, MA 02109-1800

DOMESTIC REPRESENTATIVE Michael J. Bevilacqua, Esquire



PRIOR OWNER INFORMATION

PARTY TYPE 10-ORIGINAL APPLICANT

NAME
Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co.,
Ltd.)

ADDRESS No. 1-1, 2-Chome, Minamiaoyama
Minato-Ku, Tokyo, 107-8556

ENTITY 03-CORPORATION

CITIZENSHIP Japan



















Applicant has attached a number of advertisements as Exhibits E, F and G to this 

response. Exhibit E is a Honda brochure for the GX Engine and as indicated above, none of the 

ornamental features described above are touted for their utilitarian advantages. Applicant's 

online advertisements which include product specifications, an example which is attached as 

Exhibit F, also does not describe any of the ornamental features as providing any particular 

functional advantages. Exhibit G is a copy of pages from a website of an independent engine 

company (www.smallenginewarehouse.com) which also does not tout any of the design features 

of the GX Engine described above as being functional. This website also shows many other 

designs from competitors of Applicant which do not incorporate Applicants configuration. 

D. Patents 

As part of the evidence to suggest that the engine configuration of components shown in 

the mark enable Applicant's engine to fit into a more complex space and have a lower center of 

gravity, three utility patents which have been issued to the Applicant are cited. None of these 

patents, however, even remotely show the configuration which is the subject of the present 

application. The gas tank in each of these patents is multiple times the relative size of the gas 

tank of the engine of the present application and the gas tank is not of the same shape as the gas 

tank shown in the mark. Moreover, an air cleaner cover is not shown in the same relative 

position to the gas tank in the patented engines. It should be noted that all of these patents were 

filed many years after Applicant first introduced the GX Engine and its components that are 

shown in the mark of the present application. Applicant does have a design patent which shows 

this engine (U.S. Design Patent No. 282,071 which issued January 7, 1986) and is attached as 

Exhibit H. A design patent on a configuration creates a presumption that the features depicted 

are not functional, even if the design patent later expires. See 1 J. Thomas McCarthy, McCarthy 

on Trademarks and Unfair Competition §6:11 (4th ed. 2005) ("McCarthy"); Fuji Kogyo Co., Ltd. 

v. Pacific Bay Int'l., Inc., 461 F.3d 675, 683 (6th Cir. 2006); Topps Co. v. Gerrit J. Verburg Co., 

41 U.S.P.Q.2d 1412, 1419-20 (S.D.N.Y. 1996). 

Applicant has been granted a number of other utility patents that cover features embodied 

in the GX Engine but none of these utility patents cover the configuration which is the subject of 

the present application. For example, U.S. Patent No. 4,813,385 which is attached hereto as 

Exhibit I was filed more than 4 years after Applicant first sold the GX Engine. Obviously, if 

- 8-
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Applicant was seeking protection for the configuration, such patent would have been barred as 

the invention was already on sale. 

In view of the information described above and in the attached Exhibits, Applicant 

submits that it has satisfied the requests made by the Examiner and that the configuration of an 

engine that is the subject of the present application satisfies the criteria for registration. 

Applicant has substantial additional information which could be provided if a further showing is 

necessary. 

Dated: March 2, 2009 

Respectfully submitted, 
WILMER CUTLER PICKERING 
HALE AND DORR LLP 

Michael J. llacqua 
Reg. No. 31,091 
60 State Street 
Boston, Massachusetts 021 09 
(617) 526-6448 

CERTIFICATE OF MAILING UNDER 37 C.F.R. §1.8(a) 

I hereby certify that this correspondence is being deposited with the United States Postal 
Service as first class mail in an envelope addressed to: Commissioner for Trademarks, BOX 
RESPONSE NO FEE, P.O. Box 1451, Alexandria, Virginia 22313-1451, on September 26, 
2007. 0 \W:___~~ 

Iris M. Dianna 

-9-
US I DOCS 7077335vl 

24213
Highlight
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EXHIBIT U 



Honda Engines - GX120 4-Stroke Engine

http://engines.honda.com/models/model-detail/gx120[9/24/2013 2:44:02 PM]

Log On

ENGINES FIND A DEALER PARTS & SUPPORT

OEM RESOURCES

Features Specs Performance Curve

Quality and performance come standard.

GX120

Honda’s GX series engines are legendary for superior
reliability and performance. And there’s no doubt about it:
the GX120 lives up to the legend. Lower noise levels,
lower vibration, and lower emissions – without sacrificing
power output or performance.

COMMON APPLICATIONS
Commercial lawn and garden equipment
Tillers / cultivators
Generators
Construction / industrial equipment
Agricultural equipment
Water pumps

Owners Manual

   

   

FUEL EFFICIENT, HIGH OUTPUT OPERATION
Precision camshaft design offers precise valve
timing and optimal valve overlap for better fuel
efficiency

OHV design for increased efficiency and optimal
power transfer

High compression ratio for better fuel efficiency

SMOOTH PERFORMANCE
Precision engineered components result in lower
vibration

Ball bearing supported crankshaft for greater
stability

EXCEPTIONALLY QUIET
Even quieter than previous model!

Large capacity, multi-chamber exhaust system

Reduced mechanical noise due to light weight,
noise-reducing materials

Forged steel crankshaft and rigid crankcase

Helical cut gears

Sophisticated air intake system

PROVEN RELIABILITY
Oil Alert | Learn More

New carburetor chamber coating and carburetor filter
help to protect against fuel impurities

Cast iron cylinder sleeve

High quality materials, fit, and finish

GX series engines offer premium
features and quality

Precision camshaft design

PRODUCT TYPE

All

SERIES

All

DISPLACEMENT

All

CRANKSHAFT DIRECTION

All

USE

All

STARTING

All

Total Number of Results: 1

Engines

Why choose Honda Engines

Find brands powered by Honda

Brochures

Reset Filters

Engine Quick Search View All

http://engines.honda.com/Account/LogOn
http://engines.honda.com/
http://engines.honda.com/models/
http://engines.honda.com/dealer-locator
http://engines.honda.com/parts-and-support/
http://engines.honda.com/oem-resources
http://engines.honda.com/parts-and-support/owners-manuals/GX120
http://engines.honda.com/parts-and-support/owners-manuals/GX120
http://engines.honda.com/content/images/models/GX120_imglg.jpg
http://engines.honda.com/content/images/models/gallery/GX120_LL.jpg
http://engines.honda.com/content/images/models/gallery/GX120_LB.jpg
http://engines.honda.com/content/images/models/gallery/GX120_LRC.jpg
http://engines.honda.com/content/images/models/gallery/billy-goat-core-aerator-gx120.jpg
http://engines.honda.com/content/images/models/gallery/mi-t-m-5-gallon-air-compressor-gx120.jpg
http://engines.honda.com/content/images/models/gallery/ventry-evacuation-fan-gx120.jpg
http://engines.honda.com/content/images/models/features/gx-cutaway.jpg
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Dual element air cleaner

Fuel Valve

3-Year Limited Warranty

EASY TO USE AND MAINTAIN
Simple throttle control

Large fuel tanks

Large automotive type fuel cap

Dual oil drains and fill

Easy, convenient, heavy duty control box

Easily accessible spark plug

EASY STARTING
Heavy duty recoil starter

Ergonomic, easy to grip recoil rope design

Automatic mechanical de-compression system |
Learn More

EMISSIONS COMPLIANT
Lower emissions, same power output!

CARB and EPA certified

No catalyst necessary

AVAILABLE OPTIONS
Gear reduction options

Spark arrester available

Non U.S. Customers Become a dealer  FAQs Contact  Us About Us Recalls/Updates News Privacy/Legal  Terms & Conditions Site Map Honda.com
©2013 American Honda Motor  Co., Inc. All  information contained herein applies to U.S. products only.

Superior air filtration systems

Ball bearing supported crankshaft

Dual oil  drains and fill

Automatic mechanical
decompression for easier starting

http://www.world.honda.com/
http://engines.honda.com/company/how-to-become-a-dealer
http://engines.honda.com/company/faq
http://engines.honda.com/company/contact-us
http://engines.honda.com/company/about-us
http://engines.honda.com/parts-and-support/recalls-updates
http://engines.honda.com/company/news-and-events
http://engines.honda.com/site/site_privacy
http://engines.honda.com/site/site_terms
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EXHIBIT W 



©2007 American Honda Motor Co. Inc. For optimum performance and safety, please read the owner's manual before operating your Honda Power Equipment.

*Mass production engines may vary from this value. Actual power output for the engine installed in the final machine will vary depending on numerous factors, including the operation speed of the engine in application,
environmental conditions, maintenance and other variables.
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EXHIBIT X 



Honda’s Redesigned GX Engines.
The Foundation Of Success.

With the newly-redesigned mid-range GX120, GX160, and GX200 to go along with the recently-introduced 
GX240, GX270, GX340 and GX390, the second generation of Honda GX Series Engines is now complete. 

Featuring improved performance, lighter weight, great fuel economy and meeting EPA Phase 3 
emission requirements without a performance-inhibiting catalyst, this is the winning lineup. Add to that Honda’s 

3-Year Warranty* and unsurpassed reputation for reliability and it’s clear how Honda can help your business. 
So come visit us at Booth 16607 and find out more concrete reasons to choose Honda.

Builtlikeno other.

engines.honda.com
*Warranty applies to all Honda GX Series Engines, 100cc or larger purchased at retail or put into rental service since
January 1, 2009. Warranty excludes the Honda GXV160 model. See full warranty details at Honda.com. For optimum
performance and safety, please read the owner’s manual before operating your Honda Power Equipment. 
©2011 American Honda Motor Co., Inc.

GX200 iGX340 GX690GX100GX35

Visit Us At 

Booth 16607
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 
TRADEMARK TRIAL AND APPEAL BOARD 

BRIGGS & STRATTON CORPORATION 
and KOHLER CO., 
 

Opposers, 
 

v. 
 

HONDA GIKEN KOGYO KABUSHIKI 
KAISHA, 
 

Applicant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
 
Opposition No. 91200832 (parent) 
 
Opposition No. 91200146 
 
Application Serial No. 78924545 
 
 
 

 

DECLARATION OF SARAH FRAZIER IN SUPPORT OF  
APPLICANT HONDA GIKEN KOGYO KABUSHIKI KAISHA’S OPPO SITION TO 

OPPOSERS BRIGGS & STRATTON CORPORATION AND KOHLER C O.’S MOTION 
FOR SUMMARY JUDGMENT  

[REDACTED – PUBLIC VERSION]   

 

I, Sarah Frazier, pursuant to 28 U.S.C. § 1746, declare as follows: 

1. I am an attorney duly licensed to practice law in the Commonwealth of Massachusetts.  I 

am an Associate at the law firm of Wilmer Cutler Pickering Hale and Dorr LLP, counsel for 

Honda Giken Kogyo Kabushiki Kaisha (“Honda”), the Applicant in the above-entitled actions. 

2. Honda employee Motohiro Fujita states that Honda invested between 1.2 and 1.3 billion 

yen into the development of the GX Engine.  Declaration of Motohiro Fujita in Support of 

Applicant Honda Giken Kogyo Kabushiki Kaisha’s Opposition to Opposers’ Motion for 
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Summary Judgment ¶ 6.  Based on 1981 exchange rates, this translates into over five million 

United States dollars.   

3. Attached hereto as Exhibit A  is a true and correct copy of the Order and Judgment in 

PowerTrain v. Am. Honda Motor Co., Civ. No. 1:03-cv-668 (N.D. Miss. Aug. 28, 2007), 

produced by Honda in this opposition as AHGX0069675-AHGX0069677. 

4. Attached hereto as Exhibit B  is a true and correct copy of defendants Jiangdong and 

Homier’s Motion for Summary Judgment in Am. Honda Motor Co. v. The Pep Boys, Civ. No. 

05-8879 (C.D. Cal.), docket number 215, produced by Honda in this opposition as 

AHGX0066593- AHGX0066616.  

5. Attached hereto as Exhibit C  is a true and correct copy of the district court’s November 

13, 2007 Order, docket number 401, in Am. Honda Motor Co. v. The Pep Boys, Civ. No. 05-8879 

(C.D. Cal.) produced by Honda in this opposition as AHGX0061776-AHGX0061799.  

6. Attached hereto as Exhibit D  is a true and correct copy of excerpts of the August 9 and 

10, 2013 deposition of Honda Vice President Scott Conner in this opposition.    

7. Attached hereto as Exhibit E  is a true and correct copy of United States design patent 

D282,017, produced by Honda in this opposition as AHGX0067416-AHGX0067420.  

8. Attached hereto as Exhibit F is a true and correct copy of the May 22, 2007 Settlement 

Agreement between American Honda Motor Co., Inc. and Liquid Combustion Technology LLC, 

produced by Honda in this opposition as AHGXC000080- AHGX000089. 



3 
 

9. Attached hereto as Exhibit G is a true and correct copy of the October 6, 2009 

Settlement Agreement between American Honda Motor Co., Inc. and its affiliated companies 

and Champion Power Equipment, Inc. and its affiliated companies, produced by Honda in this 

opposition as AHGXC000009-AHGXC000024.   

10. Attached hereto as Exhibit H  is a true and correct copy of the April 6, 2010 Settlement 

Agreement between American Honda Motor Co., Inc. and Max Tool, produced by Honda in this 

opposition as AHGXC000090-AHGXC000097. 

11. Attached hereto as Exhibit I  is a true and correct copy of the February 5, 2010 Office 

Action regarding United States Trademark Application Number 78924545. 

12. Attached hereto as Exhibit J  is a true and correct copy of Honda’s December 29, 2011 

Objections and Responses to Opposer Briggs & Stratton Corporation’s First Set of Requests for 

Production of Documents.   

13. Attached hereto as Exhibit K  is a true and correct copy of a 1981 Honda memorandum, 

produced by Honda in this opposition as AHGX0061354-AHGX0061380. 

14. Attached hereto as Exhibit L is a true and correct copy of the document produced by 

Kohler Co. in this opposition as Kohler003571-Kohler003575. 

15. Attached hereto as Exhibit M  is a true and correct copy of excerpts of the August 15, 

2007 deposition of Motohiro Fujita in the case Am. Honda Motor Co. v. The Pep Boys, Civ. No. 

05-8879 (C.D. Cal.) produced by Honda in this opposition as AHGX0061169-AHGX0061282.  
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16. Attached hereto as Exhibit N  is a true and correct copy of the document produced by 

Briggs and Stratton Corporation in this litigation as BASCO0000418-BASCO0000439. 

17. Attached hereto as Exhibit O  is a true and correct copy of excerpts from the March 4, 

2009 Response to an Office Action regarding United States Trademark Application Number 

78924545. 

18. Attached hereto as Exhibit P is a true and correct copy of United States design patent 

D634,333. 

19. Attached hereto as Exhibit Q  is a true and correct copy of United States design patent 

D605,661. 

20. Attached hereto as Exhibit R  is a true and correct copy of United States design patent 

D595,737. 

21. Attached hereto as Exhibit S is a true and correct copy of the document produced by 

Briggs and Stratton Corporation in this opposition as BASCO0000170-BASCO0000172. 

22. Attached hereto as Exhibit T  is a true and correct copy of the document produced by 

Kohler Co. in this opposition as Kohler005077-Kohler005080.   

23. Attached hereto as Exhibit U  is a true and correct copy of the website at 

http://engines.honda.com/models/model-detail/gx120, accessed on September 24, 2013. 

24. Attached hereto as Exhibit V  is a true and correct copy of the Honda advertisement 

produced by Honda in this opposition as AHGXC001548.   
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