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Opposition No. 91200832 (parent)
V.
Opposition No. 91200146
HONDA GIKEN KOGYO KABUSHIKI
KAISHA, Application Serial No. 78924545
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)

APPLICANT HONDA GIKEN KOGYO KABUSHIKI KAISHA’'S OPPO  SITION TO
OPPOSERS BRIGGS & STRATTON CORPORATION AND KOHLER C O.’S
MOTION FOR SUMMARY JUDGMENT
[REDACTED-PUBLIC VERSION]



l. INTRODUCTION

Contrary to Opposers’ contention, there are vigsmisputes about many material facts related to
the non-functionality of the GX Engine TrademaHonda expects to offer compelling evidence during
trial, including testimony from a Japanese engindes helped design the GX Engine, and expert
testimony from a former engineer for Opposer Briggd Stratton Corporation (“Briggs”), that the GX
Engine Trademark is non-functional. As invitedtbg Board ¢eeDkt. 75 (August 5, 2013 Order) at 18-
19), Honda has included the opinions of its expelbw to highlight the genuine disputes that exist.
Relying on similar evidence, Honda has already gite# in a week-long trial where the jury foundttha
the trade dress of the GX Engine is non-functiondlonda also defeated summary judgment in another
district court case concerning the trade dresh@faX Engine where the defendants presented much of
same evidence Opposers now rely’dn.

Under the law of trade dress, products that per@fomction may nevertheless have a particular
style that can be protecte@ee TrafFix Devices, Inc. v. Marketing Displays,.,|1632 U.S. 23, 34 (2001).
The Board has recognized this distinction betwaknfacto” and “de jure” functionality.In addition,
for registration to be denied, the mark “as a whoiast be functional. 15 U.S.C. § 1052(e)(5). atis
to say, the fact that separate elements are, lysitees, functional does not render the trade éGress
whole de jure functional and, thus, not registezabln re Hudson39 U.S.P.Q.2d at 1919. Ignoring

these precedents, Opposers’ Brief reflects a ctedteffort to view the GX Engine as a collection of

! SeeDeclaration of Sarah R. Frazier in Support of Aggit Honda Giken Kogyo Kabushiki Kaisha’s Oppasiti
to Opposers’ Motion for Summary Judgment (“Fraflecl.”), Exh. A (Order and JudgmenthowerTrain v. Am.
Honda Motor Ca.Civ. No. 1:03-cv-668 (N.D. Miss. Aug. 28, 2007)).

2 Frazier Decl., Exhs. B (Defendants’ Motion for Suary Judgment ihm. Honda Motor Co. v. The Pep Boys, et
al., Civ. No. 05-8879, Dkt. 215 (C.D. Cal.) and C (é&rih Am. Honda Motor Co. v. The Pep Boys, et@iv. No.
05-8879, Dkt. 401 (C.D. Cal. Nov. 13, 2007)).

% The trade dress at issue in both prior litigatinas even broader than that which Honda curreetks to register
as it encompassed all three-dimensions of the G{ren not just the front view that is the subjetHonda’s
pending Application. Since the trademark at igsubose litigations encompasses the GX Engine dradk, these
decisions should be given substantial weidgb&imler Chrysler Corp. v. Maydalgé U.S.P.Q.2d 1945, 1950
(T.T.A.B. 2008) (“[T]o the extent that a civil aoti in a Federal district court involves issuesammon with those
in a proceeding before the Board, the decision@fderal district court is typically binding.”).

*“In essence, de facto functionality means thawisign of a product has a function, i.e., a batlany design
holds fluid. De jure functionality on the othemitih means that the product is in its particulapsiecause it
works better in this shage In re Hudson News C039 U.S.P.Q.2d 1915, 1918 (T.T.A.B. 1996) (quotimge R.M.
Smith, Inc,. 734 F.2d 1482, 1484 (Fed. Cir. 1984)) (emphatied).



disjointed parts, rather than as a whole, and amsfule facto and de jure functionality. Opposertepd
that if a product or component works, nothing alibatproduct or component can be protected trade
dress. But that is not the law. What Opposersraff support of this misguided theory is nothingren
than unsubstantiated attorney argument, priorrastipusly considered (or cumulative with that which
was previously considered) by the Patent and Tradefffice (“PTO”), and statements in documents
that have nothing to do with the external desigthefGX Engine, but rather tf@ernal mechanics of
the base engine. As explained more fully belowahse there is ample evidence that the GX Engine
Trademark is not de jure functional, Opposers’ orofor summary judgment should be denied.
Il. FACTUAL BACKGROUND AND DISPUTED FACTS

Development of the Honda GX Engine began in 198éclaration of Motohiro Fujita in Support
of Applicant Honda Giken Kogyo Kabushiki Kaisha’ggsition to Opposers’ Motion for Summary
Judgment (“Fujita Decl.”) 1 6. The effort took apximately two years, an investment of at leastt@.2
1.3 billion yen (over $5 million based on 1981 exche rates), and involved approximately fifty
employees in three groups: a performance desmupgr styling design group, and an engine testing
group. Fuijita Decl. {1 6-7; Frazier Decl. 1 2.e3& groups collaborated almost daily to ensurethiest
were all working toward the same development ohjest Fujita Decl. 8. The styling design group,
whose objective is to ensure that products aradite to consumers, envisioned a “cubic” looktfar
GX Engine. Fujita Decl. 11 9-10.

The appearance of each element of the GX Engingefmark was chosen by the styling
designers to realize this overall “cubic” look. jiuDecl. 1 11-15. For example, the engine hsguare
appearance when viewed from the front as wellmsnaber of boxy components and straight lines that

contribute to the overall cubic lookd. These elements are depicted in Honda’s Apptinati



These features are

Air Cleaner
Cover

e— Fuel Tk prominently shown in nearly all print

advertising for the GX Engine.
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Cover

Frazier Decl., Exh. D (Conner Dep.

Controls

Fan Cover

Tr.) at 186:17-22, 330:7-13. And the
external appearance of the GX Engine is covered by an expired design patent owned by Honda, which
confers a presumption of non-functionality. Frazier Decl., Exh. E (U.S. D282.017); see supra § IV. C. 1.
In addition, as discussed above, a jury found that trade dress covering the GX Engine was non-functional.
and numerous other companies have acknowledged that the GX Engine trade dress is protectable and
non-functional. Frazier Decl., Exhs. F, G and H (settlement agreements).

Opposers purport to rely on various sources of evidence in support of their motion for summary
judgment. However. numerous statements in the “Facts” section in Opposers’ Brief are nothing more
than unsupported conclusions and unsubstantiated arguments of counsel. which the Board properly has
recognized are not evidence and cannot be considered in support of Opposers’ summary judgment motion.
See Dkt. 75 (August 5, 2013 Order) at 11 and 18; Estee Lauder Inc. v. L’Oreal, S.A.. 129 F.3d 588, 595
(Fed. Cir. 1997) (**Arguments of counsel cannot take the place of evidence lacking in the record.”).
Moreover, Opposers rely on prior testimony improperly before the Board. See supran. 6. Given the
fact-intensive nature of this case. these unsubstantiated statements. along with Opposers’
mischaracterizations of documents and testimony, and citations to immaterial evidence, necessitate a
detailed catalog, corresponding to the sections of Opposers’ Brief, identifying all disputed material facts
and the immaterial facts relied on by Opposers:

Opposers’ Asserted “Facts” Dispute/Reason’

Statements in Introduction to Opposers’ “Fact” Section
“On July 7, 2006, just a few months after its nearly Disputed. Honda does not own a utility patent, expired or

identical utility patent expired. Honda filed an otherwise. that is “nearly identical” to its Application in this
application for registration (the "Application") of the = proceeding. As shown by the patents themselves and
configuration of an engine for use ‘in construction, supported by expert testimony, Honda’s utility patents

3 Each of these disputed issues of fact is discussed in more detail in Section IV below. with citation to support in the
record.



Opposers’ Asserted “Facts” Dispute/Reason”
maintenance and power equipment.’” Opposers’ neither claim the specific design elements that comprise the
Brief (“Opp. Br.”) at 2. GX Engine Trademark, nor do they attribute any functional
advantages to those specific elements. Rather, those
elements are the subject of an expired design patent.

“[TThe muffler's location is based on non-aesthetic Disputed and immaterial. The location of the muffler is
reasons (e.g.. user safety), and the practical not part of the applied-for mark. Further, according to
advantages of locating the muffler on the back expert testimony, the particular location of the muffler is not

necessarily minimize the available locations for the dictated by non-aesthetic reasons. The existence of

engine's other major components, like the air cleaner | alternative designs proves that there are alternative locations

and carburetor.” Opp. Br. at 3. available for the muffler and that even with the muffler
located where it is on the GX Engine, there are multiple
locations available for the air cleaner cover and other major
components.

“Between its filing in July 2006 and publication in Undisputed but immaterial. The PTO explicitly

January 2011, Honda’s Application was rejected on | recognized that Honda “point[ed] out several nonfunctional

functional grounds several times.” Opp. Br. at 4. features of its proposed mark: the overall ‘cubic’ look of the
engine; the shape of the air cleaner housing; the design of
the carburetor cover; the shape and size of the fuel tank; the
combined and complementary shape of the fuel tank and air
cleaner housing: and the position and orientation of the
major engine components.” Frazier Decl., Exh. I (Feb. 5,

2010 Office Action).
Statements Regarding Honda’s 1981 GX Memorandum & Honda’s Italian Complaint
“Honda has designed the GX with the focus on Disputed and unsupported attorney argument. The
function and performance. not aesthetic appearance evidence, including testimony from an employee involved
or ornamentation.” Opp. Br. at 4. with the original design. shows that Honda did focus on the

aesthetic appearance and ornamentation during its
development of the GX Engine (as well as function and
performance).

“[T]he performance benefits of using an overhead
valve also created compatibility problems with OEM | is the case that there are functional benefits to using an
products, and this problem was solved by inclining inclined cylinder, including reducing the engine’s overall
the cylinder to reduce the engine’s overall height, height, Opposers have not offered any evidence to support
thus creating the ‘overall cubic design’ of the that an inclined cylinder necessitates the “overall cubic

Disputed and unsupported attorney argument. While it

4



Opposers’ Asserted “Facts”
Proposed Mark.” Opp. Br. at 6.

“Honda recently eliminated the only features of the
[GX Engine Trademark] that were arguably purely
aesthetic.” Opp. Br. at 7.

“Honda implicitly acknowledges that the overall
configuration and shape of the Proposed Mark is
necessary to the engine's compatibility with OEM
products.” Opp. Br. at 7.

Dispute/Reason”
design” of the GX Engine Trademark. Instead, expert
testimony establishes that not to be the case, as evidenced by
the existence of many alternative designs for compact
engines having inclined cylinders.

Disputed and immaterial. Expert testimony establishes
that the changes to the ribbing on the carburetor cover, fuel
tank, and air cleaner cover are minor and do not change the
overall visual appearance of the GX Engine. Declaration of
James Mieritz in Support of Applicant’s Opposition to
Opposers’ Motion for Summary Judgment (“Mieritz Decl.”)
99 71-74. Moreover, these changes are not relevant to
determining whether the GX Engine Trademark is
functional.

Disputed and unsupported attorney argument.
Opposers’ evidence does not support this statement because
the referenced promotional materials only discuss the
dimensions of the GX engine, and not the overall
configuration and design of the GX Engine Trademark. The
availability of alternative designs in the market, as well as
fact and expert testimony, establish that the specific shape
and configuration Honda seeks to protect is not necessary
for an engine to be compatible with OEM products.

Statements Regarding Honda’s Utility Patents

“After launching the GX in the early 1980's, Honda
aggressively sought to protect its investment in the
development and design of the engine by obtaining
numerous utility patents in the United States and
Japan covering nearly all major aspects of the
Proposed Mark, including the overall cubic design
and the placement and orientation of its main
component parts.” Opp. Br. at 7.

“These patents reinforce the functional advantages of
compactness, ease of operator access and
maintenance, and compatibility with OEM
equipment that are described in the GX Design
Memo and Italian Complaint, and many contain
drawings of ‘preferred embodiments’ that look like
the GX and the Proposed Mark.” Opp. Br. at 7-8.
“The *385 Patent covers many important features of

Disputed. Honda did not seek or obtain utility patents
covering the specific design elements or the “overall cubic
design” that comprise the GX Engine Trademark. As shown
by the patents themselves and supported by expert
testimony, Honda’s utility patents neither claim the specific
design elements or “overall cubic design” that comprise the
GX Engine Trademark, nor do they attribute any functional
advantages thereto. Rather, those elements are the subject
of an expired design patent.

Disputed and immaterial. As expert testimony makes
clear, the patents relied upon by Opposers neither claim the
specific design elements or “overall cubic design” that
comprise the GX Engine Trademark, nor do they attribute
any functional advantages thereto.

Disputed. As expert testimony makes clear, the *385 patent

5



Opposers’ Asserted “Facts”
the Proposed Mark. including the overall cubic
design and the placement and orientation of its main
component parts. The claims and disclosures, along
with the prosecution history, make clear that the
location, arrangement and shape of the fuel tank, air
cleaner and muffler. along with the cylinder inclined
at a slant, were intended for a compact, rectangular
configuration, to allow improved safety and user
access, and for the greatest engine efficiency.” Opp.
Br. at 8.

“Apart from the addition of a precleaner on the left
side of the air cleaner, the preferred embodiment
shown in the *385 Patent is almost identical to the
Proposed Mark.” Opp. Br. at 8.

“The *740 Patent discloses many of the same
functional benefits of the compact GX engine
design.” Opp. Br. at 9.

“[I]nclining the engine’s cylinder and placing the
muffler above it, and placing the fuel tank by the
muffler, lowers the overall height of the engine so the
generator ‘can be constructed compactly into a
generally-cubic overall configuration, so that it can
be appropriately installed even in a relatively small
space with its center of gravity significantly lower.”
Opp. Br. at 10.

“[Allso, as with the Proposed Mark, Figures 5 and 10
of the *740 Patent depict a slanted fan cover, which is
functionally designed to cool the engine.” Opp. Br.
at 10.

“The *430 Patent also discloses many of the same
functional features as the . . . Proposed Mark. For
example, the *430 Patent claims a “fan cover for
covering said cooling fan,” and as shown in Figure 3
of the patent, the angled or tapered portion of the left
side of the fan cover is slanted to track the inclination
of the cylinder... The description as to how the
cooling fan and fan cover function explains the
reason for the slanted fan cover in the Proposed
Mark.” Opp. Br. at 10.

“[TThe *630 [sic] Patent explains that the relation
between the fuel tank, muffler and inclined cylinder
is so that the ‘overall height [is] significantly
reduced,” which in turn allows the ‘engine-operated
generator unit [to] be constructed compactly into a

Dispute/Reason’
— which is directed to a precleaner element — neither claims
the specific location, arrangement, shape, or other design
elements of the component parts, or “overall cubic design”
that comprise the GX Engine Trademark, nor does it
attribute any functional advantages thereto. Further,
contrary to Opposers’ characterization, the engine shown in
Fig. 1 of the *385 patent does not depict the GX Engine
Trademark, but rather the claimed precleaner element that is
not part of the GX Engine Trademark.

Disputed, unsupported attorney argument, and
immaterial. As expert testimony makes clear, the 740
patent — which is directed to a generator configuration —
neither claims the specific location, dimensions, or other
design elements of the component parts, or “overall cubic
design” that comprise the GX Engine Trademark, nor does it
attribute any functional advantages (e.g.. lowered height and
compactness) thereto. Further, Opposers have not provided
any support tying the slanted fan cover in the *740 patent to
the internal cooling mechanism described. To the contrary,
expert testimony establishes that the specific slant of the GX
Engine fan cover is not functional.

Disputed, unsupported attorney argument, and
immaterial. As expert testimony makes clear, the *430
patent — which is directed to a generator configuration —
neither claims the specific location, dimensions, or other
design elements of the component parts, or “overall cubic
design” that comprise the GX Engine Trademark, nor does it
attribute any functional advantages thereto. Moreover,
Opposers offer no support for the conclusion that the *430
patent “explains the reason for the [specific] slanted fan
cover in the Proposed Mark.” To the contrary, expert
testimony establishes that the specific slant of the GX
Engine fan cover is not functional.

Disputed and immaterial. As expert testimony makes
clear, the 690 patent—which is directed to a generator
configuration—neither claims the specific location,
dimensions, or other design elements of the component
parts, or “overall cubic design” that comprise the GX



Opposers’ Asserted “Facts”
generally-cubic overall configuration’ for installation
‘in a relatively small space with its center of gravity
significantly lowered.”” Opp. Br. at 10.

“The *690 Patent also discloses a slanted fan cover
for the purpose of directing airflow into the engine
shroud to cool the hottest parts of the engine.” Opp.
Br. at 10.

“[TThe *533 Patent discloses and claims the
advantage of a compact engine.” Opp. Br. at 11.

“The °533 Patent also has many of the same
disclosures regarding the function of the slanted fan
cover as the *690 Patent.” Opp. Br. at 11.

“Honda’s "919 Patent discloses the benefits of
inclined cylinders with regard to engine lubrication.”
Opp. Br. at 11.

“[TThe inclined cylinder lowers the engine’s overall
height, which benefits performance and facilitates
mating with OEM products.” Opp. Br. at 11.

“[The] slanted cylinder configuration [in the *919]
dictates the slant in the fan cover and defines the
necessary direction of the air flow.” Opp. Br. at 11.

“Consistent with the emphasis in the GX Design
Memo and Italian Complaint on OEM compatibility.,

Dispute/Reason’
Engine Trademark, nor does it attribute any functional
advantages thereto. To the extent Opposers are suggesting
the specific location, dimensions, or other design elements
of the components parts, or “overall cubic design” are
necessary to reduce height and create a compact engine,
expert testimony and the availability of alternative designs
demonstrate otherwise.

Disputed, unsupported attorney argument, and
immaterial. The *690 patent neither claims the specific
location, dimensions, or other design elements of the
component parts, or “overall cubic design” that comprise the
GX Engine Trademark, nor does it attribute any functional
advantages thereto. Opposers have not provided any
support tying the slanted fan cover in the *690 patent with
the internal cooling mechanism described. Expert testimony
and the availability of alternative designs establish that the
specific slant of the GX Engine fan cover is not functional.
Disputed, unsupported attorney argument, and
immaterial. As expert testimony makes clear, the 533
patent—which claims a generator configuration—neither
claims the specific location, dimensions, or other design
elements of the component parts, or “overall cubic design”
that comprise the GX Engine Trademark, nor does it
attribute any functional advantages thereto. Opposers have
not provided any support tying the slanted fan cover in

the *533 patent with the (unidentified) functions. To the
extent Opposers are suggesting the specific location,
dimensions, or other design elements of the component
parts, or “overall cubic design” are necessary to create a
compact engine, expert testimony and the availability of
alternative designs demonstrate otherwise. Further, Honda
is not claiming all compact engine designs.

Disputed, unsupported attorney argument and
immaterial. As expert testimony makes clear, the *919
patent — which is directed to an internal bearing support
member that aids in oil flow, not the inclined cylinder —
neither claims the specific design elements or “overall cubic
design” that comprise the GX Engine Trademark, nor does it
attribute any functional advantages thereto. Moreover,
while there is no dispute that having an inclined cylinder
provides functional benefits, Honda is not claiming all
engines with an inclined cylinder. Further, Opposers fail to
cite to any evidence to support their theory that the inclined
cylinder dictates the slant in the fan cover. Expert testimony
and availability of alternative designs establish that the use
of an inclined cylinder does not dictate the slant of the fan
cover.

Disputed and immaterial. As expert testimony makes
clear, the *389 patent neither claims the specific location,

7



Opposers’ Asserted “Facts”
Honda’s 389 Patent states ‘A general-purpose
engine usually needs to be compact so that a work
machine that includes the general-purpose engine
does not become large.”” Opp. Br. at 11.

“Honda’s "212 Patent discusses the advantages of
slanting the engine cylinder and placing the air
cleaner and muffler above it, and the fuel tank over
the engine crank case: ‘This constitution eliminates
wasteful space to form a compact device, permits
reduction in the total height of a tilling machine,
enables lowering of the center of gravity, and
improves safety and tilling capacity”” Opp. Br. at
11-12.

“Honda’s *344 Patent explains that the goals of
adaptability to a variety of OEM products and ease of
user access are achieved in large part by arranging
the components in the same way as the Proposed
Mark.” Opp. Br. at 12.

Dispute/Reason”
dimensions, or other design elements of the component
parts, or “overall cubic design” that comprise the GX
Engine Trademark. nor does it attribute any functional
advantages thereto. To the extent Opposers are suggesting
the specific location, dimensions, or other design elements
of the component parts, or “overall cubic design” are
necessary to create a compact engine, expert testimony and
the availability of alternative designs demonstrate otherwise.
Further, Honda is not claiming all compact engines.
Disputed and immaterial. As expert testimony makes
clear, the *212 patent neither claims the specific location,
dimensions, or other design elements of the component
parts, or “overall cubic design” that the comprise GX
Engine Trademark, nor does it attribute any functional
advantages thereto.

Disputed. As expert testimony makes clear, the 344
patent neither claims the specific location, dimensions, or
other design elements of the component parts, or “overall
cubic design” that comprise the GX Engine Trademark, nor
does it attribute any functional advantages (e.g., adaptability
to a variety of OEM products and ease of user access)
thereto.

Statements Regarding Prior Testimony from Honda’s Experts6 and Corporate Representative

“Testimony from Honda experts in prior litigation
confirms that the design described in the Application
is functional.” Opp. Br. at 12.

Disputed and immaterial. The cited testimony from
Honda’s experts in a prior litigation discusses the general
placement of the engine components. It confirms only that
some components of the GX Engine serve a function, not
that they serve that function better as a result of the
numerous design elements or “overall cubic design” that
comprise the GX Engine Trademark. Moreover, summary
judgment was denied in a district court proceeding based on
the same testimony on which Opposers currently rely.

8 Opposers make numerous statements for which the only cited support is deposition testimony from Messrs. Mieritz
and Hoag from a prior litigation. This evidence was not properly filed with Opposers’ Brief. See Dkt. Nos. 52-56.
In fact, the Board found that Opposers failed to satisfy the requirements of 37 C.F.R. § 2.122(f), which explicitly
governs the use of prior testimony. Dkt. No. 57. Opposers now attempt to back door this evidence pursuant to 37
C.F.R. § 2.127(e)(2) — which was not intended to cover use of prior testimony — with a supplemental declaration
filed more than six months after submitting their brief. Dkt. No. 76. These transcripts of depositions taken by
parties not in privity with Opposers (as required by 37 C.F.R. § 2.122(f)), were produced subject to numerous
objections by Honda in response to overly broad requests from Opposers regarding multiple prior litigations
involving the GX Engine’s trade dress. Frazier Decl., Exh. J (Honda’s Responses to Briggs’ First Request for
Production of Documents). The Board should exercise its discretion and exclude this evidence to prevent a

circumvention of its Rules.



Opposers’ Asserted “Facts” Dispute/Reason”




Dispute/Reason”

Opposers’ Asserted “Facts”
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Dispute/Reason”

Opposers’ Asserted “Facts”

Statements Regarding Honda’s Promotional Materials

“Besides compatibility with OEM products... the Disputed and immaterial. The utilitarian benefits of the
aspects of the GX that Honda touts in its marketing GX Engine touted in its advertising do not result from the
materials are the engine’s dependability and GX Engine Trademark, and Honda’s advertising makes no
reliability, which are the most important traits for connection between the utilitarian benefits and the GX
customers that use engines like the GX... The Engine Trademark. Further, testimony of a Honda

importance of such utilitarian features is reflected in | employee and the advertisements themselves make clear the
the text of Honda’s ads for the engine.” Opp. Br. at | touted benefits of the GX Engine do not result from its
15-16.

external appearance.

“The only non-functional feature emphasized by Disputed and immaterial. Testimony from a Honda

Honda in its promotional materials is the color employee as well as the advertisements themselves confirm
scheme of a red fan cover, white fuel tank, and black | that the “hero shot”™—a near-straight-on view of the GX
air cover and carburetor, which is featured in the Engine — displays all elements of the mark Honda seeks to

11



Opposers’ Asserted “Facts” Dispute/Reason5
‘hero shot” photograph of the GX that Honda uses in | protect. Moreover, as recognized by Opposers, color is not
all advertisements for the engine.” Opp. Br. atn. 7. | part of the applied-for mark and therefore not relevant in
assessing the functionality of the GX Engine Trademark.

Statements Regarding Mid-Size Utility Engines That Compete With The GX Engine

“[N]early all manufacturers of mid-size, horizontal | Disputed and immaterial. Expert testimony and the
shaft utility engines like the GX use the same, basic = availability of alternative designs (including Opposers’ own

configuration as the Proposed Mark. As shown in engines) demonstrate that a variety of configurations exist in
the images below, Briggs. Kohler, Subaru, the marketplace. Further, Honda is not claiming trade dress
Champion, Generac, and Blue Max all sell engines rights to all engines with the “basic configuration” of the
with an overall cubic design: the fuel tank located GX Engine but rather the specific design and ornamental

above and to the right of the slanted fan cover; the air | features of the engine depicted in its Application.

cleaner located to the left of the fuel tank on the front

of the engine: and the carburetor cover beneath the

air cleaner with its controls in a receded area on the

front.” Opp. Br. at 16-17 and n. 8.

“All manufacturers of engines like the GX use this

configuration because... function and the market

demand it.” Opp. Br. at 17.

III. LEGAL STANDARDS
Summary judgment is only appropriate if Opposers show that “there is no genuine dispute as to

any material fact and [they are] entitled to judgment as a matter of law.” Fed. R. Civ. P. 56(a); Celotex
Corp. v. Catrett, 477 U.S. 317, 322-23 (1986). Opposers bear the burden of proving that no genuine issue
of material fact exists. See Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475 U.S. 574, 586 n. 10
(1986). In evaluating whether summary judgment is appropriate, the evidence is viewed in a light most
favorable to Honda, with doubts as to issues of material fact resolved in Honda’s favor. Olde Tyme Foods,
Inc. v. Roundy’s Inc., 961 F.2d 200, 202 (Fed. Cir. 1992). The Board must regard Honda’s evidence as
true, if supported by affidavits or other evidentiary material. Medinol Ltd. v. Neuro Vasx, Inc., 67

U.S.P.Q.2d 1205, n. 10 (T.T.A.B. 2003).

IV.  ARGUMENT
A design is functional if it is “essential to the use or purpose of the [product] or if it affects the
cost or quality of the [product], that is, if exclusive use of the [design] would put competitors at a
significant non-reputation-related disadvantage.” Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165

(1995). The GX Engine was consciously developed to have numerous design elements and the overall

12



cubic appearance that comprise the GX Engine Trademark. résult, the GX Engine Trademark has
many arbitrary and ornamental features that do not affeqdérformance, cost, or quality of the engine.

In determining functionality, the Board considers thar fdvlorton-Norwich factors”™. (1) the
existence of a utility patent disclosing the utilitaradvantages of the design; (2) the availability to
competitors of functionally-equivalent designs; (3)extiging materials in which the originator of the
design promotes the design’s utilitarian advantages;4rfddts indicating that the design results in a
comparatively simple or cheap method of manufacturing ribéugt. In re Morton-Norwich Prods., In¢.
671 F.2d 1332, 1340-41 (C.C.P.A. 1982). As shown below, there attedispsues of material fact
regarding each of these four factors that require defhi@pposers’ Motion.

A. The GX Engine Trademark Is The Product Of Conscious Stylindecisions

Consistent with industry practice, the GX Engine wadlpitieveloped by three groups: a
performance design group, a styling design group, andiagesbup. Mieritz Decl. 1 29-31; Fujita
Decl. 1 7. The evidence shows that the Honda styling tearioasly designed the GX Engine with
numerous unique, ornamental features that do not dffedunction, performance, quality, or cost of the

engine. The only evidence relied upon by Opposers—hs¢atis contained in the 1981 GX memo and an

talian complaint—are inapposit G

Moreover, Opposers’ own docume

I O 0SerS fry
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to bridge the gap between thegineeringoenefits of the GX Engine, which have nothing to do with the
external appearance of the GX Engine, and the GX Enginefia# by wrongfully equating the

“overall cubic design” with compactness, and attributmgypurported benefits of a slanted cylinder to

that overall cubic desiqr|EE—E—

B. The GX Engine Trademark Has Many Arbitrary And Ornamental F eatures That
Do Not Affect The Performance, Quality, Or Cost Of The Engie

Opposers repeatedly mischaracterize the mark that Hoella &eprotect as the “basic
configuration” of an engine. That is not what the GX Eaginademark covers. Instead, it encompasses
the precise location, shape, size, and ornamental ddtéils GX Engine components that together have
come to be associated by consumers with Honda. Mieritz OetB-19. As explained in detail below,
these arbitrary and ornamental features are not necessader to make a high quality, low-cost engine.
Mieritz Decl. | 20, 34-35, 69-70 and 75. There is room for vani@&ven within the “basic
configuration,” and many alternative designs competétffely in the marketld. at 71 69 and 75.

In addition, while a mark must be considered “as a whole'randby its individual elements
when assessing functionalitygel5 U.S.C. 8 1052(e)(5)n re Hudson39 U.S.P.Q.2d at 1919), even
when considered individually, there are disputed issuesatdrial fact regarding the functionality of the
component features that make up the GX Engine Trademark.

1. Fuel Tank

The GX Engine fuel tank is located on the top right sida@engine. Honda's styling engineers
designed the fuel tank to have a roughly rectangular shapeled top outside edges, and a horizontal
seam roughly across the middle of the tank. Mieritz Decl. JR3ifita Decl.  14. The location, shape,

beveling, and seam placement are purely cosmetic and could

be altered without any impact on the cost or quality of the

engine. Mieritz Decl. 1 37. Indeed, Opposers themselves
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concede the ornamental nature of most of these elements.BOpp 7 and 20.

Opposers’ main argument with respect to the GX Enginelstéuk is that the location of the
tank is functional because it enables the gravity-febdystem, and that without such a system the
engine would require the added cost of a fuel pump. Opp. B8, &0, and 25. Honda does not dispute
that the fuel tank needs to be located above the carbtwettiow for gravity flow of fuel to the
engine. Mieritz Decl. 1 > S
However, Opposers’ argument ignores the fact thanibisiecessary for the fuel tank to be on the right
side of the engine in order to take advantage of gravitye fliel tank could be located along the back of
the engine, or across the entire front, and is thus niteinto the front right position. Mieritz Decl. |
36; 1
|

Opposers also contend that the rectangular shaperchgdHonda “maximize[s] the amount of
available fuel.” Opp. Br. at 20. In addition to being unsufgabby any evidence, this statement is belied
by the plethora of alternative fuel tank designs discusskedvb The exact shape of the tank can vary and
still provide the same capacity. Mieritz Decl. § 39.

Lastly, Opposers argue that trade dress for the shape oieihterfik is foreclosed by an expired
utility patent that claims an engine with “substantiafigtangular” components. Opp. Br. at 8-9 (citing to
U.S. Patent No. 4,813,385). As discussed below, this argumesesnis mark since Honda does not
claim trade dress protection for every “substantiallyaregular fuel tank.”

2. Air Cleaner Cover

The GX Engine air cleaner cover is located to the left ofuBktank. It has a distinctive cubic
shape, beveled top outside edges, and a belt-like areathl bottom where the upper edge of that belt-
like area aligns with the seam on the fuel tank. Mieritz DtHU2 and 46; Fujita Decl.  14. ltis

without question that design elements, such as theibgvel

J

and belt-like portion, are non-functional. Mieritz Decl 4%

—
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45-46. These design flourishes do not contribaitida¢ performance of the air cleaner cover or tiggre
as a whole. For example, the beveling could beovexth or changed. Mieritz Decl. 1 45. As with the
fuel tank, Opposers concede that these elemeite @X Engine Trademark are non-functional. Opp.
Br. at 7 and 20.

The shape, relative size, and location of the G¥ilgis air cleaner cover are also purely
cosmetic and could be changed without affectingcthst or quality of the engine. Mieritz Decl. 1244.
Opposers claim the location of the air cleaner c@s/&unctional “because it needs to be in the tfiafrthe
engine for safety and accessibility, and in closximity to the carburetor below it for optimal
performance.” Opp. Br. at 20. This contentiom,vithnich Opposers cite no support whatsoever, is
contradicted by a survey of the market. The Boared only look as far as some of the Opposers’ own
engines (discussed below) to see that a numbdteohative air cleaner locations are available eSéh
alternative locations include in front of the camdtor, directly to the left of the fan cover insdeaf above
it, or across the entire front of the engine. hireDecl. | 44.

As with the fuel tank, Opposers claim that the #jeshape of the air cleaner cover is functional
in light of an expired utility patent. Opp. Br.&®9. Again, Honda does not seek trade dressgirone
for every “substantially rectangular” air cleanewer.

3. Carburetor Cover And Controls

The GX Engine carburetor cover is located belowatheleaner cover. The GX Engine has a
stylized carburetor cover that features four rilosi@ the outside edge and a recessed area where the
control levers are located. Mieritz Decl. { 47jiteuDecl. § 18. The appearance, shape, ribbnetative
size, and location of the carburetor cover on tkeERgine
are purely cosmetic. Mieritz Decl. 11 47-50; Fiecl.

18. Indeed, even the existence of the carburewerds a

matter of styling—some engines conceal the carburet

" Opposers apparently do not deny that the presfrtte ribbing, including the number of ribs, ibiarary. See
Opp. Br. at 7.
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instead by mounting the air cleaner directly to it. Mzebecl.  50.

Opposers yet again fail to address the specific unigugrdekthe GX Engine carburetor cover
and instead focus only on the placement of the controls. S@ppoontend that the controls need to be in
front of the engine so they are easily accessible. Opp. B0. atlowever, even limiting to the front of
the engine, the controls can be placed in other locatiohsn@itmpact on the cost or quality of the
engine. Mieritz Decl. { 51.

Opposers also argue, again without citing to any evidentteeirecord, that the recessed location
of the controls is functional because it prevents inagdaemterference with the controls during engine

operation. Opp. Br. at 20. However, there is contrary evidiartbe record as to whether the recessed

controls provide an advantad

4. Fan Cover
The GX Engine fan cover has a square upper left corner;ar egge that flows straight into a
semi-circular right side; an angled lower left corned a left edge that is roughly vertical. Mieritz Decl.

1 52. This specific shape is arbitrary and cosmédic.

Fujita Decl. § 17. The shape could be modified in a
number of ways without affecting function or cost.

Mieritz Decl. 1 53-55.

Opposers have not provided (nor could they) any evidératehe entire design of the GX
Engine fan cover is functional. Rather, Opposers focumespecific feature— the lower left slant of
the fan cover— and argue that “[tlhe Mark’s ‘slanted fawet’ tracks the inclined cylinder and is
designed to direct the flow of cool air towards thedsitparts of the engine, such as the cylinder head.”
SeeOpp. Br at 20. This theory, in addition to being unsubisti#at, is directly contradicted by Honda's
expert. Although one of the functions of the fan coven dittect the air from the fan to the cylinder,
there is no evidence that the particular shape of the &E fan cover performs this function any better
than other designs. According to Honda's expert, many diffetgapes serve this function equally well.
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Mieritz Decl. 1 56. Though the incline of the cylinder deli@es where the hottest part of the engine will
be (i.e., the cylinder head), because cool air is channglaccbmbination of the fan cover amtiernal
mechanisms (such as baffling, deflectors, etc.), it doedintate the slant in the fan coVetd.

Opposers also rely on certain utility patents (discussetbre depth below) to improperly equate
any purported benefits of an inclined cylinder (e.g., cormeast due to reducing the height of the engine)
with a slanted fan cover. Opp. Br. at 8-12, 23. An engine withdinéadl cylinder can have numerous
different fan cover shapes. Mieritz Decl. {1 55-56, 65. Thedaar@on Honda’s GX Engine is merely
an example of one such shape.

5. Complementary Features

As demonstrated above, components of the GX Engine Trakidvarze numerous arbitrary and
ornamental design features that do not affect the costatityqof the engine. Honda chose to design
each component with these specific aesthetic feator@smplement each other to createdterall
distinctive look of the GX Engine. For example, the faektand air cleaner cover were designed to
have complementary beveling and shapes (see Fig. A belowd tef left angle of the air cleaner cover
mirrors the angle of the right side of the fuel tank (shawgréen); the right vertical line of the air
cleaner cover mirrors the left vertical line of the fizlk (shown in yellow); the air cleaner cover and
fuel tank have the same height and horizontal lines giviadoiok of continuity; the top portion of the
belt-like area of the air cleaner cover is aligned withstiem of the fuel tank to once again achieve a
continuous and complementary appearance (shown ig@raMieritz Decl. 11 45, 57; Fujita Decl. § 14.

Another complementary design feature is the slope orthaght side of the fuel tank which
was designed to complement the lower left side of thedaer (see Fig. B below). Mieritz Decl. { 58;

Fujita Decl. § 15. In addition, the angle of the lower left sdendisturbed up to the left edge of the

‘ m
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carburetor cover, giving it a continuous look (see Fig. CvipelMieritz Decl. 1 59; Fujita Decl. T 15.

Figure A Figure B Figure C

6. Overall Cubic Design

The relative position, shape, size, and orientation of efttie anajor Honda GX Engine
components is consistent with and creates the distamtierall cubic desigmof the engine. Mieritz Decl.
19 61-62. Honda chose to use “boxy” components and numst@ight lines to contribute to the overall
cubic impression of the GX Engine. Fuijita Decl. 1 10-15. Tvasadl cubic design is aesthetic and
non-functional. Mieritz Decl. { 6%ee alsd-ujita Decl. | 16.

Opposers, once again, fail to provide any evidence thaivérall cubic design of the GX
Engine—which includes the complementary and continuesigd features discussed above—is
functional. Instead, Opposers improperly attempt to edgiinat overall cubic design with compactness.
Opp. Br. at 14 and 20. While a cubic design is consistent vétbhfective of a compact design, other
non-cubic engine designs can also be compact and compattvetly with the Honda GX Engine.
Mieritz Decl. 9 64. Moreover, contrary to Opposers’ asseffidpp. Br. at 14), a cubic design is not
necessary for incorporation into OEM products. MieritzID¥f 66-67. In fact, often times

manufacturers work with the OEMs to ensure compatibiktyveen the engines the manufacturers are

designing and the OEM's products. Mieritz Decl. iGN
|
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C. The Morton-Norwich Factors Support a Finding of Non-Functionality

1. The Utility Patents And Applications Cited By Oppo®rs Do Not Claim The
Features Of The GX Engine Trademark

There are disputed issues of material fact reggndimether certain utility patents evidence the
functionality of the GX Engine Trademark. Relyiog the Supreme Court’s decisionTirafFix,
Opposers argue that because several utility pagewtspplicatiorfsdescribe or claim thgeneralshape
and location of certain engine components, the @ifie Trademark is functional. Opp. Br. at 7-1P-, 2
23. However, Opposers’ reliance orafFix is misplaced.TrafFix held that “a utility patent is strong
evidence thathe features therein claimexde functional.” TrafFix Devices532 U.S. at 29 (emphasis
added). Here, Honda is not seeking trademark grotefor the inventionslaimedin these patents.
Mieritz Decl. 11 76-77. Rather, Honda is seekmmgrbtectspecificaestheticelements that comprise the
GX Engine Trademark. As none of the patents tawlpposers cite claim the specific elements of the
mark, these patents are irrelevant to the isswéhether or not the GX Engine Trademark is functiona
In fact, these patents were previously considesedre cumulative with those considered) by the PTO
which determined they did not render the GX Engiredemark functionaf’

Nowhere does the '385 paténtlaim an “overall cubic design” as Opposers suggepp. Br. at
22. What it does claim, namely “substantially aagfular” components, is not what Honda currently
seeks to protect with its trade dress registratiRather, among the infinite range of different
“substantially rectangular” options available femgponents such as the fuel tank and air cleanarcov
Honda claims thearticular shaperelative dimensions, and aesthetic featusethe components as

depicted in its Application. Nothing in the '38&tpnt dictates that a “substantially rectangular” a

°U.S. Patent No. 4,813,385 (the “’385 patent”); LP&tent No. 6,331,740 (the 740 patent”); U.SteRaNo.
6,525,430 (the 430 patent”); U.S. Patent No. 8480 (the “690 patent”); U.S. Patent No. 6,363 %he “533
patent”); U.S. Patent No. 6,941,919 (the “919 p#fe U.S. Patent No. 7,086,389 (the 389 patenfapanese
Patent Application No. 57- 170212 (the 212 apptica”); and Japanese Patent No. S63-32344 (thed“[3tent”).

9 The '385, '740, '690, and '533 patents were preslg considered by the PTGBeeFrazier Decl., Exhs. P (March
4 2009 Response to Office Action) and | (Feb.®,®0ffice Action).

™ Opposers rely mainly on the '385 patent. Opp.a@B8-9, 22-23. However, this patent was disclatgihg the
prosecution of the GX Engine Trademark and Waedehpon by the defendants in thep Boysase in their
motion for summary judgment on functionality, whislas ultimately denied by the Court. Frazier Degk. C
(Order at. 10 (holding with respect to the '385qmatthat that the “features therein claimed areentitely
congruent” with the design features Honda clainesramfunctional (quotation omitted)).
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cleaner cover or fuel tank needs to have the dpatithensions or design of elements that these
components have on the GX Engine. Moreover, evineishape of these components alone were not
protectable, the many other aesthetic featuresisist] above are neither functional nor even arguabl
covered by the expired patent.

Similarly, while some of these patents claim glemerallocation and orientation of the engine
components, Honda is not seeking trade dress rightbat these patents claim. Mieritz Decl. 776-
Within those general parameters, there are numeltersative designs. Mieritz Decl. { 75. As
discussed above, Opposers also rely on these gtents to improperly equate the benefits of an
inclined cylinder (e.g., compactness) with Hondad&nted fan cover and overall cubic desiGeeOpp.

Br. at 8-12, 237 But as shown by the numerous alternative desigtiee marketplace, an engine with an
inclined cylinder can have many different shapé#) different angles. Mieritz Decl.  55.

Also, none of the patents describe or claim théviddal design elements (e.qg., beveled outside
edges, belt-like area on the air cleaner cover) titat give the GX Engine its unique overall distive
appearance. Mieritz Decl. { 77. As the casesd tiyeOpposers make clear, the mere existence of a
utility patent relating to the product for whicladie dress protection is claimed “is not disposijtiaad
Opposers “must do more than show similarity” betwesat is claimed in the patent and what is covered
by the trade dressSeeOpp. Br. at 22 (citing té\lphaville Design, Inc., v. Knoll, Inc627 F. Supp. 2d
1121, 1133 (N.D. Cal. 2009)). Opposers have madaunh showing here. In fact, the inventions ef th
patents relied upon by Opposers are focused ofifispEngine featuressee, e.g.the '385 patent
(cyclone-type precleaner element); the '919 patiettrnal bearing support aiding in engine lubiima);
and the '389 patent (canister for absorbing fuglovy that can be used in numerous engine designs.
Mieritz Decl. § 77. While some of these patentsitiom or show elements of the GX Engine Trademark,

the fact that a design is merely described or degim a utility patent does not render it funcéibn

2 Opposers also claim that the use of an inclindgidgr and “basic configuration” reduces the heigihthe engine
which allows the engine to be “constructed compaatio a generally-cubic overall configuration.”p@ Br. at 10;
see also idat 6 and 11-12. Once again, Opposers are imgyopenflating the “basic configuration” and beriefi
of using an inclined cylinder with the “overall doldesign” of the GX Engine Trademark. Mieritz DEE65.
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Dogloo, Inc. v. Doskocil Mfg. Co893 F. Supp. 911, 919 (C.D. Cal. 1995).

While the utility patents cited by Opposers areaatlence that the GX Engine Trademark is
functional, Honda's expired design patent on theE)ine igpresumptive evidence bn-functionality
One requirement for issuance of a design patahaighe design be ornamental. 35 U.S.C. § 1732119
The existence of a design patent therefore cregpessumption that the design is non-functiomalte
Morton-Norwich 671 F.2d at 1342 n. & re 3M Co, 2012 WL 1881484, at *4 (T.T.A.B. May 10, 2012).
In 1986, Honda obtained a design patent for thereat appearance of the GX EngirtgeeFrazier Decl.,
Exh. E (U.S. D282,017). Honda's design patentaspiearly all the features of the GX Engine
Trademark, including the aesthetic elements ofukétank, the air cleaner cover, carburetor coard
fan cover discussed abovil.; Mieritz Decl. § 78. This presumptive evidené¢@on-functionality alone
should preclude summary judgment on functionality.

Opposers’ own intellectual property filings demaeat that they indeed recognize the
ornamental nature of the types of external destgtufes that Honda seeks to protect with its Apfita.
Both have design patents covering a variety obd#fit engine designs— all of which depict the “basi
configuration” (i.e., fuel tank on top right; aileaner cover on top left; slanted fan cover; laranf
carburetor cover) they now insist is a functioral to registering the GX Engine TrademaS8ee, e.g.,
Frazier Decl., Exhs. P (US D634,333 (issued todgrign March 15, 2011)), Q (US D605,661 (issued to
Kohler on December 8, 2009)), R (US D595,737 (idgoeBriggs on July 7, 2009)). Opposers cannot
have it both ways by alleging that the “basic cgufation” of the GX Engine is functional in the ¢ext
of Honda’s Application, while at the same time klaig that the appearance of engines having thag sam
“basic configuration” is ornamental when seekingtotect their own designs.

2. Available Alternative Designs Provide The Same Pesfmance

The availability of alternative designs for a featsupports a finding that a particular design is
non-functional.Valu Eng’r Inc. v. Rexnord Corp278 F.3d 1268, 1276 (Fed. Cir. 2002). Here gler
at least a disputed issue of material fact reggrtlie existence of alternative designs that cawigheo
performance benefits comparable to the GX Enghenda’s functionality expert, Mr. Mieritz, has
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demonstrated that numerous alternative designs aralabeaibr every element and overall cubic design
of the GX Engine Trademark, which are identified in his @@tlon and expert reportsSeeMieritz Decl.
19 52-56 (fan covers), 1 42- 46 (air cleaner covers); 1. 4@abburetor covers and controls); 71 38-41
(fuel tank); and 11 57- 60, 75 (overall desitin)hus, Opposers’ assertion (Opp. Br. at 16) that “nearly
all manufacturers . . . use the same, basic configuration asaoppesed Mark,” is false and belied by the
record.

In fact, Opposers themselves manufacture gasoline-pdvker&zontal shaft utility engines with
alternative configurations. For example, unlike the GX Bagihe Briggs’ model M12 (also known as

the 800 & 900 Series) has an overall shape that is notjctlelr than it is wide, a front-mounted air

cleaner, and a panel for controls located betweefatheover and the fuel tank (see Fig. D below) which

create an overall look distinct from the GX Engine Traaié« ||  EEGEGEGEGEGEGE

Briggs M12 GX Engine
(900 Series) Trade Dress

Figure D

Kohler too, acknowledges the availability of alternatiesign { G

13 Opposers also contend that the muffler “location on thetdlpe [power take-off] side of the engine is for
functional reasons” “which in turn, limits the options fostimning the engine components that can be seen in” the
GX Engine Trademark. Opp. Br. at 20. The precisetiotaf the muffler on the GX Engine is not dictated by
function. Mieritz Decl. 1 63. Moreover, even with the flaaflocated where it is on the GX Engine there are
numerous alternative locations available for the other ncajmponents. Id.
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|
|
3. Honda’s Advertisements Do Not Ascribe Utilitarian Benefis To The GX
Engine Trademark

There are disputed issues of material fact regarding whelbnda’'s advertisements promote
functional benefits of the GX Engine Trademark. Oppoasgee that because Honda advertises
functional characteristics of the GX Engine such adutability, reliability, and fuel efficiency, the GX
Engine Trademark is functional. However, this argumentppigss the applicablMorton-Norwich
factor, which requires that in order to be evidence oftfanality, the advertising must tout utilitarian
advantagesdf the desighfor which trademark protection is soughh re Morton-Norwich Prods., In¢.
671 F.2d at 1341 (emphasis added).

Nothing in Honda's advertising connects the claimed adgms with the features that are the
subject of the GX Engine Trademark. The advantages @XhEngine touted in its advertising are a
result of thanternal mechanics of the GX Engine, not a benefit of its exteqma¢arance See, e.q.
Frazier Decl., Exh. U (Honda website) (attributing functidmenefits like fuel efficiency, proven
reliability, and easy starting to elements unrelateded3X Engine Trademark, such as the “OHV

design,” “cast iron cylinder sleeve,” and “ergonomic, gasgrip recoil rope design”). Because Honda’s
advertisements focus on the “engineering advantadeledsX Engine, they are consistent with a
finding that the GX Engine Trademark is non-functiorfaée Global Manufacture Grp. v. Gadget
Universe.com417 F. Supp. 2d 1161, 1169 (S.D. Cal. 2006) (finding non-tmality “supported

because [the] advertisements do not tout the functidmeodi¢sign, but rather focus on the engineering

advantages of the [product]”).

|
-}
I  1hus, these advertisements help build brand

identity for the GX Engines and their trade dress by ctardly and prominently displaying the features
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of the GX Engine Trademark, and do not promote any claimktduigin advantages of the GX Engine.
See, e.gFrazier Decl., Exhs. V (AHGXC001548), W (AHGXC000400), an(AKIGXC000562). In

fact, quite the opposite of suggesting that the design ds¥E&ngine contributes to its dependability and
reliabilty,
.|
|

4. The GX Engine Design Is Not Dictated By A Comparatively Siple Or
Inexpensive Method Of Manufacture

There are disputed issues of material fact regarding whtth GX Engine design is dictated by
a comparatively simple or inexpensive method of manufact@pposers have failed to provide any

evidence that engines embodying the GX Engine Trademaniekatively easy or cheap to manufacture.

Rath e [
I (<stimony focusing ospecificelements of the mark (namely, the placement

of the fuel tank), and a generimsubstantiatedtatement that “a smaller, more compact product uses less
material to manufacture, which results in lower cos&eeOpp. Br. at 25.

With respect to the fuel tank, as discussed above, Homad daiming trademark protection for
all engine designs with a fuel tank above the carburetercofnpared with other gravity-fed options, the
precise placement, shape, size, and styling of Honda'afnleis not cheaper or simpler to manufacture
than the alternatives. Mieritz Decl. 1Y 37-41. Similarlyn#éois not claiming all compact engine
designs. Thus, Opposers’ unsupported statement that acaesayn saves money because it saves
material—even if true—is not sufficient to establishtthiionda’s design results from a relatively cheaper
method of manufacturing. On the whole, the styling of theEB¥ine does not decrease manufacturing
costs and therefore is not evidence of functionality. ii&ecl. 11 20, 35, 69; Fujita Decl. § 16.

V. CONCLUSION
Given the numerous disputed material issues concetméngan-functionality of the GX Engine

Trademark, Honda respectfully requests that the Board @ppgsers’ Motion for Summary Judgment.
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