Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA636191

Filing date: 10/30/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91200832

Party Defendant
Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co., Ltd.)

Correspondence MICHAEL J BEVILACQUA

Address WILMER CUTLER PICKERING HALE AND DORR LLP

60 STATE ST

BOSTON, MA 02109 1800

UNITED STATES

silena.paik@wilmerhale.com, michael.bevilacqua@wilmerhale.com,
john.regan@wilmerhale.com, shira.hoffman@wilmerhale.com,
sarah.frazier@wilmerhale.com

Submission Opposition/Response to Motion

Filer's Name Shira C. Hoffman

Filer's e-mail shira.hoffman@wilmerhale.com

Signature /Shira Hoffman/

Date 10/30/2014

Attachments Opp to MTC_PUBLIC REDACTED VERSION.pdf(76405 bytes )

Decl and Exhibits ISO Opposition to Motion to Compel - Redacted.pdf(4945325
bytes )



http://estta.uspto.gov

BRIGGS & STRATTON CORPORATION
and KOHLER CO.,

Opposers,
Opposition No. 91200832 (parent)
V.
Opposition No. 91200146
HONDA GIKEN KOGYO KABUSHIKI
KAISHA, Application Serial No. 78924545

Applicant.

N N N N N N N N N N N N N N N N N N

APPLICANT HONDA GIKEN KOGYO KABUSHIKI KAISHA'S OPPO  SITION TO
OPPOSERS BRIGGS & STRATTON CORPORATION AND KOHLER C O.'S
MOTION TO COMPEL PRODUCTION OF DOCUMENTS

[PUBLIC REDACTED VERSION]

l. INTRODUCTION

Opposers Briggs and Stratton Corporation and Kdbters, (collectively, “Opposers”)
Motion to Compel the production of documents respanto two broad categories of
documents—(1) “all documents referring or relatiogan unknown number of engine models
manufactured by six third parties; and (2) docummeegarding a series of Honda engines that
are not at issue in this case, and which are retesf, sold, or marketed in the United States—is
baseless and violates the fundamental rules ofaetee and proportionality that govern
discovery in proceedings before the Board. Ther@bas repeatedly recognized that the scope
of discovery in its proceedings is more limitedrthia district court proceedings, and that the

burden of production must be proportional to itedfé. Frito-Lay N. Am., Inc. v. Princeton



Vanguard LLC, 100 U.S.P.Q.2d 1904, 2011 WL 6012209, at *4 (A.B. 2011); TBMP 8§
402.01. Because the requested documents arevargl® the issues in this case, and searching
for and identifying potentially responsive docungetat these overly broad requests would be
unduly burdensome to Honda, the Board should dgapo€ers’ Motion to Compel.

Throughout the course of these proceedings, Oppbisere repeatedly served discovery
requests that are excessive both in scope and mufob®ng Honda to incur enormous costs
responding to and attempting to negotiate moreoredse requests. During three years of
discovery, Honda has responded to nefanly hundrednterrogatories and requests for
admission and has produced more th@@,000 pagesf requested documents. Opposers now
seek to compel the production of documents in nesp®o another 21 discovery requests, which
are overbroad and go far beyond what is relevatitighaction.

The actual record demonstrates that Honda has ecggmbd faith throughout discovery,
and has already produced much of what Opposersomseéeks. With respect to the documents
regarding the third party engines, after attemptepeatedly and unsuccessfully to obtain
additional clarification or guidance from Opposab®ut the particular third party engine models
for which they sought documents, Honda made a @it effort to identify documents
regarding testing of at least those engines trautd identify, and has now produced those
documents. Accordingly, that portion of Opposéstion is moot: As discussed below, the
remaining requests are irrelevant to these prongedind disproportionately burdensome.

Opposers’ Motion should therefore be denied.

! In light of this production, Honda has requedtet Opposers withdraw the portion of the Motiolatiag

to the third party engines. Declaration of Saralrfazier in Support of Applicant Honda Giken Kod¢abushiki
Kaisha’s Opposition to Opposers Briggs & Strattamg@ration and Kohler Co.’s Motion to Compel Protilue of
Documents (“Decl. of Frazier”), § 13, Ex. J. Tdej@Dpposers have not responded to that request.
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Il FACTUAL BACKGROUND

On April 4, 2014, years into the discovery proc€ysposers served a fifth set of
discovery requests, including 33 requests for ptbdn. Opposers currently seek to compel
production in response to 24f those requests regarding two categories of mects: 1)
documents relating to amspecifiechumber of engine models from ghird party engine
manufacturers (Generac, V Power, Lifan, Jiangd&hgg Max, and All Power) (“Third Party
Engines”); and 2) documents relating to Honda’s188 and GP 200 engines (“GP Engines”),
which have never been sold or offered for salé@&United States. The requests for production

(“RFP”) at issue are as follows:

GP Engine Requests

RFP No. 58: All documents referring or relatinghe design of the external appearance
of the Honda GP160 or GP200 engine.

RFP No. 59: All documents referring or relatinghe styling of the Honda GP160 or
GP200, including but not limited to the decisiorut® a black plastic recoil cover with a
white fan cover.

RFP No. 60: All documents referring or relatingdifierences in the external appearance
of the Honda GP160 or GP200 engines and any ditinela GX engines, including but
not limited to the differences in color.

Third Party Engine Requests

Opposers served three document requests for edbk @dllowing third party engine
manufacturers: Generac (Nos. 62-64), V Power (B6%9), Lifan (Nos. 72-74),
Jiangdong (Nos. 76-78), Blue Max (Nos. 79-81), AlldPower (Nos. 84-86). For
example:

RFP No. 72: All documents referring or relating-ttan horizontal shaft engines offered
for sale since September 14, 2008, including butimited to the engines attached
hereto as Ex. C.

2 It appears that Opposers are seeking to compedrttduction of documents responsive to Requests fo

Production Nos. 58-60, 62-64, 67-69, 72-74, an@@6See, e.g.Opposers’ Motion at 8. While Opposers’ Motion
makes no mention of Requests Nos. 81 or 84-86Hbisda’s belief that this was an inadvertent orisgy
Opposers. Accordingly, for purposes of respondin@pposers’ Motion, Honda will proceed with this
understanding unless notified otherwise.
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RFP No. 73: All documents referring or relating?oplicant’s or American Honda’s
knowledge of Lifan horizontal shaft engines offefedsale since September 14, 2008,
including but not limited to Applicant’'s or AmericaHonda’s first knowledge of the
engines attached hereto as Ex. C.

RFP No. 74: All documents referring or relatingoplicant’s or American Honda’s

purchase, inspection, or testing of Lifan horizbseteft engines offered for sale
September 14, 2008, including but not limited t® émgines attached hereto as Ex. C.

SeeDecl. of Frazier, 1 2, Ex. A (Opposers’ Fifth 8&Requests for Production).

A. Opposers’ Requests For Documents Regarding Third Pg Engines And
Honda’s Production Of Responsive Documents

In Opposers’ Fifth Set of Requests for Productédocument requests were directed at
the Third Party Engines. Decl. of Frazier, Ex.@pposers’ Fifth Set of Requests for
Production, Nos. 61-88). Honda produced all doaumeesponsive to several of these requests
related to enforcement efforts and settlement ageeés with the third parties. Decl. of Frazier,
Ex. B (Honda’s Responses to Opposers’ Fifth S&exfuests for Production, Nos. 61, 65-66,
70-71, 75, 82-83, and 87-88). With respect torémeaining categories of requests relating to an
unspecifiechumber of engine models from six third party eegimanufacturers, namely: (1) all
documentseferring or relatingto the Third Party’s Engines; (2) all documenfeméng or
relating to Honda'«nowledgeof the Third Party’s Engines; and (3) all documeetsrring or
relating to Honda'gurchase, inspection, or testing the Third Party’s Engines, Honda objected
on the grounds that they were irrelevant, overbaldr and unduly burdensome. Decl. of Frazier,
Ex. B (Nos. 62-64, 67-69, 72-74, 76-81, and 84-86).

Simply determining the engines covered by theseasts is burdensome. The websites
of these third party engine manufacturers revesl¥hPower producest least fourmodels of
horizontal shaft engines, that All Power Americadarcesat least sixnodels of horizontal shaft

engines, that Jiangdong produeg¢teast tenmodels of horizontal shaft engines, and that Lifan



producesat least twelvenodels of horizontal shaft engines. Decl. of leg4] 15, Ex. L
(webpages of V Power, All Power, Jiangdong, andi)if In spite of the undefined number of
engine models for which Opposers seek documentsth@noverbreadth of the requests, in an
effort to cooperate, Honda repeatedly attemptategwtiate a reasonable narrowing of these
requests.

During a telephonic meet and confer, Honda expcegseoncerns that these requests
were irrelevant, overly broad, and unduly burdensoim part because Opposers failed to
identify the specific engine models for which thvegre seeking discovery. Decl. of Frazier, | 4.
In subsequent communications, Honda maintainesbjesctions with respect to the first two
categories of documents (documemtferring or relatingto the Third Party’s Engines and
documents referring or relating to Hondkisowledgeof the Third Party’s Engines), but
indicated that it was investigating the existentdazuments regarding the inspection or testing
of the Third Party Engines. Decl. of Frazier, 8, D. Thereafter, the parties continued to
negotiate the scope of the requests regardino#pection and testingf the Third Party
Engines, which was ultimately unsuccessful dueppd3ers’ refusal to reasonably narrow these
requests. Decl. of Frazier, 11 7-11, Exs. E-lp&yers did not actively pursue their broader
requests, including the requests for “all documesfsrring or relating” to the Third Party
Engines.See id

Despite Opposers’ refusal to meaningfully narrow thquests directed at testing of the
Third Party Engines, in an effort to move this cakeg to the merits, and avoid further
burdening the Board with discovery disputes, Hoselarched for all testing documents

regarding engines manufactured by the six compagesgified in Opposers’ requests. Decl. of

3 As to the other engine manufacturers—Genera®funel Max—Honda has been unable even to determine

the number of engine models they produce. Gerewebsite displays only complete products with eegi
incorporated (not individual engines), and Blue Miames not appear to have its own website. Dedtradier, T 15.
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Frazier, 1 6 and 13, Exs. D and J. This searakated that no responsive documents existed
with respect to four of the six manufacture®eeDecl. of Frazier, Ex. K (Honda’s First
Supplemental Responses to Opposers’ Fifth Set gli€ss for Production, Nos. 64, 69, 81, and
86). All testing documents regarding engines niadthe other two manufacturers have been
produced.SeeDecl. of Frazier, Ex. K (Nos. 74 and 78). Therefd@pposers’ Motion—which,
consistent with the parties’ negotiations, focusesost exclusively on the inspection and testing
documents—should be denied as moot.

To the extent Opposers’ Motion seeks to compel a@us responsive to the first two
categories—as Opposers’ failure to actively putbese documents implicitly shows—the

remaining requests should be denied as irreleeart]y broad, and unduly burdensome.

B. Opposers’ Requests For Documents Regarding The Gmgines And Their
Failure To Make A Good Faith Effort To Resolve Alllssues Prior To Filing
The Motion To Compel

In its responses to Opposers’ Fifth Set of RequestBroduction, Honda objected to
producing documents responsive to Requests foruetimth Nos. 58-60 because: (1) documents
regarding the GP Engines—which have never beenmsadifered for sale in the United States—
are irrelevant to these proceedings; and (2) thedsuof such a production would outweigh any
benefit. Decl. of Frazier, Ex. B. The partiegpdionically met and conferretceto discuss
these requests, and Opposers and Honda hadoagmail exchange regarding the purported
relevance of these documents. Decl. of Frazied-§fExs. C and D. Since that email
exchange, which ended on June 3, 2014, Opposers noachention at all of their requests
directed to the GP Engines, even in the partiestmecent meet and confer prior to Opposers’
filing of their Motion on October 3, 2014. Dectk. ferazier, { 12. Instead, to Honda'’s surprise,

Opposers chose to file a motion to compel neady months aftethey last raised the issue,



without providing any notice of its intention to weto compel the production of the GP Engine
documents, and without providing any opportunityftother discussion. Unlike the requests
regarding the Third Party Engines, where Oppodeesly communicated their belief that the
parties were at an “impasse” and that they intertddie a motion §eeDecl. of Frazier, § 11,

Ex. 1), no such communication was made here wipeet to the GP Engine requests. Thus,
Opposers did not adequately attempt to resolvésthees with respect to these requests, as

required by 37 CFR § 2.120(e)(1).

. LEGAL STANDARDS

A request for production is improper when “the lmrebr expense of the proposed
discovery outweighs its likely benefit, considerihg needs of the case, the amount in
controversy, the parties’ resources, the importaricee issues at stake in the action, and the
importance of the discovery in resolving the issuégd. R. Civ. P. 26(b)(2)(C)(iiisee also
Fed. R. Civ. P. 26(g)(1)(B)(iii). Rule 26’s emplsasn proportionality is particularly important
in the context of T.T.A.B. cases, because “the sadffliscovery in Board proceedings is
generally narrower than in court proceedingsrito-Lay, 2011 WL 6012209, at *4; TBMP §
402.01. The burden to ensure that requests apepydailored lies with the requesting party
who must “make a good faith effort to seek onlylsdiscovery as is proper and relevant to the
specific issues involved in the casé.tiehrmann v. Kwik Copy Cor®2 U.S.P.Q.2d 1303, 1987
WL 123810, at *3 (T.T.A.B. 1987).

IV.  ARGUMENT

A. The Board Should Not Compel The Production Of Docurants Related To
The Third Party Engines.

Honda already has produced all testing documeatstthas been able to identify
regarding the Third Party Engines. Decl. of FrgZi§ 13-14, Exs. J (Honda’s Oct. 22, 2014
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letter to Opposers) and K (Nos. 64, 69, 74, 78 a81,86). Given that these documents are at
the core of Opposers’ Motion with respect to Thdalty Engines, that portion of Opposers’
Motion should be moot. What remains are Opposersily broad requests for: (&)
documentseferring or relatingto anunspecifiechumber of engines from six third-party
manufacturers; and (2) all documents referringetating to Honda’'«nowledgeof these
engines. But as the history of the parties’ comications shows, Opposers have not actively
pursued these overly broad categories of documiamssing instead on the more targeted set of
testing documents. Thus, Opposers’ own actiorisntalquestion the relevance of these
requests. Accordingly, to the extent Opposerstlieseeking documents responsive to these
two categories of requests, Opposers’ Motion shbeldenied.

1. The Remaining Requests Related To Third-Party Engies Are Not

Relevant To Secondary Meaning, Functionality, Genécness Or
Abandonment.

Opposers make three primary arguments as to whietheested Third Party Engine
documents are relevant: (1) that engines manutattoy these third-parties have the same or
similar general configuratioras the proposed margee, e.g Opposers’ Motion at 2, 7-8, and
14); (2) Honda agreed that knowledge “of engindgs asimilar configurationis directly
relevant to the issues in this case” (Opposersidacat 15) (emphasis added); and (3) “the
Board has already determined that the documeraghik ones sought here are relevant”
(Opposers’ Motion at 16). All three arguments fairlthe same reason: Opposers continue to
misconstrue the scope of the proposed mark. H@wlat claiming that thgeneral
configurationof the GX Enginei(e., fuel tank on the top right above the fan coveghh
mounted air cleaner, carburetor cover below thelaaner) is itself a trademark; rather it is

claiming as a trademark tispecific lookof the GX Enginei(e., the “total image and overall



appearance” of a product, or the totality of tremednts).SeeTwo Pesos, Inc. v. Taco Cabana,
Inc., 505 U.S. 763, 764 n.1 (1992) (internal quotatitarks omitted).

First, Opposers contend that “[the GX Engine] idradustry standard compact engine
configurationand the industry does not associate this cubicesbhapngine configuration with
Applicant,” and “[t]herefore, Applicant’s knowledgé the Third Party Engines is relevant to the
issue of distinctiveness, secondary meaning anddaimenent.” Opposers’ Motion at 14.
Opposers’ argument is flawed not only becausestiags what they are trying to prove.(
assuming that the GX Engine is an industry standandiguration to prove that knowledge of
these third party engines with the same or sinaitafiguration is evidence that the GX Engine is
an industry standard configuration), but also beeatdoes not relate to tkpecific lookof the
applied-for mark.

SecondOpposers contend that Honda has agreed that &dge/f‘'of engines with a
similar configuration is directly relevant to ttesues in this case,” citing to Honda’s motion to
compel where it sought the production of all docateéevidencing the purchase of Honda’s
enginesembodying the GX Engine TrademarkOpposers’ Motion at 15 (emphasis added)
(internal quotation marks omitted). This assersonilarly conflates thgeneral configuration
of the GX Engine (and other engines) with sipecific lookof the GX Engine. Honda hast at
any point agreed that knowledge of engines witkimilar configuration” is directly relevant to
the issues in this case, and in fact rejectedrtbiadn in its opposition to Opposers’ Motion for
Summary JudgmentSeeDkt. 80 at 12. Honda'’s consistent position haanli@at third party
engines with the same or similgeneral configurationhave no bearing on the issues in this
case. In keeping with that position, the spec#iguest that was the subject of Honda’s motion

to compel cited by Opposers references endie@bodying the GX Engine Trademariwhich



is not the same as engines with a “similar configjon” as the proposed mark. Opposers’
Motion at 15 (internal quotation marks omitted).

Third, Opposers argue that the Board already deterntive@adiocuments like the ones
being sought are relevant, and point to the Boa@dter compelling production of “documents
embodying the GX engi@s a model for testing and analysis . . ..” &gps’ Motion at 16
(quoting Dkt. No. 40 at 7) (emphasis added). Sjwatly, the Board ordered production of
“documents concerning the purchase by Opposersr.puiposes of testing, or analysis or
modeling, of a Honda engimanbodyinghe applied-for mark SeeDkt. No. 40 at 10
(emphasis added). Once again, Opposers confuggesritaving the same general configuration
with engines embodying the applied-for mark. NeitHonda nor the Board has ever stated that
merely having the same general configuration isighdo “embody” the GX Engine Trademark.

Thus, Opposers have not showed, and cannot shatthéhrequested documents
regarding third party engines with the same orlsinfgeneral configuration” as the proposed
mark are relevant to the issues in these procesding

2. The Remaining Requests Related To Third Party Engies Are Overly
Broad, And Production Would Be Unduly Burdensome.

Opposers argue that “the requests are narrowlyréailto include only those third party
engines with the same or similar shape and cordtgum as the Proposed Mark.Opposers’
Motion at 14. However, this argument runs headiobtg Opposers’ assertion that the general
configuration of the GX Engine is an industry stamt If Opposers are correct in that assertion,

then Opposers’ requests necessarily seek all datgsnreHonda’s possession regarding every

4 Opposers’ original requests regarding the ThadyPEngines were not limited to “engines with Haene

or similar shape and configuration as the Propdéaik.” Decl. of Frazier, Ex. A (Briggs’ Fifth Sef Requests for
Production). Rather, Opposers subsequently “madd these requests as such during the partiestiz@gpns
regarding the Third Party EngineSeeDecl. of Frazier, 1 5, Ex. C (Opposers’ May 1912@mail to Honda)
(Opposers “limit[ed]” their Third Party Engine Rexpis to “horizontal shaft engines with high-moaintcleaner
covers”).
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horizontal shaft engine made by each of the thadypmanufacturers. That is the opposite of
“narrowly tailored.” Even if Opposers were to id@&nspecific model numbers for the Third
Party Engines, the inherently overbroad naturdée$e¢ requests cannot be cured or minimized.
Consequently, given that these documents have tdtho relevance to the issues in these
proceedings (as demonstrated above), whatever nahiggnefit the requested documents might
give Opposers does not outweigh the undue burdelomaola of searching for and producing
these documents.

B. There Is No Basis To Compel The Production Of Docuents Related To The
GP Engines.

Documents related to the GP Engines are not relégdahese proceedings. Opposers’
claims of relevance are limited to unsupportedréisses that these documents are related to
functionality, and the argument that these documeraly show secondary meaning for a color
combination that Honda doest seek taregister. Opposers’ Motion at 11. Indeed, Oppiser
own inaction leading up to their motion further pags that these requests are irrelevant, and
suggests that Opposers’ Motion is just anothemgitéo harass and impose unnecessary costs
on Honda. The GP Engine documents’ lack of releganombined with the undue burden
associated with their production, militates agagwhpelling Honda to produce any documents
related to the GP Engines.

1. GP Engine Documents Are Not Relevant To Secondary éaning.

Opposers are incorrect that any decision to diffeéaée the GP Engines through the use
of a different color scheme is relevant to secopdaganing because it “evidences Honda’s
awareness that the GX Engines’ red, white and btatir combination ... is the source
indicator” for several reasons. Opposers’ Motibtila First, the GX Engine is not sold

exclusively in the red, white and black color condtion; it comes in a spectrum of colors
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including at least two shades of black and orar®ge, e.g.Decl. of Frazier, 1 16 and 17, Exs.

M (S. Conner Depo. Tr. at 214:19-2 1 G
I o d N (photographs of GX Engines in
multiple color combinations). Contrary to Opposers’ argutjj GG
I (Opposers’ Motion, Ex. A at 98), to differentiate the GP

Engines does not suggest that Honda believes the red, wiitelaak color combination is
associated with the GX Engine any more than it suggestbitmata believes these other colors
are associated with the GX Engine.

Secondthe secondary meaning inquiry is focused on the relevacihasing
population—e. consumers of the product in the area where the producti®soffered. See
In Re Kawneer Cpl121 U.S.P.Q. 631, 1959 WL 6096, at *1 (T.T.A.B. 1959) (holding that
statements made by Applicant’s Canadian dealers “could.nodicate that the [mark] had
acquired secondary meaning in the United States”). Thus,dsgomeaning may vary by
market. See, e.gPopular Bank of Florida v. Banco Popular de Puerto Rdé. Supp. 2d
1347, 1353-56, 1358-59 (S.D. Fla. 1998) (finding plaintiffiark had acquired secondary
meaning in South Florida, even though defendant’s similak ikely had secondary meaning
in Puerto Rico). Even accepting as true the assertion timataHthose to make the GP Engines
white in order to differentiate them from the red, white, dadkbcombination used on some GX
Engines, given that the GP Engines are sold only in emergingtsaand not the United States,
this assertion can have no bearing on whether or not consumtbe United States associate the
red, white, and black color combination with GX Engines.

Finally, secondary meaning based on color and based on design aretuaally

exclusive. Even if Honda believed that consumers associpecis color scheme with Honda
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(which it does not), that does mean that those same consdoneogalso attribute the engine
design (excluding color) to Honda. Documents Opposersvaethay show that certain colors
are associated with Honda are of no relevance since thedybptimark, and thus the secondary
meaning inquiry, does not include col@ee In Re Haggar C&217 U.S.P.Q. 81, 1982 WL
51971, at *2 (T.T.A.B. 1982) (“separate features” may indepehdé&arve to identify the

goods of the owner of the mark?”).

2. GP Engine Documents Are Not Relevant To Functionality.

Because the GP Engines v
I (Opposers’ Motion, Ex. A at 97-98), documents relating

to the external appearance of those engines are irrelevérg issue of functionality of the
applied-for mark. Further, Opposers contend that the edteppearance of the GP Engines is
“virtually identical to both the GX Engines and the ProposedkV(Opposers’ Motion at 10),
but also concede that the GP Engines are “lower cost” lleaGX Engines (Opposers’ Motion
at 5-6). The fact that a cheaper engine can embody the sakden@nstrates that the design
is notfunctional.

Over the course of discovery in this case, Honda has alreadyqed thousands of
pages of documents related to functionality, including demts about the GX Engines
themselves and other copy engines that embody Hondaks mhe fact that the GP Engines
may also embody the applied-for mark does not warrant gerghOpposers to embark on a
fishing expedition for documents relating to a completédfgiient Honda engine that is sold for
different applications and in different markets than tbeEagine that is the subject of these

proceedings.
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3. The Burden of Producing Documents Related To The GEngines Is
Not Proportional To Their Benefit.

Both the Board and the Federal Rules of Civil Pdoce emphasize that the burden of
production must be proportional to its beneffieeFed. R. Civ. P. 26(b)(2)(C)(iii); Fed. R. Civ.
P. 26(g)(1)(B)(iii); TBMP 8§ 402.01. In line withése fundamental rules of relevance and
proportionality, the Board has previously limitedabvery in this proceeding to activitiesthin
the United StatesSeeDkt. 40 (Board’s Jan. 23, 2013 Order) at 26. Bseahe GP Engines are
not offered, sold or marketed in the United Statie, requested documents fall outside the
appropriate scope of discovery, and thus wouldrzkily burdensome to produce, particularly
given their minimal relevance to the issues in ¢h@®ceedings.

Opposers improperly analogize their requests todd@request for, and the Board’s
order compelling the production of, documents reay Opposers’ 550 and SH 265 engines.
See, e.g.Opposers’ Motion at 11-14. Unlike Opposers’ eegi which are sold and offeregd
the United Stategshe GP Engines are developed, sold and marlkededsively outside of the
United States Moreover, the Board clearly limited discovery@bposers’ engines to Opposers’
activitieswithin the United StatesSee, e.q.Dkt. 40 at 26 (“As long as this request is lirdite
the United States, as clarified herein, the respasot unduly burdensome.%9ee also idat 14
(Honda’'s RFP Nos. 31 (Briggs); 46 (Kohler), as nfiediby the Board), 18-19 (Honda’'s RFP
Nos. 9 and 18 (Briggs); 24 and 33 (Kohler), as rmediby the Board) , 21 (Honda’'s RFP Nos.
13 and 20 (Briggs); 28 and 35 (Kohler), as modifiwdhe Board), 24-26 (Honda’s RFP Nos. 12
and 22 (Briggs); 27 and 37 (Kohler), as modifiedHwy Board). The Board should do the same

now.
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Similarly, Opposers’ reliance drequila CentinelaandLaker Airways Ltd is misplaced.
In addition to Opposers’ mischaracterization oftheases neither case requires the production
of irrelevant documents, or documents that wouldif@uly burdensome to produce. On the
contrary, those cases make clear that discovaglispermitted if the requested documents are
“ordinarily discoverable.”See Tequila Centinela, S.A. de C.V. v. Bacardi & 242 F.R.D. 1,
12-13 (D.D.C. 2007). Because the “the burden peazge of the proposed discovery outweighs
its likely benefit,” the Board should deny Opposenstion to compel as it relates to Honda’s
GP Engines.SeeFed. R. Civ. P. 26(b)(2)(C)(iii).

V. CONCLUSION

For the foregoing reasons, Honda respectfully retguithat the Board deny Opposers’
request for an order compelling Honda to producaidents responsive to Requests for
Production Nos. 58-60, 62-64, 67-69, 72-74, an@J6-To the extent Opposers are requesting
that the Board compel the production of documesggponsive to Requests for Production Nos.

81 and 84-86, Honda respectfully requests thaBtegd deny Opposers’ request.

° Opposers characterig@ntinelaas an appeal of “a decision by the TTAB denyirsgovery of a number

of documents relating to the use of a mark simidathe applied for mark outside of the United StdteOpposers’
Motion at 12. HowevelCentineladid not appeal any TTAB denial of discovery. Rathit appealed the TTAB'’s
summary judgment decision, in which the Board likedd Centinela’s application was fraudulent andritek was
not registrable.SeeDecl. of Frazier, Ex. OTequila Centinela, S.A. de C.V. v. Bacardi,®. 04-CV-02201, 2004
WL 3121681 (D.D.C. December 20, 2004) (Complainfjhe district court irfCentinelaconsidered a motion to
compel in the first instance, but all of the redaed issue that related to the mark’s use weneeusdlly limited to
use in the United State§eeDecl. of Frazier, Ex. PQentinela No. 04-CV-02201, 2006 WL 1422916 (D.D.C.
April 24, 2006) (Centinela’s motion to compel digeoy)).

Opposers similarly mischaracterizaker. ThelLakercourt ultimately dichot order any party to produce
documents in contravention of foreign law. Ratliee, court held that if the foreign “authorities aat grant
permission as needed to satisfy the discoverygighplaintiff in this action, the Court will cortgr their rulings
in” later proceedingsSee Laker Airways Ltd. v. Pan Am. World Airway33 F.R.D. 42, 47-48 (D.D.C. 1984).

15



CERTIFICATE OF SERVICE

| hereby certify that a true copy of the foregofygplicant Honda Giken Kogyo
Kabushiki Kaisha’s Opposition to Opposers BriggS®&atton Corporation and Kohler Co.’s
Motion to Compel Production of Documents [PUBLIC R&EDTED VERSION] was served by
Federal Express, this 30th day of October, 2014 upo

Donald Daugherty
Whyte Hirschboeck Dudek S.C.
555 E. Wells Street, Suite 1900
Milwaukee, Wisconsin 53202

And

Robert N. Phillips
Reed Smith LLP
101 Second Street
Suite 1800
San Francisco, California 94105

Aarah K.W\

Sarah R. Frazier




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEORE THE
TRADEMARK TRIAL AND APPEAL BOARD

BRIGGS & STRATTON CORPORATION and )
KOHLER CO., )
)
Opposers, )
) Opposition No. 91200832 (parent)
V. )
) Opposition No. 91200146
HONDA GIKEN KOGYO KABUSHIKI )
KAISHA, ) Application Serial No. 78924545
)
Applicant. )
)
)
)
)

DECLARATION OF SARAH R. FRAZIER IN SUPPORT OF
APPLICANT HONDA GIKEN KOGYO KABUSHIKI KAISHA'S OPPO  SITION TO
OPPOSERS BRIGGS & STRATTON CORPORATION AND KOHLER C O.'S
MOTION TO COMPEL PRODUCTION OF DOCUMENTS

I, Sarah R. Frazier, pursuant to 28 U.S.C. § 1@dé6lare as follows:

1. | am an attorney duly licensed to practice lawhia Commonwealth of
Massachusetts. | am an Associate at the law fiifm&/ Cutler Pickering Hale and Dorr LLP,
counsel for Honda Giken Kogyo Kabushiki Kaisha (ftda”), the Applicant in the above-
entitled proceedings.

2. On April 4, 2014, Opposer Briggs & Stratton Corpgmna (“Briggs”) served its
Fifth Set of Requests for Production of Documem$ionda (“Requests”). The Requests were
directed at obtaining documents relating to engpresluced by six third party engine
manufacturers (Generac, V Power, Lifan, Jiangd&hgg Max, and All Power) (“Third Party

Engines”) and documents relating to Honda’s GPa&DGP 200 engines (“GP Engines”). A

true and correct copy of the Requests is attachestdtnafxhibit A .



3. On May 9, 2014, Honda served its Objections angp&eses to Briggs’ Fifth Set
of Requests for Production. A true and correctyaaithese objections and responses is
attached hereto &sxhibit B.

4, On May 16, 2014, the parties telephonically met eonferred regarding Honda’s
objections to Requests for Production Nos. 58-66 (GP Engine Requests”), and 62-64, 67-69,
72-74, 76-78, 79-81, and 84-86 (the “Third PartgiBa Requests”). During this meet and
confer, Honda expressed its concerns that the Harty Engine Requests were irrelevant,
overly broad, and unduly burdensome, in part bex@yposers failed to identify the specific
engine models for which they sought discovery. dioalso stated that the GP Engine Requests
were irrelevant, overly broad, and unduly burdensoim part because the GP Engines were not
offered, sold, or marketed in the United States.

5. On May 19, 2014, Opposers emailed Honda and pwggrtlimit[ed]” their Third Party
Engine Requests to “horizontal shaft engines wigih-mount air cleaner covers,” and asserted
without explanation that these requests were “Bteaftevant to issues such as functionality,
secondary meaning, abandonment and genericnessrieAand correct copy of this email is
attached hereto &xhibit C.

6. On June 3, 2014, Honda emailed Opposers and madt#s objections to those
Third Party Engine Requests that sought documeatsrting or relating” to the Third Party
Engines without any further qualification, and thegeking documents regarding Honda’s
“knowledge” of the Third Party Engines; indicat@dQpposers that Honda was investigating the
existence of documents regarding the inspectiontestthg of the Third Party Engines; and

reiterated its objections to producing documergpoasive to the GP Engine Requests, in part



because the GP Engines are not developed in, lbimsthe United States. A true and correct
copy of this email is attached heretaeadibit D.

7. On June 25, 2014, Opposers emailed Honda and adiedtier it had any of the
testing documents referenced in Honda’s June 3} 2@iail. A true and correct copy of this
email is attached hereto Bxhibit E .

8. On June 30, 2014, Honda emailed Opposers and &skdee model numbers of
the third party engines depicted in the referereoddbits to the Requests. A true and correct
copy of this email is attached heretaeadhibit F.

9. On July 24, 2014, Opposers emailed Honda and reéfiesprovide the model
numbers of the third party engines depicted inréfierenced exhibits to the Requests. A true
and correct copy of this email is attached herstexhibit G.

10. On August 5, 2014, Honda responded to Opposeng2:12014 email and
explained the difficulty of obtaining model numbémsm the referenced exhibits to the
Requests; indicated that the requested testingnvetion regarding the third party engines was
more easily obtained from other sources, sucheaahild parties’ public websites and through
Opposers’ subpoenas to the third parties; and retiés offer to search for testing documents of
the third party engines depicted in the referereoddbits to the Requests. A true and correct
copy of this email is attached heretaeadibit H .

11. On August 6, 2014, Opposers emailed Honda andaese their refusal to
narrow the Third Party Engine Requests to the fipemgines depicted in the referenced
exhibits to the Requests. Opposers also indidatedhey believed the parties were at an
impasse, and expressed their intention to file aanavith the Board with respect to the Third

Party Engine Requests. A true and correct coplgisfemail is attached hereto&shibit | .



12.  On October 3, 2014, the parties telephonically amet conferred regarding
documents that are not the subject of Opposersiaiab Compel. Opposers did not at any
point during the meet and confer mention the GRiEenRequests.

13.  On October 22, 2014, Honda produced testing doctswegarding the Third
Party Engines responsive to Requests for Produblam 64, 69, 74, 78, 81, and 86, to the
extent that such documents existed. This produetias accompanied by a letter requesting that
Opposers withdraw their Motion to Compel with redde these requests. A true and correct
copy of this letter is attached heretaEadhibit J.

14.  On October 28, 2014, Honda served its First Supphtah Responses to
Opposers’ Fifth Set of Requests for Production Nds.69, 74, 78, 81, and 86. A true and
correct copy of these supplemental responsesaishettl hereto &xhibit K .

15.  On October 29, 2014, | visited the websites of Garie/ Power, Lifan,
Jiangdong, and All Power: http://www.generac.cdhpiebducts; vpowerequipment.com;
http://www.lifanpowerusa.com/engines/; http://wwngeejd.com/; and
http://allpoweramerica.com/?p=42, respectivelytaglhed hereto &xhibit L are true and
correct copies of pages from the websites of V-RoA Power, Jiangdong, and Lifan accessed
that day, which depict at least four models of \w@phorizontal shaft engines (420cc 13 HP,
346¢c 11 HP, 212cc 7 HP, and Handy Man Special@latleast six models of All Power
America horizontal shaft engines (APE7007, APE7@IE7009SE, APE7013E, APE7015, and
APE7015SE), at least ten Jiangdong horizontal gmfines (JF120, JF154, JF169N, JF240N,
JF270N, JF340N, JF390N, JF420N, JF168SL, and JE20ARd at least twelve models of Lifan
horizontal shaft engines (LF139F, LF152F, LF160F1&8F, LF168F-2, LF170F, LF173F,

LF177F, LF182F, LF188F, LF190F, and LF2V78D). Thenerac website displays only



complete products with engines incorporated, nditvidual engines. | was unable to find a
website for Blue Max.

16.  Attached hereto dsxhibit M is a true and correct copy of excerpts from the
August 9 and 10, 2013 deposition of Honda Vice idexd Scott Conner in these proceedings.

17.  Attached hereto dsxhibit N are true and correct copies of photos fairly and
accurately depicting black, matte black, yellomw dlue GX Engines produced by Honda in
these proceedings as AHGX001896-AHGX001899.

18.  Attached hereto dsxhibit O is a true and correct copy of the Complaint filed
Tequila Centinela, S.A. de C.V. v. Bacardi,Q¢o. 04-CV-02201, 2004 WL 3121681 (D.D.C.
Dec. 20, 2004).

19. Attached hereto dsxhibit P is a true and correct copy of the Motion to Compel
Discovery inTequila Centinela, S.A. de C.V. v. Bacardi,@¢o. 04-CV-02201, 2006 WL

1422916 (D.D.C. April 24, 2006).

| declare under the penalty of perjury that thedwming is true and correct.

Date: October 30, 2014

Aaah K.W/\

Sarah R. Frazier (BBO No. 681656)
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK AND APPEAL BOARD

BRIGGS & STRATTON CORPORATION,
Opposer,

V.

HONDA GIKEN KOGYO KABUSHIKI
KAISHA,

Applicant.

KOHLER CO,,
Opposer,
V.

HONDA GIKEN KOGYO KABUSHIKI
KAISHA,

Applicant.

Opposition No. 91200832 (Parent)

Opposition No. 91200146

OPPOSER BRIGGS & STRATTON CORPORATION'S FIFTH SET OF REQUESTS
FOR PRODUCTION OF DOCUMENTS TO APPLICANT

HONDA GIKEN KOGYO KABUSHIKI KAISHA

US_ACTIVE-117105780.1



Pursuant to Rule 34 of the Federal Rué Civil Procedure and TBMP Section 406
et seq., Opposer Briggs & Stiatt Corporation (hereinafter “Oppars) request that Applicant
Honda Giken Kogyo Kabushiki Kaisha (“Apg&nt”) produce the following documents for
inspection thirty (30) days aftservice of these geests at the offices Reed Smith LLP, 101
Second Street, San Francisco, CA 94105, or stladr time and placas the parties may

mutually agree upon.

DEFINITIONS

The following definitions shall apply to the document requests that follow:

A. The terms “YOU” and “YOUR” meaApplicant Honda Giken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.), a corporation organized utigelaws of Japan, and its
predecessors, successors and assigeisiding any person or entiicting under its control, or
on behalf, of any and all of its parents, subsid& branches, entities, affiliates, departments,
divisions, operating uts, partners, joint ventures ottated companies, and any employee,
officer, director, principal, agent, sales regmative or attorney who now serves, or at any
relevant time served, it in such capacity.

B. The terms “Briggs” or “Opposer” refes Opposer Briggs &tratton Corporation
and its affiliated companies.

C. The term “document” or “documents” shall be given the broadest meaning as
contemplated by Rule 34, including but hotited to, notes, letters, correspondence,
communications, e-mails, telegrams, memoraodatracts, lease agreements, summaries or
records of telephone conversations, summariesamrds of personal coaksations or meetings,
diaries, reports, research refgoand notebooks, charts, plans, drawings, diagrams, illustrations,

photographs, video images, minutes or recordsadtings, summaries of interviews, reports or
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investigations, opinions or repous$ consultants, opinions cbunsel, agreements, reports or

summaries of negotiations, brochsy pamphlets, advertisementscuglars, trade letters, press
releases, drafts of documentslall other material fixed intangible or electronic medium of

whatever kind known to you or in your possessionantrol. A draft or nonidentical copy is a
separate document within the meaning of this term.

D. “Referring,” “relating”, and “regardingihclude the following: pertaining to,
making reference to, concerning, comprisindggenicing, alluding to, ionding to, connected
with, commenting on, with respect to, about, regarding, resulting from, embodying, explaining,
supporting, discussing, showing, deising, reflecting, analyzing,anstituting, setting forth, in
respect of or having any logicar factual connection witthe subject matter in question.

E. The terms "person” and "persons” incladéural persons arehtities such as any
individual or firm, associatiorgrganization, joint venire, trust, partnebsp, corporation, or
other collective orgaization or entity.

F. The singular includes the plural nioen and vice versa, any use of gender
includes both genders and a venhsiincludes all otlererb tenses where the clear meaning is

not distorted by @dition of another tense or tenses.

G. Whenever the conjunctive is used, @lshlso be taken ithe disjunctive, and

vice versa.

INSTRUCTIONS

The following instructions apply to éhdiscovery requests below and should be
considered as part of each subject request:
A. If any information is withheld under aain of privilege, state the nature of the

privilege claimed and provide sufficient infortizan to permit a full determination of whether
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the claim is valid. For allegedly privileged dmoents, include: an identification of the sender
and the recipients of the document; the dath@idocument; a descripti@f the contents or
nature of the document; the number of threcdvery request to which the document is
responsive; and a statement of the H&wi the asserted claim of privilege.

B. If Applicant objects to any subpartportion of a requedor information or
objects to providing certain information requelstetate Applicant’s objéions and answer the
unobjectionable subpart(s) of the requesiriformation and supply the unobjectionable
information requested.

C. If any of the following requests forformation cannot be responded to in full
after exercising reasonable diligence to setiieanformation, please so state, supply the
information for those portions Applicant. is albbeanswer, and supply whatever information it
has concerning the portion which cannot be answartdl. If Applicant’s response is qualified

in any particular respect, set foithe details ofuch qualification.

D. Unless otherwise stated, the geograpbape of each of the following requests is

limited to the United States of America.

DOCUMENT REQUESTS

REQUEST FOR PRODUCTION NO. 55:

An updated AHM GX Phase | and Phase 2 inventory report, in the form shown in Exhibit
19 to the Conner deposition.

REQUEST FOR PRODUCTION NO. 56:

Documents sufficient to show the numbeHwinda GX engines available for purchase in

the United States bearing the precise dedignva in Applicant’s trademark drawing (i.e.

excluding engines bea the 2011 redesign).
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REQUEST FOR PRODUCTION NO. 57:

All documents discussing or referencing the factors that effect, influence or determine
whether a customer is sold a Honda GX lmgathe precise design shown in Applicant’s
trademark drawing or the 2011 redesigned version.

REQUEST FOR PRODUCTION NO. 58:

All documents referring or relating to thestlgn of the external appearance of the Honda

GP160 or GP200 engine.

REQUEST FOR PRODUCTION NO. 59:

All documents referring or relating tbe styling of the Honda GP160 or GP200,
including but not limited to the decision toeua black plastic recatiover with a white fan

cover.

REQUEST FOR PRODUCTION NO. 60:

All documents referring or relating to differees in the external appearance of the Honda
GP160 or GP200 engines and any of the H&BHaengines, including but not limited to

differences in color.

REQUEST FOR PRODUCTION NO. 61:

All documents referring or relating fgpplicant’s opposition proceeding settlement

agreement with Cummins Inc.

REQUEST FOR PRODUCTION NO. 62:

All documents referring or relating to @&rac pressure washers, including but not

limited to the pressure washers attached hereto as Ex. A.

REQUEST FOR PRODUCTION NO. 63:

All documents referring or relating tgpfdlicant’s or American Honda’s knowledge of
Generac horizontal shaft enginex;luding but not limited to Agcant’s first knowledge of the

engines shown on the pressure veaistattached hereto as Ex. A



REQUEST FOR PRODUCTION NO. 64:

All documents referring or relating topplicant’'s or American Honda'’s purchase,
inspection, or testing of Gerae horizontal shaft engindagcluding but not limited to the
engines shown on the pressure vegistattached hereto as Ex. A.

REQUEST FOR PRODUCTION NO. 65:

All documents referring or relating to Aligants’s or American Honda’s GX engine
trade dress enforcement effgrif any, against Generac.

REQUEST FOR PRODUCTION NO. 66:

All documents referring or relating to atrade dress settlemeagreement between
Applicant or American Honda and Generac.

REQUEST FOR PRODUCTION NO. 67:

All documents referring or relating to Rower Equipment horizéal shaft engines,
including but not limited to the gmes attached hereto as Ex. B.

REQUEST FOR PRODUCTION NO. 68:

All documents referring or relating to Aligant’s or American Honda'’s knowledge of V
Power Equipment horizontal shaftgines, including but not limideto Applicant’s or American
Honda’s first knowledge of the emgis attached hereto as Ex. B.

REQUEST FOR PRODUCTION NO. 69:

All documents referring or relating topplicant’'s or American Honda'’s purchase,
inspection, or testing of V Power Equipmentibontal shaft engines, including but not limited
to the engines hereto as Ex. B.

REQUEST FOR PRODUCTION NO. 70:

All documents referring or relating to Aligants’s or American Honda’s GX engine
trade dress enforcement efforts, if any, against V Power Equipment.

REQUEST FOR PRODUCTION NO. 71:

All documents referring or relating to atrade dress settlemeagreement between
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Applicant or American Honda and V Power Equipment.

REQUEST FOR PRODUCTION NO. 72:

All documents referring or relating to Lifan lwontal shaft enginedsffered for sale since
September 14, 2008, including but not limited t® &mgines attached hereto as Ex. C.
REQUEST FOR PRODUCTION NO. 73:

All documents referring or relating to Aligant’s or American Honda'’s knowledge of
Lifan horizontal shaft engines offered fotesaince September 14, 2008, including but not
limited to Applicant’s or Amedan Honda's first knowledge ofdtengines attached hereto as
Ex. C.
REQUEST FOR PRODUCTION NO. 74:

All documents referring or relating topplicant’'s or American Honda'’s purchase,
inspection, or testing of Lifan horizontaladhengines offered for sale September 14, 2008,
including but not limited to the gmes attached hereto as Ex. C.

REQUEST FOR PRODUCTION NO. 75:

All documents referring or relating to Aligants’s or American Honda’s GX engine
trade dress enforcement efforts, if any, agdiifan horizontal shaft engines offered for sale
since September 14, 2008.

REQUEST FOR PRODUCTION NO. 76:

All documents referring or relating to Jiandong horizontal shaft engines offered for sale
since September 14, 2008, including but not limitethéoengines attachdéereto as Ex. D.
REQUEST FOR PRODUCTION NO. 77:

All documents referring or relating to Aligant’s or American Honda’s knowledge of
Jiandong horizontal shaft engmeffered for sale since Septber 14, 2008, including but not
limited to Applicant’s first knowledge of éhengines attachdtereto as Ex. D.

REQUEST FOR PRODUCTION NO. 78:

All documents referring or relating topplicant’'s or American Honda'’s purchase,
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inspection, or testing of Jiandohgrizontal shaft engines offetdéor sale since September 14,
2008, including but not limited to thegines attached hereto as Ex. D.

REQUEST FOR PRODUCTION NO. 79:

All documents referring or relating to Blldax horizontal shaftregines, including but
not limited to the engines attached hereto as Ex. E.

REQUEST FOR PRODUCTION NO. 80:

All documents referring or relating to Aligant’s or American Honda'’s knowledge of
Blue Max horizontal shaft enggs, including but not limitetb Applicant’s or American
Honda’s first knowledge of the emgis attached hereto as Ex. E.

REQUEST FOR PRODUCTION NO. 81:

All documents referring or relating topplicant’'s or American Honda'’s purchase,
inspection, or testing of Blue Maorizontal shaft engines,dluding but not limited to the
engines hereto as Ex. E.

REQUEST FOR PRODUCTION NO. 82:

All documents referring or relating to Aligants’s or American Honda’s GX engine
trade dress enforcement effoiifsany, against Blue Max.

REQUEST FOR PRODUCTION NO. 83:

All documents referring or relating to atrade dress settlemeagreement between
Applicant or American Honda and Blue Max.

REQUEST FOR PRODUCTION NO. 84:

All documents referring or relating to All-Power horizontal shaft engines, including but
not limited to the engines attached hereto as Ex. F.

REQUEST FOR PRODUCTION NO. 85:

All documents referring or relating to Aligant’s or American Honda’s knowledge of
All-Power horizontal shaft enges, including but not limitetb Applicant’s or American

Honda’s first knowledge of the emgis attached hereto as Ex. F.
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REQUEST FOR PRODUCTION NO. 86:

All documents referring or relating topplicant’'s or American Honda'’s purchase,
inspection, or testing of All Reer horizontal shaft enginescinding but not limited to the
engines hereto as Ex. F.

REQUEST FOR PRODUCTION NO. 87:

All documents referring or relating to Aligants’s or American Honda’s GX engine
trade dress enforcement efforts, if any, against All Power.

REQUEST FOR PRODUCTION NO. 88:

All documents referring or relating to atrade dress settlemeagreement between

Applicant or American Honda and All Power.

DATED: April 4, 2014 By:
/s/ Robert N. Phillips
Robert N. Phillips
Reed Smith LLP

Nina Habib Borders
Reed Smith LLP

Attorneys for Opposer
BRIGGS & STRATTON CORPORATION
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CERTIFICATE OF SERVICE

| hereby certified that a true copytbk foregoing OPPOSER BRIGGS & STRATTON
CORPORATION'’S FIFTH SET OF REQUESTEOR PRODUCTION OF DOCUMENTS TO
APPLICANT HONDA GIKEN KOGYO KABUSHIKI KAISHA was served on the following
counsel of record, by depositing same in the U.4, firat class postage prepaid, this 4th day of

April, 2014:

Michael J. Bevilacqua, Esq.
Vinita Ferrera, Esq.

Silena Y. Paik, Esq.

Sarah R. Frazier, Esq.

Wilmer Cutler Pickering Hale and Dorr LLP
60 State Street

Boston, MA 02109-1800

Telephone (617526-6448

Facsimile: (617526-5000

Elizabeth Townsend Bridge
DonaldDaugherty

Whyte Hirschboeck Dudek S.C.
555 E. Wells Street, Suite 1900
Milwaukee, Wisconsin 53202
Telephone: (414)273-2100
Facsimile: (414p23-5000

/s/ DeborahKalahele
DeboralL. Kalahele




EXHIBIT B
Filed Under Seal



EXHIBIT C



Hoffman, Shira

From: Phillips, Robert N. (Rob) <RobPhillips@ReedSmith.com>

Sent: Monday, May 19, 2014 3:37 PM

To: Paik, Silena; Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos,
Melinda MG (6076) (MGiftos@whdlaw.com)

Subject: Briggs and Kohler v Honda

Silena and Sarah,

| write to follow up on our meet and confer telephone conference regarding Honda’s
responses to Briggs’ Fifth Set of Requests for Production.

Regarding Request No. 57, as | stated, we are skeptical that no responsive documents
exist. Please discuss with your client, and let us know the steps Honda has taken to confirm
that no responsive documents exist.

Regarding Request Nos. 58-60, as | explained on our call, these Requests are relevant to
functionality and secondary meaning. These engines clearly embody most or all of the
features of the applied-for mark, and thus Honda’s considerations in designing them are
relevant to functionality. Similarly, any decisions made to differentiate these engines from the
GX via styling changes, including but not limited to the different coloring, is relevant to the
secondary meaning of the GX'’s specific styling and color and therefore to the secondary
meaning of the applied-for mark. The fact that these engines are not sold in the United States
does not render the requests irrelevant. Please let us know by May 23 whether Honda will
agree to produce documents responsive to these Requests.

Regarding Request Nos. 62-88, you stated on the call that Honda believed that many of these
requests were overbroad in that they included information related to all horizontal shaft
engines sold by the identified third parties. While Briggs disagrees that these Requests are
overbroad, to address Honda’s concerns, Briggs proposes to limit these requests to horizontal
shaft engines with high-mount air cleaner covers sold by the identified third parties. Honda’s
knowledge of, inspection and testing of, and enforcement against third party engines with this
configuration is clearly relevant to issues such as functionality, secondary meaning,
abandonment, and genericness, and the Requests are narrowly tailored to include just those
third party engines with the same or similar shape and configuration as the applied-for

mark. Please let us know by May 23 whether Honda will agree to produce documents
responsive to these Requests as modified herein.

We look forward to Honda’s responses on these issues.

1



Regards,

Rob

Robert N. Phillips | Reed Smith LLP

101 Second Street - Suite 1800 San Francisco, CA 94105

Direct: 415.659.5953 | Reception: 415.543.8700 | Fax: 415.391.8269
robphillips@reedsmith.com | www.reedsmith.com

* % %

This E-mail, along with any attachments, is considered confidential and may well be legally privileged. If you have
received it in error, you are on notice of its status. Please notify us immediately by reply e-mail and then delete this
message from your system. Please do not copy it or use it for any purposes, or disclose its contents to any other
person. Thank you for your cooperation.

* % %
To ensure compliance with Treasury Department regulations, we inform you that, unless otherwise indicated in writing,
any U.S. Federal tax advice contained in this communication (including any attachments) is not intended or written to be
used, and cannot be used, for the purpose of (1) avoiding penalties under the Internal Revenue Code or applicable state
and local provisions or (2) promoting, marketing or recommending to another party any tax-related matters addressed

herein.
Disclaimer Version RS.US.20.10.00
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Hoffman, Shira

From: Frazier, Sarah

Sent: Tuesday, June 03, 2014 10:04 AM

To: Phillips, Robert N. (Rob)

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos,
Melinda MG (6076) (MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John

Subject: RE: Briggs and Kohler v Honda

Rob,

Regarding Request No. 57, as stated in Honda’s responses and during our meet and confer, no documents exist
regarding whether a customer is sold an EPA Phase 3 engine or an earlier model. As Scott Conner noted during his
deposition, the inventory is “mix and match,” and as Mike Rudolph testified, customers know whether they are receiving
an EPA Phase 3 engine by the model number. Honda has confirmed with the appropriate individuals that no responsive
documents exist.

Regarding Request Nos. 58-60, Honda maintains its objections to these requests as irrelevant, overly broad, and unduly
burdensome. As confirmed during the depositions of several Honda witnesses, these engines were not developed in,
nor are they sold in, the United States. Because the secondary meaning inquiry is focused on the relevant purchasing
population, the design of the GP engine is thus irrelevant to that issue. Further, Mr. Sugimoto testified in his recent
deposition that the GP engine was developed for a different purpose than the GX engine and that it does not use the
same components. It is thus similarly irrelevant to the issue of functionality.

Regarding Request Nos. 62-88, Honda has already agreed to, and in fact has produced all documents responsive to those
requests related to enforcement efforts against the third parties identified therein (Nos. 65, 75, 82, and 87). Honda has
also confirmed that no documents responsive to request numbers 66, 70, 83, or 88 exist. The remaining requests, even
as narrowed below, are still overly broad and unduly burdensome. Nonetheless, Honda is investigating the existence of
documents (beyond those already produced) regarding the inspection or testing of the external components of engines
manufactured by the identified third parties, and with the same relative placement of components (e.g., fuel tank on top
of fan cover, air cleaner on the top left of engine) as shown in the exhibits to Briggs’ requests.

Thanks,
Sarah

From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Monday, May 19, 2014 3:37 PM

To: Paik, Silena; Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com)

Subject: Briggs and Kohler v Honda

Silena and Sarah,

| write to follow up on our meet and confer telephone conference regarding Honda’s
responses to Briggs’ Fifth Set of Requests for Production.



Regarding Request No. 57, as | stated, we are skeptical that no responsive documents
exist. Please discuss with your client, and let us know the steps Honda has taken to confirm
that no responsive documents exist.

Regarding Request Nos. 58-60, as | explained on our call, these Requests are relevant to
functionality and secondary meaning. These engines clearly embody most or all of the
features of the applied-for mark, and thus Honda’s considerations in designing them are
relevant to functionality. Similarly, any decisions made to differentiate these engines from the
GX via styling changes, including but not limited to the different coloring, is relevant to the
secondary meaning of the GX’s specific styling and color and therefore to the secondary
meaning of the applied-for mark. The fact that these engines are not sold in the United States
does not render the requests irrelevant. Please let us know by May 23 whether Honda will
agree to produce documents responsive to these Requests.

Regarding Request Nos. 62-88, you stated on the call that Honda believed that many of these
requests were overbroad in that they included information related to all horizontal shaft
engines sold by the identified third parties. While Briggs disagrees that these Requests are
overbroad, to address Honda’s concerns, Briggs proposes to limit these requests to horizontal
shaft engines with high-mount air cleaner covers sold by the identified third parties. Honda’s
knowledge of, inspection and testing of, and enforcement against third party engines with this
configuration is clearly relevant to issues such as functionality, secondary meaning,
abandonment, and genericness, and the Requests are narrowly tailored to include just those
third party engines with the same or similar shape and configuration as the applied-for

mark. Please let us know by May 23 whether Honda will agree to produce documents
responsive to these Requests as modified herein.

We look forward to Honda’s responses on these issues.

Regards,

Rob

Robert N. Phillips | Reed Smith LLP

101 Second Street - Suite 1800 San Francisco, CA 94105

Direct: 415.659.5953 | Reception: 415.543.8700 | Fax: 415.391.8269
robphillips@reedsmith.com | www.reedsmith.com

* % %

This E-mail, along with any attachments, is considered confidential and may well be legally privileged. If you have
received it in error, you are on notice of its status. Please notify us immediately by reply e-mail and then delete this
message from your system. Please do not copy it or use it for any purposes, or disclose its contents to any other

person. Thank you for your cooperation.
* % %



To ensure compliance with Treasury Department regulations, we inform you that, unless otherwise indicated in writing,
any U.S. Federal tax advice contained in this communication (including any attachments) is not intended or written to be
used, and cannot be used, for the purpose of (1) avoiding penalties under the Internal Revenue Code or applicable state
and local provisions or (2) promoting, marketing or recommending to another party any tax-related matters addressed
herein.

Disclaimer Version RS.US.20.10.00



EXHIBIT E



Hoffman, Shira

From: Phillips, Robert N. (Rob) <RobPhillips@ReedSmith.com>

Sent: Wednesday, June 25, 2014 7:05 PM

To: Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos,

Melinda MG (6076) (MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John;
Dow, Colleen
Subject: RE: Briggs and Kohler v Honda

Sarah:

Without waiving our position that Requests Nos. 62-88 with regard to the identified third party
engines with the high mount air cleaner design are properly tailored and highly relevant, and
reserving all rights to move on such requests, have you determined whether Honda has any of the
documents you indicated you were investigating below?

Rob

From: Frazier, Sarah [mailto: Sarah.Frazier@wilmerhale.com]

Sent: Tuesday, June 03, 2014 7:04 AM

To: Phillips, Robert N. (Rob)

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John

Subject: RE: Briggs and Kohler v Honda

Rob,

Regarding Request No. 57, as stated in Honda’s responses and during our meet and confer, no documents exist
regarding whether a customer is sold an EPA Phase 3 engine or an earlier model. As Scott Conner noted during his
deposition, the inventory is “mix and match,” and as Mike Rudolph testified, customers know whether they are receiving
an EPA Phase 3 engine by the model number. Honda has confirmed with the appropriate individuals that no responsive
documents exist.

Regarding Request Nos. 58-60, Honda maintains its objections to these requests as irrelevant, overly broad, and unduly
burdensome. As confirmed during the depositions of several Honda witnesses, these engines were not developed in,
nor are they sold in, the United States. Because the secondary meaning inquiry is focused on the relevant purchasing
population, the design of the GP engine is thus irrelevant to that issue. Further, Mr. Sugimoto testified in his recent
deposition that the GP engine was developed for a different purpose than the GX engine and that it does not use the
same components. It is thus similarly irrelevant to the issue of functionality.

Regarding Request Nos. 62-88, Honda has already agreed to, and in fact has produced all documents responsive to those
requests related to enforcement efforts against the third parties identified therein (Nos. 65, 75, 82, and 87). Honda has
also confirmed that no documents responsive to request numbers 66, 70, 83, or 88 exist. The remaining requests, even
as narrowed below, are still overly broad and unduly burdensome. Nonetheless, Honda is investigating the existence of
documents (beyond those already produced) regarding the inspection or testing of the external components of engines
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manufactured by the identified third parties, and with the same relative placement of components (e.g., fuel tank on top
of fan cover, air cleaner on the top left of engine) as shown in the exhibits to Briggs’ requests.

Thanks,
Sarah

From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Monday, May 19, 2014 3:37 PM

To: Paik, Silena; Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com)

Subject: Briggs and Kohler v Honda

Silena and Sarah,

| write to follow up on our meet and confer telephone conference regarding Honda’s
responses to Briggs’ Fifth Set of Requests for Production.

Regarding Request No. 57, as | stated, we are skeptical that no responsive documents
exist. Please discuss with your client, and let us know the steps Honda has taken to confirm
that no responsive documents exist.

Regarding Request Nos. 58-60, as | explained on our call, these Requests are relevant to
functionality and secondary meaning. These engines clearly embody most or all of the
features of the applied-for mark, and thus Honda’s considerations in designing them are
relevant to functionality. Similarly, any decisions made to differentiate these engines from the
GX via styling changes, including but not limited to the different coloring, is relevant to the
secondary meaning of the GX’s specific styling and color and therefore to the secondary
meaning of the applied-for mark. The fact that these engines are not sold in the United States
does not render the requests irrelevant. Please let us know by May 23 whether Honda will
agree to produce documents responsive to these Requests.

Regarding Request Nos. 62-88, you stated on the call that Honda believed that many of these
requests were overbroad in that they included information related to all horizontal shaft
engines sold by the identified third parties. While Briggs disagrees that these Requests are
overbroad, to address Honda’s concerns, Briggs proposes to limit these requests to horizontal
shaft engines with high-mount air cleaner covers sold by the identified third parties. Honda’s
knowledge of, inspection and testing of, and enforcement against third party engines with this
configuration is clearly relevant to issues such as functionality, secondary meaning,
abandonment, and genericness, and the Requests are narrowly tailored to include just those
third party engines with the same or similar shape and configuration as the applied-for

mark. Please let us know by May 23 whether Honda will agree to produce documents
responsive to these Requests as modified herein.
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We look forward to Honda’s responses on these issues.

Regards,

Rob

Robert N. Phillips | Reed Smith LLP

101 Second Street - Suite 1800 San Francisco, CA 94105

Direct: 415.659.5953 | Reception: 415.543.8700 | Fax: 415.391.8269
robphillips@reedsmith.com | www.reedsmith.com

* k *

This E-mail, along with any attachments, is considered confidential and may well be legally privileged. If you have
received it in error, you are on notice of its status. Please notify us immediately by reply e-mail and then delete this
message from your system. Please do not copy it or use it for any purposes, or disclose its contents to any other
person. Thank you for your cooperation.

* k%
To ensure compliance with Treasury Department regulations, we inform you that, unless otherwise indicated in writing,
any U.S. Federal tax advice contained in this communication (including any attachments) is not intended or written to be
used, and cannot be used, for the purpose of (1) avoiding penalties under the Internal Revenue Code or applicable state
and local provisions or (2) promoting, marketing or recommending to another party any tax-related matters addressed

herein.
Disclaimer Version RS.US.20.10.00



EXHIBIT F



Hoffman, Shira

From: Frazier, Sarah

Sent: Monday, June 30, 2014 8:24 AM

To: Phillips, Robert N. (Rob)

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos,

Melinda MG (6076) (MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John;
Dow, Colleen
Subject: RE: Briggs and Kohler v Honda

Hi Rob,

Please provide the model numbers of the engines depicted in exhibits A through F to Opposers’ Fifth Set of Requests for
Production.

Thanks,
Sarah

From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Wednesday, June 25, 2014 7:05 PM

To: Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita;, Regan, John; Dow, Colleen

Subject: RE: Briggs and Kohler v Honda

Sarah:

Without waiving our position that Requests Nos. 62-88 with regard to the identified third party
engines with the high mount air cleaner design are properly tailored and highly relevant, and
reserving all rights to move on such requests, have you determined whether Honda has any of the
documents you indicated you were investigating below?

Rob

From: Frazier, Sarah [mailto: Sarah.Frazier@wilmerhale.com]

Sent: Tuesday, June 03, 2014 7:04 AM

To: Phillips, Robert N. (Rob)

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John

Subject: RE: Briggs and Kohler v Honda

Rob,

Regarding Request No. 57, as stated in Honda’s responses and during our meet and confer, no documents exist
regarding whether a customer is sold an EPA Phase 3 engine or an earlier model. As Scott Conner noted during his
deposition, the inventory is “mix and match,” and as Mike Rudolph testified, customers know whether they are receiving
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an EPA Phase 3 engine by the model number. Honda has confirmed with the appropriate individuals that no responsive
documents exist.

Regarding Request Nos. 58-60, Honda maintains its objections to these requests as irrelevant, overly broad, and unduly
burdensome. As confirmed during the depositions of several Honda witnesses, these engines were not developed in,
nor are they sold in, the United States. Because the secondary meaning inquiry is focused on the relevant purchasing
population, the design of the GP engine is thus irrelevant to that issue. Further, Mr. Sugimoto testified in his recent
deposition that the GP engine was developed for a different purpose than the GX engine and that it does not use the
same components. It is thus similarly irrelevant to the issue of functionality.

Regarding Request Nos. 62-88, Honda has already agreed to, and in fact has produced all documents responsive to those
requests related to enforcement efforts against the third parties identified therein (Nos. 65, 75, 82, and 87). Honda has
also confirmed that no documents responsive to request numbers 66, 70, 83, or 88 exist. The remaining requests, even
as narrowed below, are still overly broad and unduly burdensome. Nonetheless, Honda is investigating the existence of
documents (beyond those already produced) regarding the inspection or testing of the external components of engines
manufactured by the identified third parties, and with the same relative placement of components (e.g., fuel tank on top
of fan cover, air cleaner on the top left of engine) as shown in the exhibits to Briggs’ requests.

Thanks,
Sarah

From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Monday, May 19, 2014 3:37 PM

To: Paik, Silena; Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com)

Subject: Briggs and Kohler v Honda

Silena and Sarah,

| write to follow up on our meet and confer telephone conference regarding Honda’s
responses to Briggs’ Fifth Set of Requests for Production.

Regarding Request No. 57, as | stated, we are skeptical that no responsive documents
exist. Please discuss with your client, and let us know the steps Honda has taken to confirm
that no responsive documents exist.

Regarding Request Nos. 58-60, as | explained on our call, these Requests are relevant to
functionality and secondary meaning. These engines clearly embody most or all of the
features of the applied-for mark, and thus Honda’s considerations in designing them are
relevant to functionality. Similarly, any decisions made to differentiate these engines from the
GX via styling changes, including but not limited to the different coloring, is relevant to the
secondary meaning of the GX’s specific styling and color and therefore to the secondary
meaning of the applied-for mark. The fact that these engines are not sold in the United States
does not render the requests irrelevant. Please let us know by May 23 whether Honda will
agree to produce documents responsive to these Requests.



Regarding Request Nos. 62-88, you stated on the call that Honda believed that many of these
requests were overbroad in that they included information related to all horizontal shaft
engines sold by the identified third parties. While Briggs disagrees that these Requests are
overbroad, to address Honda’s concerns, Briggs proposes to limit these requests to horizontal
shaft engines with high-mount air cleaner covers sold by the identified third parties. Honda’s
knowledge of, inspection and testing of, and enforcement against third party engines with this
configuration is clearly relevant to issues such as functionality, secondary meaning,
abandonment, and genericness, and the Requests are narrowly tailored to include just those
third party engines with the same or similar shape and configuration as the applied-for

mark. Please let us know by May 23 whether Honda will agree to produce documents
responsive to these Requests as modified herein.

We look forward to Honda’s responses on these issues.

Regards,

Rob

Robert N. Phillips | Reed Smith LLP

101 Second Street - Suite 1800 San Francisco, CA 94105

Direct: 415.659.5953 | Reception: 415.543.8700 | Fax: 415.391.8269
robphillips@reedsmith.com | www.reedsmith.com

* % %

This E-mail, along with any attachments, is considered confidential and may well be legally privileged. If you have
received it in error, you are on notice of its status. Please notify us immediately by reply e-mail and then delete this
message from your system. Please do not copy it or use it for any purposes, or disclose its contents to any other
person. Thank you for your cooperation.

* % %
To ensure compliance with Treasury Department regulations, we inform you that, unless otherwise indicated in writing,
any U.S. Federal tax advice contained in this communication (including any attachments) is not intended or written to be
used, and cannot be used, for the purpose of (1) avoiding penalties under the Internal Revenue Code or applicable state
and local provisions or (2) promoting, marketing or recommending to another party any tax-related matters addressed

herein.
Disclaimer Version RS.US.20.10.00



EXHIBIT G



Hoffman, Shira

From: Phillips, Robert N. (Rob) <RobPhillips@ReedSmith.com>

Sent: Thursday, July 24, 2014 5:00 PM

To: Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos,

Melinda MG (6076) (MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John;
Dow, Colleen
Subject: RE: Briggs and Kohler v Honda

Sarah:

My apologies for the delay in getting back to you on this. Requests Nos 62 — 88 were not
limited to any specific model numbers. Rather, as we discussed, they are intended to discover
Honda’s information regarding third party horizontal shaft engines with high mount air
cleaners in the same general overall configuration as the Honda GX, as shown in Exhibits A
through F. Those photos show similarly shaped engines put out under the brand names
Generac, V Power, Lifan, Blue Max, All Power, and Jiang Dong. The engine photos came from
the websites referenced in the corresponding requests for admissions which will whatever
additional information you seek concerning model numbers. To the extent Honda has
possession of any of these engines, or documents regarding these engines, or any other
horizontal shaft engines put out under those brands with high mount air cleaners, those
should be produced. Please let me know whether Honda will withdraw its objections and
agree to produce all such responsive documents.

Rob

Robert N. Phillips | Reed Smith LLP

101 Second Street - Suite 1800 San Francisco, CA 94105

Direct: 415.659.5953 | Reception: 415.543.8700 | Fax: 415.391.8269
robphillips@reedsmith.com | www.reedsmith.com

From: Frazier, Sarah [mailto: Sarah.Frazier@wilmerhale.com]

Sent: Monday, June 30, 2014 5:24 AM

To: Phillips, Robert N. (Rob)

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita;, Regan, John; Dow, Colleen

Subject: RE: Briggs and Kohler v Honda

Hi Rob,

Please provide the model numbers of the engines depicted in exhibits A through F to Opposers’ Fifth Set of Requests for
Production.

Thanks,
Sarah



From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Wednesday, June 25, 2014 7:05 PM

To: Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John; Dow, Colleen

Subject: RE: Briggs and Kohler v Honda

Sarah:

Without waiving our position that Requests Nos. 62-88 with regard to the identified third party
engines with the high mount air cleaner design are properly tailored and highly relevant, and
reserving all rights to move on such requests, have you determined whether Honda has any of the
documents you indicated you were investigating below?

Rob

From: Frazier, Sarah [mailto: Sarah.Frazier@wilmerhale.com]

Sent: Tuesday, June 03, 2014 7:04 AM

To: Phillips, Robert N. (Rob)

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John

Subject: RE: Briggs and Kohler v Honda

Rob,

Regarding Request No. 57, as stated in Honda’s responses and during our meet and confer, no documents exist
regarding whether a customer is sold an EPA Phase 3 engine or an earlier model. As Scott Conner noted during his
deposition, the inventory is “mix and match,” and as Mike Rudolph testified, customers know whether they are receiving
an EPA Phase 3 engine by the model number. Honda has confirmed with the appropriate individuals that no responsive
documents exist.

Regarding Request Nos. 58-60, Honda maintains its objections to these requests as irrelevant, overly broad, and unduly
burdensome. As confirmed during the depositions of several Honda witnesses, these engines were not developed in,
nor are they sold in, the United States. Because the secondary meaning inquiry is focused on the relevant purchasing
population, the design of the GP engine is thus irrelevant to that issue. Further, Mr. Sugimoto testified in his recent
deposition that the GP engine was developed for a different purpose than the GX engine and that it does not use the
same components. It is thus similarly irrelevant to the issue of functionality.

Regarding Request Nos. 62-88, Honda has already agreed to, and in fact has produced all documents responsive to those
requests related to enforcement efforts against the third parties identified therein (Nos. 65, 75, 82, and 87). Honda has
also confirmed that no documents responsive to request numbers 66, 70, 83, or 88 exist. The remaining requests, even
as narrowed below, are still overly broad and unduly burdensome. Nonetheless, Honda is investigating the existence of
documents (beyond those already produced) regarding the inspection or testing of the external components of engines
manufactured by the identified third parties, and with the same relative placement of components (e.g., fuel tank on top
of fan cover, air cleaner on the top left of engine) as shown in the exhibits to Briggs’ requests.

Thanks,



Sarah

From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Monday, May 19, 2014 3:37 PM

To: Paik, Silena; Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com)

Subject: Briggs and Kohler v Honda

Silena and Sarah,

| write to follow up on our meet and confer telephone conference regarding Honda’s
responses to Briggs’ Fifth Set of Requests for Production.

Regarding Request No. 57, as | stated, we are skeptical that no responsive documents
exist. Please discuss with your client, and let us know the steps Honda has taken to confirm
that no responsive documents exist.

Regarding Request Nos. 58-60, as | explained on our call, these Requests are relevant to
functionality and secondary meaning. These engines clearly embody most or all of the
features of the applied-for mark, and thus Honda’s considerations in designing them are
relevant to functionality. Similarly, any decisions made to differentiate these engines from the
GX via styling changes, including but not limited to the different coloring, is relevant to the
secondary meaning of the GX’s specific styling and color and therefore to the secondary
meaning of the applied-for mark. The fact that these engines are not sold in the United States
does not render the requests irrelevant. Please let us know by May 23 whether Honda will
agree to produce documents responsive to these Requests.

Regarding Request Nos. 62-88, you stated on the call that Honda believed that many of these
requests were overbroad in that they included information related to all horizontal shaft
engines sold by the identified third parties. While Briggs disagrees that these Requests are
overbroad, to address Honda’s concerns, Briggs proposes to limit these requests to horizontal
shaft engines with high-mount air cleaner covers sold by the identified third parties. Honda’s
knowledge of, inspection and testing of, and enforcement against third party engines with this
configuration is clearly relevant to issues such as functionality, secondary meaning,
abandonment, and genericness, and the Requests are narrowly tailored to include just those
third party engines with the same or similar shape and configuration as the applied-for

mark. Please let us know by May 23 whether Honda will agree to produce documents
responsive to these Requests as modified herein.

We look forward to Honda’s responses on these issues.



Regards,

Rob

Robert N. Phillips | Reed Smith LLP

101 Second Street - Suite 1800 San Francisco, CA 94105

Direct: 415.659.5953 | Reception: 415.543.8700 | Fax: 415.391.8269
robphillips@reedsmith.com | www.reedsmith.com

* % %

This E-mail, along with any attachments, is considered confidential and may well be legally privileged. If you have
received it in error, you are on notice of its status. Please notify us immediately by reply e-mail and then delete this
message from your system. Please do not copy it or use it for any purposes, or disclose its contents to any other
person. Thank you for your cooperation.

* % %
To ensure compliance with Treasury Department regulations, we inform you that, unless otherwise indicated in writing,
any U.S. Federal tax advice contained in this communication (including any attachments) is not intended or written to be
used, and cannot be used, for the purpose of (1) avoiding penalties under the Internal Revenue Code or applicable state
and local provisions or (2) promoting, marketing or recommending to another party any tax-related matters addressed

herein.
Disclaimer Version RS.US.20.10.00

* k *

This E-mail, along with any attachments, is considered confidential and may well be legally privileged. If you have
received it in error, you are on notice of its status. Please notify us immediately by reply e-mail and then delete this
message from your system. Please do not copy it or use it for any purposes, or disclose its contents to any other

person. Thank you for your cooperation.
Disclaimer Version RS.US.201.407.01



EXHIBIT H



Hoffman, Shira

From: Frazier, Sarah

Sent: Tuesday, August 05, 2014 3:46 PM

To: Phillips, Robert N. (Rob)

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos,

Melinda MG (6076) (MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John;
Dow, Colleen
Subject: RE: Briggs and Kohler v Honda

Rob,

Honda remains willing to look for documents regarding the specific models depicted in the exhibits to Opposers’ Fifth

set of RFPs. However, there is not a one-to-one correspondence between the websites listed in Opposers’ Fifth Set of
RFAs and those exhibits, nor is the burden on Honda to define Opposers’ requests. If Opposers wish to provide Honda
with the list of model numbers, Honda will search its files for potentially responsive documents.

As we discussed, it is unreasonable and unduly burdensome to ask Honda to review all testing documents—a majority of
which are kept in Japan—in an attempt to determine whether the engines tested had high-mount air

cleaners. Furthermore, the information Opposers seek regarding these third-party engines can be more easily obtained
through other sources. Indeed, as represented below, Opposers identified these engines on public websites, many of
which include specifications and testing information. Opposers have also subpoenaed several of the manufacturers
identified for documents related to “horizontal shaft engines with high mount air cleaners.” Honda thus maintains its
objections to RFP Nos. 62-88.

Thanks,
Sarah

From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Thursday, July 24, 2014 5:00 PM

To: Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John; Dow, Colleen

Subject: RE: Briggs and Kohler v Honda

Sarah:

My apologies for the delay in getting back to you on this. Requests Nos 62 — 88 were not
limited to any specific model numbers. Rather, as we discussed, they are intended to discover
Honda’s information regarding third party horizontal shaft engines with high mount air
cleaners in the same general overall configuration as the Honda GX, as shown in Exhibits A
through F. Those photos show similarly shaped engines put out under the brand names
Generac, V Power, Lifan, Blue Max, All Power, and Jiang Dong. The engine photos came from
the websites referenced in the corresponding requests for admissions which will whatever
additional information you seek concerning model numbers. To the extent Honda has
possession of any of these engines, or documents regarding these engines, or any other



horizontal shaft engines put out under those brands with high mount air cleaners, those
should be produced. Please let me know whether Honda will withdraw its objections and
agree to produce all such responsive documents.

Rob

Robert N. Phillips | Reed Smith LLP

101 Second Street - Suite 1800 San Francisco, CA 94105

Direct: 415.659.5953 | Reception: 415.543.8700 | Fax: 415.391.8269
robphillips@reedsmith.com | www.reedsmith.com

From: Frazier, Sarah [mailto: Sarah.Frazier@wilmerhale.com]

Sent: Monday, June 30, 2014 5:24 AM

To: Phillips, Robert N. (Rob)

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John; Dow, Colleen

Subject: RE: Briggs and Kohler v Honda

Hi Rob,

Please provide the model numbers of the engines depicted in exhibits A through F to Opposers’ Fifth Set of Requests for
Production.

Thanks,
Sarah

From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Wednesday, June 25, 2014 7:05 PM

To: Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John; Dow, Colleen

Subject: RE: Briggs and Kohler v Honda

Sarah:

Without waiving our position that Requests Nos. 62-88 with regard to the identified third party
engines with the high mount air cleaner design are properly tailored and highly relevant, and
reserving all rights to move on such requests, have you determined whether Honda has any of the
documents you indicated you were investigating below?

Rob

From: Frazier, Sarah [mailto: Sarah.Frazier@wilmerhale.com]

Sent: Tuesday, June 03, 2014 7:04 AM

To: Phillips, Robert N. (Rob)

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
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(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John
Subject: RE: Briggs and Kohler v Honda

Rob,

Regarding Request No. 57, as stated in Honda’s responses and during our meet and confer, no documents exist
regarding whether a customer is sold an EPA Phase 3 engine or an earlier model. As Scott Conner noted during his
deposition, the inventory is “mix and match,” and as Mike Rudolph testified, customers know whether they are receiving
an EPA Phase 3 engine by the model number. Honda has confirmed with the appropriate individuals that no responsive
documents exist.

Regarding Request Nos. 58-60, Honda maintains its objections to these requests as irrelevant, overly broad, and unduly
burdensome. As confirmed during the depositions of several Honda witnesses, these engines were not developed in,
nor are they sold in, the United States. Because the secondary meaning inquiry is focused on the relevant purchasing
population, the design of the GP engine is thus irrelevant to that issue. Further, Mr. Sugimoto testified in his recent
deposition that the GP engine was developed for a different purpose than the GX engine and that it does not use the
same components. It is thus similarly irrelevant to the issue of functionality.

Regarding Request Nos. 62-88, Honda has already agreed to, and in fact has produced all documents responsive to those
requests related to enforcement efforts against the third parties identified therein (Nos. 65, 75, 82, and 87). Honda has
also confirmed that no documents responsive to request numbers 66, 70, 83, or 88 exist. The remaining requests, even
as narrowed below, are still overly broad and unduly burdensome. Nonetheless, Honda is investigating the existence of
documents (beyond those already produced) regarding the inspection or testing of the external components of engines
manufactured by the identified third parties, and with the same relative placement of components (e.g., fuel tank on top
of fan cover, air cleaner on the top left of engine) as shown in the exhibits to Briggs’ requests.

Thanks,
Sarah

From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Monday, May 19, 2014 3:37 PM

To: Paik, Silena; Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com)

Subject: Briggs and Kohler v Honda

Silena and Sarah,

| write to follow up on our meet and confer telephone conference regarding Honda’s
responses to Briggs’ Fifth Set of Requests for Production.

Regarding Request No. 57, as | stated, we are skeptical that no responsive documents
exist. Please discuss with your client, and let us know the steps Honda has taken to confirm
that no responsive documents exist.

Regarding Request Nos. 58-60, as | explained on our call, these Requests are relevant to
functionality and secondary meaning. These engines clearly embody most or all of the
features of the applied-for mark, and thus Honda’s considerations in designing them are



relevant to functionality. Similarly, any decisions made to differentiate these engines from the
GX via styling changes, including but not limited to the different coloring, is relevant to the
secondary meaning of the GX’s specific styling and color and therefore to the secondary
meaning of the applied-for mark. The fact that these engines are not sold in the United States
does not render the requests irrelevant. Please let us know by May 23 whether Honda will
agree to produce documents responsive to these Requests.

Regarding Request Nos. 62-88, you stated on the call that Honda believed that many of these
requests were overbroad in that they included information related to all horizontal shaft
engines sold by the identified third parties. While Briggs disagrees that these Requests are
overbroad, to address Honda’s concerns, Briggs proposes to limit these requests to horizontal
shaft engines with high-mount air cleaner covers sold by the identified third parties. Honda’s
knowledge of, inspection and testing of, and enforcement against third party engines with this
configuration is clearly relevant to issues such as functionality, secondary meaning,
abandonment, and genericness, and the Requests are narrowly tailored to include just those
third party engines with the same or similar shape and configuration as the applied-for

mark. Please let us know by May 23 whether Honda will agree to produce documents
responsive to these Requests as modified herein.

We look forward to Honda’s responses on these issues.

Regards,

Rob

Robert N. Phillips | Reed Smith LLP

101 Second Street - Suite 1800 San Francisco, CA 94105

Direct: 415.659.5953 | Reception: 415.543.8700 | Fax: 415.391.8269
robphillips@reedsmith.com | www.reedsmith.com

* k *

This E-mail, along with any attachments, is considered confidential and may well be legally privileged. If you have
received it in error, you are on notice of its status. Please notify us immediately by reply e-mail and then delete this
message from your system. Please do not copy it or use it for any purposes, or disclose its contents to any other
person. Thank you for your cooperation.

* % %
To ensure compliance with Treasury Department regulations, we inform you that, unless otherwise indicated in writing,
any U.S. Federal tax advice contained in this communication (including any attachments) is not intended or written to be
used, and cannot be used, for the purpose of (1) avoiding penalties under the Internal Revenue Code or applicable state
and local provisions or (2) promoting, marketing or recommending to another party any tax-related matters addressed

herein.
Disclaimer Version RS.US.20.10.00

* % %

This E-mail, along with any attachments, is considered confidential and may well be legally privileged. If you have
received it in error, you are on notice of its status. Please notify us immediately by reply e-mail and then delete this



message from your system. Please do not copy it or use it for any purposes, or disclose its contents to any other

person. Thank you for your cooperation.
Disclaimer Version RS.US.201.407.01
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Hoffman, Shira

From: Phillips, Robert N. (Rob) <RobPhillips@ReedSmith.com>

Sent: Wednesday, August 06, 2014 6:49 PM

To: Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos,

Melinda MG (6076) (MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John;
Dow, Colleen
Subject: RE: Briggs and Kohler v Honda

Sarah:

Again, these requests are not limited to any specific model numbers, and so your offer to have
Honda search for the specific models shown in the photos does not go far enough.

Clearly, Honda studies the competition, and will have in its possession documents regarding
third party horizontal shaft engines with high mount air cleaners having overall configurations
similar to the GX. It would not be burdensome to ask your client to review its files and
produce those documents regarding such engines and/or or power equipment products put
out by Generac, V Power, Lifan, Blue Max, All Power, and Jiang Dong. If the search were
limited by model number, as you propose, it is highly likely that relevant documents would not
be produced as model numbers vary or may not even be referenced in the documents. What
doesn’t vary, however, is the brand name, and the standard overall configuration that is being
used in the industry, and this is highly relevant, and documents regarding such third party use
should be produced by Honda. The fact that we have obtained some of these documents from
third parties is irrelevant. Obviously, documents related to Honda’s testing, purchase,
inspection, monitoring, or knowledge of the identified engines cannot be obtained from any
source but Honda, and these are relevant to functionality, lack of secondary meaning,
genericness, and abandonment, which are all at issue in this case.

It appears that we are at an impasse, and will need to file a motion with the Board. If you have
any other suggestions, please feel free to let me know.

Regards,

Rob

Robert N. Phillips | Reed Smith LLP

101 Second Street - Suite 1800 San Francisco, CA 94105

Direct: 415.659.5953 | Reception: 415.543.8700 | Fax: 415.391.8269
robphillips@reedsmith.com | www.reedsmith.com

From: Frazier, Sarah [mailto: Sarah.Frazier@wilmerhale.com]
Sent: Tuesday, August 05, 2014 12:46 PM
To: Phillips, Robert N. (Rob)



Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita;, Regan, John; Dow, Colleen
Subject: RE: Briggs and Kohler v Honda

Rob,

Honda remains willing to look for documents regarding the specific models depicted in the exhibits to Opposers’ Fifth

set of RFPs. However, there is not a one-to-one correspondence between the websites listed in Opposers’ Fifth Set of
RFAs and those exhibits, nor is the burden on Honda to define Opposers’ requests. If Opposers wish to provide Honda
with the list of model numbers, Honda will search its files for potentially responsive documents.

As we discussed, it is unreasonable and unduly burdensome to ask Honda to review all testing documents—a majority of
which are kept in Japan—in an attempt to determine whether the engines tested had high-mount air

cleaners. Furthermore, the information Opposers seek regarding these third-party engines can be more easily obtained
through other sources. Indeed, as represented below, Opposers identified these engines on public websites, many of
which include specifications and testing information. Opposers have also subpoenaed several of the manufacturers
identified for documents related to “horizontal shaft engines with high mount air cleaners.” Honda thus maintains its
objections to RFP Nos. 62-88.

Thanks,
Sarah

From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Thursday, July 24, 2014 5:00 PM

To: Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John; Dow, Colleen

Subject: RE: Briggs and Kohler v Honda

Sarah:

My apologies for the delay in getting back to you on this. Requests Nos 62 — 88 were not
limited to any specific model numbers. Rather, as we discussed, they are intended to discover
Honda’s information regarding third party horizontal shaft engines with high mount air
cleaners in the same general overall configuration as the Honda GX, as shown in Exhibits A
through F. Those photos show similarly shaped engines put out under the brand names
Generac, V Power, Lifan, Blue Max, All Power, and Jiang Dong. The engine photos came from
the websites referenced in the corresponding requests for admissions which will whatever
additional information you seek concerning model numbers. To the extent Honda has
possession of any of these engines, or documents regarding these engines, or any other
horizontal shaft engines put out under those brands with high mount air cleaners, those
should be produced. Please let me know whether Honda will withdraw its objections and
agree to produce all such responsive documents.

Rob



Robert N. Phillips | Reed Smith LLP

101 Second Street - Suite 1800 San Francisco, CA 94105

Direct: 415.659.5953 | Reception: 415.543.8700 | Fax: 415.391.8269
robphillips@reedsmith.com | www.reedsmith.com

From: Frazier, Sarah [mailto: Sarah.Frazier@wilmerhale.com]

Sent: Monday, June 30, 2014 5:24 AM

To: Phillips, Robert N. (Rob)

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John; Dow, Colleen

Subject: RE: Briggs and Kohler v Honda

Hi Rob,

Please provide the model numbers of the engines depicted in exhibits A through F to Opposers’ Fifth Set of Requests for
Production.

Thanks,
Sarah

From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Wednesday, June 25, 2014 7:05 PM

To: Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John; Dow, Colleen

Subject: RE: Briggs and Kohler v Honda

Sarah:

Without waiving our position that Requests Nos. 62-88 with regard to the identified third party
engines with the high mount air cleaner design are properly tailored and highly relevant, and
reserving all rights to move on such requests, have you determined whether Honda has any of the
documents you indicated you were investigating below?

Rob

From: Frazier, Sarah [mailto: Sarah.Frazier@wilmerhale.com]

Sent: Tuesday, June 03, 2014 7:04 AM

To: Phillips, Robert N. (Rob)

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com); Paik, Silena; Ferrera, Vinita; Regan, John

Subject: RE: Briggs and Kohler v Honda

Rob,

Regarding Request No. 57, as stated in Honda’s responses and during our meet and confer, no documents exist
regarding whether a customer is sold an EPA Phase 3 engine or an earlier model. As Scott Conner noted during his
deposition, the inventory is “mix and match,” and as Mike Rudolph testified, customers know whether they are receiving



an EPA Phase 3 engine by the model number. Honda has confirmed with the appropriate individuals that no responsive
documents exist.

Regarding Request Nos. 58-60, Honda maintains its objections to these requests as irrelevant, overly broad, and unduly
burdensome. As confirmed during the depositions of several Honda witnesses, these engines were not developed in,
nor are they sold in, the United States. Because the secondary meaning inquiry is focused on the relevant purchasing
population, the design of the GP engine is thus irrelevant to that issue. Further, Mr. Sugimoto testified in his recent
deposition that the GP engine was developed for a different purpose than the GX engine and that it does not use the
same components. It is thus similarly irrelevant to the issue of functionality.

Regarding Request Nos. 62-88, Honda has already agreed to, and in fact has produced all documents responsive to those
requests related to enforcement efforts against the third parties identified therein (Nos. 65, 75, 82, and 87). Honda has
also confirmed that no documents responsive to request numbers 66, 70, 83, or 88 exist. The remaining requests, even
as narrowed below, are still overly broad and unduly burdensome. Nonetheless, Honda is investigating the existence of
documents (beyond those already produced) regarding the inspection or testing of the external components of engines
manufactured by the identified third parties, and with the same relative placement of components (e.g., fuel tank on top
of fan cover, air cleaner on the top left of engine) as shown in the exhibits to Briggs’ requests.

Thanks,
Sarah

From: Phillips, Robert N. (Rob) [mailto: RobPhillips@ReedSmith.com]

Sent: Monday, May 19, 2014 3:37 PM

To: Paik, Silena; Frazier, Sarah

Cc: Herring, Seth B.; Donald A. DAD Daugherty (DDAUGHERTY@whdlaw.com); Giftos, Melinda MG (6076)
(MGiftos@whdlaw.com)

Subject: Briggs and Kohler v Honda

Silena and Sarah,

| write to follow up on our meet and confer telephone conference regarding Honda’s
responses to Briggs’ Fifth Set of Requests for Production.

Regarding Request No. 57, as | stated, we are skeptical that no responsive documents
exist. Please discuss with your client, and let us know the steps Honda has taken to confirm
that no responsive documents exist.

Regarding Request Nos. 58-60, as | explained on our call, these Requests are relevant to
functionality and secondary meaning. These engines clearly embody most or all of the
features of the applied-for mark, and thus Honda’s considerations in designing them are
relevant to functionality. Similarly, any decisions made to differentiate these engines from the
GX via styling changes, including but not limited to the different coloring, is relevant to the
secondary meaning of the GX’s specific styling and color and therefore to the secondary
meaning of the applied-for mark. The fact that these engines are not sold in the United States
does not render the requests irrelevant. Please let us know by May 23 whether Honda will
agree to produce documents responsive to these Requests.



Regarding Request Nos. 62-88, you stated on the call that Honda believed that many of these
requests were overbroad in that they included information related to all horizontal shaft
engines sold by the identified third parties. While Briggs disagrees that these Requests are
overbroad, to address Honda’s concerns, Briggs proposes to limit these requests to horizontal
shaft engines with high-mount air cleaner covers sold by the identified third parties. Honda’s
knowledge of, inspection and testing of, and enforcement against third party engines with this
configuration is clearly relevant to issues such as functionality, secondary meaning,
abandonment, and genericness, and the Requests are narrowly tailored to include just those
third party engines with the same or similar shape and configuration as the applied-for

mark. Please let us know by May 23 whether Honda will agree to produce documents
responsive to these Requests as modified herein.

We look forward to Honda’s responses on these issues.

Regards,

Rob

Robert N. Phillips | Reed Smith LLP

101 Second Street - Suite 1800 San Francisco, CA 94105

Direct: 415.659.5953 | Reception: 415.543.8700 | Fax: 415.391.8269
robphillips@reedsmith.com | www.reedsmith.com

* % %

This E-mail, along with any attachments, is considered confidential and may well be legally privileged. If you have
received it in error, you are on notice of its status. Please notify us immediately by reply e-mail and then delete this
message from your system. Please do not copy it or use it for any purposes, or disclose its contents to any other
person. Thank you for your cooperation.

* % %
To ensure compliance with Treasury Department regulations, we inform you that, unless otherwise indicated in writing,
any U.S. Federal tax advice contained in this communication (including any attachments) is not intended or written to be
used, and cannot be used, for the purpose of (1) avoiding penalties under the Internal Revenue Code or applicable state
and local provisions or (2) promoting, marketing or recommending to another party any tax-related matters addressed

herein.
Disclaimer Version RS.US.20.10.00

* k%

This E-mail, along with any attachments, is considered confidential and may well be legally privileged. If you have
received it in error, you are on notice of its status. Please notify us immediately by reply e-mail and then delete this
message from your system. Please do not copy it or use it for any purposes, or disclose its contents to any other

person. Thank you for your cooperation.
Disclaimer Version RS.US.201.407.01
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WILMERHALE

October 22, 2014 Sarah R. Frazier

+1 617 526 6022 ()

VIA FEDERAL EXPRESS +1 617 526 5000 ()

sarah.frazier@wilmerhale.com

Robert N. Philips, Esq.

Seth B. Herring, Esq.

Reed Smith LLP

101 Second Street, Suite 1800
San Francisco, California 94105

Donald A. Daugherty, Jr., Esq.
Whyte Hirschboeck Dudek S.C.
555 East Wells Street, Suite 1900
Milwaukee, WI 53202

Re: Briggs & Stratton Corporation and Kohler Co. v. HEnGiken Kogyo Kabushiki
Kaisha (Honda Motor Co., Ltd.YTAB Opposition No. 91200832 (parent)

Dear Counsel:

Enclosed for production in the above-referenceden& a CD containing documents Bates
labeled AHGX0102034- AHGX0102039. The enclosedd@btains documents designated as
“Attorneys’ Eyes Only” pursuant to the terms of firetective order entered in this matter. The
CD has been encrypted using TruCrypt encryptiotwsoe. | will send the password in a
separate email.

This production contains documents responsive g8t Requests for Production Nos. 64, 69,
74, 78, 81, and 86 to the extent that any exitgade confirm that Opposers will withdraw their
Motion to Compel with respect to these requestd,iaform the Board as required by TBMP
Rule 523.03 and 37 CFR § 2.120(e).

Sincerely,

Naah K.Wb\

Sarah R. Frazier

Enclosure

Wilmer Cutler Pickering Hale and Dorr 1rp, 60 State Street, Boston, Massachusetts 02109

Beijing Berlin  Boston Brussels Denver Frankfurt London Los Angeles New York Oxford Palo Alto  Waltham  Washington
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10/30/2014 Engines - Gas engines at unbeatable prices at V Power Equipment

Home / Engines

CATEGORY Engines Compare Products
Under 5 HP Enaines (0) You have no items to compare.

5.5 - 7 HP Engines (2)

1114 P Ennes 2 Parts Finder N7 wy Cart

Engine Paris & Carburetors v T : T
A You have no items in your shopping
(36) Please select your power equipment type and model cart.
Handy Man Special Engines from the two drop down boxes below, then click Find to show
(1 only parts and accessories that are compatible with your unit.
Product Type ~ Model _
| Please Select ... v|| v|

Have a question?

Feel free to give us a call
or e-mail us, If we aren't
available to answer the
phone, leave a message
and we will return your call.

= Phone:
= 508-273-7596
= Email:
-, ales@vpowerequipment.com
< 420cc 13HP 346cc 11HP OHV 212CC 7HP Horizontal
s sian Up and Save! Horizontal Shaft Horizontal Shaft Gas Shaft Engine
< 3 L = :
O [*] P Engine Engine Regular Price: $438-66
= Sign up for our newsletter or Regular Price: $278-66 Regular Price: $248-86 Special Price: $99.00
~ “Like" us on Facebook and Special Price: Special Price:
receive news about new $239.00 $189.00

Z  woducts and special offers as
¥ well as access to exclusive

Coupon Codes!
Newsletter N
Sign Up for Our Newsletter
[ |

5.5 Vertical Shaf 3/16" Crank Shaft Key
212cc Engine Lawnmower Engine Stock
$39.99 $59.95 $1.95

-
g
':U-m
~ -

VP Ecini Oil | | Switch §
and 99cc Predator Can Cooler 5.5 - 7hp engine
mﬂ.@mﬂd $0.79 $9.95
Engines
$29.99

http://www vpowerequipment.com/index.php/engines_htm|?p=1 113



10/30/2014

Engines - Gas engines at unbeatable prices at V Power Equipment

Carburetor for 11- Air Box with Air Filter 212 CC air filter fits
15HP (346-420cc) $19.95 predator engine
Engines $4.95

$35.95

oil plug with dip stick fuel tank gas strainer set of two push rods
$3.95 $3.95 for 212 cc and 6.5 hp

engines
$5.95

valve cover with 212cc complete 212cc crank shaft
internal breather filter cylinder head bearing
$12.95 Regular Price: $69:95 $6.95

Special Price: $49.95

s
Engine Qil Alert Unit Engine On / Off Valve Cover Gasket
$5.95 Switch for 11-15HP (346-

$7.95 420cc) Engine
$4.95

http://www .vpowerequipment.com/index.php/engines.htm|?p=1
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10/30/2014 Engines - Gas engines at unbeatable prices at V Power Equipment

Carburetor - 5.5 - 7 HP Recoil Push Rod Guide
Replacement for 5.5 - Starter $6.95

7HP Engines $19.99

$29.00

Recoil Starter for Ignition Coil for 5.5- Ignition Coil for 8-
346¢cc - 420cc (11hp - Zhp (160-212cc) 15hp (240-420cc)
15hp) $14.95 $19.99

$19.99

@ i

7hp (160-212cc) 346¢cc - 420cc (11 - Gasket for 5.5-7hp
$6.99 15hp) 160-212cc) Engines
$8.95 $4.95

Piston ring set for 6.5- Piston Ring Set for Crankcase Side Cover

We respect our customers and their privacy. Please read our Privacy Policy.

http://www .vpowerequipment.com/index.php/engines.htm|?p=1
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Engines | AllPowerAmerica

AllPowerAmerica

Products

Contact Us

Engines

Engines Product Gallery

« APE7006V

6 HP 173cc
Vertical Gasoline Engine

« APE7007

208cc Gasoline Engine

- APE7009

291cc Gasoline Engine

http://allpoweramerica.com/?p=42

16



10/28/2014 Engines | AllPowerAmerica

« APE7013E

389cc Horizontal
Gasoline Engine With Electric Start

- APE7015

420cc L Type
Gasoline Engine
With Electric Start

« APE7210N

10HP 418cc
Single Cylinder Air Cooled
Diesel Engine

« APE7009SE

302cc Snow Blower
Engine With Electric Start

http://allpoweramerica.com/?p=42
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« APE7015SE

420cc Snow Blower
Engine With Electric Start

APE7013E
389cc Horizontal

Gasoline Engine

With Electric Start

APE7009

291cc

Gasoline Engine

http://allpoweramerica.com/?p=42

Engines | AllPowerAmerica
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APE7007
208cc

Gasoline Engine

APE7006V
6 HP 173cc

Vertical Gasoline Engine

APE7015

420cc L Type
Gasoline Engine

With Electric Start

http://allpoweramerica.com/?p=42

Engines | AllPowerAmerica
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APE7015SE
420cc Snow Blower

Engine With Electric Start

APE7210N
10 HP 418cc
Single Cylinder Air

Cooled Diesel Engine

APE7009SE

302cc Snow Blower
Engine With Electric Start

http://allpoweramerica.com/?p=42
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Posted in Engines.

Search

Categories

Air Compressors
All-Power America
Engines

Portable Generators
Power Tools
Pressure Washers
Product Registration
Snow Blowers
Water Pumps

Copywrite 2014 All-Power America LLC. All Rights Reserved.
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10/28/2014 JIANGSU JIANGDONG GROUP IMP & EXP CO.,LTD.

Ll S BB 0BEIRAS Home sitemap -l

JIANG DONG IANGSU JIANGDONG GROUP IMP & EXP CO.,LTD. Search...

HOME I ABOUTUS | PRODUCT | NEWS | SERVICE I CONTACT US

PRODUCT Gasoline Engine HOME > Gasoline Engine
Water Pump JF120
Diesel Engine S CERY 09000 T
Multi-cylinder Diesel Engine more>>
Single-cylinder Diesel Engine
Gasoline Engine JF168N
Gasoline Generator — CSEEEES__S T
Diesel Generator more>>
Tractor
LPG Generator
: JF240N/JF270N
Agricultural & Gardening 1 el
Premium Pressure Washer
more>>
Lawn Mower
Cul ivator
Rice Transplanter JF340N/JF390N/JF420N
SNOWPLOW R e
Harvester more>>
JF620
Products...  (seNE 009000000 0
more>>
JF168K/JF200K
more>>
C420
more>>

http://www .enginejd.com/list_ 2 _60_68.html 12
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@ more>>
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JIANG DONG IANGSU JIANGDONG GROUP IMP & EXP CO.,LTD. Search...

HOME I ABOUTUS | PRODUCT | NEWS | SERVICE I CONTACT US
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N
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I

PRODUCT Gasoline Engine HOME > Gasoline Engine

Water Pump

Diesel Engine

Multi-cylinder Diesel Engine more>>

Single-cylinder Diesel Engine

Gasoline Engine
Gasoline Generator
Diesel Generator
Tractor

LPG Generator

Agricultural & Gardening

Premium Pressure Washer
Lawn Mower

Cul ivator

Rice Transplanter

SNOW PLOW

Harvester

Products...
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¢ Inverters (http://www.lifanpowerusa.com/inverter-generators/)

¢ Generators (http://www.lifanpowerusa.com/portable-generators/)

¢ Pressure Washers (http://www.lifanpowerusa.com/pressure-washers/)
o Water Pumps (http://www.lifanpowerusa.com/water-pumps-2/)

Search “

Engines

http://www lifanpowerusa.com/engines/ 1/4



10/28/2014 Engines | Lifan Power USA

PROFFESIONAL
ENGINES

Pro Serirs PRoO SERIES

Applications Include:
* Air Compressors * (o-Karts
* Chipper Shredders * lce Drills
* Concrete Mixers * Log Splitters
* Concrete Saws * Mortar Mixers
* Construction Equipment = Pressure Washers
* Dune Buggies * Scooters
* Elevator Lifters = Sprayers
* (Generators *  Water Pumps

1.5MHP (34.6cc)
Patented Lubrication
System for use at any
Angle.
Industrial Grade Single
Cylinder Four-Stroke
Gasoline Engine
Recoil Start

2.5MHP (97.7cc)
Industrial Grade Single
Cylinder Four-Stroke
OHV Gasoline Engine
Recoil Start
Horizontal Keyway
Output Shaft

4-7MHP (118cc-210cc)

Industrial Grade Single
Cylinder Four-Stroke
OHV Gasoline Engine
Recoil /Electric Start
Harizontal Keyway,
Tapered, Threaded
Qutput Shaft

2:1 Clutch Reducer

6:1 Gear Reducer

8-9MHP (242cc-270cc)

Industrial Grade Single
Cylinder Four-Stroke
OHV Gasoline Engine
Recoil /Electric Start
Horizontal Keyway,
Tapered, Threaded
Output Shaft

2:1 Clutch Reducer

6:1 Gear Reducer

11-15MHP (337cc-420cc)

Industrial Grade Single
Cylinder Four-Stroke
OHV Gasoline Engine
Recoil /Electric Start
Horizontal Keyway,
Tapered, or Threaded
Output Shaft

2:1 Clutch Reducer

6:1 Gear Reducer

22MHP V-TWIN (688cc)

Industrial Grade V-Twin
Four-Stroke Gasoline
Engine

Electric Start
Horizontal Keyway
Output Shaft

2:1 Clutch Reducer

6:1 Gear Reducer
18-22amp Charger

= 18-22amp Charger

NOTE: MHP refers to Maximum Horsepower.
OHV refers to Overhead Valve.

(http://lwww.lifanpowerusa.com/wp-content/uploads/2012/10/Engine-Info-Sheet-Website.jpg)

LIFAN Power USA offers a wide range of Industrial Grade OHV Engines. All of our engines are EPA Approved,
with CARB Certified Models Available. Most of our engines are available with optional features such as Electric
Start, 18-22amp Charging System, 2:1 Clutch Reduction, and 6:1 Gear Reduction. Most of our engines are also
offered with Keyway Output Shafts, Threaded Output Shafts, and Tapered Output Shafts (for Generator
Engine Replacement). Vertical shaft engines are available.

We fully support our Professional Engines with out Warranty Policy (http://www.lifanpowerusa.com/wp-
content/uploads/2013/01/Limited-Warranty-Policy-Lifan-Power-USA.pdf).
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Part Number Power Output  Type

LF139F (http://www.lifanpowerusa.com/engines/1-5mhp-coming- 1.5MHP (34.6cc) 4-Stroke, Single Cylinder, OHV, Horizontal Output
soon/

LF152F (http://www.lifanpowerusa.com/engines/2-5mhp/) 2.5MHP (97.7cc) 4-Stroke, Single Cylinder, OHV, Horizontal Output
LF160F (http://www.lifanpowerusa.com/engines/4mhp/) 4MHP (118cc) 4-Stroke, Single Cylinder, OHV, Horizontal Output
LF168F (http://www.lifanpowerusa.com/engines/5-5mhp/) 5.5MHP (163cc) 4-Stroke, Single Cylinder, OHV, Horizontal Output
LF168F-2 (http://www.lifanpowerusa.com/engines/6-5mhp/) 6.5MHP (196cc)  4-Stroke, Single Cylinder, OHV, Horizontal Output
LF170F TMHP (212cc) 4-Stroke, Single Cylinder, OHV, Horizontal Output
LF173F (http://www.lifanpowerusa.com/engines/8mhp/) 8MHP (242cc) 4-Stroke, Single Cylinder, OHV, Horizontal Output
LF177F (http://www.lifanpowerusa.com/engines/9mhp/) 9MHP (270cc) 4-Stroke, Single Cylinder, OHV, Horizontal Output
LF182F (http://www.lifanpowerusa.com/engines/11mhp/) 11MHP (337cc)  4-Stroke, Single Cylinder, OHV, Horizontal Output
LF188F (http://www.lifanpowerusa.com/engines/13mhp/) 13MHP (389cc)  4-Stroke, Single Cylinder, OHV, Horizontal Output
LF190F (http://www.lifanpowerusa.com/engines/15mhp/) 15MHP (420cc)  4-Stroke, Single Cylinder, OHV, Horizontal Output
LF2V78D (http://www.lifanpowerusa.com/engines/22mhp-v-twin/) 22MHP (688cc)  4-Stroke, Twin-Cylinder, OHV, Horizontal Output

Interactive Whiteboards (http://www.polyvision.com) by PolyVision

NOTE: MHP = Maximum Horsepower

o Customer Corner

o Informational Videos (http://www.lifanpowerusa.com/videos/)
o Battery Maintainer Instructions (http://www.lifanpowerusa.com/battery-maintainer-instructions/)

o Customer Service (http://www.lifanpowerusa.com/contact-us/)

o Warranty (http://www.lifanpowerusa.com/warranty-2/)
o Generator Battery Chart (http://www.lifanpowerusa.com/battery-chart/)
o Wheel Kit Assembly Instructions (http://www.lifanpowerusa.com/wheel-kit-assembly-instructions/)
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Honda Black (Matte)

ACTIVEUS 70374003v1

AHGXC001896



Honda Black 5.5 HP

ACTIVEUS 70351417v1

AHGXC001897



Honda Blue 5.5 HP

AHGXC001898



Honda Yellow

AHGXC001899
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2004 WL 3121681 (D.D.C.) (Trial Pleading)
United States District Cotir District of Columbia.

Tequila CENTINELA, S.A. de C.V., Kilometro 2.5 Catera Arandas-Tepatitlan Arandas, Jalisco Mexico 47180
Plaintiff,
V.
BACARDI COMPANY LIMITED, claimed successor in intest to Grupo Industrial Tlajomulco S.A. de C.V.
f/k/a Tequila Cazadores S.A. de C.V., Defendant.

No. 04-CV-02201.
December 20, 2004.

Complaint

Jeffrey H. Kaufman (D.C Bar No. 955286), Jonathan Hudis (D.C. Bar No. 418872), 1940 Duke Street, Alexagtia, V
22314, (703) 413-3000, Fax703) 413-2220, E-Mail: jkaufman@oblon.cpf@-Mail: jhudis@oblon.com, Attorneys for
Plaintiff, Tequila Cetinela, S.A. de C.V.

Plaintiff, TEQUILA CENTINELA, S.A. de C.V. (“Centinal’), as and for its Complaint against Defendant, BACARDI
COMPANY LIMITED, alleged successor in interest to RO INDUSTRIAL TLAJOMULCO S.A. de C.V. ffk/a
TEQUILA CAZADORES S.A. de C.V(“Bacardi"), alleges as follows.

Introduction

1. By this action, Centinela seeks mwviand reversal of the March 5, 2003, February 24, 2004, and October 19, 2004
Decisions and Orders of the Trademark Trial and Appeal B@ae “TTAB” or the “Board”) to the extent they were
adverse to Centinela, in Opposition No. 91/125,436 (the “Opposition”):

a) deferring and ultimately denying Centinela’s motion t@manApplication Serial No. 76/112,825 for the mark CABRITO
& (GOAT) Design (the “CABRITO Application”), to revise the dates of first use and to narrow thé#iagion of goods;

b) denying Centinela’s motion for summary judgment that there is no likelihoodhifstan and no dilution as between
Centinela’s CABRITO & (GOAT) Design mark and the various marks comprising and/or incorporating the term
CAZADORES (with andvithout other terms and/or designs) for tequila, as cited in the Opposition;

c) granting Bacardi's motions to join as a party-plaintifthe Opposition, to amend the Notice of Opposition to assert a
claim of fraud in the filing othe CABRITO Application, and for summarydigment on Bacardi’'s amded claim of fraud,;

and

d) finding that Bacardi had standit@bring and mainia the Opposition.

2. Centinela also seeks a determination by the Court that:

a) Centinela was entitled to amend the CABRITO Application during the course of the Opposition to revise the dates of first
use and narrow the identification of goods;

b) summary judgment should have been granted to Centinelae @ssues of no likelihood of confusion and no dilution;

c) the Board’s finding of ftud, on Bacardi's motions to amend the bltof Opposition and for summary judgment, was
based upon a lack of substah@gidence and a misapplicatiohapplicable law; and that

MNext
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d) Bacardi did not ha standing to maintain the Opposition.

The Parties

3. Plaintiff, TEQUILA CENTINELA, S.A. de C.V. (“Centinela)Js a corporation organized and existing under the laws of
Mexico, and whose address is Kilometre 2.5 Carrétenadas-Tepatitlan Arandas, Jalisco, Mexico 47180.

4. Upon information and belief, Defendant, BACARDI COMPANY LIMITED (“Bacardi”), is a ooagion organized and
existing under the laws of Liedistein, and whose address isd8@cardi Road, Nassau, Bahamas.

5. Upon information and belief, based on a seofesesneassignments, Defendant Bacardi alleges to be the successor in
interest from GRUPO INDUSTRIAL TLAJOMULCO S.A. de.V. (a Mexico corporation) f/k/a TEQUILA CAZADORES
S.A. de C.V., (a Mexico corporation) in and to various marks comprising and/or incorgdtetiterm CAZADORES for
tequila.

Jurisdiction and Venue

6. This Court has subject matter jurisdiction over this matteupotgo 15 U.S.C. § 1071(b), because this is a civil attion
appeal Decisions and Orders issued by the TTAB thattedsin a final disposition of the Opposition and the CABRITO
Application.

7. This Court has personal jurisdigticover Bacardi pursuant to 15 U.S.€.1071(b)(4), and because Bacardi has
purposefully availed itself of the privilegeand benefits of doing business in the District of Columbia by engaging in
business, by having a continuing corperptesence directed toward advancing Biitsaobjectives and/or by engaging in a
systematic course of conduct in this District.

8. Venue is proper in this judicial district under 28 U.S.C. 88 1391(b) and (c), and pursuant to 15 U.S.C. § 1071(b)(4).

Background

9. On August 21, 2000, Centinela filed Application Serial No. 76/112,825 for the mark CABR(ZAT) Design for
alcoholic beverages including tequila (the “CABRITO Application”).

10. On May 9, 2002, TEQUILA CAZADORES S.A. de C.V. (a Mexico corporation) sggboegistration of the CABRITO
Application on the grounds of likelihood of confusion with, and the dilution of, various marks comprising and/or
incorporating the term CAZADORES (with and gut other words and/or designs) for tequila.

11. Centinela answered the Notice of Opposition of TEQUILA CAZADORES S.A. de C.V. on Ju2@0240n August 30,
2002, Centinela moved before the TTAB, prior to a claim of fraud ever being raised, to am@XBRITO Application to
revise the dates of first use and to narrow the identification of goods.

12. On September 4, 2002, Bacardi movefibigethe Board to substitute itself a® tparty-plaintiff inthe Opposition, to
amend the Notice of Opposition to assertlaim that the CABRITO Application wdraudulently filed, and for summary
judgment based upon the amended claim of fraud.

13. On November 1, 2002, Centinela moved before the Board for summary judbatehere is no likelihood of confusion

and no dilution as between Centinela’s CABRITO & (GOAT) Design mark and theusamarks comprising and/or
incorporating the term CAZADORES (with and without other vgoadd/or designs) for tequila, as cited in the Opposition.
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14. In its Decision and Order of March 5, 2003, the Board dd&Baedrdi’s motion to substitute itself as party-plaintiff ie th
Opposition because Bacardi did not adsgly prove its chain of title tthe CAZADORES marks upon which the
Opposition was based. Therefore, Bacardi’'s motions tendnthe Notice of Opposition and for summary judgment were
given no consideration as they were filed by an entity notrtg pathe proceedings. In that same Decision and Order, the
Board deferred ruling on Centinela’s motion to amend thBRIAO Application until final dsposition of the Opposition or

on summary judgment. The Board alsaidd Centinela’'s motion for summary judgment that there is no likelihood of
confusion and no dilution, without specifying a single outstandargiine issue of material fact that remained for trial, and
without stating that Centinela coutdt prevail as a matter of law.

15. On April 15, 2003, Bacardi filed renewed motions to sulbstitaelf as party-plaintiff ithe Opposition, to amend the
Notice of Opposition to again assert a claim that theBREAO Application was fraudulently filed, and for summary
judgment based upon the amended claim of fraud.

16. On October 20, 2003, the Board issued an Order stating that Bacardi had nenfyfficovided documentation to
adequately prove its chain of title e CAZADORES marks upon which the @ysition was based. The Board provided
Bacardi 20 days to supptiie missing documentation.

17. Bacardi supplied supplemental docutagan to the Board, which Centinelajetied still did not adequately prove
Bacardi’s chain of title to the CAZADORES rka upon which the Opposition was based.

18. On February 24,004, the Board issued a Decision and Ordeniyng Bacardi's motion t@amend the Notice of
Opposition to assert thateahlCABRITO Application was fraudulently filedhe Board also granted Bacardi's motion for
summary judgment that the CABRITO Application was fraudulently filed. The basis for the Boardimaguijndgment
decision was that Centinela included mgoadsin its use-based application under Trademark Act Section I(a), 15 U.S.C. §
109(a), than those on which Centinela was using the CABRIT(G®AT) Design mark at the time that Centinela filed the
CABRITO Application. Further, said tHgoard, Centinela’s attempt to narrowethdentification of goods in the CABRITO
Application did not cure the original fraudulent filing. The Board finally stated that there remained outstanding issties of fac
regarding Bacardi's standing to maintahe Opposition, and provided Bacam@d days to supply documentation to
adequately prove Bacardi's chaifititle to the CAZADORES marks upovhich the Opposition was based.

19. Once more, Bacardi supplied suppdmtal documentation to éhBoard, which Centinela again objected did not
adequately prove Bacardi's chahtitle to the CAZADORES marks upavhich the Opposition was based.

20. On October 19, 2004, the Board ex$ua Decision and Order granting Baltiar motion for summary judgment on the
issue of its standing. Notwitlestding the infirmities Centinela noted in Bacardi’s chain of titltheoCAZADORES marks
upon which Opposition was based, the Board held that Bacardi tesd interest in the proceeding sufficient to imbue it with
standing. The Board sustained the Opposition, andedftegistration to Centinela on the ground of fraud.

21. In combination, the Board’s decisions: (i) were arbitrary, capricious, and an abuse oiodidggrainfairly denying
Centinela an opportunity to correct astake in its trademark application; (&llowed the Opposition to proceed with
Bacardi as the party-plaintiffyithout first definitively restving the factual question ofdardi’s standing; (iii) erronesly
denied Centinela’s motion for summary judgment of no likelchof confusion and no dilution, without specifying a single
genuine issue of material fact that remained for trial, aititbwt stating that Centinela could not prevail as a matter gf law
(iv) erroneously found on summary judgment that Cerdiredld fraudulently filed th€ ABRITO Application, without
supporting its decision with substantial evidenceirtgr alia, Centinela’s scienter and intent to deceive; (v) erroneously
found on summary judgment that Centinela had fraudulently fiie CABRITO Application, notwithstanding the totality of
circumstances underlying the filing of tagplication; and (vi) found on summajydgment that Bacardi had standing to
bring and maintain the Oppositip notwithstanding unresolve@dctual questions concerning the infirmities in Bacardi's
chain of title to the CAZADORES marks upon which the Opposition was based.

Cause of Action
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Appeal of TTAB Order

22. Centinela repeats the allegations of paragraphs 1 through 21 above.

23. Pursuant to 15 U.S.C. § 1071(b), this Court may review a final disposition of the TTodBriaction with a trademark
opposition.

24. The Court’s review of the March 5, 2003, February 24, 2004, and October 19, 2004 Decisions araf thedB@ard in
Opposition No. 91/125,436 decision will determine whether: §)TMAB’s actions were arbitrgy capricious, and an abuse

of discretion in denying Centinela the opportunity to cure stake in the CABRITO Application; (ii) the TTAB's denial of
Centinela’s motion for summary judgment of no likelihood of confusion and no dilution was proper, given thatrthdido

not identify a single genuine issue of makfact that remained for trial, andddnot state that Céinela could not prevhas

a matter of law; (iii) the TTAB’s factudindings of fraud and standlj were based on substantial evidence; (iv) additional
evidence to be presented before this CourdBmovoconsideration constitutes grounds for reversal; and (v) whether the
Board'’s legal conclusions were based upon a correct application of applicable law.

25. The TTAB’s actions were arbitrary, capricious, and an abuse of discretion in denying Cerdioglaottiunity to cure a
mistake in the CABRIO Application.

26. The TTAB's denial of Centinela’s motion for summary judgment that there is no likelihood o$icondnd no dilution
was erroneous, given that the Board did not identify a singleérgeiasue of material fact thegmained for trial, and didoh
state that Centinela could not prevail as a matter of law.

27. The TTAB'’s decision on summary judgment regarding the fraudulent filing of the CABRITO applicationtvbased
on substantial evidence.

28. The TTAB'’s decision on summary judgment regarding the fraudulent filing of the CABRITO dpplivas based upon
unresolved factual issues that should have been viewed in the light most favorable to Cergineda;rttoving party,
including but not limited to the issue$scienter and the intent to deceive.

29. The TTAB’s decision on summary judgment regarding the fraudulent filing of the CABRITO dppliwas based upon
a misapplication of the law of fraud, including but notited to Centinela’s sciest and intent to deceive.

30. The TTAB'’s decision on summary judgment regarding the fraudulent filing of the CABRITO applicapimpérty
evaluated the totality of the evidence (particularly, the factiedying the filing of the appiation) and, therefore, reaah
erroneous conclusions of law regarding Centinela’s alleged fraudulent trademark filing.

31. The TTAB'’s decision on summary judgnt regarding Bacardi’s standing to maintain the Opposition was based upon
unresolved factual issues that should have been viewed in the light most favorable to Ceminefantving party.

32. The TTAB's decision on summary judgment regarding Bacardi's standing to maint@ppghsition was not based on
substantial evidence.

33. hi toto, the TTAB's findings of fact were not supported by substantial exacaemd further, the TTAB’s conclusions of
law were clearly erroneous.

Prayer for Relief

For these reasons, Plaintiff, TEQUILA QEINELA, S.A. de C.V., requests that:
A. upon final determination of this action, judgment be edtesgersing the TTAB’s March 5, 2003, February 24, 2004, and
October 19, 2004 Decisions and Orders, to thierathat they were adverse to Centinela;

B. the Court declare thtte CABRITO Application was not fraudulently filed;
Mext
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C. the Court declare thatete is no likelihood of confusion or dilutiomith respect to the CABRITO & (GOAT) Design
mark and various marks comprising and/or incorporating the term CAZADORES (wdthvittout other words and/or
designs) for tequila, as asserted in the Opposition;

D. the Court declare that Centinela is permitted to amendattes of first use and narrow the scope of the identification of
goods in the CABRITO Application

E. the Court declare that Bacardi did not have standing to maintain the Opposition; and

F. Centinela be granted such other anchtrrtelief to which it may be justly entitled.

End of Document © 2014 Thomson Reuters. No claimadginal U.S. Government Works.
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2006 WL 1422916 (D.D.C.) (TridMotion, Memorandum and Affidavit)
United States District Cotir District of Columbia.

Tequila CENTINELA, S.A. DE C.V., Plaintiff,
V.
BACARDI COMPANY LIMITED, claimed successor in intest to Grupo Industrial Tlajomulco S.A. de C.V.
f/k/a Tequila Cazadores S.A. de C.V., Defendant.

No. 1:04CVv002201 (RCL).
April 24, 2006.

Plaintiff's Motion to Compel Discovery and to Amend Scheduling Order ad Discovery Plan with Statement of Points
and Authorities

Oblon, Spivak, McClelland, Maier & Neustadt, P.C., Jeffrey H. Kaufman (D.C. Bar No. 95928@than Hudis (D.C. Bar
No. 418872), 1940 Duke Street, Alexandria, Virginia 22314, Telephone: (703) 413-3000, Facsimile: (703) 413-2220,
JKaufman@oblon.com, JHudis@oblon.com, Attorneys$faintiff, Tequila Centinela, S.A. de C.V.
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I. MOTION

Plaintiff, Tequila Centinela, S.A. de C.{"Centinela”), hereby moves, under Rules 6, 16, 26, 33, 34, 36, and 37, Fed. R. Civ.
P., and Local Civ. R. 7, for an Order diregtiDefendant, Bacardi Company Limited (“Bacardi”):

(1) to execute the partieStipulated Protective Order;

(2) to serve a log of documents withheldeda claims of privilege or work product;

(3) to produce for deposition a knowledgeable representativpm@sentatives under Rule 30(b)(Bed. R. Civ. P., to tesif

as to matters known or reasonably avadablBacardi as listed in Centinela’s Netiof Deposition, in Washington, D.C. at a
date and time agreed to by the parties.

(4) to respond in full to Centinela’s Interrogatories Nos. 2-4;

MNext



Tequila CENTINELA, S.A. DE C.V,, Plaintiff, v. BACARDI..., 2006 WL 1422916...

(5) to serve a verification of Bacardi’'s answers to Cetdis interrogatories by authorized representative;

(6) to produce documents responsive to Centinela’s Requests for Production of Docuachd@hisgs Nos. 4, 7, 8, 10, 12-28,
and 36-38; and

(7) to respond properly and in full to CentinelRsquests for Admissions Nos. 28, 31-42, 61, and 62.

Discovery is scheduled to close on M&y 2006. Due to Bacardi's delays andlui to fully respond to Centinela’s
outstanding discovg requests, Centinela reaig that the Court vacate the currescdvery deadline dflay 8, 20006, and
re-set the close of discovery for 90 days following the Court’s decision on this Motion.

Pursuant to Local Civ. R 7(m), the parties have conferred in good faith to narrdisdbeery issues in dispute. This Motion
addresses the remaining areas of dispgiuts Motion most likely will be opposed.

[I. NATURE OF THIS ACTION

Centinela seeks review and reversal of the March 5, 2003,&®l#24, 2004, and October 19, 2004, Decisions and Orders of
the Trademark Trial and Appeal Board (the “TTAB” or the “Bij to the extent they were adverse to Centinela, in
Opposition No. 91/125,436 (the “Opposition”):

a) deferring and ultimately denying Centinela’s motion t@manApplication Serial No. 76/112,825 for the mark CABRITO
& GOAT Design (the “CABRITO Application”), to revise the dates of first use and to narrow thefildian of Goods
therein;

b) denying Centinela’s motion for summary judgment that there is no likelihoodhifstan and no dilution as between
Centinela’s CABRITO & GOAT Design mark and the wais marks comprising and/or incorporating the term
CAZADORES (with and without other terms and/or designs) for tequila, as citedlarlying the Opposition;

c) granting Bacardi's motions to join as a party-plaintifthe Opposition, to amend the Notice of Opposition to assert a
claim of fraud in the filing othe CABRITO Application, and for summarydigment on Bacardi’'s améded claim of fraud;
and

d) finding that Bacardi had standing tarlyr and maintain the OppositioCentinela also seeks a determination by the Court
that:

a) Centinela was entitled to amend the CABRITO Application during the course of the Opposition to revise the dates of first
use and narrow the identification of goods;

b) summary judgment should have been granted to Centindlae @ssues of no likelihood of confusion and no dilution;

c¢) the Board’s finding of fiud, on Bacardi’'s motions to amend the btof Opposition and for summary judgment, was
based upon a lack of substah&aidence and a misapplicatiohapplicable law; and that

d) Bacardi did not ha standing to maintain the Opposition.

lll. DISCOVERY DISPUTES

A. Centinela’s Discovery Requests

On March 31, 2005, Centinela served its first set of interoogat first request for production of documents and things, and
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first requests for admissions. (Hudis DeBlxhs. A, B, and C). On Ap 29, 2005, Bacardi servdts deficient responses to
Centinela’s first sets of written discoverfHudis Decl., Exhs. D, E, and F). Centinela served its second request for
production of documents and things on March 2, 2006 and ticsenaf deposition of Bacardi der Rule 30(b)(6), Fed. R.

Civ. P., on March 22, 2006. (His Decl., Exhs. G and H). On April 2, 2QUBacardi served its response to Centinela’s
second request for production of documents and things. (Hudis Decl., Exh. J). Bapatdimsmted its responses to
Centinela’s first request for production of documents and things on March 7, 2006, and supplemented its responses to
Centinela’s first requestsr admissions on April 7, 2006. (idis Decl., Exhs. | and K). Baafirhas not yet supplemented its
responses to Centinela’s first set of inbgatories, even though Bacardi represetitat it would do so. (Hudis Decl., Exh.

R).

In order to receive full and complete responses to its disgaequests, on March 29, 2006entinela sent to Bacardi's
counsel a proposed Stipulated Protective Order (the language of which was agreed upon bggshegoausel), signed by
Centinela and its counsdfr the signatures of Bacardi aitd counsel. (Hudis Decl., Exl). Bacardi has yet to return a
fully signed copy for filing with the Court.

B. Good Faith Efforts to Resolve Discovery Disputes

Centinela attempted multiple timan,good faith, to resolve idisputes with Bacardi as tts deficient discovery responses

In a letter dated January 31, 2006, Cendirfought to Bacardi's attention Bacardileficient discovery responses. (Hudis
Decl., Exh. M). Centinela explained, great detail, the deficiencies in Bacasdresponses to Centinela’s first sets of
discovery requestdd. A month after not receiving any response froac&di to Centinela’s gooditha efforts, Centinela
sent a reminder to Bacardi on March 3, 2006; when Centirsdasatved its log of withheld documents. (Bacardi has yet to
serve its log of withheld documents). (Hudis Decl., Exh. ®). March 7, 2006, Bacardi stated its position regarding its
discovery responses that Centinela asseviyed deficient. (Hudis Decl., Exh. O). In Centinela’s follow-up letter of March 22,
2006, Centinela reminded Bacardi that its discovery resporsede deficient. (Hudis De¢Exh. P). On March 27, 2006,
tie parties met and conferred by telephone. (Hudis Decl., @hCentinela memorialized the results of that meeting in a
letter dated March 28, 2006. (Hadecl., Exh. R). Bacardi has not disput@entinela’s summary dhe teleconference. On
April 4, 2006, Centinela wrote Bacardi reminding Bacardi of its promisegptovide supplemental responses to Centinela’s
discovery requests and to return a signed copy of the patipslated Protective Order. (Hudis Decl., Exh. S). On April 5,
2006, Bacardi represented that it would kemr@ng a signed copy of the partiegigbilated Protective Order and stated that
it was working on supplementing itiscovery responses. (Hudis Decl., EXf). As of April 17, 2006, Bacardi had not
returned the signed copy of the parties’ Stipulated Protective Order and had netmsupetl a majority of its deficient
discovery responses. (Hudis Decl., Exh. W).

In addition to the deficiencies Bacardi’'s discovery respses, Bacardi has yet to compljthCentinelas Rule 30(b)(6)
Notice of Deposition. (Hudi®ecl., Exh. T). Centinela disped Bacardi’'s objections. (His Decl., Exh. U). Bacardi
represented that it would provide a witness for its Rule)8)lwleposition in the United States upon the condition that
Centinela also would do so. (Hudis Decl., Exhs. Vand W). However, to date, Bacardit lsessved any Rule 30(b)(6)
Notice of Deposition upon Cénela. On April 17,2006, Centinela adjourned the R@e(b)(6) deposition of Bacardine

die because of Bacardi's deficient discoveegponses, Bacardi’s failure to returgigned copy of the Stipulated Protective
Order, and Bacardi’s continued refusal to produce, uncondiifpaa appropriate witness or witnesses for its Rule 30(b)(6)
deposition. (Hudis Decl, Exh. W).

C. Bacardi's Deficient Discovery Responses and Centinela’'s Requested Relief

Centinela, in great detail, spéed the numerous deficiencies in Bacardliscovery responses. The parties attempted to
resolve their discovery disputes. Howeveerthare many areas that remain unresolved.

1. Stipulated Protective Order
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Bacardi's continuing defient discovery responses, in langart, are due to the lack of aopective order in this case. On
March 29, 2006, Centinela provided its sigmegy of an agreed upon Stipulaterbtective Order to Bacardi. (Hudis Decl.,
Exh. L). However, after numerous requests and notwithstanding Bacardi's refiessritathe contrary, Bacardi has failed
to return the document signed by an autted representative and defense counsetiigiDecl., Exhs. P, R, S, V, and W).
Centinela requests that the Court direac&di to return immediately the fullygsied Stipulated Protective Order, which
Centinela will promptly file witithe Court for approval and entry.

2. Privilege Log

Among Bacardi’'s general objections to @eela’s requests for production of documteand things were unspecified claims

of privilege and/or work product. (Hudis Decl., Exhs. E, I, and J). Such gefgeations of privilege or work product are
improper. Bacardi is required to “makee claim expressly and shall describe ttature of the documents, communications,

or things not produced or disclosed.” R@&(b)(5), Fed. R. Civ. P. Bacardi fall¢o identify the paicular privilege or
immunity it was asserting, the information or documents withheld, or the basis for the claim of privilege or immunity in
sufficient detail to permit Centinela and the Court to assesglidity of those objections. Rule 26(b)(5), Fed. R. Civ. P.

Recently, the Ninth CiraguCourt of Appeals irBurlington Northern & Santa Fe Rwy. Co. v. Kaps8 F.3d 1142, 1149

(9th Cir. 2005), had occasion to discukat blanket discovery objections are onifly inappropriate, and described the
circumstances under which a privilege log should be provided by the party claimidggerias the basis for withholding
discovery information and/or documents:

We hold that boilerplate objections or blanket refusals inserted into a responReil Z3drequest for
production of documents are insufficient to asseprivilege. However, we also rejecpar sewaiver

rule that deems a privilege waived if a privilege log is not produced within Rule 34’ s 30-day time limit.
Instead, using the 30-day period as a defaultlaime, a district courshould make a case-by-case
determination, taking into account the following factthe degree to which the objection or assertion

of privilege enables the litigant seeking discovergnd the court to evaluatewhether each of the
withheld documents is privileged (where providingparticulars typically contained in a privilege log

is presumptively sufficientand boilerplate objections ae presumptively insufficient); the timeliness

of the objection and accompanyingormation about the withheld daments (where service within 30

days, as a default guideline, is sufficient); the magnitude of the document production; and atlarpart
circumstances of the litigation that make responding to discovery unusually easy (such as, here, the fact
that many of the same documentsevthe subject of discovery in an earlier action) or unusually hard.
These factors should be appliectlie context of a holistic reasonableness analysis, intended to forestall
needless waste of time and lesources, as weldaidl manipulation of the rules and the discovery
process. They should not be applied as a méstfimrdetermination of whether the information is
provided in a particular format. Finally, the applioatiof these factors shall lseibject to any applicable

local rules, agreements or stipulations among the litigants, and discovery or protective orders, (emphasis
added).

Centinela requested numerous times that Bacardi provide a log of withheldetdspyand Bacardi represented to Centinela
that it would do so. (Hudis Decl., Exhs. M, P, and R). To dhie has not happened. Centinela requests that the Court direct
Bacardi to serve upon @tinela a log of withheld docments simultaneously with itBnal production of responsive
documents.

3. Rule 30(b)(6) Notice of Deposition

Centinela served a Notice of pasition for Bacardi under RuB0(b)(6), Fed. R. Civ. P., ddarch 22, 2006. The deposition
was to take place in Washington, D.@&h April 18, 2006. (Hudis D#., Exh. H). During the parties’ March 27, 2006,
telephone conference, Centinela inquivatether Bacardi would comply with the Notice of Deposition. (Hudis Decl., Exh.
U). However, Bacardi's counsel was notimposition to say anything with respezBacardi’s deposition at that timd. On
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March 28, 2006, Centinela infoed Bacardi of Centinela’s inteto proceed with Bacardideposition on Apl 18, 2006.
(Hudis Decl., Exh. R, p. 5). On April 2006, Bacardi sent a letter objecting to Centinela’s siépn notice. (Hudis Decl.,
Exh. T).

In its letter of April 4, 2006, Bacardi claims that it “does not market, selljluigt, or otherwise handle the CAZADORES
branded goods.” Bacardi further states that other unidentiféshrdi companies “that are ndirected or controlled” by
Bacardi conduct such activitielgl. Bacardi summarily concluded it would notthe “appropriate” partyor such inquiries.

In its e-mail of April 20, 2006, Bacardi reiterated “that wendd believe that there areyaBacardi & Company witnesses

that can answer questions about a nunobéopics put forth in your Notice of Pesition.” (Hudis Decl.Exh. W). Bacardi

also refused to designate a witness or @ases for deposition on the grounds that “one or more of the named deponents will
not be in the United States.” (Hudis Decl., Exh. T.)

Bacardi's reasons for objecting to the dsifion are without merit. lthe Opposition proeedings below, Bacardi relied on its
ownership of the federally registered CAZADORES mark and its common law U.S. trademark rights in the GZADO
mark. If Bacardi’'s claims that it (1) “does not market, shfifribute, or otherwise handlee CAZADORES branded goods”
but that (2) some other unidentified Bacardi company over which Bacardi exercises nordoecbntrol ware true, then
Bacardi, the purported owner of the CAZADER® mark, would not be exercising catover the use of its mark by a third
party. Bacardi, therefore, would be engaging in naked licensing.

Naked licensing results in tldandonment of a trademaBed5 U.S.C. § 1127(“A )ark shall be deemed to be ‘abandoned’
when ... any course of conduct of the owner, including acts of omission as well agssiomntauses the mark to become

the generic name for the goods or services on or in connection with which it is used or otherwise to lose its significance as a
mark”), see, e.g., Stanfieldv. Osbornelndus.,,I62. F.3d 867, 871 (10th Cir. 1995) (“When a trademark owner engages in
naked licensing, without any control over the quality of gopdsduced by the licensee, such a practice is inherently
deceptive and constitutes adanment of any rights to the trademark by tleerisor.”). It is unlikel that Bacardi intended

such a result. Therefore, Bacardi's esesifor not producing a witness or vaisises for deposition are without merit.

Bacardi claims that there are not any Bedtcartnesses that can answer questioggmding the topics stated in Centinela’
Notice of Deposition. (Hud Decl., Exh. W). The facts stat¢herwise. Bacardi has designatadcardi US.A., Inc. as “the
sole authorized importer and distributor of, and [as] the primary source of supply dduciyr bearing” the Tequila
CAZADORES mark. (Hudis Decl., Exh. X). BadatJS. A., Inc. is a subsidiary of Bacdnternational, Inc., which in turn

is a subsidiary of Bacardi. (Hudis,eBl., Exh. Y). Therefore, &ardi, through its dsidiary Bacardi US. A., Inc., has
knowledge sufficient for Bacardi to desigaat representative or representatives stifyein the United States on behalf of
Bacardi. Even if Bacardi has limitechéwledge (which it does nogbout the topics reciteth Centinela’s Notice of
Deposition, Bacardi is still obligated to produce a witness willdesgtify “as to matters known or reasonably available” to
Bacardi.Se&ule 30(b)(6), Fed. R. Civ. P. Bald representatioa$ Bacardi has little knowledge of the noticed topics are
insufficient to excuse Bacardi's dutty produce a knowtigeable witness.

Bacardi claims that the only persons who may be knowledgeable about Gentiradiiced deposition pics are outside the
United States. (Hudis Decl., Exh. T). Baiamay argue that its deposition mugkdaplace at its offices in the Bahamas,
since Rule 30(b)(6) depositions are normally taketh@tdeponent corporation’s principal place of businkesse Vitamins
Antitrust Litig, 2001 U.S. Dist. LEXIS 24025 at *28 (D.D.C. Nov. 30, 2001). (Hudis Decl., Exh. Z). However, the Court has
significant discretion in setting the location of depositions when disputes arise depending on the circurtstahees.are
numerous cases in which courts have ordered depositions of foreign defendants in the U.Sanmatitethéhdefendant’s
principal place of busineskl at *29 (citing cases). In this instance, reopgrthe deposition of Bacardi in the United States,
specifically Washington, D.C., iappropriate for several reasons. First, Bdicagsides and does regular business in the
United States through its sudigry Bacardi,U.S.A, Inc. See e.g., Powell v. Int 7 Foodservice Sys.,, I52.F.R.D. 205
(D.P.R. 1971) (requiring a deposition in Rodrico of a president aforporation because the corporation had subsidiaries in
Puerto Rico). Second, this lawsuit had to be brought inGbigt and this Court has personal jurisdiction over Bacardi. 15
U.S.C. 8 1071(b) Thit, Bacardi states that the peoplith the most knowledge are in Badés Geneva, Switzerland office.
(Hudis Decl., Exh. V). However, Rule 30(b)(@epositions are notlawed in Switzerlandln re Vitamins Antitrust Litig.at

*33 n. 9. Bacardi should not be able to evade attending a properly noticed deposition due to the location of its most
knowledgeable employees. Finally, Bacardeatly offered to bring its witness witnesses to Washington, D.C. to be
deposed. (Hudis Decl., Exh. V). Therefore, as a matter dfyegpud fairness, special circumstances exist to require the Rule
30(b)(6) deposition of Bacardi take place in Washington, D.C.
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Bacardi stated that “[tlhey are amenahbdepotentially having this person come to [Washington] D.C. to be deposed if
[Centinela] confirm[s] thatleponents designated by Tequila Centinelder our proposed 30(b)(6lotice of Deposition
would likewise be coming to Washington, D.C.” (Hudis Decl., Exh. V). On the surface, Bac#Hfdi seems reasonable.
However, to date Bacardi has not seraeg Notice of Deposition upon Centinel@acardi has conditioned its compliance
with Centinela’s Notice of Deposition up@non-existent condition precedent. Tlisnappropriate gamesmanship in an
effort to avoid compliance with properly noticed deposition Centinela requésas the Court direct Bacardi to produce a
knowledgeable witness or witeses pursuant to Centinela’s March 22, 2006 Notice of Deposition in Washington D.C., at a
date and time agreed to by the parties.

4. Bacardi’'s Deficient Responses to Interrogatories

a) Lack of Verification

Initially, Bacardi's response t@entinela’s First Set of Interrogatories wénet signed by the peosi making them, [nor
were] the objections signed by the attormeking them.” (Hudis Decl., Exh. DRedule 33(b)(2), Fed. R. Civ. P. Bacardi
subsequently served Centinela with the atgre of Bacardi's counsel as to itsetijons. However, Bacardi has not served a
signed verification by an authorized representative. (Hudis Decl., Ex. P). Centinela redquesseghed verification on
several occasions. Bacardi represented that the verificationl Wweubrthcoming. (Hudis DecExhs. M, P, and R). Bacardi
still has yet to serve the verification. Centinela requests that the Court direct Bacsedvdoupon Centinela a signed
verification of Bacardi’snterrogatory answers.

b) Bacardi's Specific Deficient Responses

Bacardi’'s outstanding deficient response£amntinela’s interrogatories are listeddve, with Bacardi’s initial response and
Bacardi's representatiorhfobugh counsel) after ¢hparties’ March 27, 20Q@elephone conference.

INTERROGATORY NO. 2

Identify all agreements (including but not limited to, licenpesmissions or consents) entered into and/or negotiated (but
not consummated) between Defendant and any other persensti@s regarding the use in commerce of any of Defendant’s
Marks, and identify those documents regarding each such agreemen(s)

RESPONSE

Defendant objects to this interrogatory in that it is overbroad and to the extent that it calls for confidential information or
documentation. Notwithstanding the same, Defendant notes document number 1128

REPRESENTATION

Bacardi will supplement this interrogatory and the corresponding document rediestsll and 3%vhen the Stipulated
Protective Order signed by the parties and their counsel has fid@emitted to the court. As we understand, a rather large
purchase agreement is part of the responsive documents that will be produced

As discussed, Bacardi has not yet returaddlily signed copy of the parties’ Stipted Protective Order even after several
reminders and Bacardi's representations ithabuld do so. (Hudis Decl., Exh. P, R, S, V, and W). Centinela requests that
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the Court direct Bacardi to return a fuligned copy of the parties’ StipulatBdotective Order immediately, and by a date
certain serve a full and complete answer to Interrogatory No. 2.

INTERROGATORY NO. 3

Identify each marketing investigation (such as a survey, study and/or focus group inquiry) conducted by or ori behalf o
Defendant, or its predecessor in intereist the United States regarding confusidikelihood of confsion, dilution or
likelihood of dilution as between DefendlanGoods bearing any of DefendamtMarks and Plaintiff's Goods bearing
Plaintiff's Mark.

RESPONSE

Defendant objects to this interrogatory in that it is overbroad and to the extent that it calls for information or dottamenta
that is confidential, seeks attornejieat work-product or information or doenentation protected by attorney-client
privilege

REPRESENTATION

Bacardi will supplement this interrogatory and the corresponding document reduestsl9 and 3%y stating that no
relevant marketing investigations etc. have been conductdaly @tentifying and producing responsive documents. If any
such documents exist that Bacardi will not produce on grounds of privilege or work product, informasimingghese
documents will be provided on a privilege .log

Bacardi has yet to supplemesmy of its responses to interrogatories and has yet to serve a log of withheld documents.
Centinela requests that the Court direct Bacardi to serve its supplemental response to Centinelgatdnteo. 3, as it
promised to do, immediately. In dtidn, the Court should direct Bacardi fwoduce its log of withheld documents
immediately after its final production of responsive documents.

INTERROGATORY NO. 4

State the factual and legal bases for Defendant’s claim in the Opposition that Application Serid/N@,825 was
fraudulently filed and or prosecuted

RESPONSE
Defendant objects to the extent it calls for legal conclusions. Notwithstanding this objection, Defendant notes document

numbers 1-8, 38-67, 840-887, 1129-1185. Defendant also notes that the factual bases have been put forthToedde the
and all documentation is in Plaintiff's possession and/or a matter of public record

REPRESENTATION

You Bacardi will endeavor to clear up the confusion by identifying (by production numbers) those documents that Bacardi
has produced which are responsive to this interrogatory and corresponding document féquast

Centinela informed Bacardi @ no such documents exidtbearing production numbers 2887. (Hudis Decl, Exh. M).
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Bacardi first apologized for the inconsistency based on a clevicat the correct range was supposed to be 840-871. (Hudis
Decl., Exh. O, p. 2). However, a document bearing the production number 871 was adueegr (Hudis Decl., Exh. P, p.

3). Moreover, Bacardi has yet to supplememy of its responses to interrogatoriestorserve a log of withheld documents.
Centinela requests that the Court direct Bacardi to semreediately a supplemental response to Centinela’s Interrogatory
No. 4, as it promised to do, to clear up the confusion.

5. Bacardi’'s Deficient Responses to Production Requests

Bacardi provided numerous deficient responses to Centirgid@isment requests that remain unresolved and outstanding.
The specific deficiencies are organizeow by Centinela’s requested remedy.

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 4

Produce copies of those documents regarding each trademark search covering the United Statdss aeditories
conducted by or on behalf of Daflant, or Defendnt’'s predecessors in intereségarding Plaintiff's Mark

RESPONSE

Defendant objects to this Request because the Request calls for documents that are confidential and/or subject to
attorney/client privilege, and/or constitute attorney work product

REPRESENTATION

In a formal supplemental response, Bacardi will identify whedingrsearches of the type call for in Production Request No.

4 were conducted. If no documented evidence of such searches can be located, Bacardi's formal supplemental response will
so state. Otherwise, uncovered responsive documents reflsatihgsearches will be produced. If any such documents exist

that Bacardi will not produce on grounds of privilege or work product, information regarding these documents will be
provided on a privilege lag

Bacardi has yet to serve its supplementaponses to Centinela’s first set of prctitin requests as represented during the
parties’ March 27, 2006 telephone conference. Bacardi hatoyserve a log of withheld documents either. Centinela
requests that the Court direct Bacardisgrve immediately its supplementalpesse to Document Regst No. 4, as it
promised, and serve its log of withheld documents after the last set of responsive documentaaé. prod

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 7

Produce those documents showing the dollar volume expended by or on behalf of Defendant, or Befesairessors in
interest, to advertise or promote in the United States Deféisdanods bearing each of Defaant's Marks from the date of
first use to the present

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20G3f decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant further objects noting that said documents are confidential
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REPRESENTATION

After submission of the Stipulated Protective Order to the Court, Bacardi will produce the advertising documentation called
for in Production Request No. 7

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 10
Produce those documents pertaining to Defendant’'s use of any of Defendant’'s Marks at ershénad or fairs in the

United States which Defendant, or Defantls predecessors in interest, has orgai, promoted, and/or in which it has
participated

RESPONSE

Defendant objects to this request in that ibv&rbroad and/or seek®nfidentialinformation

REPRESENTATION

After submission of the Stipulated Protective Order to the Court, Bacardi will produce the trade show documentation called
for in Production Request No. 10

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 12

Produce those documents showing or describing the demographic profiles of the types of persons whill beetargeted
as purchasers in the United States of Defendant’'s Goods bearing each of Defendakg’'s Ma

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20G3f decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant also objects to this request in that it is overbroad and/or seeks confidential information

REPRESENTATION

After submission of the Stipulated Protective Order to the Court, Bacardi will produce the demographics documentation
called for in Production Request No. 12 to the extent thatcoofidential documents of this type have not already been
produced

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 16

Produce those documents supporting Defendant’s claim of likelihood of confusion between Plaintiffs Mark and any of
Defendant’s Marks in the Opposition
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RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20@f decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant further objects to this Request because it appears to be reldedvtar¢h 5, 2003 decision of the

TTAB in Opposition 91125436, and the Plaintiff failed to file a timely appeal of that decision, pursuant to 15 U.S.C. § 107
I(b), so Plaintiff is now barred by the statute of limitatidnem seeking information relevant to that decision in this
proceeding. Defendant also objects to this Redqoeste extent that it seeks attorney work product

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 17

Produce those documents supporting Defendant’s claim irOghposition of dilution or likelihood of dilution of any of
Defendant’s Marks by the registration of Plaintiff's Mark

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20G3f decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant further objects to this Request because it appears to be related to th&,N28a$ decision of the

TTAB in Opposition 91125436, and tRkintiff is now barred by the statute of ltations from seekingnformation relevant

to that decision in this proceeding. feadant also objects tihis Request to thextent that it seeledtorney workproduct

REPRESENTATIONS FOR NOS. 16 AND 17

As we understand from yesterday’'s telephone discussion, Bacardi believes it has proolucedfidential documents
responsive to Production Requests Nos. 16 and 17, but it will not identify these documents by production number. After
submission of the Stipulated Protective Order to the Court, Bacardi will produce further responsive documents that it
believes are confidential, such e results of demographic studies

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 18

Produce a copy of each marketing investigation (such asweysustudy and/or focus groupgiairy) conducted by or on
behalf of Defendant, or Defendant's predecessors in interest, regarding the fame, streahgth retoriety of any of
Defendant’s Marks in the Uniteda®¢s, including the results thereof

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 200G decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
107(b). Defendant further objects to this Request because it appears to be related to the March 5, 2003 decision of the TTAB
in Opposition 91125436, and the Plaintiff failed to file a timelgesd of that decision, pursuant to 15 U.S. C. § 1071(b), so
Plaintiff is now barred by the statute of Itations from seekingnformation relevant to thatlecision in this proceeding.
Defendant also objects to this Request because the Request calls for documents that are confidential and/or subject to
attorney-client privilege and/or constitute attorney work product
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REQUEST FOR PRODUCTION OF DOCUMENTS NO. 19

Produce a copy of each marketing investigation (such asweysustudy and/or focus groupqumiry) conducted by or on
behalf of Defendant, or Defendant’'s predecessors in interest, in the United States regarding conketioogdi of
confusion, dilution or likelihood of dilution as between Defmnt's Goods bearing any of Defendant’s Marks and Plaintiff's
Goods bearing Plaintiff's Mark, including the results thereof

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 200G decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant further objects to this Request because it appears to be rel@edviar¢h 5, 2003 decision of the

TTAB in Opposition 91125436, and the Plaintiff failed to file a timely appeal of that decision, pursuant to 15 W®EIC. §

(b), so Plaintiff is now barred by the statute of limitations from seeking information relevahatt decision in this
proceeding. Defendant also objects to this Request becaadRetiuest calls for documerttsat are confidential and/or
subject to attorney-client privilege and/or constitute attorney work product

REPRESENTATIONS FOR NOS. 18 AND 19

As we understand from yesterday’s pélene discussion, Bacardi believes thdtas produced nonenfidentialdocuments
responsive to Production Requests Nos. 18 and 19, but it will not identify these documents by production number. After
submission of the Stipulated Protective Order to the Court, Bacardi will produce further responsive documents that it
believes are confidential

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 25

Produce those documents in Defendant’s possession, custody and/or control concerning any third partheddsited
States of which Defendant is aware of the design of an animal having horns as a mark or indi@é dor alcoholic
beverages intended for human consumption

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20G3f decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant alsobjects to this Request to the extent that it seekfidential informationattorney-client privilege

material or attorney work pro duct

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 26
Produce those documents in Defendant’s possession, custody and/or control concerning any third partiheidésited

States of which Defendant is aware of the design of an animal having horns as a mark orofhdidgan for tequila
products intended for human consumption
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RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20G3f decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant alsobjects to this Request to the extent that it seekfidential informationattorney-client privilege

material or attorney work product

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 27

Produce those documents in Defendant’s possession, custody and/or control conceraihthadyparty uses in the United
States of which Defendant is aware of Spanish words beginning with the lett&fsd%¥Ca mark, name or indicia of origin
for alcoholic beverages imeled for humarronsumption

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 200G decision
the TTAB in Opposition 91125436, which is he decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. 1071
(b). Defendant also objects to this Resjut the extent that it seeks confidentidormation, attorney-client privileged
material or attorney work product

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 28

Produce those documents in Defendant’s possession, custody and/or control concerning any third partsheiddsited
States of which Defendant is aware of Spanish words beginning with the lettérsd¥Ca mark, name or indicia of origin
for tequila products intended for human consumption

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20@f decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant alsobjects to this Request to the extent that it seekfidential informationattorney-client privilege

material or attorney work product

REPRESENTATIONS FOR NOS. 25-28

Bacardi believes it has produced non-confidential documents responsive to Production Requests Nos. 25-28, but it will not
identify them by production number. After submission of the Stipulated Protective Order to the Court, Bacardi will produce
additional confidential documents called for in Production Requests Nos..25-28

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 36
Produce a chart or schedule showing all Directors, officers and authorized representatives of Defendgraéuparivisory

decision making authority with respect to Defendant’s afsBefendant’s Marks and/or Bendant’s Goods in the United
States
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RESPONSE

Defendant objects to this request in that ibverbroad and/or seek®nfidentialinformation

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 37

Produce those documents showing the locations of all offices of Defendant in the United States

RESPONSE

Defendant objects to this request in that ibverbroad and/or seek®nfidentialinformation

REPRESENTATIONS FOR NOS. 36 AND 37
After submission of the Stipulated Protective Order to therCBacardi will produce documents showing the personnel and
U.S. offices information called for in Production Requests Nos. 36 and 37. If Bacardi produces knowledgeable witnesses
responsive to Tequila Centinela ‘s Rule 30(b)(6) deposition notice, this may no longer be a contested issue

Bacardi’s refusal to provide alfy signed copy of the parties’ StipulatedoRctive Order largely is the cause of Bacardi's
continued deficient responses to Centinela’s production requests Nos. 7, 10, 12, 16-19, 25-A83R6Cantinela requests
that the Court direct Bacardi to providdully signed copy of the parties’ Stipuddt Protective Order that Centinela wilkfi
promptly with the Court. Inddition, the Court should direct Bacardi to produce documesponsive to document requests
Nos. 7, 10, 12, 16-19, 25-28, 36, and 37 upon the Court’s approval and eheypafties’ Stipulated Protective Order.

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 8

Produce those documents relating to the cessation of use of any of Defendant’s Marks in the United Stateslate¢s) th
of first use thereof, whether there was cessation of use ohdhigs) in its or their entirety or only in connection with a
particular product or products

RESPONSE

Defendant does not believe any such documents exist

REPRESENTATION

In a formal supplemental response, Bacardi will state that it is not in possession of the cessation-of-use documents called for
in Production Request No. 8

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 13

Produce those documents regarding any instance of which Defendant is aware of any confusionn dacepistake
occurring in the United States concerniagy connection between Defendant, ofdbeant’s predecessors in interest, and
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Plaintiff.

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20G3f decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant further objects to this Request because it appears to be related to th&,N8aH decision of the

TTAB in Opposition 91125436, and the Plaintiff failed to file a timely appeal of that decision, pursuant to 15 U.S.C. § 107
I(b), so Plaintiff is now barred by the statute of limitatidnem seeking information relevant to that decision in this
proceeding. Defendant also objects to this requestanit is overbroad and/or seeks confidential information

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 14

Produce those documents related to any instance of whiéén@nt is aware of any carsion, deception or mistake
occurring in the United States concerning any connection between Defendant's Goods beamfidafendant’'s Marks
and Plaintiff's Goods bearing Plaintiff's Mark

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 200G decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant further objects to this Request because it appears to be related to th&,NaaH decision of the

TTAB in Opposition 91125436, and the Plaintiff failed to file a timely appeal of that decision, pursuant to 15 U.S.C. § 107
I(b), so Plaintiff is now barred by the statute of limitatidnem seeking information relevant to that decision in this
proceeding. Defendant also objects to this requestanit is overbroad and/or seeks confidential information

REPRESENTATIONS FOR NOS. 13 AND 14

In formal supplemental responses, Bacardi will confirm that it has no responsive documents regarding actual confusion of
the type called for in Production Requests Nos. 13 and 14

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 22

Produce those documents regarding any formal or informal objections to Defendargtsatémi or use in the United States
of any of Defendant’s Marks

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 200G decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant further objects to this Request because it appears to be related to th&,NaaH decision of the

TTAB in Opposition 91125436, and the Plaintiff failed to file a timely appeal of that decision, pursuant to 15 U.S.C. §
1071(b), so Plaintiff is now barred by the statute of limitations from seeking information relevant to that decision in this
proceeding. Defendant also objects to this Request becagdRetiuest calls for documerttsat are confidential and/or
subject to attorney-client privilege
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REPRESENTATION

As we understand from yesterday’s telephone discussioindgérty did oppose Bacardi's registration of the CAZADORES
mark. In a supplemental response, Bacardi will provide relevant documents regarding this opposition

Bacardi's refusal to serve supplementalp@nses and documents responsive tdifeda’s production requests, contrary to
the representations counsel made durirgparties’ March 27th telephone conferenis the cause of Bacardi's continued
deficient responses to Centinela’s documreguests Nos. 8, 13, 14, and 22. Cestéimequests that the Court direct Bacardi
to serve supplemental responses and documents responsive to Centinela’s productiolNes|u&st8, 14, and 22.

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 15

Produce those documents supporting Defendant’s claim ofrtradkepriority as between Defendant’'s Marks and Plaintiff's
Mark.

RESPONSE

Defendant objects that this Request is overbroad, seeksautididnformation or documentattorney work product and/or
attorney-client privileged materials

REPRESENTATION

After submission of the Stipulated Protective Order to the tCBaicardi will produce the priority documentation called for

in Production Request No. 15, or state in a formal supplemental response thatumoethits exist other than what Bacardi
already has produced. If any such documents exist that Bacardi will not produce on grounds of privilege or wetk produ
information regarding these documents will be provided on a privilege log

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 23

Produce those documents regarding any formal or informal tbjecby Defendant, or Defeant's predecessors in interest,
to the registration(s) or use(s) by others in the United States of a mark, name, term or syrhbajrmurds of confusing
similarity to, or dilution of, Defendant’'s Marks

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20G3f decision

the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant further objects to this Request because it appears to be related to th&,\N28ah decision of the

TTAB in Opposition 91125436, and the Plaintiff failed to file a timely appeal of that decision, pursuant to 15 U.S.C. §

1071(b), so Plaintiff is now barred by the statute of limitations from seeking information relevant to that decision in this

proceeding. Defendant also objects to this Request to the thaeittseeks attorney workgmfuct. Defendant also objects to

this Request because the Request calls for documents that are confidential and/or subject to attorney-client privilege
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REQUEST FOR PRODUCTION OF DOCUMENTS NO. 24

Produce those documents regarding Defendant’s, or Defendant’s predecessors’, enforcement &feferydaht’'s Marks
including, but not limited to, demand letters, lawsustttlement agreements and/or licensing agreements

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 200Gz decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant further objects to this Request because it appears to be related to th&,NaaH decision of the

TTAB in Opposition 91125436, and the Plaintiff failed to file a timely appeal of that decision, pursuant to 15 U.S.C. § 107
I(b), so Plaintiff is now barred by the statute of limitations from seeking informa tion relevant to that decision in this
proceeding. Defendant also objects to this Request to the thaeittseeks attorney workgmfuct. Defendant also objects to

this Request because the Request calls for documents that are confidential and/or subject to attorney-client privilege

REPRESENTATIONS FOR NOS. 23 AND 24

As we understand from yesterday’s telephone discussioitioadtl oppositions may have been fled by Bacardi other than
pending Opposition No. 91/116,808, the documents for which would be responsive to Production Request No. 23. Bacard
will provide those documents in a formal supplemental response. After submission of the Stipulated Protective Order to the
Court, Bacardi will produce the non-public/confidential documgaitacalled for in Production Requests Nos. 23 and 24 -
regarding Bacardi's objections to third party marks and/or enforcement of Defendant’'s Marks. If Angosueents exist

that Bacardi will not produce on grounds of privilege or work product, information regarding these documents will be
provided on a privilege lag

As already stated, Bacardi has not provided: (1) a fullyesi copy of the parties’ Stifated Protective Order, (2)
supplemental responses and responsive documents to Centinela’s production requests, and (3) a logl afoeitiresits.
Centinela requests that the Court directddi to provide a fully signed copy tife parties’ Stipulated Protective Order,
supplement its responses to Centinela’s document requests Nos. 15, 23 and 24, and servavithhegdadocuments after
producing the last set of responsive documents.

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 20

Produce those documents showing when Defendant, or Defehgeedecessors in interest, first became aware of Plaintiff's
Mark: a) in Mexico, and b) in the United States

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20G3f decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant also objects to this Request because the Request calls for documents that are confidential and/or subjec
to attorney-client privilege and/or constitute attorney work product

REQUEST FOR PROD UCTION OF DOCUMENTS NO. 21

Produce those documents showing the consideration by amyngeaffiliated with Defendant, or Defendant’s predecessors
in interest, of the existence of Plaintiff's Mark or a possible conflict between Plaintiff's Mark any of Defendant’'s Marks in
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the United States

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20Gf decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Defendant also objects to this Request because the Request calls for documents that are confidential and/or subjec
to attorney-client privilege and/or constitute attorney work product

REPRESENTATIONS FOR NOS. 20 AND 21

As we understand from yesterday’s pélene discussion, Bacardi did not recemany documents during the due diligence
associated with the purported purchase of the assets of Tequila Cazadores. After subwhifse Stipulated Protective
Order to the Court, Bacardi ¥/ produce whatever responsive documentation itthas is called for in Production Requests
Nos. 20 and 21 - regarding Bachis (or its predecessor’s) first awareness T#quila Centinela ‘s Mark, including any
consideration thereof. If any such documents exist that Bawalichot produce on grounds of privilege or work product,
information regarding these documents will be provided on a privilege log

REQUEST FOR PRODUCTION OF DOCUMENTS NO. 38

Produce those documents relating to the maintenance of Defendant’s UnitedRe@ittsation No. 1,863,882 including all
Petitions, Declarations, specimens and correspondence fled in connection therewith in the United States Patent and
Trademark Office

RESPONSE

Defendant objects to this Request because it is outside of the scope of Plaintiff's appeal of the October 19, 20G3f decision
the TTAB in Opposition 91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. §
1071(b). Notwithstanding, Defendant hasgreater access to such documents thaairfff, other than documents that are
confidential and/or subject to attorney-client privilege

REPRESENTATION

As we discussed during yesterday’s telephone conference, in a formal supplementa | responsstBécstate that it has

no further documents regarding the file history for U.S. Trademark Registration No. 1,863,882 other than what is contained
in publicly available records at the U.Batent and Trademark Office. If Bacafths additional documents, it will produce

them. If any other responsive documents exist that Bacardi will not produce on grounds of privilege or work product,
information regarding these documents will be provided on a privilege log

Centinela requests that the Court direct Bacardi to serve asfgtied copy of the parties’ Stipulated Protective Order, to
produce documents responsive to Centinela’s production requests Nos. 20, 21, and 3§yravidetdts log of withheld
documents after producing the last set of responsive documents.

6. Bacardi’'s Deficient Responses to Requests for Admissions
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The outstanding deficient resps@s to Centinela’s Regsts for Admissions are listed below, with Bacardi's initial response
and Bacardi’s representations made during the partieshmepconference of March 27, 2006 Bacardi’'s supplemental
Ksponses to Centinela’s Requests for Admissions.

REQUEST 28

Admit that the animal shown in the CABRITO & Design mark of Application Serial No. 76/112¢886at (see Exhibit.l)

RESPONSE
Defendant objects to this Request because it is beyond the scope of the October 19, 2004 decision of the TTAB in Oppositior

91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. § 1071(b). Despite this
objection, Defendant is without sufficient knowledge to admit or.deny

REPRESENTATION

Bacardi continues its refusal to admit or deny whether the animal shown in the CABRDESign mark of Application

Serial No. 76/112,825 is a goat in responding to Admission Request No. 28. This matter will have to be resolved by the
Court

Bacardi's assertion that this proceedinginmsted to an appeal of the TTAB’s OctabE9, 2004, decisiois patently incorrect

This proceeding is an appeal of the TTAB’s March 5, 2003, February 24, 2004, and October 19, 2004 Decisiomrssand Ord
(Complaint If 1) Therefore, the material requested is relevant. FyrBacardi’'s statement thdtt “is without sufficient

knowledge to admit or deny” is insufficiehecause Bacardi fails to state whethendide a reasonable inquiry. Rule 36(a),
Fed. R. Civ. P. Centinela requests tihat Court direct Bacardi to serve a congplesponse to Admission Request No. 28.

REQUEST 31

Admit that Defendant promotes its goods bearing Defendant’s Marks to liquor stores in.the U.S

RESPONSE

Defendant denies that it directly promotes its goods

REQUEST 32

Admit that Defendant promotes its goods bearing Defendant’s Marks to restaurants in.the U.S

RESPONSE

Defendant denies that it directly promotes its goods
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REQUEST 33

Admit that Defendant promotes its goods bearing Defendant’s Marks to grocery stores in the U.S

RESPONSE

Defendant denies that it directly promotes its goods

REQUEST 34

Admit that Defendant promotes its goods bearing Defendant’s Marks to convenience stores in the U.S.

RESPONSE

Defendant denies that it directly promotes its goods

REQUEST 35

Admit that Defendant promotes its goods bearing Defendant’s Marks directly to potential customers in the U.S

RESPONSE

Defendant denies that it directly promotes its goods

REQUEST 36

Admit that Defendant promotés goods bearing Defendant’s Marks to state@blic beverage control boards in the U.S.

RESPONSE

Defendant denies that it directly promotes its goods

REQUEST 37

Admit that Defendant sells its goods bearing Ded@tid Marks directly to liquor stores in the U.S

RESPONSE

Defendant denies that it directly sells its gaods
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REQUEST 38

Admit that Defendant sells its goods bearing Ded@tid Marks directly to restaurants in the U.S.

RESPONSE

Defendant denies that it directly sells its gaods

REQUEST 39

Admit that Defendant sells its goods bearing Deferiddtairks directly to grocery stores in the U.S.

RESPONSE

Defendant denies that it directly sells its gaods

REQUEST 40

Admit that Defendant sells its goods bearing Defenddi#éigks directly to convenience stores in the U.S.

RESPONSE

Defendant denies that it directly sells its gaods

REQUEST 41

Admit that Defendant sells its goods bearing Defendai#igks directly to potential customers in the U.S.

RESPONSE

Defendant denies that it directly sells its gaods

REQUEST 42

Admit that Defendant sells its goods bearing Defendant’'s Mdirkstly to state alcoholic beverage control boards in the
u.s.

RESPONSE

Defendant denies that it directly sells its gaods
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REPRESENTATIONS FOR NOS. 31-42

Bacardi continues its refusal to fully admit or deny Admission Requests Nos. 31-42 regrdingriotion and sales
activities in the U.S. This matter will have to be resolved by the Court

By limiting each Response with the term “directly,” Bacahndis provided only partial awers to these Requests. The
Requests do not distinguish between diredndirect selling or promoting. Centirgelequests that the Court direct Bacardi

to admit or deny the remainder of eamhthe Requests for Admissions Nos. 3-by stating whether Bacardi sells or
promotes its goods indirectly.

REQUEST 61

Admit that a trademark search conducted by a predeca@ssaterest of Defendant disclosed Plaintiff's Mark

RESPONSE

Defendant objects to this Request because it is beyond the scope of the October 19, 2004 decision of the TTAB in Oppositior
91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. 8§ 1071(b)

SUPPLEMENTAL RESPONSE

Applicant is without sufficient knowledge to admit or deny

REQUEST 62

Admit that a trademark search conducted on behalf of a predecessor in interest of Defendant disclosed Plaintiffs Mark

RESPONSE

Defendant objects to this Request because it is beyond the scope of the October 19, 2004 decision of the TTAB in Oppositior
91125436, which is the decision that Plaintiff has appealed to this Court pursuant to 15 U.S.C. 8§ 107 I(b)

SUPPLEMENTAL RESPONSE
Applicant is without sufficient knowledge to admit or deny
Bacardi’'s statements in its supplementalpnses to Centinela’s first requests famadions (Hudis Decl., Exh. K) that it
“is without sufficient knowledge to admitr deny” is insufficient because Bacardidao state whether it made a reasonable

inquiry. Rule 36(a), Fed. R Civ. P. Centinela requests that the Court diremtdBto serve complete responses to Centinela’s
Admission Requests Nos. 61 and 62.
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IV. REQUEST TO AMEND SCHEDULING ORDER

Pursuant to Rules 6(b) and 16(b), Fed. R. Civ. P., Centinela requests that the Court arBehddhling Order of March 7,

2005, to extend the discovery period by 90 days following the Court’s decision on this Motion. Centinela needs the extra time
to complete discovery because of Bacardi's refusal to return a fully signed copy of the Bépigdated Protective Order,
Bacardi's numerous deficiencies in peading in full to Cetinela’s interrogatories and geests for admissins, Bacardi's

failure to produce numerous documents oasjpve to Centinela’s requests, and Bdtsurefusal to designate and produce a
knowledgeable representative or representafiwes Rule 30(b)(6) deposition or depositions.

V. CONCLUSION

Bacardi has not returned a fully signetipSlated Protective Order, has servedngnaleficient responses to Centinela’s

written discovery requests, has failed to produce completely documents responsive to Centinela’s requests, and has failed tc
designate a knowledgeable representative or representatives for a Rule 30(b)(&jpdepodepositions. The parties have

met and conferred to resolve these issues. Many deficiaeciesn. Centinela requeststtthe Court direct Bacardi:

(1) to execute and return the fi@s’ Stipulated Protective Order;

(2) to produce for deposition a knowledgeable representativpm@sentatives under Rule 30(b)(Bed. R. Civ. P., to tesif

as to matters known or reasonably avadabl Bacardi as listed in Centinela’s Netiaf Deposition, in Washington, D.C., at
a date and time agreed to by the parties.

(3) to respond in full to Centinela’s Interrogatories Nos. 2-4;

(4) to serve a verification of Bacardi's responses to Centinek#sogatories by an #hwrized repesentative;

(5) to produce documents responsive to Centinela’s Requests for Documents and Things Nos. 4, 7, 8, 10,3228, and
(6) to serve a log of documents withheld due to claims ofigge or work product; and (7) to respond in full to Centinela’s

Requests for Admissions Nos. 28, 31-42, 61, and 62.

Discovery is scheduled to close on M8&y 2006. Due to Bacardi's delays andlui@ to fully respond to Centinela’s
outstanding discovery requests, Centinela requests that thev@oate the May 8, 2006 dmeery deadline and re-set the
dose of discovery for 90 days following the Court’s decision on this Motion

End of Document © 2014 Thomson Reuters. No claimaaginal U.S. Government Works.
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