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TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Trademark Opposition of:

Mark: BUCK ROGERS Opposition No. 912000643
Serial No.: 77/650,082 Date: December 8, 2011
Filed: January 15, 2009
Dille Family Trust,
Opposer
V.

Nowlan Family Trust,
Applicant

APPLICANT’S RESPONSE TO MOTION TO EXTEND THE TIME TO
RESPOND TO DISCOVERY

Applicant, Nowlan Family Trust, (hereinafter “Applicant”), hereby responds
to Opposer, Dille Family Trust’s (hereinafter “Opposer”) Motion to Extend the Time
to Respond to Discovery.

In considering the motion, the Board should be aware of some additional facts
not conveyed by Registrant’s motion. Applicant was approached by Opposer for an
extension and Applicant was willing to provide an additional 14 day extension. See
Exhibit A. However, Applicant was unwilling to grant a further extension of time
because of its experiences with Registrant in a recently concluded cancellation
proceeding (No. 92051659). That proceeding is indirectly related to the instant
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TRADEMARK
Opposition No. 912000643

proceeding because the same application, Serial No. 77/650,082, which is the subject
of this opposition was suspended for over 17 months while Applicant petitioned to
cancel Opposer’s U.S. Registration No. 714,184 and No. 1,555,871 which had formed
the basis of Section 2(e) likelihood of confusion rejections against its application.
Applicant petitioned to cancel Opposer’s registrations on the grounds that Opposer
had abandoned U.S. Registration Nos. 714,184 and No, 1,555,871 and committed
fraud in connection with the renewal of U.S. Registration No, 714,184.

During the cancellation proceedings, Applicant served discovery requests on
Opposer. However, instead of producing documents, Applicant was met with
delaying tactics that ranged from unmet promises of document production to
counsel withdrawing from the case. As a result, Applicant was forced to file two
motions to compel, and at the end, after 17 months, Registrant abandoned its
registrations rather than produce a single document during the cancellation
proceeding. See Exhibit B for the docket report for that matter.

For these reasons, Applicant was unwilling to grant a 60 day extension.
Nevertheless, in order to avoid further delay, Applicant will not object to Opposer’s
request provided that the Board order that Opposer respond to the discovery by
January 18, 2012, as requested by Opposer, and that the trial and discovery

deadlines be reset as requested by Opposer
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Respectfully submitted,

Date: /)\//g//// By //

lley
Volpe oenig, P.C.
UnitedPlaza

30 South 17th Street
Philadelphia, PA 19103
(215) 568-6400

Attorney for Applicant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Trademark Opposition of:
Mark: BUCK ROGERS
Serial No.: 77/650,082

Filed: July 12, 2011

Dille Family Trust,
Opposer

V.

Nowlan Family Trust,
Applicant

Opposition No. 912000643
Date: December 8, 2011

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the Notice of Opposition was

served on Applicant's Attorney of Record by first-class mail, postage pre-paid to the

following:

pate: 18/ /]

Vincent G. LoTempio

Kloss, Stenger, & LoTempio

69 Delaware Avenue Suite 1002
Buffalo, NY 14202
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VolpeQ V"
and .g ‘ United Plaza P: 215-568-6400

enl 30 South 17th Street PF: 215-568-6499
KO P.C. Philadelphia, PA 19103 www.vklaw.com
BRINGING LAW TO YOUR IDEAS®

John J. O’'Malley
jomalley@vklaw.c
November 17, 2011 ! yev om

Vincent G. LoTempio, Esquire

Kloss, Stenger, & LoTempio VIA E-MAIL AND U.S. MAIL
69 Delaware Avenue Suite 1002

Buffalo, NY 14202

Re: Dille Family Trust v. Nowlan Family Trust
Opposition No. 91200643

Dear Vincent:
I spoke with your associate yesterday regarding your request for a one month

extension of time to respond to our discovery requests. My client agrees to a two
week extension of time which would make the responses due on December 8. 2011,

I realize you were not involved in the parties prior cancellation proceeding.
However, in that case, we received multiple promises from counsel at the time
regarding production of documents, were forced to file two motions to compel, and
never received a single document. Based on this history, please be advised that my
client will not agree to any further extensions with respect to the first set of
discovery requests.

If you have any questions or would like to discuss the case further, please contact
me.

Very truly yours,

Volpe Wn’g, P.C.
By: j/ /
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Defendant

Cancellation

Number: 92051659 Filing Date: 10/26/2009
Status: Terminated Status Date: 04/05/2011
Interlocutory Attorney: ANDREW P BAXLEY

Name: The Dille Family Trust

Correspondence: MAURICE B PILOSOF

1925 CENTURY PARK EAST, SUITE 2300
LOS ANGELES, CA 20067

UNITED STATES
mpilosof@ipbymbp.com

Serial #: 72100230 Application File Registration #: 714184

Application Status: Cancelled - Section 18

Mark: BUCK ROGERS

Serial #: 73755284 Application File Registration #: 1555871

Application Status: Cancelled - Section 18

Plaintiff

Mark: BUCK ROGERS

Name: Nowlan Family Trust

Correspondence: JOHN J O MALLEY

VOLPE AND KOENG PC

30 SOUTH 17TH STREET

PHILADELPHIA, PA 19103

UNITED STATES

JOMalley@volpe-koenig.com, ktinker@volpe-koenig.com, ptomail@volpe-koenig.com

Prosecution History
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Date

04/05/2011
04/05/2011
02/01/2011
01/25/2011
01/11/2011
12/30/2010
11/22/2010
09/24/2010
09/08/2010
08/30/2010
08/25/2010
08/19/2010
08/16/2010
08/16/2010
07/21/2010
06/09/2010
06/04/2010
06/02/2010
12/07/2009

History Text Due Date
TERMINATED

COMMISSIONER'S ORDER CANCELLING THE REGISTRATIONS
BOARD'S DECISION: GRANTED

VOLUNTARY SURRENDER OF REGISTRATION

SUSPENDED PENDING DISP OF OUTSTNDNG MOT

P'S MOTION TO COMPEL DISCOVERY

PROCEEDINGS RESUMED

P'S REPLY IN SUPPORT OF MOTION

D'S OPPOSITION/RESPONSE TO MOTION

PL'S REQUEST FOR RECONSIDERATION DENIED

PL'S REQUEST FOR RECONSIDERATION

PROCEEDINGS RESUMED

APPEARANCE

D'S APPEARANCE OF COUNSEL/POWER OF ATTORNEY
NOTICE OF DEFAULT

D'S REQUEST TO WITHDRAW AS ATTORNEY

P'S MOTION TO COMPEL DISCOVERY

D'S REQUEST TO WITHDRAW AS ATTORNEY

ANSWER

12/8/2011 2:19 PM



USPTO TTABVUE. Trademark Trial and Appeal Board Inquiry System http://ttabvue.uspto.gov/ttabvue/v?pno=92051659&pty=CAN

Prosecution History

# Date History Text Due Date
3 10/27/2009 PENDING, INSTITUTED

2 10/27/2009 NOTICE AND TRIAL DATES SENT; ANSWER DUE: 12/06/2009
1 10/26/2009 FILED AND FEE
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