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Opposers Hershey Chocolate & Confection€grporation and The Hershey Company
(together, “Hershey”) submit this reply brief further support of their motion for summary
judgment.

PRELIMINARY STATEMENT

In its moving papers, Hershey provided undisgu¢vidence confirming that it has used
MILKSHAKE as a mark for many years, that therkneg suggestive rather than merely descrip-
tive, that even if the mark were merely dgstive, it has acquired distinctiveness, and that
Applicant’s marks MILKSHAKE and MILK SIAKE pose an obvious likelihood of confusion.

Applicant, a practicing attaey, responded with no admissible evidence showing any
disputed issue of fact, no expert evidence ttalythe opinion of Herslyés expert, and largely
irrelevant legal argument that does not address the settled authority cited by Hershey. Put
simply, Applicant raises no issue of matefadt that would precde summary judgment.

Applicant's main argument appears to tmat the term MILKSHAKE on Hershey’s
goods does not function as a trademark because, according to Applicaatflavisr identifier.
But, as shown in Hershey’'s moving papers aetbw, the evidence shows unmistakably that
Hershey uses the mark in a trademark sense on its packages, in a prominent, stylized typeface,
separate from and in addition to actual dawesignations. What is more, Applicant has
conceded that the term MILYHAKE can function as a maifbkr the confectionery goods, and
cites no authority that, even if MKSHAKE were a flavor identifierthat such an identifier itself
could not serve as a mark.

Applicant also argues that MILKSHAKE imerely descriptive of Hershey’s goods, but
fails to cite any admissible evidence to suppbis argument, and fails to refute (and largely
ignores) the evidence cited by Hershey that the nsagk least suggestive, including dictionary

definitions, third-party use, an expert linguisg@inion and the approval of prior registrations for
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the mark in conneatn with candy products-all of which are precisglthe types of evidence
that the Board repeatedly has held are pertiteetite issue of whether a mark is suggestive or
merely descriptive. Applicant even ignores tngn legal position: his own applications claim
that MILKSHAKE is registrableas an inherently distinctive mark for confectionery goods, and
he has conceded that the poassly MILKSHAKE registration (wich was registered without a
Section 2(f) claim) was used for a product tih&t hopes to resurreand that, Applicant
concedes, had the same flavor charactesisiccHershey’'s MILKSHAEK-branded products.

Moreover, even if there were a triable issiseto whether Hershey’s mark is suggestive,
Applicant also wholly fails to refute Hersheyshowing of acquired distinctiveness. Applicant
points to no triable issue of fart response to Hershey’s proof teins of millions of dollars in
sales and millions of dollan® advertising for MILKSHAKE-banded products over the past
seven years, and provides no basidisregard this classic evidenof acquired distinctiveness.

Finally, Applicant makes no attempt to aelss Hershey’s showing of likelihood of con-
fusion. Applicant references rfacts in the recordgites no cases, and discusses none of the
applicabledu Pontfactors—effectively conceding that, if Hemngy prevails in showing that it
has a protectable mark, Applicant’s registrasi would create a kihood of confusion.

ARGUMENT

A. The Undisputed Evidence Shows Thatlershey Has Used MILKSHAKE as a
Trademark Since 2005

In his opposition, Applicant asserts that Hexgs use of MILKSHAKE in its Whoppers
and Kit Kat packaging is as a flavor identifiether than as a mark. The record evidence,
however, unequivocally shows that Hersheyg hded MILKSHAKE as a mark. Moreover,
Applicant cites no authority thatsuggestive “flavor identifiel€annot also serve as a mark.

A “trademark” is “any word, name, symbol, onilee . . . used by a pens . . . to identify
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and distinguish his or her goods . . . from thosaufectured or sold bgthers and to indicate
the source of the goods, even if teatirce is unknown.” 15 U.S.€.1127. “[I]t is settled that a
product label can bear methan one trademark without dmighing the identifying function of
each portion. The salient question is whetherd#éggnation in question, as used, will be recog-
nized in and of itself as an indication afigin for this particular product.’Proctor & Gamble
Co. v. Keystone Automotive Warehouse,, 81 USPQ 468, 474 (TTAB 1976) (holding that
opposer’s use of the term BIPER TO BUMPER on labelsglong with its house mark and
product marks, was use as a trademark).

Here, as shown in the samples attachededihderwater Declarain (one of which is
reproduced below), the term MILKSHAKE is usasl and functions as a mark on Hershey’s pro-
duct packaging. It appears in thentax of the label, in a distincevfont differentfrom that used
elsewhere on the label. The mark appears in all capital letters, except for the letter “i,” which
appears in lowercasea distinctive appearanceathis indicative of tradeark use. Further, as
shown in the examples in Exhibit A to theniderwater Declaration, Hershey held MILKSHAKE
out as a mark by using the ® symbol on igckaging during the periods in which Hershey
owned a live registration for the markee, e.gSTK LLC v. Backrack, Inc2012 TTAB LEXIS
186, *28-29 (TTAB 2012) (non-precedential) (useTédd symbol “reinforce[d] the trademark
significance of the term”).

Applicant’s position that MILKSHAKE is useds a flavor designation finds no support
in the record. Indek the MILKSHAKE mark on Hershey’s goods is usedddition toterms

describing the flavors of each product, suchasange créme,” “vanilla” and “strawberry.See
Kinderwater Decl. Ex. A. The MILKSHAKE marklso is also visually separated from the

descriptive words “malted milk balls,” which appear in much smaller f&ete id. Finally, the
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unrebutted expert testimony of G&ely Nunberg establishes that there is no “milkshake” flavor,
meaning that consumers are more likelwiew MILKSHAKE with source-indicating signifi-

cance. Nunberg Report 1 21-42.

Kinderwater Decl. Ex. A.

None of the evidence cited in Applicant’'s meardum raises an issoé triable fact as
to use as a trademark. To begin with, the pinatphs of other productttached by Applicant
are irrelevant: None of thoggoducts uses the term “milkshake” at all, much less on a candy
product similar to Hershey’s goodSeeApplicant’s Exhibits | & Il. Moreover, for many of the
products, it is not even clear ththe “nontraditional” flavor ters used in Applicant’s examples
do not function as trademarks. As for the feweaotal purported statentsrfrom the internet
pasted into the body Applicant’'s memodam, they have no probative valu8ee King of the
Mt. Sports, Inc. v. Chrysler Corpl85 F.3d 1084, 1092 (10th Cikr999) (holding that “seven
examples of actual confusion” was “de mingnand d[id] not support a finding of a genuine

issue of material fact as tbe likelihood of confusion”)tJgg Holdings, Inc. v. Sever@005 U.S.
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Dist. LEXIS 45783, *13-15, 21 (C.D. Cal. Feb. 24, 20(f%)lding that anecdotal evidence of
alleged generic usage did not deea genuine issue afaterial fact ago mark’s validity).

Nor does the page from Hershey's websit007 raise a genuinesige of fact, as it
relates to a use upon which Hershey does ngt agld does not alter the undisputed fact that
Hershey has used MILKSHAKE as a trademarktems of millions ofdollars’ worth of candy
products in the last eight years. In any evastexplained below (pp. 9-10), all of Applicant’s
evidence, in addition to being irrelextaor non-probative, is inadmissible.

In sum, Applicant has failed to raise a genuine issue of material fact as to whether
MILKSHAKE is used as a trademark on Hershey’s goods.

B. The Undisputed Evidence Shows That ershey’s MILKSHAKE Mark is Suggestive

As set forth in Hershey’s opening brief, a marlsuggestive where, when encountered by
a consumer, a multi-stage reasoning processmergal leap is required to reach a conclusion
about the nature of the goods. Opening Br. at 6—7 (cititey, alia, In re Abcor Dev. Corp.588
F.2d 811, 814, 200 USPQ 214, 218 (CCPA 19F8)tune Dynamic, Inc. v. Victoria’s Secret
Stores Brand Mgmt., Inc.618 F.3d 1025, 1033 (9th Cir. 2010))By contrast, a merely
descriptive mark will immediatelgonvey the ingredients, qualities characteristics of the
goods with some degree of partiaxty. Opening Br. at 7 (citingnter alia, In re Abcor Dev.
Corp., 588 F.2d at 814, 200 USPQ at 21BJis Prods. v. Med. Modalities Assocs., Jrill
USPQ 1199, 1204-05 (TTAB 1981)). Applicant does not contest, nor could he, these well-
established legal standards.

Hershey’s opening brief set forth extensive evidence in the reeardch of which is
ignored by Applicant—showing that the mark MILKSHAK on Hershey’s products is sugges-
tive. First, Hershey cited a number of dictionary definitions (and Applicant’'s own definition) of

the term “milkshake” as a cold beverage madenfmilk, ice cream and flavorings. Opening Br.
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at 9-10; Nunberg Report § 21; Llewellyn Decl. Ex.Applicant offers no explanation as to how
the MILKSHAKE mark merely describes the projes of Hershey’s goods, which are not cold
beverages made from blendingkmice cream and flavoringsSecondHershey showed that the
MILKSHAKE mark is not used by Hershey’s ropetitors as a descriptive term on candy
products, which weighs in favor of Hersheyargument that the mark is suggestiveee
Opening Br. at 12 (citingnter alia, Minn. Mining & Mfg. Co. v. Johnson & Johnsotb4 F.2d
1179, 1180 (CCPA 1972%perry Rand Corp. v. Sunbeam Comp2 F.2d 979, 980 (CCPA
1971)). Applicant ignored thievidence and has introducet evidence of third-party
descriptive use of MILKSHKE on candy productsThird, Hershey submitted evidence that the
USPTO has approved registratiams three separate occasidas MILKSHAKE in connection
with candy products-in 1929, 1984 and 1994 without requiring proof obecondary meaning,
showing again that MILKSHAKE isiot descriptive of candy product&eeOpening Br. at 12;
Llewellyn Decl. Ex. F. Again, Apptiant fails to address this evidence.

Nor does Applicant raise any triable issue of fact in response to the unrebutted expert
opinion of Hershey’s linguisticand lexicography expert, DNunberg, who explained that
MILKSHAKE as used by Hershey is suggestiather than descriptive because, among other
reasons, “milkshake” does not connote a flavor or a “mouth feel,” and the term “milkshake”
conveys socio-historical connotat® unrelated to “gustatoryssociations.” Llewellyn Decl.
Ex. D, Nunberg Report 1 22—-42. Notably, Applicdoes not take issue with Dr. Nunberg’'s
gualifications, which include (i) a Ph.D. in lingtics; (ii) experience teaching graduate and
undergraduate linguistics coursesS&nford and elsewhere; (iii) woas a lexicographer, inclu-
ding a position as chairman emeritus of the Usage Panel éfntleeican Heritage Dictionary

(iv) numerous publications in tHesld of linguistics and semanticand (v) serving as an expert
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witness in various proceedings, including cabefore the TTAB. Nunberg Report 1 5-14 &
Ex. A. Indeed, Applicant admits that Dr. Nun@ye qualifications are “excellent.” Opp. at 5.

In arguing that Dr. Nunberg’s daration is mere “opinion”id.)—and purporting to

offer his own non-expert testimony dinguistic and lexicological issues Applicant seems to
misunderstand the nature and function of expestimony. Expert witreses, unlike fact wit-
nesses, are permitted to opine on issues within éxgiertise, as long as the expert’s opinion is
based on reasoning or methodolabgt is sufficiently sound.See Daubert v. Merrell Dow
Pharms., Inc.509 U.S. 579 (1993); Fed. R. Evid. 70Phe Board has considered the opinions
of expert witnesses, includirioppguists and lexicographers, determining where marks fall on
the distinctiveness spectrunBee, e.g.In re Country Music Assoc., Incl00 USPQ2d 1824,
1830-31 (TTAB 2011) (crediting portions report by the applicdis expert, a professional
linguist and lexicographer, regarding tpenericness of the applied-for markgbor Ready, Inc.
v. Randstad General Partner (US) LLZD08 TTAB LEXIS 555, *14-19 (TTAB Jan. 23, 2008)
(non-precedential) (crediting tloginion of the opposer’s experitmess, a linguist, on the issue
of descriptiveness). Applicanitho has no qualifications to opile these issues himself, prof-
fers no expert opinion to rebut DIMunberg’s well-reasoned opinion.

Finally, Applicant ignores the dispositive eft of his own legal position and admissions.
Applicant is seeking to regist8efILKSHAKE as an inherently dtinctive mark for goods similar
to those sold by Hershey under the same mark, anddmegdedhat the older MILKSHAKE-
branded candy products, which Applicant himgaipes to “reviv[e]” (Opp. at 1) in the same
formulation using his applied-fAMILKSHAKE mark, have the samigavor characteristics that,
according to Applicant, render MILKSHAKE mdyedescriptive of Hershey’s productsSee

Opening Br. at 13 & n.7; ewellyn Decl. Ex. B, Wiesen Depo. at 74:7-75:6, 93:21-94:17.

61553694.docx 7



Applicant simply ignores this fundamahtnconsistency in his own position.

C. In the Alternative, There Is No Genuine Isse of Disputed Fact Refuting Hershey’s
Showing that MILKSHAKE Ha s Acquired Distinctiveness

Even if the Board were to conclude that MILKSHAKE mark is meely descriptive of
the goods sold by Hershey under that mark, Applitas failed to raise a triable issue of fact
regarding acquired distinctivenesis particular, Hershey has platrward evidence of more than
seven years of continuous andlesive use, wich itself if prima facieevidence of acquired dis-
tinctiveness. Kinderwater Dec. 2. Hershey also showedathit has sold more than $31.5
million worth of MILKSHAKE-branded products overdtpast seven years, and that it has spent
approximately $4 million in advertising and promoting such produdts]{ 5-6.

Applicant utterly fails to rebut Hershey’s showgior raise any issue ofiaterial fact with
respect to the acquired distiiveiness of Hershey’s MILKSHAKEnark. In his cursory discus-
sion of acquired distinctiveness, Applicant citesevidence in the record to rebut Applicant’s
showing. Applicant’'s attorney argument, umjed from the evidence in the record, is
insufficient as a matter of law to rebut Hershegytgna facieshowing. See In re Simulations
Publications, Inc.521 F.2d 797, 798, 187 USPQ 147, 148 (CCPA 1975) (“Statements in a brief
cannot take the place of evidence.”).

Instead of citing evidence to refute Hengkeshowing of acquired distinctiveness,

Applicant merely assertspse dixit that Hershey's evidence is not probafiveOpp. at 4.

1 It is unclear what Applicant’s point is whéxe argues that the saland advertising figures

set forth in the Kinderwater Declaration a@ “connect[ed]’ to theMILKSHAKE mark. Opp.
at 4. To the contrary, the saland advertising figures cited blershey are specifically related
to products sold under the MILSFHAKE mark, not to other Whoppeor Kit Kat products sold
by Hershey without the MILKSHAKE markSeeKinderwater Decl. § 5 ($31.5 million in sales
on products “bearing hMILKSHAKE mark”); id. 1 6 ($4 million in advertising for products
sold under the MILKSHAKE mark).
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Applicant makes no attempt to square hipgéint disregard of Hershey's evidence with the
settled authority cited by Hershand unrefuted by Applicant, which holds that evidence of
continuous and exclusive use of a mark in cama for more than five years, substantial
advertising expenditures, andysificant sales of products solthder the mark are all highly
probative of acquired distinctivenesSeeOpening Br. at 13—-14 (citing cases).

D. Applicant Does Not Address Opposer'sShowing of a Likelihood of Confusion

Applicant devotes a mere two sentencesetutting Opposer’s shamg of likelihood of
confusion. Citing no evidence, and addressing none of the rel@gwaPdntfactors, Applicant
asserts that there will be no confusion betwten parties’ marks because Hershey uses the
MILKSHAKE mark is merely aflavor designation. By noaddressing Hershey’s arguments
regarding likelihood of @nfusion, Applicant effectively conced that if Hershey prevails in
showing that it has protectable rights in MEKSHAKE mark, then Applicant’s applications
must be denied on likbood-of-confusion grounds.

HERSHEY'S EVIDENTIARY OBJECTIONS

As explained above, Applicant's evidence, even if fully considered by the Board, is
insufficient to raise a triable issue of factn addition, much of the evidence attached or
incorporated into Applicant’s brief, with ¢hexception of three pages of Hershey business
records’ is inadmissible and should be skeén or disregarded by the Board.

First, Applicant has failed to authenticg#) the photographs of products attached as
Exhibits I and Il, and (b) the first page of Exhibit Ill, which purports to be a page from Hershey’s

website in 2007 from the Internet Archive’s aback Machine.” Without a supporting declara-

2 Hershey does not object to Applicant’s refeesnas part of Exhibit Ill, to three business

records produced by Hershey during discousegring Bates stamps HRSHY00000624, 632 and
633, which are examples of Hergleuse of the MILKSHAKE mark.
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tion to authenticate these documents, they canncohedered as part of the summary judgment
record. SeeParis Glove of Canada, Ltd. v. SBC/Sporto Cog? USPQ2d 1856, 1858-59
(TTAB 2007) (striking unauthentated pages from Internet Archive’s “Wayback Machine” that
were introduced without aipporting declaration) (citingnter alia, Novak v. Tucows, Inc2007
U.S. Dist. LEXIS 21269, *17 (E.D.N.Y. Mar. 26, 20073e alsdBMP § 528.05(e).

Second, with respect to the quotationsApplicant's memorandum of various Google
search results, Applicant has failed to makedhgsbpages or search ritsipart of the record
by attaching copies to his brie€Cf. Safer Inc. v. OMS Investments Jr&2t USPQ2d 1031, 1039
(TTAB 2010); TMBP 8§ 528.05(e) (allowing self-dwanticating evidence to be “submittas an
attachmenor exhibit to a party’supporting brief”) (emphasisided); 37 C.F.R. § 2.122(e).

CONCLUSION

For the reasons set forth above and in heys opening brief, Hershey respectfully
requests that the Board grant Hershey’s motiorstmmary judgment and refuse registration of

applicant’s infringing MILKSHAKE and MILK SHAKE trademarks.

Dated: September 16, 2013 Respectfully submitted,
New York, New York

John P. Rynkiewicz /s/ Paul C. Llewellyn

KAYE SCHOLER LLP Paul C. Llewellyn

The McPherson Building Kyle D. Gooch

901 Fifteenth Street, N.W. KAYE SCHOLER LLP

Washington, DC 20005 425 Park Avenue

Telephone: (202) 682-3500 Nexork, New York 10022

Telephone: (212) 836-8000

Attorneys for Opposers
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CERTIFICATE OF SERVICE

| certify that, on September 16, 2013, | caused the foregoing REPLY BRIEF IN
FURTHER SUPPORT OF OPPOSERS’ MOTI®G®R SUMMARY JUDGMENT to be served
by email and by U.S. first-class mail, postggepaid, upon the following correspondent of

record for applicant:

Kenneth B. Wiesen

1 Old Country Rd.
Suite 360-B

Carle Place, NY 11514
wiesenlaw@gmail.com

/sl Kyle D. Gooch
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