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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Group Lotus PLC

Granted to Date
of previous
extension

07/06/2011

Address Potash Lane
Hethel Norwich, Norfolk, NR14 8EZ
UNITED KINGDOM

Attorney
information

GARY M ANDERSON
FULWIDER PATTON LLP
6060 CENTER DRIVE, 10TH FLOOR
LOS ANGELES, CA 90045
UNITED STATES
ganderson@fulpat.com, litdocketla@fulpat.com Phone:310-824-5555

Applicant Information

Application No 79087334 Publication date 03/08/2011

Opposition Filing
Date

07/05/2011 Opposition
Period Ends

07/06/2011

International
Registration No.

1050999 International
Registration Date

04/01/2010

Applicant Zhejiang Jonway Machinery & Electric Manufacture CO., Ltd
Lingang industrial park Datang Jiantiao Sanmen county; 317109 Zhejiang

CHINA

Goods/Services Affected by Opposition

Class 007.
All goods and services in the class are opposed, namely: Dynamos; compressed air driven hand
tools, namely, drills, screwdrivers, rivet hammers, saws; hydraulic pumps; gas engine components,
namely, pistons, piston rings, coils, connecting rods, distributor caps and contact points; electric
welding machines; compressed air machines; mixing machines; agricultural machines, namely,
cultivators, harvestors, disk harrows, seeders; pressure washing machines

Class 012.
All goods and services in the class are opposed, namely: Hand trucks; motors for land vehicles;
trailers; hydroplane; motorcycles; yachts; ski lifts; pumps for bicycles and tricycles; electric bicycles;
automobiles

Grounds for Opposition

False suggestion of a connection Trademark Act section 2(a)

Priority and likelihood of confusion Trademark Act section 2(d)
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Dilution Trademark Act section 43(c)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3324447 Application Date 07/05/2006

Registration Date 10/30/2007 Foreign Priority
Date

NONE

Word Mark ELAN

Design Mark

Description of
Mark

NONE

Goods/Services Class 012. First use:
LAND VEHICLES AND STRUCTURAL PARTS THEREFOR; PARTS AND
FITTINGS FOR LAND VEHICLES, NAMELY, TRANSMISSIONS, WHEELS,
FENDERS, BRAKES AND GAS CAPS; ENGINES FOR LAND VEHICLES AND
STRUCTURAL PARTS THEREFOR
Class 016. First use:
Printed matter, namely car owner's manuals and handbooks, periodicals,
pamphlets, brochures, newsletters, journals, magazines, all in the field of
automobiles and automobile engineering and automobile design; periodicals in
the field of automobiles, vehicles, automobile and vehicle engineering and
automobile and vehicle design; books in the field of automobiles, vehicles,
automobile and vehicle engineering and automobile and vehicle design;
photographs; printed instruction and teaching material, namely, car owners
manuals and handbooks, pamphlets, brochures, newsletters and journals, all in
the field of automobiles and automobile engineering and automobile design;
writing instruments; stationery; decalcomania
Class 037. First use:
REPAIR AND MAINTENANCE OF VEHICLES

Attachments 78923087#TMSN.jpeg ( 1 page )( bytes )
GRLOT1-86110 Notice of Opposition.pdf ( 8 pages )(190002 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /Gary M. Anderson/

Name GARY M ANDERSON



Date 07/05/2011



IN THE UNITED STATESPATENT AND TRADEMARK OFFICE

BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

In theMatterof:
SerialNo.: 79/087,334
Filed: April 1, 2010
Mark: ELUAN
Published:March8, 2011
Applicant: ZhejiangJonwayMachinery& ElectricManufactureCo.,Ltd.

GROUPLOTUS PLC,

Opposer,

v.

ZHEJIANGJONWAY MACHINERY &
ELECTRICMANUFACTURE CO.,LTD.,

Applicant.

OppositionNo.

NOTICE OF OPPOSITION

Commissionerfor Trademarks
P.O.Box 1451
Alexandria,VA 22313-1451

To CommissionerofTrademarks:

Group Lotus PLC, a corporationorganizedand existing under the laws of the United

Kingdom having its businessaddressin Hethel,Norwich Norfolk, United Kingdom NR148E2,

("OPPOSER"),believes that it will be damagedby the registrationof the mark shown in

Application SerialNo. 79/087,334,which was filed by ZhejiangJonwayMachinery& Electric

ManufactureCo.,Ltd. ("APPLICANT") andherebyopposessame.

As groundsfor thisNotice, it is allegeduponinformationandbeliefthat:

1. OPPOSERis the intellectualpropertyownerof the famousmark ELAN® in the

automobileor motorvehicleindustries.

467334.1

GRLOT 86110
-1-



2. OPPOSERis theownerandregistrantofD.S. RegistrationNo. 3,324,447directed

at the mark ELAN® (hereinafter"OPPOSER'SRegistration"). A copy of the registrationis

attachedasExhibit A.

3. OPPOSERis the owner of all goodwill associatedwith its United States

TrademarkRegistrationdirectedat the ELAN® mark for usein connectionwith land vehicles

and structural parts therefore; parts and fittings for land vehicles, namely, transmissions,

wheels,fenders,brakesandgas caps; enginesfor land vehiclesandstructuralparts therefor in

Class012,Printedmatter, namelycar owner'smanualsandhandbooks,periodicals,pamphlets,

brochures, newsletters,journals, magazines,all in the field of automobilesand automobile

engineeringandautomobiledesign;periodicalsin thefield ofautomobiles,vehicles,automobile

andvehicleengineeringandautomobileandvehicledesign; booksin thefield ofautomobiles,

vehicles,automobileandvehicleengineeringandautomobileandvehicledesign;photographs;

printed instruction and teaching material, namely, car owners manuals and handbooks,

pamphlets,brochures,newslettersandjournals, all in thefield ofautomobilesandautomobile

engineeringandautomobiledesign;writing instruments;stationery;decalcomaniain Class016,

andrepair andmaintenanceofvehiclesin Class037.

4. OPPOSER'SRegistrationhasneitherbeencancelednor abandoned,hasbeenused

continuouslysinceadoption,andis valid andcurrentlyin full forceandeffect.

5. OPPOSERhas developedan exceedinglyvaluablegoodwill with respectto its

ELAN® mark. OPPOSER'sELAN® markhasbecomewidely andfavorablyknownthroughout

the United Statesand worldwide and has becomerecognizedby the vehicle industry and

consumersalike as identifying and distinguishingOPPOSERas the sourceand origin of the

goodsidentified in paragraph3, bearingthe ELAN® mark. This famousmark is very valuable
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to OPPOSERand anyregistrationby APPLICANT of the mark claimedin the abovecaptioned

servicemark application,has and will causeimmediateand irreparableharm to OPPOSER,

becauseit is dilutive of OPPOSER'sfamousmark, it is likely to causeconsumerconfusion,and

it falsely suggestsan affiliation of APPLICANT with or sponsorshipof APPLICANT by

OPPOSER.

6. OPPOSERhas expendedgreat effort and considerableexpensein advertising,

promoting,offering for saleand selling its goodsunderthe ELAN® mark in the United States

andelsewherethroughouttheworld.

7. OPPOSERis informedandbelieves,andon thatgroundaversthatAPPLICANT,

ZhejiangJonwayMachinery& ElectricManufactureCo., Ltd., is a corporationof Chinahaving

anaddressat LingangIndustrialParkDatangJiantiaoSanmenCounty;317109ZhejiangChina.

8. APPLICANT seeks to register the mark ELUAN and filed a trademark

application(SerialNo. 79/087,334)directedat saidmarkon April 1,2010for usein connection

with various goods including "gas engine components,namely pistons, piston rings, coils,

connectingrods,distributorcapsandcontactpoints" in InternationalClass007 and"motorsfor

landvehicles,trailers,motorcycles,andautomobiles"in InternationalClass012.

9. OPPOSER's ELAN® mark was granted federal registration pnor to

APPLICANT'sfiling of ApplicationSerialNo. 79/087,334.

10. Upon information and belief, the Class 007 and 012 goods specified in

APPLICANT's ELUAN trademarkapplication would be distributed through similar, if not

identical,channelsof tradeandmarketedundersimilar, if not identical,circumstancesto a same

or similar classofpurchasersastheproductsmarketedby OPPOSERunderits ELAN® mark.
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11. If the APPLICANT is permittedto use and register its ELUAN mark for the

Class007 and 012 goodsidentified in the applicationhereinopposed,industry and consumer

confusionis likely to occurdueto the similarity betweenAPPLICANT's ELUAN mark andthe

OPPOSER'sELAN® mark,resultingin damageandinjury to OPPOSER.Personsfamiliar with

OPPOSER'sELAN® Mark would be likely to buy APPLICANT's Class007 and 012 goods,

mistakenlyassumingthemto be goodsofferedandsoldby OPPOSERand/orwould incorrectly

assumeAPPLICANT's goods are affiliated with or sponsoredby OPPOSER. Any defect,

objectionor fault found with APPLICANT's Class007 and012 goodsmarketedandsoldunder

theELUAN markwould necessarilyinjure OPPOSER'sreputationundertheELAN® mark.

12. If APPLICANT is grantedtheregistrationhereinopposed,it would therebyobtain

at leasta primafacie exclusiveright to theuseof themark. Suchregistrationwould bea source

of damageand injury to the OPPOSER,including but not limited to, placinga cloud uponthe

right of OPPOSERto naturally expand use or registration of its ELAN® mark or other

trademarksand servicemarks, to any other relatedgoodsor servicesnot specifically defined

within OPPOSER'sRegistration,includingthegoodsidentifiedin SerialNo. 79/087,334.

13. By reasonof the foregoingallegations,OPPOSERhasthe right to useandregister

trademarksandservicemarkswhich arebelievedto beconfusinglysimilar to the ELAN® mark,

suchas the ELUAN mark soughtto be registeredby APPLICANT, and OPPOSERbelievesit

will bedamagedby registrationof themarkshownin theopposedapplication.

WHEREFORE,OPPOSERprays that registrationof the mark shown in Application

SerialNo. 79/087,334,publishedon March 8, 2011 in the Official Gazette,for the International

Classes007 and012 goodsspecifiedtherein,be refusedanddenied,andthat this oppositionbe

sustained.
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OPPOSERherebygives notice underRule 2.122(d)of the Rules of Practicethat after

hearingand any appealon this oppositionproceeding,it will rely on its registration,which is

annexedas an exhibit to this Notice of Oppositionas evidencein supportof this Notice of

Opposition,aswell asits commonlaw rights in theELAN® mark.

Respectfullysubmitted,

FULWIDER PATTON LLP

Dated: July 5, 2011

6060CenterDrive, TenthFloor
Los Angeles,California 90045
(310) 824-5555
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CERTIFICATE OF SERVICE

I herebycertify thatI serveda copyof theforegoingNOTICE OF OPPOSITION upon

Applicant'sAttorney/Correspondentof recordlistedon theTrademarkApplicationsand

RegistrationsRetrieval(TARR) systemby depositingonecopythereofwith DHL Express

Courieron July 5, 2011,addressedasfollows:

TaizhouNanfang;Trademark& PatentLaw
No. 116JinshuiStreet,
LuqiaoDistrict
Taizhou,Zhejiang
CHINA
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EXHIBIT A



Int. CIs.: 12, 16 and 37

Prior U.S. Cis.: 2, 5, 19,21,22,23,29,31,35,37,38,
44,50, 100, 103 and 106

United States Patent and Trademark Office

TRADEMARK
SERVICE MARK

PRINCIPAL REGISTER

ELAN

Reg. No. 3,324,447
Registered Oct. 30, 2007

GROUP LOTUS PLC (UNITED KINGDOM COR-
PORATION)

HETHEL
NORWICH, NORFOLK, UNITED KINGDOM NR14

8EZ

FOR: LAND VEHICLES AND STRUCTURAL
PARTS THEREFOR;PARTS AND FITTINGS FOR
LAND VEHICLES, NAMELY, TRANSMISSIONS,
WHEELS, FENDERS, BRAKES AND GAS CAPS;
ENGINESFORLAND VEHICLESAND STRUCTUR-
AL PARTSTHEREFOR,IN CLASS 12 (U.S. CLS. 19,
21, 23, 31, 35 AND 44).

FOR: PRINTED MATTER, NAMELY CAR OWN-
ER'S MANUALS AND HANDBOOKS, PERIODI-
CALS, PAMPHLETS, BROCHURES,
NEWSLETTERS, JOURNALS, MAGAZINES, ALL
IN THE FIELD OFAUTOMOBILES AND AUTOMO-
BILE ENGINEERINGAND AUTOMOBILE DESIGN;
PERIODICALSIN THE FIELD OF AUTOMOBILES,
VEHICLES, AUTOMOBILE AND VEHICLE ENGI-
NEERINGAND AUTOMOBILE AND VEHICLE DE-
SIGN; BOOKS IN THE FIELD OF AUTOMOBILES,
VEHICLES, AUTOMOBILE AND VEHICLE ENGI-
NEERINGAND AUTOMOBILE AND VEHICLE DE-

SIGN; PHOTOGRAPHS;PRINTED INSTRUCTION
AND TEACHING MATERIAL, NAMELY, CAR
OWNERSMANUALS AND HANDBOOKS, PAMPH-
LETS, BROCHURES,NEWSLETTERSAND JOUR-
NALS, ALL IN THE FIELD OFAUTOMOBILESAND
AUTOMOBILE ENGINEERING AND AUTOMO-
BILE DESIGN; WRITING INSTRUMENTS; STA-
TIONERY; DECALCOMANIA, IN CLASS 16 (U.S.
CLS. 2, 5, 22, 23, 29,37, 38 AND SO).

FOR: REPAIR AND MAINTENANCE OF VEHI·
CLES, IN CLASS 37 (U.S. CLS. 100, 103 AND 106).

THE MARK CONSISTSOF STANDARD CHAR-
ACTERSWITHOUT CLAIM TO ANY PARTICULAR
FONT, STYLE, SIZE,ORCOLOR.

OWNER OF ERPN CMNTY TM OFC REG. NO.
003193422,DATED 2-28-2005,EXPIRES5-14-2013.

OWNEROF U.S. REG. NO. 1,399,322.

SER.NO. 78-923,087,FILED 7-5-2006.

ELLEN B. AWRICH, EXAMINING ATTORNEY


