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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, Vrginia 22313-1451

OPPOSERS’ RESPONSE D APPLICANT'S MOTION TO DISMISS

Opposers Motorola Mobility, Inc. and Motorola Trademark Holdings, (tdllectively,
“Motorola” or “Opposers) herebyrespond to Applicant’'s Motion to Dismiss Opposers’
Functionality, Preclusion, and Fraud Claims Under Rule 12(b)(6).

l. Applicant’s Motion to Dismiss isImproperly Directed to the Merits of the Pending
Opposition, Not the Pleadings

The Board’s standards applicableatanotion to dismiss are wedkettled. “The purpose
of a Rule 12(b)(6) motion is to challenge ‘the legal theory of the complaint, not the suffi@éncy
any evidence that might be adduced’ and ‘to eliminate actions that are flatatig in their
legal premises and destined to fail...Fair Indigo LLC v. Styl€Conscienceg85 U.S.P.Q.2d

1536, 1538 (T.T.A.B. 2007) (internal citations omittett)is “a test solely of the legal
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sufficiency of a complaint.”T.B.M.P. § 503.02 (3d. ed. rev. 201(Ljting Advanced
Cardiovascular Sys., Inc. v. SciMed Life Sys., 1888 F.2d 1157, 1160, 26 U.S.P.Q.2d 1038,
1042 (Fed. Cir. 1993), and otherg)o survive a motion to dismiss, a complaint must “state a
claim to relief that is plausible on its facdd. (citing Bell Atlantic Corp. v. Twombjyp50 U.S.
554, 570 (2007), and otlsr

Applicant Nextel's Motion to Dismis§Mot. to Dismiss”)is directed tdViotorola’s
functionality, claim/issue preclusion, and fraud grounds for opposititmwever, Nextel’s
challenges to those grounds pramarily substantive arguments dated to the merits, rather
than the pleadingsAs a resultjts motion is untimelybecause the case is only at the pleadings
stage Moreover, it relies ifargepart on matters outside the scope of the pleadpaysicularly
substantiveevidence and guments from the prior opposition between the parties involving the
identical sound mark (“Chirp ToneNextelCommunications v. Motorola, In@1 U.S.P.Q.2d
1393 (T.T.A.B. 2009]" Nextel v. Motorold. While that prior proceeding is undisputedly
relevant to thepresent case, its applicabilitypsoperlyaddressed during the merits stage of this
proceeding.

Substantive challenges on the merits are prophrat the summary judgment stage
at trial on the merits*Whether a plaintiff can actually pve its allegations is a matter to be
determined not upon motion to dismiss, but rather at final hearing or upon summary judgment,
after the parties have had an opportunity to submit evidence in support of theirivespect
positions.” T.B.M.P. § 503.0@8d. ed. rev. 2011(citations omitted).As described below,

Motorola’s Notice of Opposition (“Opp.’gontains welpleaded grounds for opposition.

! Under the new Board rules, Nextel’s Motion to Dismiss cannot be converteal summary judgment
motion. T.B.M.P. 8 503.04 (3d. ed. rev. 2011) (discussing cases subject to the 2007 rules).
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Il. Opposers’ Notice Properly Pleads Functionality

Nextels Motion to Dismiss challenges the merits of tdimla’s functionality groundfor
opposition. However, that is improper at the pleadings stdge, e.g., Fair Indigo LL@35
U.S.P.Q.2d at 1538. Motorola’s only obligation at #tegge is to plead factsat, taken as true,
will plausibly state a functionality claimMotorola has met this threshold.

De jure functionality is avalid ground foropposing aervice marlkapplication. See, e.g.,
Duramax Marine, LLC v. R.W. Fernstrum & ¢80 U.S.P.Q.2d 1780, 1792-93 (T.T.A.B. 2006).
The Board recently addressed service nfankctionalityin the communications servicesntext
Cellco Partnership d/b/a Verizon Wireless v. AT&T Intellectual Prop. 11, ICBncellation No.
92/050,118 (T.T.A.B. Dec. 17, 2009) (not precedenti@he Cellco proceeding involved
petition to cancel &upplemental Registservice marlkconsisting of a pictorial depiction of 5
verticalbars The mark covered various telecommunications seriic€tass38 (U.S.P.T.O.
Supp. Reg. No. 3,411,218The cancellation petitioner argued that tHeass design was
functionalbecause the wireless devices that were the “conduit” of the services displayed the
mark to show signal strengtld. at 4 n.1. In evaluating the respondent’s motion for summary
judgment, the Boartkeiteratedts functionality test. ‘“h determining whether matter sought to be
registered is functional, the inquiry is whether the matter shown is ‘essernhaluise or
purpose of the product or if it affects the cost or quality of the produict.’at 5 (citations
omitted)? In a separate opinion, the Board has also clarified that “competitive need” is an
important inquiry in the service mark functionality analystee In re Hudson News C89
U.S.P.Q.2d 1915, 1917 (T.T.A.B. 19963s it did in theCellcocase, the Board should allow

Motorola’s service mark functionaliglaimto proceed on the merits.

2 The Board, irCellco, ultimately denied respondent’s summary judgment motion based on genuine
issues of material fact regarding functionality and service markidsat 6.

-3-
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Motorola’s Notice of Opposition alleges sufficient facts to plead a fumality claim
The Notice provides factual background for the applied-for Chirp ,Trearaely, itSunction in
connection with Nextel's appliefibr services and Motorakcommunicatios devices and
infrastructure. Qpp. 11 45). It then alleges:

25.  The Chirp Tone is functional when used in connection with
the appliedfor communicatias services. The Chirp Tone is an
operational alert tone when used in connection with services
provided via Motorola’s proprietary iDEN® handsets and iDEN®
infrastructure. The Chirp Tone provides an audible alert signal
that the walkietalkie service i€nabled and that a channel is
available for communications. The Chirp Tone is embedded into
the IDEN® handsets and is essential to the provision of services
provided via use of those handsets in the communications services
context. Although Motorola, as the IDEN® handset manufacturer,
affirmatively chose the Chirp Tone despite available alternative
tones, the Chirp Tone is functional at the iDEN® service provider
level because it cannot be removed or altered by iDEN®-fmdsh
talk walkietalkie communicatins services providers, such as
Nextel and Southern, or by ender consumers. Motorola’s
customers who offer IDEN®-based pushktalk walkie-talkie
communications services to consumers, including Nextel and
Southern, could not provide these servicesauthutilizing the

Chirp Tone. As a result, the Chirp Tone is essential to the use or
purpose of the appliefir services, and it affects the cost or quality
of the applied-for services. Nextel’s registration of the Chirp
Tone, and its associated presumption of exclusive rights to use the
Chirp Tone, would place its competitors who also provide
communications services via Motorola’s IDEN® handsets and
iIDEN® infrastructure at a significant neeputationrelated
competitive disadvantage.

This paragraph alleges that the Chirp Tone is “essential to the use or purpose of the
appliedfor servica’ becausat is “embedded into the IDEN® handsetahd“cannot be
removed or altered by ... communications services providers, such as Nextel and Southern, or by
enduserconsumers.” (Opp. 1 25). MoreovetMotorola’s customers who offer IDEN®-based
pushto-talk walkietalkie communications services to consumers, including Nextel and

Southern, could not provide these services without utilizing the Chirp T¢@pp. § 25). As to
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“competitive need the Notice of Opposition allegékat“Nextel’s registration of the Chirp
Tone, and its associated presumption of exclusive rights to use the Chirp Tone would place its
competitors who also provide communications services via Motorola’s IDEN® handsets and
iDEN® infrastructure at a significant non-reputation-related competitive disadvanta@2gp.
1 25. Taken as true, as they must be on a motion to dismiss, Motorola’s allegatiamthset f
plausible functionality claim under 15 U.S.C. § 105&}) SeeFair Indigo LLC, 85 U.S.P.Q.2d
at1538.

Nextel's Motion to Dismiss asserts that the Board must evalaeaidence of the
Morton-Norwichfactors. (Mot. to Dismiss a¥ (emphasis added)WWhile this is true at the
merits shge, the Board need not evaluate ‘@&wdence” at thepleadingsstage. Seege.g., Fair
Indigo LLC, 85 U.S.P.Q.2d at 1538 (“Applicant has confused the requirememieéaling
[grounds for opposition] with the requirements fiooving [grounds] at trial or on summary
judgment.”(emphasis addef) Thus, Nextel’sviorton-NorwichargumentsegardingMotorola’s
evidence and proofs are premature. Motorola’s functionality pleadings daoeesuiffinder the
applicableRule 8 pleading requirements.

Similarly, Nextel's substantiveargument regardinylotorola’s allegedability “to use an
entirely different electronic alert ton@i connection with its wireless devicissalso premature.
(Mot. to Dismiss aB-9). It is a substantive defense to Motorola’s fumaliy challenge, which
is inapplicable at the pleadings staggeeFair Indigo LLC, 85 U.S.P.Q.2d at 1538. Moreover,
even if the Board chooses to enterfdextel’s “alternative mark” argument at the pleadings
stage, iis misplaced because Motorola’s functionality challenge is based @umitienality of
the mark in connection wittihe applieefor services, which are offered by Motorola’s

customers-not Motorola. (Opp. 1 25). The inquiry is not whetliatorola could use a
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different tonen manufactung theessentiainfrastructure anthandsetsit is whether Nextel's
competitors—including Southern—couldse a different toneithout affecting the cost or
quality of ther competing communications servicess the Notice of Opposition allegasd
explains they cannot. (Opp. T 25\extel’s registration of the Chirp Tone, and its associated
presumption of exclusive rights to use the Chirp Tone, would place its competitors who also
provide communications services via Motorola’s IDEN® handsets and iDEN® infragteust
a significant non-reputation-related competitive disadvantay€.f Nextel disputes this
allegation it must do so on the meris trial

Moreover,Nextels Motion to Dismissonceds that Motorola’s Notice of Opposition
adequatly pleads a functionality claim against certain services identified in the aipghic
“Opposer’s argument is unusual, in that it asserts that the Chirp Tone is ‘fulicidpavith
respect to a narrow category of services provided exclusively liywtheurchasers of its own
proprietary equipment, and that it is ‘essential’ to the provision of those IDEN-psgemfic
services only because Opposer has itself decided not to provide for the use oéatdiffe
electronic tone for the ‘talk permit’ opional status alert on its\dees.” (Mot. to Dismiss at 8
(citing Opp. 1 25)). This admission alone is sufficientnegatats motion to dismiss the

functionality grounds.If Motorola’s Notice of Opposition states a functionality claim with

% Motorola has stading to assert functionality grounds for opposition because it is the actumefr and
licensor with respect to the handsets provided to Nextel and Southern entitche Chirp Tone. If
Nextel obtains registration for the Chirp Tone, it could attempssert its service mark against
Motorola’s ongoing nonrademark use of the Chirp Tone. Nextel could also attempt to assert jis Chir
Tone against Motorola’s other customers, which would likely result irsédes for Motorola while the
litigation is pending. Opp. 11 3637). Any @rtywho believes it is or will be damaged by registration of
a mark has standing to file a complaint. At the pleading stage, all tegisead is that a plaintiff allege
facts sufficient to show a “real interest” in the proceeding, and a “reasonable baikgbédief that it
would suffer some kind of damage if the mark is registefieB.M.P. § 309.03(b) (3d. ed. rev. 2011)
(citing Ritchie v. Simpsqri70 F.3d 1092, 50 U.S.P.Q.2d 1023, 1025 (Fed. Cir. 1999)). FLifthgrarty
can show standing on one ground, it has the right to assert any other grounds in aioo@posit
cancellation proceeding. T.B.M.P. § 309.03(b) (3d. ed. rev. 2011) (Eitihgdge, Inc. v. Excelerate
Energy LR 92 U.S.P.Q.2d 1537, 1543 n.I0T.A.B. 2009) (citation omitted)).

-6-
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respecto the “IDEN-productspecific services~—as Nextel concedesit would be improper to
dismiss that ground from the camtethe pleadings stag€onsequentlyiNextel’s functionality
arguments aremproperly directed to the merits, not the pleading§ee, e.g Fair IndigoLLC,
85 U.S.P.Q.2d at 1538.

I1I. Opposers’ NoticePleads Sufficient Facts in Support of the Preclusion Claims
A. Issue Preclusion

To prevail on itgssuepreclusioncollateral estoppeljrounds, Motorola willltimately
need to prove(1l) identity of issues in a prior proceeding; (2) the issues were actuabyddig
(3) the determination of the issues was necessary to the resulting judgmedn);thagérty
defending against preclusion had a full and fair opportunity to litigate the issues.
DaimlerChrysler Corp. v. MaydalB6 U.S.P.Q.2d 1945, 1948 (T.T.A.B. 2008).

Motorola’s Notice of Opposition pleads facts in support of each issue preclusi@nglem
which is all that is required at the pleadings staglee Notice provides factual backgnolfor
the Chirp Tone, including the prior proceeding and Nextel's pending application. (Opp. 11 6-
16). It then alleges:

27.  The Board sustained Nextel's opposition to Motorola’s
Chirp Tone trademark application in a June 12, 2009 precedential
decision Nextel Communications, Inc. v. Motorola, IGE.T.A.B.
Case No. 91/164,353)) publishedNesxtel Communications, Inc.

v. Motorola, Inc, 91 U.S.P.Q.2d 1393 (T.T.A.B. 2009). That
proceeding involved the identical sound mark, namely, the Chirp
Tone. In that proceeding, the Board held that the Chirp Tone was
not registrable on the Principal Register because it was not
inherently distinctive and had not acquired distinctiveness a
trademark in connection with the applied-for goods. The services
identifiedin Nextel's Chirp Tone service mark application at issue
in this proceeding are inextricably related to the goods identified in
Motorola’s Chirp Tone trademark application. Nextel provides
those services via Motorola’s IDEN® handsets and iDEN®
infrastrudure. In fact, Nextel's appliefbr communications

services are sold to consumers as a package together with
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Motorola’s IDEN® handsets. Consequently, the Chirp Tone
cannot be deemed non-distinctive and unregistrable as a mark in
connection with the goods, on one hand, while at the same time be
deemed distinctive and registrable in connection with the related
services, on the other hand.

28. The doctrine of issue preclusion operates as a bar to
Nextel’'s pending application to register the Chirp Tone a&s\ace
mark:

(@). Theissues in the present Chirp Tone service mark
opposition are identical to the issues in the prior Chirp Tone
trademark opposition, namely, whether the Chirp Tone is
distinctive and functions as a mark.

(b). The issues were actuallyigiated in the prior Chirp Tone
trademark opposition, resulting in a final judgment against
Motorola’s Chirp Tone trademark application.

(c). The determination of the issues of distinctiveness and
trademark use was necessary to the resulting judgmentlyname
that the Chirp Tone was non-distinctive and did not function as a
mark.

(d). The party defending against preclusion had a full and fair
opportunity to litigate the issues. In fact, as the party in the
position as the plaintifffopposer in the prior Chirp Tone trademark
opposition Nextel Communications, Inc. v. Motorola, Inc.
(T.T.A.B. Case No. 91/164,353)), Nextel was the party who
asserted and successfully proved the issues oflistinctiveness
and failure to function as a mark. In direct conttasts prior
position, upheld by the Board, Nextel now seeks titigate these
issues and prove that the Chirp Tone is distinctive and registrable
on the Principal Register.

Nextel's challenges to Motorola’s issue preclusion claim are largely argsiioe the
merits, which are inapplicable at the pleadings st&ge.example, Nextel argues tlifithe
issues resolved in the prior proceeding, which Opposer identifies in support of itsiorecl
claim, differ materially from the issues presented sndtrrent proceeding.” (Mot. to Dismiss
at 129. This is a denial and a substantive argument. A motion to dismiss is not the proper
vehicle for this type of challeng8eefFair Indigo LLC, 85 U.S.P.Q.2d at 1538\ extel goes on

to raise substantive and unsupported arguments regarding the nature of its aad/ibes
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conditions under which the Chirp Tone is emitted. (MwDismiss al2). These arguments are
not properly before the Board on a motion to dismiss.

Nextelalso argues thdfMotorola] seeks to preclude the Board from considering
evidencan this proceeding about whether [the Chirp Tone] is distinctive when used with respect
to Applicant’s applieder servicesmany ofwhich do not involve the emission of [the Chirp
Tone] in the corse of their operatigrand whether Applicant has used the mark in such a way
that it has acquired distinctiveness with exggo Applicant’s services.[Mot. to Dismiss at 1).
Motorola respectfully submits thikextel—as the party filing a motion to dismisss the party
seeking to “preclude the Board from considering evidence in this proceedind.. Motorola’s
grounds for opposition—including its preclusion grounds—should be adjudicated on the merits,
not on a motion to dismisdAt the merits stag, Nextel will be entitled tgresent its defense
explaining how i appliedfor “Chirp Tone” communications services, which previded via

Nextel'sresaleof Motorola’s“chirping” handset$ are allegedly separabémd ultimately
registrable AlthoughNextel’sargument runs contrary to established case law concerning
related goods and servigdgextel is free to pursue it at the merits sta§ee, e.gln re Tires,
Tires, Tires, InG.94 U.S.P.Q.2d 1154, 1157 (T.T.A.B. 200&l(ectingcase law regaing

distinctiveness of related goods and servicésinotion to dismiss is premature.

B. Claim Preclusion

To prevail on its claim preclusion (res judicata) grounds, Motorolantithatelyneed to
prove (1) there is identity of parties (or theirygs); (2) there has been an earlier final

judgment on the merits of a claim; and (3) the second claim is based on the same set of

* (Opp. 1 27).
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transactional facts as the firstZoba Int’l Corp. v. DVD Format/LOGO Licensing Corp8
U.S.P.Q.2d 1106, 1109 (T.T.A.B. 2011).

Motorola’s Notice of Opposition pleads facts in support of each claim preclusion
elementwhich is all that is required at the pleadings stafjfee Notice provides factual
background for the Chirp Tone, including the prior proceeding and Nextel's pendingpéppli
(Opp. 11 616). It then alleges:

27.  The Board sustained Nextel's opposition to Motorola’s
Chirp Tone trademark application in a June 12, 2009 precedential
decision Nextel Communications, Inc. v. Motorola, IGE.T.A.B.
Case No. 91/164,353)) publishedNesxtel Communications, Inc.

v. Motorola, Inc, 91 U.S.P.Q.2d 1393 (T.T.A.B. 2009). That
proceeding involved the identical sound mark, namely, the Chirp
Tone. In that proceeding, the Board held that the Chirp Tone was
not registrablen the Principal Register because it was not
inherently distinctive and had not acquired distinctiveness a
trademark in connection with the applied-for goods. The services
identified in Nextel’'s Chirp Tone service mark application at issue
in this proceeding are inextricably related to the goods identified in
Motorola’s Chirp Tone trademark application. Nextel provides
those services via Motorola’s IDEN® handsets and iDEN®
infrastructure. In fact, Nextel's appliddr communications

services are solth consumers as a package together with
Motorola’s IDEN® handsets. Consequently, the Chirp Tone
cannot be deemed non-distinctive and unregistrable as a mark in
connection with the goods, on one hand, while at the same time be
deemed distinctive and regigble in connection with the related
services, on the other hand.

29. The doctrine of claim preclusion operates as a bar to
Nextel’'s pending application to register the Chirp Tone as a service
mark:

(8. There is an identity of the parties. Nextel was the
plaintiffflopposer challenging Motorola’s Chirp Tone trademark
application, and Motorola’s predecesswiinterest (Motorola,

Inc.) was the defendant/applicant. In the present case, the parties
are reversed: Motorola is the plaintiff/opposer and Nexttie

Chirp Tone defendant/applicant.

(b). There was an earlier final judgment on the merits. The
Board entered a final judgment against Motorola’s application to

-10-
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register the Chirp TondNgxtel Communications, Inc. v. Motorola,
Inc. (T.T.A.B. Case No. 91/164,353)).

(c). The second claim is based on the same set of transactional
facts as the first. The identical Chirp Tone is at issue in both
proceedings. The proceedings involve the same issues and the
same set of transactional facts, namely, whetheCttig Tone

that is emitted by Motorola’s IDEN® handsets during the course of
Nextel's applieefor communications services is distinctive and
functions as a mark that is registrable on the Principal Register.
Due to the relatedness between the IDEN® handsets and the
iIDEN®-based communications services, there is no
distinguishable difference between Motorola’s use of the Chirp
Tone in connection with the goods at issue in the prior proceeding
and Nextel's use of the Chirp Tone in connection with the applied-
for services.

Similar to its challenges to Motorola’s issue preclusion claim, Nextel's arguiagaitsst
Motorola’s claim preclusion claim are merliased and inapplicable to a motion to dismSse
Fair Indigo LLC, 85 U.S.P.Q.2d at 1538Vhile Nextelis correct that the Board did nesue a
ruling on Nextel's pending Chirp Tone service mark application duringribeNextel v.
Motorola Chirp Tone trademark opposition proceeding, this is not dispositive of whether
Motorola’s claim preclusion groundse viable. AdNextel notes, its Chirp Torservice mark
application covering the identical sound mark was suspended during thEgxtet v. Motorola
opposition. (Mot.a@ Dismiss afl5). Motorola respectfully subrsithat its Notice of Opposition
acequately pleads claim preclusion grounds and that it should be entitled to pursuedbods gr
at trial on the merits

In sum, tis wellsettled that at the pleadings stage, factual allegatiuss$ be taken as
true. Seefair Indigo LLC, 85 U.S.P.Q.2d at 1538raken as true, these facts adequately plead
plausible grounds for opposing Nextel's Chirp Tone application on issugdandpreclusion

grounds. Nextel will have ample opportunity to challenge these grounds on theatrtdgts

proper stage of the proceedings.

-11-
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V. Opposers’ Notice Pleads Fraud Claims With Particularity
A. Motorola’s Notice of Opposition

Motorola’s Notice of Opposition adequately pleads fraud under the framework
established by the Federal Circuit and Board. “Fraud in procusegvace mark occurs when
an applicant knowingly makes false, material representations of fact in comneitti an
application.” Metro Traffic Control, Inc. v. Shadow Network Int04 F.3d 336, 340, 41
U.S.P.Q.2d 1369, 1373 (Fed. Cir. 1997) (cifirggres v. Cantine Torresella S.r.808 F.2d 46,
47-48, 1 U.S.P.Q.2d 1483, 1483-84 (Fed. Cir. 1986)). The Federal Circuit revisited trademark
fraud in 2009. “[A] trademark is obtained fraudulently under the Lanham Act only if the
applicant ... knowingly makes false, material representation with the intent to deceive the
PTO.” In re Bose Corp.580 F.3d 1240, 1245, 91 U.S.P.Q.2d 1938, 1941 (Fed. Cir. 2009).

The Board has applied the re Bosestandard within the context of Rule 12(b)(6)
motions to dismissIn doing so, it held that “[t|he elements of fraud must be pleaded with
particularityin accordance with Fed. R. Civ. P. 9(bP&troleos Mexicanos v. Intermiz S.A.
Cancellation No. 92/052,292010 WL 5574282 at *4 (T.T.A.B. Dec. 28, 2010). The
pendtimate fraud allegation in theetroleospetition was:

“On information and belief, Respondent’s statements to the USPTO attesting tha

it was using the PEMEX mark in interstate commerce in connection with all of

the goods and services recited in [regigirg were material misrepresentatson

that were intended to deceive the USPTO into believing that Respondent’s

Alleged Mark had met the statutory conditions for filing a Statement of Use

required to grant a registration for the mark. Such statementsnateeal

because the USPTO would not have granted [registration] in the absence of

Respondent attesting that it had met these requirements.” (Petition Y 38.)
Petroless, 2010 WL 5574282 at *5 (quoting petition for cancellation).

The Board clarified thah deciding a motion to dismiss, factual allegations pertaining to

the fraud “must be accepted as true” and that allegations based on “information dhdreelie

-12-
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permissible so long as they are accompanied by a statement of facts ugotheHuelief is
founded.Id. at *1, *4. Consequently, it denied respondent’s motion to dismiss the cancellation
petition. “Based on this pleading, petitioner alleges with particularityéispondent
knowingly, with the intent to deceive the USPTO, made a material misrepresetttatiarwas
using its mark in commerce in the United States on the identified goods andssasvafehe
time it filed its statement of use, when no such use had been nddat™5; see also
Meckatzer Lowenbrau Benedikt Weis KG v. @/@ibld, LLC 95 U.S.P.Q.2d 1185, 1187
(T.T.A.B. 2010)(denying motion to dismiss fraud grounds).

Motorola’s Notice of Opposition also satisfies this fraud pleading standtaatleges—
with particularity—two fraudulent acts committed by Nextel in conratiith its Chirp Tone
service mark application. The first fraud is an owelusive recitation of services:

33. On February 25, 2005, Nextel filed a bssed service

mark application asserting that the Chirp Tone was in use as a
service mark in commee in connection with a variety of
communications services in International Class 38. As of the
February 25, 2005 filing date of the use-based Chirp Tone service
mark application (Ser.No. 78/575,442), Nextel had not made
service mark use of the Chirp Tone in connection with any services
other than, at most, two-way radio services offered via Motorola’s,
or its licensee’s, IDEN® handsets and iDEN® infrastructure.
Consequently, Nextel's claim that the Chirp Tone was used as a
service mark in connection with the additional nDEN®

services identified in the application was false, namely, “electric
transmission of data, pictures, music, video, and other electronic
information via wireless networks; Electronic transmission of text,
images, data, music and information by means of cellular
telephones, digital cellular telephones, mobile telephones,
handheld units, namely, personal computers and digital assistants
(PDAs), dispatch radios, and pagers; Paging services;
Transmission of positioning, tracking, monitay and security data
via wireless communications devices; Mobile telephone
communication services; Wireless data services for mobile devices
via a wireless network for the purpose of sending and receiving
electronic mail, facsimiles, data, images, musifgrmation, text,
numeric messaging and text messaging and for accessing a global
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communications network; Telecommunication services, namely,
providing user access to telephone and Internet wired or wireless
networks for the transmission of voice, data, images, music or
video via a combination of persistent interconnection and instant
interconnection/instant interrupt technologies.” That false
statement was material because the U.S.P.T.O. would not have
allowed the application to proceed as a lbased aplication as to
those services if it was aware that the mark was not in use
therewith. However, the U.S.P.T.O. relied on that false statement
and Nextel obtained a benefit that it would not have otherwise
received, namely, publication of the Chirp Tone/ge mark
application with the falsefglaimed services. Upon information
and belief, Nextel knowingly and intentionally made that false
material statement with the intent to deceive the U.S.P.T.O.

The second fraud is a fraudulent claim of “substantially exclusive” use of the Tine.

34. Moreover, on April 29, 2010, Nextel submitted a
declaration alleging that it had made “substantially exclusive and
continuous use in commerce” of the Chirp Tone. Nextel made this
statement under oath in connection with an acquired
distinctiveness claim under Section 2(f) relating to the IDEN®
based services identified in the Chirp Tone service mark
application. However, Nextel submitted this claim despite actual
knowledge that its largest IDEN® competitor, Southern, also used
the Chirp Tone in connection with its directly competing iDEN®-
based pushe-talk walkietalkie services. In addition to its
marketplace awareness of Southern’s activities, Southern’s use of
the Chirp Tone, including Southern’s use in advegists
iIDEN®-based services, was made of record durind\treel
Communications, Inc. v. Motorola, InChirp Tone trademark
opposition proceeding (T.T.A.B. Case No. 91/164,353), which
preceded the Section 2(f) declaration. Consequently, Nextel's
April 29, 2010 statement made under oath that its use of the Chirp
Tone was “substantially exclusive” was knowingly false. That
knowingly false statement was material at this juncture because the
Board had already held that sound marks such as the Chirp Tone
were not registrable without a showing of acquired distinctiveness.
The U.S.P.T.O. would not have allowed the application to proceed
as to those services if it was aware that Nextel's use was not
“substantially exclusive.” However, the U.S.P.T.O. reliedrat

false statement and Nextel obtained a benefit that it would not have
otherwise received, namely, publication of the Chirp Tone service
mark application. Upon information and belief, Nextel knowingly
and intentionally made that false material statement with the intent
to deceive the U.S.P.T.O.
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Each of these fraud allegations is wakkaded. Thewoth allege, with particularity, that:

(2) Nextel made false statemest The pleadings, which must be taken as
true at the Rule 12(b)(6) stage, allege that Nextel made two false statentenfgstTalse
statement is Nextel's overbroad list of servid@py. 1 33). The second false statement is
Nextel’s false claim of “substantially exclusive” use of the Chirp T@yp( 1 34). Motorola
pleaded these factuallegations, which identified Nextel's false statements, with particularity.
Motorola did not make these factual allegations on “information and belief.” (Opp. 11 33, 34)

(2) Nextel's false statements were materialThe pleadings allege that the
false statements were material. As to the exaggerated list of se@mesf|(33), the pleading
alleges:That false statement was material because the U.S.P.T.O. would not have allowed the
application to proceed as a use-based application as to those safvicgas aware that the
mark was not in use therewith. However, the U.S.P.T.O. relied on that false statement and
Nextel obtained a benefit that it would not have otherwise received, namely, publication of the
Chirp Tone service mark application witretfalselyclaimed services.{Opp.{ 33).

As to the false claim of “substantially exclusive” u€pp. 1 34), the pleading
alleges:That knowingly false statement was material at this juncture because the Board had
already held that sound marks such as the Chirp Tone were not registrable without a showing of
acquired distinctiveness. The U.S.P.T.O. would not have allowed the application to proceed as
to those services if it wasvare that Nextel's use was ngubstantially exclusive.However,
the U.S.P.T.O. relied on that false statement and Nextel obtained a benefit that it would not have
otherwise received, namely, publication of the Chirp Tone service mark applicatipp’ v

34).
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Motorola pleaded these factual allegations, relating to matgriaiith
particularity. Motorola did not make these factual allegations on “information aiedl’bel
(Opp. 11 33, 34).

3) Nextel knowingly and intentionally made those false material
statements with theintent to deceive the U.S.P.T.OThe Board has clarégd that although the
underlying factual circumstances constituting the alleged fraud mustdmegdlavith
particularity under Rule 9(b), “intent, as a condition of mind of a person, may bedaverre
generally.” DaimlerChrysler Corp. v. American Motors Cor@4 U.S.P.Q.2d 1086, 1088
(T.T.A.B. 2010) (citing Fed. R. Civ. P. 9(b)). As described above, the pleadings adequately
allege that Nextel intended to deceive the U.S.P.T.O. when it made its falselmateria
misrepresentations.

As to Nextel's intent with rgeect to its exaggerated list of services, the pleading
alleges:Upon information and belief, Nextel knowingly and intentionally made that false
material statement with the intent to deceive the U.S.P.T(Opp. 1 33).

As to Nextel's intent with respect to its false claim of “substantially exclusive”
use, the pleading allegé€'s:. Nextel submitted this claim despite actual knowledge that its
largest iDEN® competitor, Southern, also used the Chirp Tone in connection with itsydirectl
competing IDEN®-based pusb-talk walkietalkie services.... In addition ... Southern’s use of
the Chirp Tone, including Southern’s use in advertising its IDEN®-based services, was made of
record during the [prior proceedings], which preceded the Section 2(f) declaration.
Consequently, Nextel's April 29, 2010 statement made under oath that its use of the Chirp Tone

was ‘substantially exclusive’ was knowingly false. ... Upon information and belief, Nextel
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knowingly and intentionally made that false material statement with the totdateive the
U.S.P.T.O.” (Opp. 1 34).

These allegations relating to Nextelisowledge, state of mind and deceptive intent
satisfy Rule 9(b). “Malice, intent, knowledge, and other conditions of a person’s myngema
alleged generally.” Fed. R. Civ. B(b). Moreover, the “upon information and belief’ language
is permissible here because it is accompanied by a statement of facts upothebielief is
founded. See Petroleq2010 WL 5574282 at *4, *5. The statement of facts set forth in 11 33
and34 identify with particularity Nextel'&nowingly false statements made in connection with
the opposed application, as well as the materiality of those staterfentis reasorextel’s
citations toAsian and Western Classics B.V. v. Se|l@U.S.P.Q.2d 1478 (T.T.A.B. 200&e
readilydistinguishable In that casépetitioner’s allegations ... regarding respondent’s alleged
false statements to the Office [were] basekklyupon information and belief.1d. at 1479
(emphasis added)rhe allegatiors in Asian and Westerfailed to satisfy Rule 9(b) because
“they [were] unsupported by any statement of facts providing the information upon which
petitioner relies or the belief upon which the allegation is founded (i.e., known information
giving rise topetitioner’s stated belief....”)Id. In contrast, Motorola’s Notice of Opposition
alleges the underlying factual predicates with particulamivy on “information and belief.”

(Opp. 11 33, 34). Motorola’s “upon informatiand belief’ language is directealy to

Nextel’s “‘intent, knowledge, and other conditions of a person’s mind,” which “may be alleged
generally.” Fed. R. Civ. P. 9(b). Consequently, Motorola’s allegation of Regtidition of
mind “upon information and belief’ is proper at theguings stageSee Petroleq2010 WL

5574282 at *4, *5.
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B. Nextel's Substantive ArgumentsRegarding Fraud
1. Nextel's Overstated List of Services

Nextel argues that it had made “use” of the Chirp Tone in connection wignattes
identified in the application. (MototDismiss at 18 Of course, this is a substantive defense
that Nextel will be entitled to assert at trial on the merits. At the pleadings stage, [&lstoro
allegation that Nextel did not use the mark in connection with certain iddrgdiwices must be
taken as trueFair Indigo LLC, 85 U.S.P.Q.2d at 1538\extel incorrectly characterizes this
allegatior—Nextel’'s nonuse—as being made on “information and belief.” It was not. It was a
factual statement alleged with particularitpp. T 33). Motorola’s “information and belief”
allegations were directed only to Nextel’s state of mind, which is entiretyiggble under Rule
9(b). See Petroleq2010 WL 5574282 at *4, *5.

Motorola’s factual allegations regarding Nextel's falsedgggerated claims of use, as
well as the materiality of those statements, were pleaded with particulamtyrdia invites the
Board to compare its factual pleadings with those approved by the BdaadhiterChrysler, 94
U.S.P.Q.2d 1086, 1088 (approvifagtual allegations such as “Registrant has never used its
[mark] in commerce in connection with automobiles.”). Motorola’s factual altegat-
including allegations that Nextel had not used the mark in connection with all afgplied-
services—must be tken as true Fair Indigo LLC, 85 U.S.P.Q.2at 1538. Nextel’'s denials
should be raised in an answer to the Notice of Opposition.

2. Nextel's “Substantially Exclusive” Use Claim

Nextel also argues that Motorola has improperly pleaded a fraud clainstlyextel's
claim of “substantially exclusive” use submitted in support of its Sectionla{fn.c In

challenging this ground for opposition, Nexte¢relyraisesa substantive defensélextel
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suggestshat its declaration was permissible based obet®f that the asserted thipdirty use
was “inconsegential or infringing.” (Mot. ® Dismiss at 21). As a defense, it has no bearing
on the sufficiency of Motorola’s pleadings. Moreover, it is entirely unsuppoNedtel's
purportedfactualjustification for the declaratiors presumably based on evidence outside the
scope of the pleadings because it is not in the recdirés asubstantivelefensehat Nextel may
attempt to prove at trial on the meritSee, e.g., L.D. Kichler Co. v. Davdhgc., 192 F.3d 1349,
1352, 52 U.S.P.Q.2d 1307, 1309 (Fed. Cir. 1999) (holding that the extent géahiydise for
Section 2(f) purposes constituted a genuine issue of material fact rendenimgus/ judgment
inappropriate). At the pleadings stage, btota’s wellpleaded allegation that Nextel was aware
of the pleaded third-party usebased on Nextel's competitive marketplace awarérass its
entry into evidence in the prior opposition proceefirgust be taken as tru€air Indigo
LLC, 85 U.S.P.Q.2d 1536, 1538. Nextel's substantive defenses should be raised in an answer,
not in a motion to dismiss.

Even assuming that its substantive “good faith” defense to Motorola’s Seciidrag¢f
claim was properly before the Board in a motion to dismiskich Motorola disputes—
Nextel’s reliance oiKing Autanotive Inc. v. Speedy Muffler King, In&67 F.2d 1008, 212

U.S.P.Q. 801 (C.C.P.A. 1981) is misplac&dng Autanotiveis the leading case on a trademark

® Nextel has not cited arfactualsupport for its purported belief that Southern’s use of the Chirp Tone
was “incorsequential or infringing.” Its motion cites theextel v. Motoroladecision as support (Mot. to
Dismiss at 221, n.6), but it has presented no evidence—nor could it upon a motion to dismiss—
establishing that Nextel's SectiorfRdeclarant relied on this opinion as justification for its claim of
“substantially exclusive” use. If this is, indeed, Nextel's defense, Nextelprmat this at trial.

® Opp. 134 (“... Nextel submitted this claim despite actual knowledge thatgest iDEN® competitor,
Southern, also used the Chirp Tone in connection with its directly competiingibBsed pushe-talk
walkie-talkie services.”).

" Opp. 1 34 (“In addition to its marketplace awareness of Southern’s asti@tuthern’s use of the
Chirp Tone, including Southern’s use in advertising its iDEN®ed services, was made of record
during the [prioMNextel v. Motorold Chirp Tone trademark opposition proceeding ... which preceded the
Section 2(f) declaration.”).
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applicant’s duty of candor in connection withtrademark application oath. It relates solely to
fraud allegations based an applicant’s awareness of thjpdrty use within the context of its
declaratiorthat “no other person, firm, corporation, or association, to the best of his knowledge
and belief, has the right to use such mark in commerce either in the identicahéoearf or in

such near resemblance therasoto be likely ... to cause confusion ..Id., 667 F.2d at 1010,

212 U.S.P.Q. at 802 (quoting trademark applicabiait). The petitimn for cancellation at issue

in King Autanotivewas defective because it contained no allegations relating to the
applicant’'s/regigant’s knowledge of third party concurrent utiest “would be likely to

confuse,” in violation of its application oatld., 667 F.2d at 1011, 212 U.S.P.Q. at 803.

In contrast, the fraud at issue in the present Chirp Tone opposition involves Nextel's
fraudulent declaration that its use of the Chirp Tone was “substantially exclugdep. T 34
Nextel made this falseatement in connection with its Section 2(f) claim of acquired
distinctivenesswhich is not limited to uses likely to cause confusibiextel affirmatively
submitted this fraudulent claim of “substantially exclusive” use to overcontextmmining
Attorney’s distinctiveness refusal. (Opp. 1 34). Unkkeg Autanotive the present claim does
not involve fraud in connection with the duty of candor inrginal application oath King
Autamotivedoes not address Section 2(f) declarations or Section &(f}.frlt relates solely to
fraud in connection with the initial application oatking Autanotive 667 F.2d at 1010, 212
U.S.P.Q. at 80%. Unlike an initial application oath, a Section 2(f) claim of substantially

exclusive use is not limited solely tairid-party uses that are likely to cause confusiSeel5

& Motorola also alleges fraud in connection with Nextel’s exaggerated recitdtirvices.(Opp. T 33).
However, Nextel does not challengpat fraud allegation under tiéng Automotiveule.

° Moreover, unlike the cancellation petitioneiimg AutomotiveMotorola is not urging the Board to
draw any factual “inferences” regarding Nextel's knowledge of Southern’s ulse Ghirp Tone oto
“imply” any factual circumstances constituting fraud. Motorola’s Noticemd3ition pleads Nextel's
fraudulent acts with particularit(Opp. 1 33, 34) For example, Motorola expressly pleads that Nextel
was aware of Southern’s thighrty use of the Chirp Tone. (Opp. 1 34).
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U.S.C. 8§ 1052(f)Flowers Indus., Incv. Interstate Brands Corpb U.S.P.Q.2d 1580, 1589
(T.T.A.B. 1987) (holding “descriptive” uses relevant to Section 2(f) analy8is) resultKing
Automdive does noexcuse Nextel'sraudulent‘substantially exclusivetlaim, nor does it
invalidate Motorola’s fraud pleadings. Motorola has adequately pleaded the undetyusl
predicate for Nextel’'s Section 2(f) frauevith particularity—as well as Netel's state of mind.
See Petroleq2010 WL 5574282 at *4, *5.

3. Patent Cases

Nextel also relies heavily on cases from the patent coniektidingExergenCorp. v.
WalMart Stores, InG.575 F.3d 1312, 91 U.S.P.Q.2d 1656 (Fed. Cir. 206@nayre
Electranics, Inc. v. Jacksqrl43 F.3d 851, 78 U.S.P.Q.2d 1641 (Fed. Cir. 2006),Jangber
Networks Inc. v. Shipley98 U.S.P.Q.2d 1491 (Fed. Cir. 20X&iting In re BP Lubricants USA,
Inc., 637 F.3d 1307, 1311-12, 97 U.S.P.Q.2d 2025, 2027-28 (Fed. Cir. 2011)). dDtntiss
at5, 17) To that end, the Federal Circuit recently revisite@&xsrgen holding inln re BP
Lubricants USA, In¢.637 F.3cat1311-12, 97 U.S.P.Q.2at 2027-28. That decision examined
pleading requirements for patent false maglkataims under 35 U.S.C. § 292, which require
intent to deceiveld. In re BP Lubricantseiterated the welsettled Rule 9(b) doctrine holding
that “malice, intent, knowledge, and other conditions of a person’s mind may be alleged
generally.” Id., 637 F.3d at 1311, 97 U.S.P.Q.22026 It confirms that at the pleadings stage
Motorola is not required to present any sort of “smoking gun” evidence provingl'Nexte
fraudulent intent. Motorola only needs to satisfy Rule 9(b), namely, by pleading umgléalsts
with particularity and state of mind generally. Fed. R. Civ. P. 9(b). Consequenttg)'slex
arguments regarding clear and convincing evidence, inferences, and burdens ofproof ar

premature. Motorola is not required to prove its case at the pleadings stage. The Board’
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Petroleosdecision sets forth the standards for evaluating a trademark fraud clain at th
pleadings stagePetroleos2010 WL 5574282 at *4. Motorola’s Notice of Opposition satisfies
this standard.

V. Conclusion

Nextel'sMotion to Dismiss constitutes a challenge to the merits of Motorola’s well
pleaded grounds for opposition. It is, in effect, an untimely motion for summary jatdgme
merits brief. At this stage of the proceedings, Motorola’s only obligation i&alglifficient
facts to plausibly state claims for relief. Motorola submits that it has met tloisrban all
grounds pleaded in the Notice of Opposition. Consequently, Motorola respectfullytsehees

Board to deny the Motion to Dismiss.

Respectfully submitted,
Dated: August 23, 2011 WINSTON & STRAWN LLP

By: /s/Thomas M. Williams
Thomas M. Williams
Sara Skinner Chubb
35 West Wacker Drive
Chicago, IL 60601
Telephone (312) 558-3792
Facsimile (312) 558-5700
tmwilliams@winston.com
schubb@winston.com
Attorneys for Opposers
Motorola Mobility, Inc. and Motorola
Trademark Holdings, LLC
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