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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria,Virginia 22313-1451

OPPOSERS'MOTION FOR SUMMARY JUDGMENT ON THE ISSUES OF RES
JUDICATA AND COLLATE RAL ESTOPPEL

Pursuant to Fed. R. Civ. P. 56, Trademark Rule 2.127(e)(1), and the Board’sdatddr
December 8, 2011, Opposers Motorola Mobility, Inc. and Motorola Trademark Holdings, LLC
(collectively,“Motorola”) hereby move for summary judgment on the growddss judicata
(claim preclusiohandcollateral estoppel (issue preclusion

Applicant Nextel Communications, Inc.’s “chirp” tone sound mark application iscbarre

under the doctrines of claim preclusion and issue preclusion. In a prior precetksrifiain

'In denying Applicant’s motion to dismiss the Notice of Opposition in the pressst the Board
specifically authorized the parties to submit croggions for summary judgment on these issues. (See
Order dated December 8, 2011 (Dkt. #8he parties ee allowed until sixty (60) days from the mailing
date of this order in which to file herein crasstions for summary judgment pursuant to Fed. R. Civ. P.
56, on the issue of res judicata and/or collateral estoppel.”).)



involving the same mark and parties, the Board held that the chirp tone sound mark was
unregistrable because: (1) it failed to function as a mark; (2) it was not irielistinctive; and

(3) it had not acquired distinctiveness. That prior proceeding: (1) bars this secoddsark
application involving the same parties dhd same claim under the doctrine of claim preclusion
(res judicata)and (2) bars relitigation of those same issues under the doctrine of issue qmeclusi
(collateral estoppel).

l. INTRODUCTION

Motorola and Applicant Nextel Communications, IfitNextel”) each applied to register
the identical audible sound mark. Both parties used identical descriptithressofindmarkin
their applicationsnamely, a tone at1800 HZ PLAYED AT A CADENCE OF 24
MILLISECONDS (MS) ON 24 MS OFF, 24 MS ON, 24 MS OFF, 48 N®B\.” Due toits
intermittent oroff-on-off-oncadence, th€hirp Tore sounds liken electronic “chirp”
(hereafter, the “Chirp Tone”)Motorola’s Chirp Tone application, Ser. No. 78/235,365,
covered communications gooitsinternational Clas8, namely ‘tellular telephones artd/o-
way radios”(the“IDEN® Goods™. Thereis no dispute thadllextel’s ChirpTone application,
Ser. No. 78/575,442, which is the application at issue in the present oppositios,thever
identicalChirp Tone sound markiNextel's applicatiorat issue in this proceeding covers
communications servs (the' iDEN® Services) offered to consumers through Motorola’s
iDEN® Goods.

Motorolafiled its Chirp Tonetrademarkapplication prior to Nextéd service mark

application As a result, Motorola’s application was published for opposition prior toeR&xt

2 A true and correct copy of the TARR listing for Motorola’s Chirp Toneieptbn (78/235,365) is
attached as Exhibit to the Declaration of Alissa Hodgson in Support of Opposers’ Motion for &oynm
Judgment on the Issues of Res Judicata and Collateral Estoppel §tfddgcl.”). The Hodgson Decl.
is filed as Appendix A to this motion.



Nextel opposed Motorola’s Chirp Toaeplicationon several grounds the prior preclusive
proceeding. Those grounds includkd claim thathe Chirp Tone did not function as a mark in
connection with the appliefr goodsand “is not inherently distinctive and has not acquired
distinctivenesss to the goods in the [application] ....” (App. A, Hodgson Decl. at BXe&tél
v. MotorolaOpp. 11 89(a))® That proceeding was captiondéxtel Communications, Inc. v.
Motorola, Inc, Opp. No. 91/164,36(ereafter, Nextel v. Motorolg. Nextel ultimately
prevailed inthe Nextel v. Motorolgroceeding The resulting decision wamiblished adextel
Communications, Inc. v. Motorola, In@1 U.S.P.Q.2d 1393 (T.T.A.B. 2009) (precedentikt).
that preedentiaNextel v. Motorolalecision, the Board refused registration on three grounds:

(1) The Board held that the Chirp Tone failed to functioa aademark in connection
with “two-way radios.” It based its holding on issue preclusion grdumetsausét held that the
issue was actually decid@da prior proceeding between Nextel and Motordth.at 1399. That
prior proceeding was an opposition filed by Nextel against Motorola’s apphdatiregister a
similar “chirp” sound mark broadcast at a lower 911 Hz pitch (Ser. No. 78/23%&I8after,
the “911 Hz Chirp”) In thatfirst opposition (Opp. No. 91/161,817he Boardheldthat
Motorola’s 911 Hz Chirp failed to function as a mark in connection with two-way radcst
1399. As a restt of the 911 Hz Chirp holdingyiotorola’s application to register ti@hirp Tone
for two-way radios was barred on issue preclusion grouniextel v. Motorola Id.

(2) The Board heldhatthe Chirp Tone was not inherently distinctive in connection with

“cellular telephone$ Nexte| 91 U.S.P.Q.2d at 1408nd

% A true and correct copy of Nextel's Amended Notice of Oppositidteixtel v. Motorolg“ Nextel v.
MotorolaOpp.”) is attached as Exhibit 2 to the Hodgson Decl.

* Although Nextel did not plead ihiits Amended Notice of Opposition, the Board deemed the pleadings
to be amended to include issue preclusion as a ground for opposigate] 91 U.S.P.Q.2d at 1399.
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(3) The Board held that the Chirp Tone had not acquired distinctiveness in connection
with “cellular telephones.'Nexte] 91 U.S.P.Q.2d at 1408.

Nextelchose to oppose Motorola’s Chirp Tone application on invalidity grounasusit
now live with theconsequencesf that prior proceeding. The U.S.P.T.O., including Board
precedent, recognizes the concept of “related” goods and services. Itsettlet that a mark
which is unprotectable in connection whrticulargoods is also unprotectable in connection
with the related servicesSee, e.g., In re Tires, Tires, Tiyé&l U.S.P.Q.2d 1153, 1157 (T.T.A.B.
2009) (precedential). However, timsoceedinggoes beyond mere “related” goods anvises.
Nextel's applieefor communicationservices arendivisible from the previously adjudicated
IDEN® Goods. As described below, the goods and services provided by Motorola and Nextel
under the Chirp Tonare inseparableAt Nextel's urging, the Bard held that the Chirp Tone
wasmerely art'operational alert tone.Nexte] 91 U.S.P.Q.2dt 1401-02. That holdinglso
dooms Nextel's Chirp Tone application.

As a result of the Board’s decisionNextel v. MotorolaNextel’sapplication to register
the Chirp Tone in connection witts iIDEN® Servicess precluded under the doctrines of claim
preclusion and issue preclusioMlotorola is entitled t@eummary judgment.

. STATEMENT OF FACTS
A. The Parties’IDEN® Goodsand Services

Motorola’s summary judgment motion is based on the Boarits precedentiaNextel
v. Motoroladecision published adlextel Communications, Inc. v. Motorola, el U.S.P.Q.2d
1393 (T.T.A.B. 2009) (precedential). The mark at issudexktel v. Motorolavas an audible
sound mark, th&Chirp Tong” which was embedded into Motorola handsets operating on its

proprietary IDEN® network. iDEN® stands fomtegratedligital enhanced atwork.” (App.



B, Aloumanis Decl{3.)> All iDEN® handsets emit the Chirp Tone. (App. A, HodgsemlDat
Ex. 3 (Aloumanis Testimony &).°)

The distinguishing characteristic of the IDEN® product line is the incorporatian of
walkie-talkie feature into a cellular telephone. iDEMandsets operate on Motorola’s
proprietaryiDEN® network. Nexte] 91 U.S.P.Q.2d at 1397; App. B, Aloumanis D&8.
Motorola sells the handsets and the operating infrastrddtuies customers who, in turn, sell
the handsets to engser consumeras part of communications services packages. Motorola’s
two largest DEN® customers are Nextel and Nextel’'s competitor Southern Communications.
Nextel and Southern Communications purchase iIDEN handsets and network infrastraotu
Motorola, then re-sell the handsets to end-user consifmdexte] 91 U.S.P.Q.2d at 1393ee
also App. A, Hodgson Decl. at Ex. 8dhweitzer Testimoriyat 1314)and Ex.3 (Aloumanis
Testimony at 28) As the Board held iNextel v. Motorola“[tjogether, the parties have been in
a long-standing business relationship, whereby [Motorola] manufactures phones and phone
accessories that function on MOTOROLA network infrastructure operatedexydlN and
which phones and accessories are sold to [Nextel] for resale to [Nextelsgqiceéirvice

customers.”Nexte] 91 U.S.P.Q.2d at 1398.

® The Declaration of Peter Aloumanis in Support of Opposers’ Motion for Spymiudgment on the
Issues of Res Judicata and Collateral Estoppel (“Aloumanis Dedif§dsas Appendix B to this motion.
® Excerpts from the testimonial deposition of Motorola witness PetemAdnis from the pridlextel v.
Motorola proceeding are submittess Ex. 3 to the Hodgson Decl. filed as Appendix A to this motion.
Motorola has concurrently filed a motion for leave under 37 C.F.R. § 2.122¢fytorr prior testimony
from theNextel v. Motorolgroceeding.

"The iDEN® infrastructure equipment is slied under a cooperation agreement between Motorola
Solutions, Inc. and Motorola Mobility, Inc. (App. B, Aloumanis Decl. at 4.)

& Nextel's iDEN® Services are offered under the name “Direct Connect.’h&wu€ommunications
(d/b/a SouthernLINC)’s iDEN® &vices are offered under the name “InstantLINC.” (App. A, Hodgson
Decl. at Ex. 3 (Aloumanis Testimony at 32-33).)

° Excerpts from the testimonial deposition of Nextel witness Mark Schevdibm the prioNextel v.
Motorola proceeding are submitted as. B to the Hodgson Decl. filed as Appendix A to this motion.
Motorola has concurrently filed a motion for leave under 37 C.F.R. § 2.122¢ytor prior testimony
from theNextel v. Motorolgroceeding.



Motorola’s IDEN® handsets emit the audible Chirp Tone in connection with the
handsets’ unique and distinguishivglkie-talkie communications featur&d.he handsets emit
the Chirp Tone Wwen a user initiates a walkialkie communicatiorand the handset is able to
establish B open channel for communications. (Dkt. #l@xtel Answet’ 174, 25.) When the
user hears the audible Chirp Tohe,or shenitiates the service arichows that the walki¢alkie
communicatiorservice is availableNexte] 91 U.S.P.Q.2d at 139%eealso App. A, Hodgson
Decl. at Ex.3 (Aloumanis Testimony at,83-34). The Chirp Tone signifies the “key
differentiatorfor [Motorola’s IDEN®] product relative to all the other handsets and equipment in
the market....” (App. A, Hodgson Decl. at ExtAoumanis Testimony at 134).)

B. U.S.P.T.O. Proceedings

Motorola filed its Chirp Tone trademark application (U.S.P.T.O. Ser. No. 78/23®865
April 8, 2003covering “cellular telephones and tway radios.” App. A, Hodgson Decl. at
Ex.1.) Nearly two yearsfter Motorola applied to register the Chirp Tone as a trademark,
Nextel applied to registehe identical Chirp Tonas a service mark in connection with its
communications servicedNextel's capending Chirp Tone service mark application (U.S.P.T.O.
Ser. No. 78/575,442) is at issue in the present proceeding. The U.S.P.T.O. suspended Nextel’s
Chirp Tone service mark application pending the outcome of Motorola’s prior-filed Thine
trademark application(Dkt. #1Q Nextel Answeff 7.)

Nextel opposed Motorola’s Chirp Tone trademark application on several grounds,
including that the Chirp Tone did not function as a mark in connection with the afiplied-
goods and “is not inherently distinctive and has not acquired distinctiveness asdodbéng

the [application] ....” (App. A, Hodgson Decl. at Ex.Neextel v. MotorolaOpp. 11 89(a))

1% Applicant’s Amended Answer to Opposers’ Netiof Opposition (“Nextel Answer”) appears at
TTABVUE Dkt. #10in the present case.



TheBoardsustained Nextel's opposition. It held that the Chirp Tone did not function as a mark
in connection withtwo-way radios” basedn a prior Board holding involving similar
Motorola “chirp” tone, the 911 HZhirp. Nexte] 91 U.S.P.Q.2d at 1399 (applying issue
preclusion) It furtherheld thathe Chirp Tone was not inherently distinctive and had not
acquired distinctivenesgith respect td cellular telephone’ Id. at 1408.

After the Board entered judgment against Motorola’s Chirp Tone trademark #pplica
the U.S.P.T.O. resumed examination of Nextel's co-pending Chirp Sevuee mark
application. TheU.S.P.T.O. ultimately publishedextel’sapplication for oppositionThe
services in Nextel's Chirp Tone applicati@s published for oppositiomclude “twoway radio
services”and “electronic transmission of voice ... by means of ... cellular telepticares other
closely related servicegU.S.P.T.O. Ser. No. 78/575,442Motorola filed the present Notice of
Opposition omultiple grounds, including claim preclusion and issue preclusion. Another
Motorola IDEN® customer and carriédputhern Communicationbas also ops®d Nextel's
Chirp Tone service mark application on other grounds. (App. A, Hodgson DEgl.5a)

C. Use of the Chirp Tone in Connection withMotorola’s IDEN® Goods and
Nextel'siDEN® Services

The Board held in the prigrecedentiaNextel v. Motorolalecisionthat Nextel's
appliedfor IDEN® Services “arelosely related to [Motorola’s] identified goods [cellular
telephones and twaray radios].” Nexte] 91 U.S.P.Q.2d at 1400. The Board further held that
Nextel's appliedfor IDEN® Services were “being offered to the same customers in the same
trade channels.ld. Indeed, the goods and serviegsssue are more than “closely related”
theyare inseparable

Motorola’sappliedfor IDEN® communications goods at issueNextel v. Motorolare

inextricably related to Nextel’s appligdr communications services. It is undisputed that



Motorolamanufactures thiDEN® handsets and thdi¢ iDEN® handsets emit the Chirp Tone
as an alert tonimm connection with the walkiglkie capabilityembedded into the handsets.
Nexte] 91 U.S.P.Q.2d at 1397, 1400-01. This walkikie capabilitysignified by the Chirp
Toneemitted from the handseitsthe key differentiator for the produanid the service (App. A,
Hodgson Decl. at Ex. &chweitzer Testimony at 886) and Ex. JAloumanis Testimony at 13
14); App. B, Aloumanis Declf3.)

Not surprisingly Nexte—Motorola'slargest iDEN® customer—featuredthe Chirp Tone
in its advertising for its IDER® communicationservicegrovided viathe handsets Nexte| 91
U.S.P.Q.2d at 1398; Dkt. #1Bextel Answef[5 (“[Nextel] ... admits that it has extensively
used the Chirp Tone to advertise its services, including fmdtsik services.”).Nextels
testimonial witness iNextel v. MotorolaMark Schweitzerconfirmed tlat Nextel used the
Chirp Tone in advertising itgppliedfor serviceqoffered under the name “Direct Connect
promote iIDEN®'’s unique operationfanctionality.

Q: You mentioned a moment ago that there’s a sound associated with Nextel's

Direct Conneceervice; is that right?

A: Yes.

Q: And what'’s that sound?

A: We commonly refer to it as the chirp. At various times-esers might call it

‘the beep’ or ‘Nextel me,” you know, because something of a verb that related to

peopleusing the Direct Connect calpility to have the chirp alert thenfApp. A,

Hodgson Decl. at Ex. @chweitzer Testimony at 58b).)

The precedingjuotation acknowledged the functionality of the Chirp Tone irctimeext
of Nextel's communications services, namely, to have the thliept” the user.(Id. at 54-55.)
The Chirp Tone is an operational alert tone in connection with the IDEN® Servicess just
was deemed an operational alert tone in connection with the IDEN® Ghiedste| 91

U.S.P.Q.2d at 1401-02. The following two quotasidurtheracknowledge the Chirp Tone’s

rolein connection with functional attributes of the goaatsl services, namelpEN®’s “instant



communications” capabilityid. at 56)andits ability to provide a “different solution” (idfpr
communicabns needs.

Q: Why did Nextel adopt the chirp for marketing and advertising its services?
A: Nextel from its earliest marketing sought to distinguish itself as the ultimate
productivity partner, so the ability to get things done instantly baeduse Direct
Connect was the most efficient form of wireless communication in terms of
instant communications, the chirp was synonymous witeddConnect and, as a
marketing reality, nobody else could provide that functionalityApp. A,
Hodgson Decl. at Ex. &chweitzer Testimony &5-56).)

...we needed a personality that associated us with, you know, a unique, different
solution to other wireless carriers, and the chirp was synonymous with that. (App.
A, Hodgson Decl. at Ex. &chweitzer Testimuy at 56).)

The following quotation acknowledged the ubiquity of the Chirp Tone in operation, apart
from any advertising or promotional activities:

...but whether you were a Nextel user or not, it became kind of inescapable to, at
your place of work, at sporting events, to have heard that sound, and so we sought
to take advantage of that sort of natural proliferation of sound, and, again, the
linkage to the core of our brand, which was getting things done in instant
communications. So we wanted to conneeery specifically to the Nextel

brand. (App. A, Hodgson Decl. at Ex(8chweitzer Testimony af7568).)

Similarly, Nextel's pleadings ilNextel v. Motorolanade the following admissions
regarding theverlap betweeMotorola’s“chirping” IDEN® Goods andNextel’'siDEN®
Services:

[Nextel] and [Motorola] have a long-standing business relationship, whereby
[Motorola] manufactures phones, and accessories therefor, for sale byl]Nexte
its wholly owned operating subsidiaries, for use with [Nextektlutar telephone
and dispatch servicedlextel v. MotorolOpp. 1 2. (App. A, Hodgson Decl. at
Ex.2.)

The [Chirp Tone in Motorola’s trademark application] consists of or comprises a
mark which so resembles a mark previously used in the United Sydtes»tiel],

i.e., the Nextel Chirff ..., as to be likely, when used on or in connection with the
goods of [Motorola], to cause confusion, or to cause mistake, or to deceive ....
Nextel v. MotorolaDpp. 1 9(c). (App. A, Hodgson Decl. at Ex. 2.)

! Nextel defined its “Nextel Chirp” as the mark at issue inghiseeding (Ser. No. 78/575,44Nextel
v. MotorolaOpp.710. (App. A, Hodgson Decl. at Ex. 2.)
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Upon information and belief, the goods for which [Motorola] is seeking
registration of the [Chirp Tone] are closely related to the services offgred b
[Nexte] under its Nextel Chirp and as set out in the Nextel Chirp Application.
Nextel v. MotoroleOpp. 1 11. (App. A, Hodgson Decl. at Ex. 2.)

Upon information and belief, the goods for which [Motorola] is seeking
registration of the [Chirp Tone] are ultimately offered to the same or similar
customers as the services offered by [Nextel] under its Nextel Chirp aeticag s
in the Nextel Chirp ApplicationNextel v. MotoroldOpp. 1 12. (App. A,
Hodgson Decl. at Ex. 2.)

Upon information and belief, the goods for which [Motorola] is seeking
registration of the [Chirp Tone] are ultimately offered through the samnelsa

of trade as the services offered by [Nextel] under its Nextel Chirp and ag set ou
the Nextel Chirp ApplicationNextel v. Motorolapp.  13. (App. A, Hodgson
Decl. at Ex2.)

If [Motorola] is granted registration of the [Chirp Tone] as set out in [Motaola’
Chirp Tone application], [Motorola] will obtain@ima facieexclusive right to

use the [Chirp Tone] in the United States despite the likelihood of confusion,
mistake, or deception with the Nextel Chirp; such registration will therebyimpai
and diminish [Nextel's] goodwill and rights in the Nextel Chirp, to the irreparabl
damage and injury dNextel]. Nextel v. Motorolapp. 1 16. (App. A, Hodgson
Decl. at Ex2.)

Finally, Nextel'sAnswer in the present casentairedthe following admissions:
[Nextel] admitsthat iDEN handsets provided by Nextel to its customers for use in
connection with its services emit the Chirp Tone when the user presses the push-
to-talk button and the network locates an open and available channel for
communication. (Dkt. #10Nextel Answelf 4.)
... [Nextel] admits that among other uses, the Chirp Tone can be used in
connection with communications services that utilize the Chirp Tone as an
operational alert tone. (Dkt. #1Rextel Answeff 17.)
There isno genuine dispute as to the overlap between Motorola’s IDEN® handsets at
issue in the prioNextel v. Motorolgroceeding and Nextel's IDEN® services at issue in the

present caseAs the Board has held, “IlNextel v. Motorol§ [Nextel] has establishefiat it is

the owner of application Serial No. 78/585,442 for the same 1800 Hz chirp sound mark covering
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services that are closely related to [Motorola’s] identified goods, and béered to the same
customers in the same trade channeldekte] 91 U.S.P.Q.2d at 1400.

[I. SUMMARY JUDGMENT STANDARD

“Summary judgment is an appropriate method of disposing of a case in which there is
genuine dispute as to any material fact, thus leaving the case to be resolveaitas af taw.”
Mattel, Inc. v. The Brainy Baby Co., LLO01 U.S.P.Q.2d 1140, 1142 (T.T.A.B. 2011)
(precedentigl Summary judgment is appropriate in preclusion caSegg.g, Zoba Int’l Corp.

v. DVD Format/LOGO Licensing Cor®8 U.S.P.Q.2d 1106, 1108-09 (T.T.A.B. 2011)
(precedentialjclaim preclusiol, DaimlerChrysler Corp. v. MaydaiB6 U.S.P.Q.2d 1945, 1949-
50 (T.T.A.B. 2008)precedentialfissue preclusion).

To prevail on a motion for summary judgment, a plaintifilst establish that there is no
genuine dispute as to its standing and as to the ground on which it seeks entry of summary
judgment.” Mattel, 101 U.S.P.Q.2d at 1142. Motorola’s motion meets kEjhirements
Motorola’s motion addresses standing in Section IV below. It addresses swbsjamtinds—
claim and issue pragsion—in Sections V and VI.

V. STANDING

Opposers Motorola Mobility, Inc. and Motorola Trademark Holdings, WilCbe
damaged if Nextel is granted a service mark registration for the Chirp Trotteceby Motorola
Mobility, Inc.’s IDEN® handsets Nextel'sprospectivdederal service mark registration
covering the Chirp Tone would entitle Nextel to certain statytcegumptionshat Nextel could
attempt to assert against Motorola Mobility, Inc.’s ongoing use of the Chirpif@o@nection

with its cellular handsets and infrastructure equipmeitsupplies to its customerd5 U.S.C. §

2The iDEN® infrastructure equipment is supplied under a cooperation agreement betweesidlo
Solutions, Inc. and Motorola Mobility, Inc. (App. B, Aloumanis Decl. at 4.)
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1057(b). If Nextel asserted this registration against Motorola or its customers, Qg

litigation would be costly and timeonsuming for Motorola Mobility, Indas the manufacturer

and seller of iIDEM handsetsand for Motorola Trademark Holdings, LLC (as the owner of
certain intellectual property rights relating to iDENroducts), both of whomrmay be called

upon to indemnify and defend MotorolaBEN® custoners. (App. B, AloumanisDecl. at6.)

If Nextel prevailed in that litigation, Motorola and its customers could be enjoioeduse of

the Chirp Tone under 15 U.S.C. § 1116 and susceptible to monetary relief claims under 15
U.S.C. 8§ 1117. Motorola has'real interest” in this proceedindRitchie v. Simpsqri70 F.3d

1092, 1095, 50 U.S.P.Q.2d 1023, 1025-26 (Fed. Cir. 1999). There is no genuine dispute as to
Motorola’s standing to oppose.

V. CLAIM PRECLUSION

Motorola is entitled to summary judgmesrt claim preclusion groundsn Nextel v.
Motorola, the Board held that the Chirp Tone was unregistialdennection with “cellular
telephones and tweray radios.” That precedential decision bars the same parties from
relitigating the same claim in¢hpresent case.

The Federal Circuit has identified the applicable factors for determining evidstim
preclusion ¢r res judicatapars a subsequent claleforethe Board “A second suit will be
barred by claim preclusion if1) there is identity of arties (or their privies); (2) there has been
an earlier final judgment on the merits of a claim; and (3) the second claim dsdvaee same
set of transactional facts as the firsiét, Inc. v. Sewage Aeration Sy223 F.3d 1360, 1362 55
U.S.P.Q.2d 1854, 1856 (Fed. Cir. 200Be also Zohe8 U.S.P.Q.2@t 1109. Each factor

favors Motorola.
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A. There is an Identity of Parties or Their Privies

The present case involves the same part@stheir privies—asthe priorNextel v.
Motorolacase. Nextel waa party in the prioNextel v. Motorolaase and in the present case.
On the “Motorola” side, although the applicant in the pNextel v. Motorolaase was
“Motorola, Inc.,” the new “Motorola” entities acting apposers in the present caseitse
privies.

Effective January 4, 2011, the corporation formerly knowrMst6rola, Inc’ (the Chirp
Tone applicant in the priddextel v. Motorolaase)underwent a corporate reorganization.

(App. B, Aloumanis Decl. at 2). As part of that reorganization, Motorola, Inc. changed #s nam
to “Motorola Solutions, Inc.” and spun off a new and separate corporate entity naroteatdisl
Mobility Holdings, Inc? Motorola Mobility Holdings, Inc. is comprised of two businesses:

mobile devices and home products. Opposer Motorola Mobility, Inc. is a subsidiary of Motorola
Mobility Holdings, Inc. and is its main U.S. operating division. (Id.) The corporate
reorganization also led to the creation of Motorola Trademark Holdings, Udd.

Opposers Motorola Mobility, Inc. and Motorola Trademark Holdings, LLC are each
successorf-interest to certain business activities and intellectual property rights of the
corporation formerly known as Motorola, Inc. (the applicaréxtel v. Motorola (Id.)

Motorola Mobility, Inc. is the successar-interest to the IDEN® handset business. (Id. at 4.)
The IDEN®Goods at issue in the pribiextel v. Motorolgroceeding are now products of
Motorola Mobility, Inc*® (Id.). Motorola Trademark Holdings, LLC is the successor Brést
to various trademark rights relating to the IDEN® handsets and infrastruldirat 5)

Consequentlythe “Motorola” opposersarein privity with the prior Motorola, Inc.Int’l

3 Through a cooperation agreement with Motorola Solutions, Inc., MotorolaiMphit. ako sells
infrastructure equipment to its customers that enables the IDEN® hsitalegierate on the proprietary
iDEN® network. (Id. at 4.)
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Nutrition Co. v. Horphag Res., L1220 F.3d 1325, 1329, 55 U.S.P.Q.2d 1492, 1495 (Fed. Cir.
2000) (“One situation in which parties have frequently been held to be in privity is kadyen t
hold successive interests in the same propert$éealsoT.B.M.P. 206.02 (3d. ed. rev. 2011)
(“In the field of trademarks, the concept of privity generally incluggsr alia, the relationship

of successive ownership of a mark (e.g., assignor, assignee) and the tefabbfrelated
companies’ with the meaning of the [the Trademark Act]Tfis satisfies factor one in the

claim preclusion analysisJet, Inc, 223 F.3d at 1362, 55 U.S.P.Q.2d at 1856.

B. There has been an Earlier Final Judgment on the Merits

The priorNextel v. Motorolapposition involving the Chirp Tone resulted in a final
judgment on the meritsThe Board sustaed Nextel's opposition to Motorola’s Chirp Tone
trademark application. The Board sustained the opposititmtas®-way radios orfailure to
function as a mark (via issue preclusion) grounds, and as to cellular telephones divdistiss
grounds.Nexel, 91 U.S.P.Q.2d at 1409 his satisfies factor two in the claim preclusion
analysis. Jet, Inc, 223 F.3d at 1362, 55 U.S.P.Q.2d at 1856.

C. Nextel's Claims arebased on the same set of Transactional Facts

Nextel's claims relating to service mark use and distinctiveness are based amehses
of transactional factas the prioNextel v. Motorolacase. The Federal Circunbtedthat
“transaction” hadeen defined by various couds “a ‘core of operative facts,’ the ‘same
operative facts,” or the ‘same nucleus of operative faatsl ‘based on the same, or nearly the
same, factual allegations.Jet, Inc, 223 F.3d at 1363, 55 U.S.P.Q.2d at 185&tions
omitted);Zoba 98 U.S.P.Q.2d at 1111 he “operative factsbefore the Board in therior

Nextel v. Motorolacase—andthe present caseare described below.
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1. The IDEN® Goods andiDEN® Servicesare Inseparable

In Nextel v. Motorolathe Board entered judgment against Motorola’s application to
register the Chirp Tone in connection wittwt-way radics” by holding that the Chirp Tone
failed to function as a trademarRhe Board reached this holding by finding tthetissueof
whether the Chirp Tone functioned as a maasfully litigated andactually decided in a prior
opposition proceeding between Nextel and Motordlaxte] 91 U.S.P.Q.2d at 1399 (citing Opp.
No. 91/161,817 involving/lotorola’s application to registéine similar 911 Hz Chirp in
connection with two-way radips As a resultthe Board held that tharior 911 Hz Chirp
decision was preclusive as to the tweay radios irNextel v. Motorola Nexte] 91 U.S.P.Q.2d
at1398-99.

That holding inNextel v. Motorolas preclusive in the present cagks explained above,
Nextel's admissiong its pleadings, the Board'’s findingsNextel v. Motorolaand witness
testimonyfrom Nextel v. Motorolaleave no doubt that thavo-way radioservice$ at issue in
the present casgeinextricably intertwined witlihe “two-way radio” goods irNextel v.
Motorola. The Board’s$holdingthat tre Chirp Tone failed to function as a mark in connection
with Motorola’s IDEN®two-way radiosprecludes Nextel’s clairthat theChirp Tone functions
as a mark in connection witts two-way radioservicesbecause those services are exclusively
provided via Motorola’s IDEN® handsets and iDEN® infrastructure. Givesyhwiotic
relationshipbetweerMotorola’s goods anllextel’sservices, there is no justificatidor
distinguishing between themSee In re Tires, Tires, Tire84 U.S.P.Q.2d 1153, 11%7.T.A.B.
2009) (precedential) (holdirgppliedfor “TIRES, TIRES, TIRES” markinregistrabldor retail
sales of tires because “a term that names the central focus or subject matteervitbsis
generic for the services themselvesi)re A La Vieille Rusie, Inc, 60 U.S.P.Q.2d 1895, 1900

(T.T.A.B. 2001) (precedential) (“a term which is generic for a particldasmf goods is also
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deemed to be generic for the services of selling those gotis®) Log Cabin Homes, Ltd52
U.S.P.Q.2d 1206, 121(0.T.A.B. 1999) (rejecting applicant’s proposed distinction between
“services” and “goods”) Motorola is entitled to summary judgmesn Nextel's claimthat the
Chirp Tone functions as a mark in connection witb-way radio services

2. Cellular Telephone Good and ServicesNo Inherent Distinctiveness
(InreVertex)

After holding the Chirp Tone unregistrable in connection vititro-way radios™for
failure to function as a markhe Board turned its attention‘“wellular telephones It held that
the Chirp Tone was not inherently distinctive because “cellular telephones, indloosagmade
by [Motorola] that emit the chirp, fall into the category of goods that make souneéiimormal
course of operation.Nexte] 91 U.S.P.Q.2d at 1400. As a restj¥) otorola’s] chirp, used in
connection with cellular telephones, falls into the category of sounds that cannot betiphere
distinctive and may only be registered upon a showing of acquired distinctiveitesst1400-
01 (citingIn re Vertex Group.LC, 89 U.S.P.Q.2d 1694, 1700 (T.T.A.B. 2009)).

In the present case, Nextel has admitted that the Chirp Tone is emitted in the norma
course of its services. (Dkt. #1extel Answef[{ 4%, 17°) Given the relationshipetween
Motorola’s IDEN® Goods and NextslIDEN® services, thén re Vertexrule as applied to
inherent distinctiveness for Motorola’s cellular telephones mgstapply to Nextel’s services.
Notably, the Examining Attornegssigned tdNextel’s Chirp Tone application held that it did.
(Office Action dated October 29, 20Q9t]he applicant [Nextel] is cautioned that, for the

services that involve sound, the applicant [Nextel] will need to demonstrate dcquire

14 “INextel] admits that iDEN handsets provided by Nextel to its cust®fioe use in connection with its
servicesemit the Chirp Tone when the user presses thefodisttk button and the network locates an
open and available channel for communication.” (Dkt. #ldéxtel Answer { 4.)

15« [Nextel] admits that among other uses, the Chirp Tone can be used intammméth
communications services that utilize the Chirp Tone as an operationabate” (Dkt.#10, Nextel
Answer § 17.)
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distinctiveness. In other words, where the sound is emitted in the ordinary doilnseservices,
the applicant [Nextel] will have to demonstrate that consumers recognize ttieasoa
trademark”)) The Board’sNextel v. Motorolaéholding that the Chirp Tone was not inherently
distinctivebased on thén re Vertexrule precludedNextels inherent distinctiveness claim
Motorola is entitled to summary judgment Nextel's claim that the Chirp Tone is inherently
distinctive in connection with cellular telephone communications services.

3. Cellular Telephone Goods and Servicelo Acquir ed Distinctiveness
(Concurrent Uses)

“Because the chirp lacks inherent distinctiveness for [Motorola’s] celieliphones, the
chirp may be registered only upon a showing of acquired distinctivendssgté] 91 U.S.P.Q.2d
at 1401.In analyzingacquired distinctiveness, the Board looked at evidence invdiveng
parties’use of the Chirp Tonéheir promotional efforts, such as product placement, radio and
television advertisingsurvey evidence, and a-operative advertising prograniNexte| 99
U.S.P.Q.2d at 1403-08Those same transactiorfatcts will be at issue in the present case, where
Nextel seeks registratiasf theidentical Chirp Tone in connection with its related
communications servicasdfered concurrently and in association with Motai®goods That
circumstance is Nextel's undoing in the present case.

In Nextel v. Motorolathe Board held that the “most damaging” evidewad& respect to
acquired distinctiveness was Motorola’s non-exclusive use of the Chirp Tone:

What is perhapthe most damaging to applicanfidotorolas] case for acquired

distinctiveness is that the record establishes that oppdextel] has been

extensively using the chirp in advertisements in connection with its sergicas f

number of years. And, ‘[iln most oppositions to registrations under Section 2(f),

prevailing opposers have presented some evidence that the mark has not acquired

distinctiveness, such as others’ use of the proposed mark or similar marks.’
[Citations omitted.] Here, oppositextel] has demonstrated that it has used the
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chirp in connection with its services for promotional purposes nearly as long as
applicant{Motorola].

Nexte] 91 U.S.P.Q.2d at 1408.

Just as Nextel'soncurrent use of the Chirp Tone in connection withellsted services
rendered Motorola’s use of the Chirp Tone soibstantiallyexclusivein Nextel v. Motorola
Motorola’s use of the Chirp Tone in connection with its related goatders Nextel's use nen
substantiallyexclusive in the present case.

There isno dispute that both Motorola and Nextel concurrently use the Chirp Tidree.
parties’ concurrentise was the subject of the pridextel v. Motorolaase. Although Nextel
may argue that Motorola’s Chirp Tone use is irrelevant because it wdseraed egstrable
trademark use, such an argument would be contrary toestablished case lavieven “non-
trademark” use defeats a claim of substantially exclusive seel5 U.S.C. § 1052(f}lowers
Indus., Incv. Interstate Brands Corp5 U.S.P.Q.2d 1580, 1589 (T.T.A.B. 1987) (holding
“descriptive” uses relevant to Section 2(f) analysv)reover, Nextel admitted that its
competitor Southern Communications uses the Chirp Tone in connection with its competing
servicesn a limited geographic aregDkt. #1Q Nextel Answeff 5.)

D. Conclusions Regarding Claim Preclusion

The facts described abovelating to the partieshseparable and concurrent use of the
Chirp Tone make up tHeore of operative facts,” which Nextel cannot dispute. Nextel
prevailedin the priorNextel v. Motorolacase and cannot avdidatholding in this subsequent
casebased on the same set of transactional fadtstorola respectfully submits thttere can be
no dispute as thlextel v. Motorola’greclusive effect with respect to Neks claim that the
Chirp Tone functions as a mark andlistinctive. Motorola is entitled to summary judgmean

claim preclusion grounds.
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VI. ISSUE PRECLUSION

Motorola isalsoentitled to summary judgment on issue preclusion groutjuélhere
common isues ... are actually litigated in the earlier proceeding, issue preclusiomevein
their relitigation.” Jet 223 F.3d at 1366, 55 U.S.P.Q.2d at 1859. Issues common tNdadt
v. Motorolaand the present case afE} whether the Chirp Tone funotis as a mark2)
whether the Chirp Tone is inherently distinctive; and (3) whether the Chirp Toneduaedc
distinctiveness.

The Federal Circuit has identified tf@lowing factors for determining whethessue
preclusion (orcollateral estoppebars re-litigation of thesessues: (1) identity oftheissues in a
prior proceeding; (2) the issues were actually litigated; (3) the deternmdtibe issues was
necessary to the resulting judgment; and (4) the party defending against prelcadia full and
fair opportunity to litigate the issuedet 223 F.3dat 1366, 55 U.S.P.Q.2d at 185&e also
DaimlerChrysler 86 U.S.P.Q.2at1948. Each factor favors Motorola.

A. Identity of Issues in a Prior Proceeding

In the priorNextel v. Motorolacase, lhe Board adjudicatetthe following issues(1)
whether theChirp Tone functioadas a markn connection with twavay radiosj2) whetherit
was inherently distinctive in connection with cellular telephones{@nahether it had acquired
distinctivenessn connection with cellular telephones. In resolving those isdue&dard held
(1) the Chirp Tone failed to function as a mark in connection tith-way radios’via issue
preclusion Kexte] 91 U.S.P.Q.2d at 1389; (2) the Chirp Tone was not irdrently distinctive
(id. at 1408); and (3) it had not acquired distinctiveness with respect to “cellufaraets (id.

at 1408). Although the Board adjudicated the Chirp Tone in connection with goods—as opposed

'® Preclusion was based on Opposition No. 91/161,817 involving Motorola’s 911 Hz Chirp sound mark
application, also successfully apged by NextelNexte] 91 U.S.P.Q.2d at 1398-99.
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to services—in Nextel v. Motorolagiventhe inseparable nature llotorola’s IDEN®R Goods
and Nextel's IDEM® Services, the “issig of whether the Chirp Tonfeinctions as a mark
whether it is inherently distinctive, and whether it has acquired distinctsvareadentical.
Nexte| 91 U.S.P.Q.2d at 1400 (findimMdextel's servicesclosely related to [Motorola’s]
identified goods”). This satisfies factor one in the issue preclusion analgsjdnc, 223 F.3d
at 1366, 55 U.S.P.Q.2d at 1859.

B. The Issues Were Actually Litigated

There can be ndispute that the Chirp Tone’s ability to function as a mark, as well as its
inherent and acquired distinctivenesgreactually litigated in the pridlextel v. Motorolaase.
The Board entered a final judgment on the merits sustaining Nextel's oppositiandmM’s
Chirp Tone application on those groundexte] 91 U.S.P.Q.2d at 1408-09his satisfies
factortwo in the issue preclusion analysi#et, Inc, 223 F.3d at 1366, 55 U.S.P.Q.2d at 1859.

C. The Determination Was Necessary to the Resultingudlgment

Similarly, there can be no dispute that the Board’s determinations regdrdiGdirp
Tone’sability to function as a markand its inherent and acquirditinctivenesswere
necessary tthe judgment. The Board entered judgment against Motorola’s Chirp Tone
application on those groundblexte] 91 U.S.P.Q.2d at 1408-09. The Board hfljitrademark
claims relating tdwo-way radioswvere barredor failure to function as a mark, vissue
preclusion groundsd. at 1398-99; (2) inherent distictivenessvasbarred undemn re Vertex
(id. at1400-01); and (3) acquired distinctivenésised based on the partiesdncurrent and non-
exclusive useg of the Chirp Toned. at 1408.

This third issue is particularkglevantto the present caselrhe Boardheldthatthe
parties’ concurrent uses weraost damaging” to th€hirp Toneacquired distinctiveness claim.

Nexte| 91 U.S.P.Q.2d at 1408 he concurrent use issue similarly bars Nextel's acquired
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distinctiveness claim in the present case. Tharebe no dispute thdti$ same issue was
raised—and adjudicated-by the Board ifNextel v. Motorola.Nexte| 91 U.S.P.Q.2d at 1408
(finding concurrent uses of the Chirp Tone by Nextel and Motorola to be “most dan@aging
applicant’s case for acquired distinctiveness”)

Each determinatiowasnecessary to the resulting judgment that the Chirp Tone was not
registrable as a markd. at 1408. This satisfies factor three in the issue preclusion analgs;s.
Inc., 223 F.3d at 1366, 55 U.S.P.Q.2d at 1859.

D. Nextel Had a Full and Fair Opportunity to Litigate the Issues

As the opposer in the pridiextel v. Motorolacase, Nextel was the party who asserted
and successfully proved the issues of failure to function as a matacknofinherent and
acquireddistinctiveness.Nexte] 91 U.S.P.Q.2d at 1408-09. Nextel chose to oppose Motorola’s
Chirp Tone application omvalidity grounds despite knowing that it had a pending application
on file to register the identical mark in connection witlcaacomitaniDEN® services.lt is
now bound by the outcome of that opposition. This satisfies factor four in the issue preclusi
analysis. Jet, Inc, 223 F.3d at 1366, 55 U.S.P.Q.2d at 1859.

E. Conclusions Regarding Issue Preclusion

In direct contrast to its prior positi in Nextel v. Motorolaupheld by the Board, Nextel
seeks to rditigate these issues and establish:tfiBtithe Chirp Tondunctions as a mark2) is
inherentlydistinctive (3) has acquired distinctivenessd is ultimatelyegistrable on the
Principal Register HoweverNextelis bound by the pridlextel v. Motorolalecision it
obtained in 200@ndis now precluded from relitigating those issues in this proceeding.

VIl.  CONCLUSION

Motorola respectfully requests the Board to grant its motion for summary jutigme

claim preclusion and issue preclusion ground®torola is entitled to judgment in its favon
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all Class 38 services identified in Nextel's Chirp Tone service mark applidzgsd on the
Board’s precedential ruling in the pribiextel v.Motorola caseinvolving the same parties and

the identical Chirp Tone marK.

Respectfully submitted,
Dated: February 6, 2012 WINSTON & STRAWN LLP

By: /s/Thomas M. Williams
Thomas M. Williams
Sara Skinner Chubb
35 West Wacker Drive
Chicago, IL 60601
Telephone (312) 558-3792
Facsimile (312) 558-5700
tmwilliams@winston.com
schubb@winston.com
Attorneys for Opposers
Motorola Mobility, Inc. and Motorola
Trademark Holdings, LLC

" To that end, Motorola urges the Board to treat the apfiedommunications services as a unitary
group for preclusion purposeSee, e.g., In re Analog Devices [r&€U.S.P.Q.2d 1808, 1810 (T.T.A.B.
1988) (maintaining refusal as to all goods in a class).
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