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Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers Information

Name Motorola Mobility, Inc.

Granted to Date 06/22/2011

of previous

extension

Address 600 North U.S. Highway 45
Libertyville, IL 60048
UNITED STATES

Name Motorola Trademark Holdings, LLC

Granted to Date 06/22/2011

of previous

extension

Address 600 North U.S. Highway 45
Libertyville, IL 60048
UNITED STATES

Attorney Thomas M. Williams

information Winston & Strawn LLP

35 W. Wacker Drive

Chicago, IL 60601-9703

UNITED STATES

tmwilliams@winston.com, docketCH@winston.com, ahodgson@winston.com,
iagarcia@winston.com Phone:(312) 558-5600

Applicant Information

Application No 78575442 Publication date 02/22/2011
Opposition Filing 06/22/2011 Opposition 06/22/2011
Date Period Ends

Applicant

S-N MERGER CORP.

2001 EDMUND HALLEY DR.
RESTON, VA 20191
UNITED STATES

Goods/Services Affected by Opposition

Class 038. First Use: 1997/05/16 First Use In Commerce: 1997/05/16

All goods and services in the class are opposed, namely: Telecommunication services, namely,
electronic, electric and digital transmission of voice, data, pictures, music, video, and other electronic
information via wireless networks; Two-way radio services; Electronic transmission of voice, text,
images, data, music and information by means of two-way radios, mobile radios, cellular telephones,
digital cellular telephones, mobile telephones, handheld units, namely, personal computers and
digital assistants (PDASs), dispatch radios, and pagers; Paging services; Transmission of positioning,
tracking, monitoring and security data via wireless communications devices; Mobile telephone
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communication services; Wireless Internet access services; Wireless data services for mobile
devices via a wireless network for the purpose of sending and receiving electronic mail, facsimiles,
data, images, music, information, text, numeric messaging and text messaging and for accessing a
global communications network; Telecommunication services, namely, providing user access to
telephone and Internet wired or wireless networks for the transmission of voice, data, images, music
or video via a combination of persistent interconnection and instant interconnection/instant interrupt
technologies; Wireless communications services

Grounds for Opposition

The mark is merely descriptive Trademark Act section 2(e)(1)

The mark comprises matter that, as a whole, is Trademark Act section 2(e)(5)

functional

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Other Failure to function as a mark (15 U.S.C. 1051,
1052, 1127). Issue preclusion. Claim preclusion.
Non-use (15 U.S.C. 1051).

Attachments Notice of Opposition.pdf ( 19 pages )(74536 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /sIThomas M. Williams
Name Thomas M. Williams
Date 06/22/2011




Serial No. 78/575,442
Attorney Docket No. 035115.00058

INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ApplicationSerialNo. 78/575,442

Filed: February 25, 2005

Published: February 22, 2011, in (B#icial
Gazette

For: SOUND MARK "
Opposition No.

Motorola Mobility, Inc. and Motorola
Trademark Holdings, LLC,
NOTICE OF OPPOSITION

Opposers,
VS.

Nextel Communications, I nc.

N N N N N N N N N

Applicant.

UNITED STATESPATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, Virginia 22313-1451

Opposers Motorola Mobility, Inc. and Motorola Trademark Holdings, LLC (colelsti
“Motorola”) believe that they will be damaged by the registration of the smanki identified
and described in Application Serial No. 78/575,442 as “a tone at 1800 Hz played at a cadence of
24 milliseconds (ms) ON, 24 ms OFF, 24 ms ON, 24 ms OFF, 48 ms ON” (hereatfter, thpe “Chir
Tone”) owned by Nextel Communications, Inc. (“Nextel”), published inQfficial Gazette of

February 22, 2011, and hereby jointly oppose registration thereof.
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As grounds for opposition, Motorola alleges:

PARTIES

1. Opposer Motorola Mobility, Inc. is a Delaware corporation located at 600 North
U.S. Highway 45, Libertyville, lllinois 60048. Motorola Mobility, Inmanufactures and sells a
wide range of communications products, including a full line of handsets that inceraqrash-
to-talk walkietalkie featureinto a cellular telephone handset. Motorola Mobility, Inc. offers this
product line under the trademark iDEN®, which refers to its proprietatgdratediigital
enhanced atwork” infrastructure technology that enables the iBEMalkie-talkie handsets to
function on the network.

2. Opposer Motorola Trademark Holdings, LLC is a Delaware limited liability
company located at 600 North U.S. Highway 45, Libertyville, lllinois 60048. Motorola
Trademark Holdings, LLC is a holding company for various Motorola trademarks and is
responsible for licensing trademarksdMotorola Mobility, Inc. Motorola Mobility, Inc.has the
right to grant sublicenses to third parties, including Motorola’s customers, namely,
communications services providers.

3. Applicant Nextel is a Delaware corporation located at 2001 Edmund Halley Dr.,
Reston, Virginia 20191. Nextel is a communications services provider. Nextetasdld's
largest customer for its IDEN® product line, including IDEN® handsetsRBN® network
infrastructure. Nextel purchases IDEN® handsets from Motorola Mobility almtiDEN®
network infrastructure from Motoroladutions, Inc. (formerly “Motorola, Inc.”), through a
cooperation agreement between these Motorola entities that provides for thehsaldsafts and
infrastructure equipment to Motorola’s IDEN® customédxgxtelthen resells the handsets to

enduser consmers as part of a communications services package.
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FACTUAL BACKGROUND

4. Motorola’s engineers developed tiREN® walkie-talkie communications
technology inthe mid1990’s. As part of that process, Motorola created various audible tones to
be embedded inttheIDEN® handsets to signify certain features. One of these tones was an
audible “chirp™like tone broadcast at 1800 Hz to signify that a conneegtesavailable for a
pushto-talk walkietalkie communication. That tone, the “Chirp Tone,” is embedded into each
IDEN® handset. It is emitted from the handset when the user presses the-falisbutton and
the network locates aspen andavailable channdbr communication. The audible Chirp Tone
is not programmable and cannot be alteredither the ad-user or the communications services
provider who is operating thBEN® network.

5. Motorola has sold itDEN® handsets andDEN® infrastructure to various
communications services providers in the United States, including Nextel and 8outher
Communicatios Services, Inc. (“Southern”) or its related companies. EAEN® handset sold
to Nextel and Southern emits the audible Chirp Tone in connection with thegptaskwalkie
talkie communications feature. Nextel and Southern are direct competitorsN®del and
Southern resell th®EN® handsets to end-user consumers as part of a communications services
package. Consequently, the Chirp Tone is emitted byplBR® handsets in connection with
the communications services provided by both Nextel anth8m. Nextel refers to itBEN®
pushto-talk walkietalkie communications service as DIRECT CONNECT®. Southern refers to
its IDEN® pushto-talk walkietalkie communications service as INSTANT LINC®. Both
Nextel and Southern haextensivelyused an audible Chirp Tone during advertisements for

their respectivéDEN®-basedcommunications services.
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6. On April 8, 2003, Motorola, Inc. (the predecessBinterest to opposers
Motorola Mobility, Inc. and Motorola Trademark Holdings, LLC) filed an applicato register
the Chirp Tone as a trademark on the Principal Register for use in connection Wit Xi&
handsets, namely, “cellular telephones and two-way radios” (U.S.P.T.O. Ser. No. 78/235,365).
That application was ultimately published fa@pmsition on November 2, 2004.

7. On February 25, 2005, Nextel filed the Usesed service mark application at
issue in this proceeding, namely, U.S.P.T.O. Ser. No. 78/575,442, seeking to registemthe C
Tone as a service mark on the Principal Register for use mection with the communications
services it provides via MotorolatlBEN® handsets and infrastructure, as well as other
miscellaneous services in International Class 38. Nextel's Chirp Toneeserark application
was eventually suspended by the U.S.P.T.O. pending the outcome of Motorolafgqatior-

Chirp Tone trademark application (U.S.P.T.O Ser. No. 78/235,365).

8. On March 2, 2005, Nextel filed a Notice of Opposition to Motorola’s Chirp Tone
trademark application (U.S.P.T.O. Ser. No. 78/235,365) on several grounds, including failure to
function as a mark. Nextel subsequently amended its Notice of Opposition to inelinake af
lack of inherent and acquired distinctiveness, and functionality. The opposition proceading w
captioned\extel Communications, Inc. v. Motorola, Inc. (T.T.A.B. Case No. 91/164,353).

9. The Trademark Trial and Appeal Board sustained Nextel's opposition in a June
12, 2009 precedential decision publishetNegel Communications, Inc. v. Motorola, Inc., 91
U.S.P.Q.2d 1393 (T.T.A.B. 2009). In that decision, the Board held that with respect to the
communications goods at issue, the Chirp Tone was not inherently distinctive, had not acquired

distinctiveness, and that the Chirp Tone was “merely one of many tones emivaadols
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cellular telephones to denote or alert the user of the operation of a particular feagot"thd.
at 1404.

10. Inlight of the Board’s final refusal of Motorola’s Chirp Tone trademark
application, the U.S.P.T.O. lifted the suspension of Nextel’'s Chirp Tone service macatmpl
at issue in this proceeding (U.S.P.T.O. Ser. No. 78/575,442).

11. On October 29, 2009, the U.S.P.T.O. issued an office action against Nextel's
Chirp Tone service mark application requiring Nextel to “explain which oéngees involve
sound emissions.” The examiner went on to state, “The applicant is cautioned that, for the
services that involve sound, the applicant will need to demonstrate acquired distexgivia
other words, where the sound is emitted in the ordinary courke eétvices, the applicant will
have to demonstrate that consumers recognize the sound as a tradé@etrk29, 2009 Office
Action.)

12.  Nextel filed a response to the October 29, 2009 office action on April 29, 2010.
In that response, Nextel claimed thie following services listed in the application involve
emission of the sound mark identified in the instant application in the provision of such

services:”

Electronic, electric and digital transmission of voice, data, pictures,
music, video, and otheteztronic information via wireless

networks; Two-way radio services; Electronic transmission of
voice, text, images, data, music and information by means of two-
way radiosmobile radios, cellular telephones, digital cellular
telephones, mobile telephones, handheld units, namely, personal
computers and digital assistants (PDAS), dispatch radios, and
pagers; Mobile telephone communication services; Wireless data
services for mobile devices via a wireless network for the purpose
of sending and receiving elechic mail, facsimiles, data, images,
music, information, text, numeric messaging and text messaging
and for accessing a global communications network;
Telecommunication services, namely, providing user access to
telephone and Internet wired or wireless networks for the
transmission of voice, data, images, music or video via a

-5-



Serial No. 78/575,442
Attorney Docket No. 035115.00058

combination_of persiste_nt interconnection and instant_
interconnection/instant interrupt technologies; and Wireless
communications services.

With respect to those services, Nextel stated that “applicant believes that theamadqired
distinctiveness with respect to the foregoing services, submits a declaegjaovding the same,
and seeks registration of those services pursuant to Section 2(f) of the Tiadenia (Apr.

29, 20D Response to Office Action.) Nextel submitted a Declaration executed undéyoath
Mr. Danny Bowman on April 29, 2010 stating that the Chirp Tone had become distinctive for
those services “through the Applicant’s substantially exclusive and continumuse@mmerce

of the mark in connection with said services for at least the twelve years iat@hetiefore the
date of this statement.” (Bowman Declaration attached to April 29, 2010 Responseeo Offi
Action.)

13.  The remaining services in Ser. No. 78/575,442, for which Nextel did not submit
an acquired distinctiveness claim under Section 2(f) dPagihg servicesfransmission of
positioning, tracking, monitoring and security data via wireless communicativiceste
Wireless internet access servite$hose remaining services were identified in Nextel's original
Chirp Tone service mark application (Ser. No. 78/575,442), but were not included in the
Bowman Declaration’s claim of acquired distinctiveng&owman Declaration attached to
April 29, 2010 Response to Office Action.) Consequently, Nextel hasubatitted a claim that
the Chirp Tone has acquired distinctiveness in connection‘Rathing services]ransmission
of positioning, tracking, monitoring and security data via wireless commuomeatvices;
Wireless internet access services.”

14. On May 20, 2010, the U.S.P.T.O. issued a subsequent office action against

Nextel’'s Chirp Tone service mark application. In this office action, taener stated that the
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Bowman Declaration submitted with &tel's April 29, 2010 response was insufficient to show
acquired distinctiveness. (May 20, 2010 Office Action.)

15.  Nextel filed a response to the May 20, 2010 office action on November 22, 2010.
In that response, Nextel submitted a Declaration executed under oath by Mioiend€.
Schaper on November 19, 2010 stating that “Applicant has expended hundreds of millions of
dollars in advertising since 1997 on advertising that features the mark in apiered
Application Serial No. 78/575,442....” He went on to state that, “Applicant continues to use the
mark in above-captioned Application Serial No. 78/575,442 in advertising for the services
identified in Application Serial No. 78/575,442.” (Schaper Declaration attached to Nov. 22,
2010 Response to Office Action.)

16.  Nextel's Chirp Tone service mark application (U.S.P.T.O. Ser. No. 78/575,442)

was published for opposition in tidficial Gazette on February 22, 2011.

GROUNDS
LACK OF DISTINCTIVENESS

17.  The Chirp Tone is not inherently distinctive for the appf@dservices. The
Board has characterized it as not significantly different than othertmpexeaalert tones emitted
by handsetsNextel Communications, Inc. v. Motorola, Inc., 91 U.S.P.Q.2d 1393, 1401-02
(T.T.A.B. 2009). Further, Nextel uses the Chirp Tone in connection with communications
serviceghat utilizethe Chirp Tone as an operational alert tone during the provision of those
services Thus, the Chirp Tone cannot teeemed inherently distinctive.

18.  The Chirp Tone has not acquired distinctiventor the appliedor services.
Nextel's use of the Chirp Tone has not been substantially exclusive as requiket I8.C. 8

1052(f). Motorola’s secontirgestiDEN® customer, Southern, extensively uses the Chirp Tone
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in commerce in connection witlsiiDEN®-based walkidalkie communications services and its
advertising for those services. Southemgmmunicationservices offered in connection with

the Chirp Tone are identical to, and directly compete with, Nextel's commuamsaérvices

offeredin connection with the Chirp Tone. In light of Southern’s use of the Chirp Tone in
connection with its communications services, and its advertising for those seN@gel’'s use

of the Chirp Tone is not substantially exclusive. Consequently, the Chirp Tone has not acquired
distinctiveness as a service mark for the services identifiagphcation Serial No. 78/575,442.

19.  Further, Motorola uses the Chirp Tone in connection wittbEN® handsets
that emit the Chirp Tone in theaormal course of operation.

20. Motorola has also licensed iBEN® technology to another handset
manufacturer, Research in Motion, Ltd. (“RIM”RIM uses the Chirp Tone in connection with
handsets offered under license from Motorola. Those licensed handsets emit theoGimp T
theirnormal course of operation.

21. The Board held that the Chirp Tone was not registrable on the Principal Register
because it was not inherently distinctive and had not acquired distinctivenessratkaihe
connection with Motorola’appliedfor goods. Nextel Communications, Inc. v. Motorola, Inc.,

91 U.S.P.Q.2d 1393, 1401-02 (T.T.A.B. 2009). The services identified in Nextel’s Chirp Tone
service mark application at issue in this proceeding are inextricablgddtathe goods

identified in Motorola’s Chirp Tone trademark application. Nextel provides thogeesewria
Motorola’'siDEN® handsets andDEN® infrastructure. In fact, Nextel's appli¢dr
communicationservices are sold to consumers as a package together with Motapigss

licensee’s|DEN® handsets. Consequently, the Chirp Tone cannot be deemelistinative
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and unregistrable as a mark in connection with the goods, on one hand, while at the same time be
deemed registrable in connection with the relaervices, on the other hand.

22.  As aresult, the Chirp Tone lacks distinctiveness in connection with the applied-
for services, has not acquired distinctiveness under 15 U.S.C. § 1052(f), and should be denied

registrationunder 15 U.S.C. § 1052(e)(1).

FAILURE TO FUNCTION AS A SERVICE MARK

23.  The Chirp Tone fails to function as a service mark in connection with Nextel’s
appliedfor communicationservices. It is merely an operational alert tone used to signify that
theiDEN® handsets operated through iDEN® infrastructure are operationahd available for
walkie-talkie communicationslt is not source-identifying for those services. Moreover, the
Chirp Tone is incapable of identifying a single source for those senecesise Nextel is not the
exclusive, or the substantially exclusive, source of communications servieasiaft
connection with the Chirp Tone. Other communications services providers, including 8outher
provide communications services through MotorolBEN® handsets andDEN®
infrastructure. Thoseommunicationservices utilize the Chirp Tone as an operational alert tone
during the ordinary course of the services. Moreover, Southern and Nextel both use tlee audibl
Chirp Tone in advertising for their respective, and directly compeit\®-based
communicationservices.

24.  As aresult, the Chirp Tone fails to function as a service mark in connection with
the appliedfor services and should be denied registration under 15 U.S.C. 88 1051, 1052, and

1127.
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FUNCTIONALITY

25.  The Chirp Tone is functional when used in connection with the apfared-
communications services. The Chirp Tone is an operational alert tone when used in@onnecti
with services provided via Motorola’s proprietaDEN® handsets andDEN® infrastructure.

The Chirp Tone provides an audilaliertsignal that the walkigalkie service is enabled and that
a channel is available for communications. The Chirp Tone is embeddd¢daiDEN®

handsets and is essential to the provision of services provided via use of those hardsets in t
communications services context. Although Motorola, afiB&® handsetmanufacturer,
affirmatively chose the Chirp Tone despite available alternative tones, thpeTonie is

functional at theDEN® service provider level because it cannot be removed or altered by
IDEN® pushto-talk walkietalkie communications services providers, such as Neart|
Southern, or by end-user consumers. Mottsalastomers who offer IDEN®asedoushto-

talk walkietalkie communications servicés consumers, including Nextel and Southern, could
not provide these services withauilizing the Chirp Tone. As a result, the Chirp Tone is
essential tahe use or purpose tife applieefor servicesand it affects the cost or quality of the
appliedfor services Nextel's registration of the @p Tone, and its associated presumption of
exclusive rights to use the Chirp Tone, would place its competitors who also provide
communications services via Motorol&ZEN® handsets andDEN® infrastructure at a
significant nonreputationrelatedcompetitve disadvantage.

26.  As aresult, the Chirp Tone is functional with respect to the apfaieskrvices

and should be denied registration under 15 U.S.C. § 1052(e)(5).

-10-
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ISSUE PRECLUSION AND CLAIM PRECLUSION

27. The Board sustained Nextel’s opposition to Motorola’s Chirp Tone trademark
application in a June 12, 2009 precedential decidilert¢l Communications, Inc. v. Motorola,
Inc. (T.T.A.B. Case No. 91/164,353)) published\&tel Communications, Inc. v. Motorola,
Inc., 91 U.S.P.Q.2d 1393 (T.T.A.B. 2009). That proceeding involved the identical sound mark,
namely, the Chirp Tone. In that proceeding, the Board held that the Chirp Tone was not
registrable on the Principal Register because it was not inherenthctiisgiand had not
acquired distinctiveness ademark in connection with the applied-for goods. The services
identified in Nextel’s Chirp Tone service mark application at issue in thieedorg are
inextricably related to the goods identified in Motorola’s Chirp Tone tradenpatication.
Nextel povides those services via Motorol&@3EN® handsets andDEN® infrastructure. In
fact, Nextel's appliedor communicationservices are sold to consumers as a package together
with Motorola’siDEN® handsets. Consequently, the Chirp Tone cannot be deemed non-
distinctive and unregistrable as a mark in connection with the goods, on one hand, while at the
same time be deemed distinctive and registrable in connection with the retaieelssen the
other hand.

28.  The doctrine of issue preclusion operates as a bar to Nextel's pending applicati
to register the Chirp Tone as a service mark:

(@). The issues in the present Chirp Tone service mark opposition are identical to the

issues in the prior Chirp Tone trademark opposition, namely, whether the Chirp

Tone is distinctive and functions as a mark.

-11-
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(b).  The issues were actually litigated in the prior Chirp Tone trademark opposition,
resulting in a final judgment against Motorola’s Chirp Tone trademark
application.

(c). The determination of the issues of distinctiveness andnraideuse was
necessary to the resulting judgment, namely, that the Chirp Tone was non-
distinctive and did not function as a mark.

(d). The party defending against preclusion had a full and fair opportunity to litigate
the issues. In fact, as the party in the position as the plaintiff/opposer in the prior
Chirp Tone trademark oppositioNdxtel Communications, Inc. v. Motorola, Inc.
(T.T.A.B. Case No. 91/164,353)), Nextel was the party who asserted and
successfullyproved the issues of non-distinctiveness and failure to function as a
mark. In direct contrast to itprior position, upheld by the Board, Nextel now
seeks to rditigate theseissues and prove that the Chirp Tamdistinctive and
registrable on the Principal Register.

29. The doctrine of claim pregsion operates as a bar to Nextel’'s pending application

to register the Chirp Tone as a service mark:

(8. Thereis an identity of the parties. Nextel was the plaintiff/opposer chaliengin
Motorola’s Chirp Tone trademark application, and Motorola’s predec@ssor-
interest (Motorola, Inc.) was the defendant/applicant. In the presenttmse, t
parties are reversed: Motorola is the plaintifffopposer and Nextel is the Chir

Tone defendant/applicant.

-12-
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(b). There was an earlier final judgment on the merits. The Board entered a final
judgment against Motorola’s application to register the Chirp Thped
Communications, Inc. v. Motorola, Inc. (T.T.A.B. Case No. 91/164,353)).

(c). The second claim is based on the same set of transactional facts as thedirst. Th
identical Chrp Tone is at issue in both proceedings. The proceedings involve the
same issues and the same set of transactional facts, namely, whether the Chirp
Tone that is emitted by MotorolaBEN® handsets during the course of Nextel's
appliedfor communicationservices is distinctive and functions as a mark that is
registrable on the Principal Registddue tothe relatedness between iDEN®
handsets and thBEN®-based communications services, there is no
distinguishable difference between Motorola’s use of the Chirp Tone in
connection with the goods at issue in the prior proceedin@lartels use of the
Chirp Tone in connection with tteppliedfor services.

30. As aresult, the Chirp Tone is unregistrable under the doctrines of issue preclusi

and chim preclusion.

NON-USE

31. As of the February 25, 2005 filing date of the use-based Chirp Tone service mark
application(SerNo. 78/575,442)Nextelhad not made service mark usdlaChirp Tone in
connection witranyservices other thamt mostfwo-way radio servicesffered viaMotorola’s,
or its licensee’sDEN® handsets and IDEN® infrastructure. Thus, the only seriNeasel
could conceivablglaimin the Chirp Toneservice mark application as of the filing date were

thosedescribingwo-way radio grvices, namety‘electronicand digital transmission of voice

13-



Serial No. 78/575,442
Attorney Docket No. 035115.00058

via wireless networkdwo-way radio services; electrorti@nsmissiorof voice by means of two
way radios, mobile radiosyireless communications services.”

32. As aresult, the applicationv®id ab initio as to theemainingservicesdentified
in the Chirp Tone service mark applicatiolmely, “electric transmission of data, pictures,
music, video, and other electronic information via wireless networks; Electrangntission of
text, imags, data, music and information by meansetiular telephones, digital cellular
telephones, mobile telephones, handheld units, namely, personal computers and ditpiisisassis
(PDAs), dispatch radios, and pagers; Paging services; Transmission of pagiticauking,
monitoring and security data via wireless communications devices; Mobjosle
communication servicedYireless data services for mobile devices via a wireless network for the
purpose of sending and receiving electronic malil, facsipdig®, images, music, information,
text, numeric messaging and text messaging and for accessing a giobalrmoations network;
Telecommunication services, namely, providing user acceskefthone and Internet wired or
wireless networks for the transmission of vorta&ta,images, music or video via a combination
of persistent interconnection and instant interconnection/instant interrupt &giesd! The

Chirp Tone is uregistrable as to those remainsgyvices under 15 U.S.C. § 10a)

FRAUD ON THE PATENT AND TRADEMARK OFFICE

33.  On February 25, 2005, Nextel filed a usssed service mark application asserting
that the Chirp Tone was in uas a service mark in commeiloeconnection with a variety of
communications services in International Class 38. As of the February 25, 2005 fédirgg dat
the use-based Chirp Tone service mark application (Ser.No. 78/575,442), Nextel had not made
service mark use of the Chirp Tone in connection with any services other than, at mestytwo-

radio services offered via Motorola’s, or its licensee’s, iIDEN® handsets &M&D

-14-
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infrastructure. Consequently, Nextel's claim that the Chirp Tone wasasseedervice maik
connection with the additional naBEN® services identified in the applicatiovas false
namely,“electric transmission of data, pictures, music, video, and other electronic atimnm
via wireless networks; Electronic transmission of text, images, data, musidf@madaion by
means otellular telephones, digital cellular telephones, mobile telegs, handheld units,
namely, personal computers and digital assistants (PDASs), dispatch radiosyenssl Paging
services; Transmigm of positioning, tracking, monitoring and security data via wireless
communications devices; Mobile telephone communication ser¥Westess data services for
mobile devices via a wireless network for the purpose of sending and receivingnetamail,
facsimiles, data, images, music, infation, text, numeric messaging and text messaging and for
accessing a global communications network; Telecommunication servicesdynaraviding
user access telephone anthternet wired or wireless networks for the transmission of voice,
data, images, music or video via a combination of persistent interconnection and instant
interconnection/instant interrupt technologie3hat false statement was material because the
U.S.P.T.O. would not have allowed the application to proeseml usdased applicatioas to
those services if it was aware that the mark was not in use therewith. HoweudrStP.T.O.
relied on that false statement and Nextel obtained a benefit thatild not have otherwise
received, namelypublication of the Chirp Tone service mark application with the falsely-
claimed services. Upon information and belief, Nextel knowingly and intentionatie tat
false materiastatement with the ietit to deceive the U.S.P.T.O.

34. Moreover, on April 29, 2010, Nextel submitted a declaration alleging that it had
made“substantially exclusive and continuous use in commerce” of the Chirp Tone. Nextel made

this statement under oath in connection with an acquired distinctiveness claim winher J€

-15-
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relating to theaDEN®-based services identified in the Chirp Tone service mark application.
However, Nextel submitted this claim despite actual knowledge that its |dDdé®
competitor, Southern, also used the Chirp Tone in connection with its directly competing
IDEN®-basedoushto-talk walkietalkie services. In addition to its marketplace awareness of
Southern’s activities, Southern’s use of the Chirp Tone, including Southern’s use insadyert
its IDEN®-based services, was made of record duringNtxéel Communications, Inc. v.
Motorola, Inc. Chirp Tonetrademarkopposition proceeding (T.T.A.B. Case No. 91/164,353),
which preededhe Section 2(f) declaration. Consequently, Nextel's April 29, 2010 statement
made under oath that its use of the Chirp Tone was “substantially exclusive” was kiyowing
false. Thaknowinglyfalse statement was material at this juncture because the Board had
alreadyheld that sound marks such as the Chirp Tone were not registrable without a showing of
acquired distinctiveness. The U.S.P.T.O. would not have allowed the application to proceed as
to those services if it was aware that Nextel's use was not “substantiallgiegcluHowever,
the U.S.P.T.O. relied on that false statenat Nextel obtained a benefit thiatvould not have
otherwise received, namelgublication of the Chirp Tone service mark application. Upon
information and belief, Nextel knowingly and intentionally made that falserial statement
with the intent tadeceive the U.S.P.T.O.

35. As aresult, (a)all servicesdentified in Nextel’s Chirp Tone service mark
application other than thevo-way radio servicedescribed aboveere fraudulently claimed to
be in use under the mark as of the February 25, 2005 d&tepnd (b) theéwo-way radio
services, which arl®DEN®-based services thatilize an audible Chirp Tone in the ordinary
course of the servicesd therefore require proof of acquired distinctiveness, were fraudulently

claimed to be in substantially exclusive use despite Nextel's actual knowledggs th

-16-



Serial No. 78/575,442
Attorney Docket No. 035115.00058

competitor, Southern, used the Chirp Tone in connection with its directly comazENg-
based services. In combination, these fraud@edtmateriatlaims reach every service
identified in Nextel’'sChirp Tone service mark application. Consequently, registration should be

denied based on Nextel's fraud on the U.S.P.T.O.

STANDING

36.  Opposer Motorola Mobility, Inc. will be damaged by Nextel’s registraticief
Chirp Tone in connection with its appliedrfservices because registration would entitle Nextel
to a presumption of ownership and the exclusive right to use the Chirp Tone. As a result, Nexte
could seek an injunction against Motorola’s ongoing ttademarkuse of the Chirp Tone in
connection with its related goods, or in connection with other goods or services within
Motorola’s natural zone of expansion. Motorola would be forced to defend against this potentia
litigation. Moreover, Nextel could seek an injunction against Motorola’s dieN®
customers who use the Chirp Tone in connection WEN®-based communications serviaas
related servicesand related advertising, in direct competition with Nextel, including Southern.
That potential litigation would likely result in lost sales for Motorola while the litigation is
pending.

37. Opposer Motorola Trademark Holdings, LLC will be damaged by Nextel's
registration of the Chirp Tone in connection with its appf@dservices because registration
would entitle Nextel to a presumption of ownership and the exclusive right to use the Chir
Tone. As a result, Nextel could seek an injunction against Motorola’siDEBK® customers
who use the Chirp Tone in connection WEHEN®-based communications serviagsrelated
services, and related advenmigjin direct competition with Nextelncluding Southern. As the

licensor for certain Motorola trademarks, Motorola Trademark Holding8, ¢duld be called
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upon to indemnify or otherwise defend Motorola’s other customers against Nextelgial
servie mark infringement claims.

WHEREFORE, Motorola prays that this opposition be sustained and that registration of
Ser. No. 78/575,44Be denied.

The Director is hereby authorized to charge the filing fee for this joint &lofic

Opposition, $600.00, to Deposit Account No. 232428.

Respectfully submitted,
Dated: June 22, 2011 WINSTON & STRAWN LLP

By: [/s/Thomas M. Williams
Thomas M. Williams
Sara Skinner Chubb
35 West Wacker Drive
Chicago, IL 60601
Telephone (312) 558-3792
Facsimile (312) 558-5700
tmwilliams@winston.com
schubb@winston.com
Attorneys for Opposers
Motorola Mobility, Inc. and Motorola
Trademark Holdings, LLC
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CERTIFICATE OF SERVICE

On June 22, 2011, | served the foregdW@TICE OF OPPOSITION on the
parties in said action by depositing a toopy thereof with the United States Postal Service as
first class mail, postage prepaid, at Chicago, lllinois, enclosed in a seskddpe addressed to

counsel of record for Applicant as follows:

John I. Stewart, Jr.

Crowell Moring

1001 Pennsylvania Avenue, N.W.
Washington, DC 20004-2595

Dated: Jun@2, 2011 By: /s/Thomas M. Williams
Thomas M. Williams

CHI:2541591.3
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	1. Opposer Motorola Mobility, Inc. is a Delaware corporation located at 600 North U.S. Highway 45, Libertyville, Illinois 60048.  Motorola Mobility, Inc. manufactures and sells a wide range of communications products, including a full line of handsets that incorporate a push-to-talk walkie-talkie feature into a cellular telephone handset.  Motorola Mobility, Inc. offers this product line under the trademark iDEN®, which refers to its proprietary “integrated digital enhanced network” infrastructure technology that enables the iDEN® walkie-talkie handsets to function on the network.
	2. Opposer Motorola Trademark Holdings, LLC is a Delaware limited liability company located at 600 North U.S. Highway 45, Libertyville, Illinois 60048.  Motorola Trademark Holdings, LLC is a holding company for various Motorola trademarks and is responsible for licensing trademarks to Motorola Mobility, Inc.  Motorola Mobility, Inc. has the right to grant sublicenses to third parties, including Motorola’s customers, namely, communications services providers.
	3. Applicant Nextel is a Delaware corporation located at 2001 Edmund Halley Dr., Reston, Virginia 20191.  Nextel is a communications services provider.  Nextel is Motorola’s largest customer for its iDEN® product line, including iDEN® handsets and iDEN® network infrastructure.  Nextel purchases iDEN® handsets from Motorola Mobility, Inc. and iDEN® network infrastructure from Motorola Solutions, Inc. (formerly “Motorola, Inc.”), through a cooperation agreement between these Motorola entities that provides for the sale of handsets and infrastructure equipment to Motorola’s iDEN® customers.  Nextel then resells the handsets to end-user consumers as part of a communications services package.
	4. Motorola’s engineers developed the iDEN® walkie-talkie communications technology in the mid-1990’s.  As part of that process, Motorola created various audible tones to be embedded into the iDEN® handsets to signify certain features.  One of these tones was an audible “chirp”-like tone broadcast at 1800 Hz to signify that a connection was available for a push-to-talk walkie-talkie communication.  That tone, the “Chirp Tone,” is embedded into each iDEN® handset.  It is emitted from the handset when the user presses the push-to-talk button and the network locates an open and available channel for communication.  The audible Chirp Tone is not programmable and cannot be altered by either the end-user or the communications services provider who is operating the iDEN® network.
	5. Motorola has sold its iDEN® handsets and iDEN® infrastructure to various communications services providers in the United States, including Nextel and Southern Communications Services, Inc. (“Southern”) or its related companies.  Each iDEN® handset sold to Nextel and Southern emits the audible Chirp Tone in connection with the push-to-talk walkie-talkie communications feature.  Nextel and Southern are direct competitors.  Both Nextel and Southern resell the iDEN® handsets to end-user consumers as part of a communications services package.  Consequently, the Chirp Tone is emitted by the iDEN® handsets in connection with the communications services provided by both Nextel and Southern.  Nextel refers to its iDEN® push-to-talk walkie-talkie communications service as DIRECT CONNECT®.  Southern refers to its iDEN® push-to-talk walkie-talkie communications service as INSTANT LINC®.  Both Nextel and Southern have extensively used an audible Chirp Tone during advertisements for their respective iDEN®-based communications services.
	6. On April 8, 2003, Motorola, Inc. (the predecessor-in-interest to opposers Motorola Mobility, Inc. and Motorola Trademark Holdings, LLC) filed an application to register the Chirp Tone as a trademark on the Principal Register for use in connection with the iDEN® handsets, namely, “cellular telephones and two-way radios” (U.S.P.T.O. Ser. No. 78/235,365).  That application was ultimately published for opposition on November 2, 2004.
	7. On February 25, 2005, Nextel filed the use-based service mark application at issue in this proceeding, namely, U.S.P.T.O. Ser. No. 78/575,442, seeking to register the Chirp Tone as a service mark on the Principal Register for use in connection with the communications services it provides via Motorola’s iDEN® handsets and infrastructure, as well as other miscellaneous services in International Class 38.  Nextel’s Chirp Tone service mark application was eventually suspended by the U.S.P.T.O. pending the outcome of Motorola’s prior-filed Chirp Tone trademark application (U.S.P.T.O Ser. No. 78/235,365).
	8. On March 2, 2005, Nextel filed a Notice of Opposition to Motorola’s Chirp Tone trademark application (U.S.P.T.O. Ser. No. 78/235,365) on several grounds, including failure to function as a mark.  Nextel subsequently amended its Notice of Opposition to include claims of lack of inherent and acquired distinctiveness, and functionality.  The opposition proceeding was captioned Nextel Communications, Inc. v. Motorola, Inc. (T.T.A.B. Case No. 91/164,353).
	9. The Trademark Trial and Appeal Board sustained Nextel’s opposition in a June 12, 2009 precedential decision published as Nextel Communications, Inc. v. Motorola, Inc., 91 U.S.P.Q.2d 1393 (T.T.A.B. 2009).  In that decision, the Board held that with respect to the communications goods at issue, the Chirp Tone was not inherently distinctive, had not acquired distinctiveness, and that the Chirp Tone was “merely one of many tones emitted by various cellular telephones to denote or alert the user of the operation of a particular feature thereof.”  Id. at 1404.
	10. In light of the Board’s final refusal of Motorola’s Chirp Tone trademark application, the U.S.P.T.O. lifted the suspension of Nextel’s Chirp Tone service mark application at issue in this proceeding (U.S.P.T.O. Ser. No. 78/575,442).
	11. On October 29, 2009, the U.S.P.T.O. issued an office action against Nextel’s Chirp Tone service mark application requiring Nextel to “explain which of its services involve sound emissions.”  The examiner went on to state, “The applicant is cautioned that, for the services that involve sound, the applicant will need to demonstrate acquired distinctiveness. In other words, where the sound is emitted in the ordinary course of the services, the applicant will have to demonstrate that consumers recognize the sound as a trademark.”  (Oct. 29, 2009 Office Action.)
	12. Nextel filed a response to the October 29, 2009 office action on April 29, 2010.  In that response, Nextel claimed that “the following services listed in the application involve emission of the sound mark identified in the instant application in the provision of such services:”
	With respect to those services, Nextel stated that “applicant believes that the mark has acquired distinctiveness with respect to the foregoing services, submits a declaration regarding the same, and seeks registration of those services pursuant to Section 2(f) of the Trademark Act.”  (Apr. 29, 2010 Response to Office Action.)  Nextel submitted a Declaration executed under oath by Mr. Danny Bowman on April 29, 2010 stating that the Chirp Tone had become distinctive for those services “through the Applicant’s substantially exclusive and continuous use in commerce of the mark in connection with said services for at least the twelve years immediately before the date of this statement.”  (Bowman Declaration attached to April 29, 2010 Response to Office Action.)
	13. The remaining services in Ser. No. 78/575,442, for which Nextel did not submit an acquired distinctiveness claim under Section 2(f) are:  “Paging services; Transmission of positioning, tracking, monitoring and security data via wireless communications devices; Wireless internet access services.”  Those remaining services were identified in Nextel’s original Chirp Tone service mark application (Ser. No. 78/575,442), but were not included in the Bowman Declaration’s claim of acquired distinctiveness.  (Bowman Declaration attached to April 29, 2010 Response to Office Action.)  Consequently, Nextel has not submitted a claim that the Chirp Tone has acquired distinctiveness in connection with “Paging services; Transmission of positioning, tracking, monitoring and security data via wireless communications devices; Wireless internet access services.”   
	14. On May 20, 2010, the U.S.P.T.O. issued a subsequent office action against Nextel’s Chirp Tone service mark application.  In this office action, the examiner stated that the Bowman Declaration submitted with Nextel’s April 29, 2010 response was insufficient to show acquired distinctiveness.  (May 20, 2010 Office Action.)
	15. Nextel filed a response to the May 20, 2010 office action on November 22, 2010.  In that response, Nextel submitted a Declaration executed under oath by Mr. Christopher K. Schaper on November 19, 2010 stating that “Applicant has expended hundreds of millions of dollars in advertising since 1997 on advertising that features the mark in above-captioned Application Serial No. 78/575,442….”  He went on to state that, “Applicant continues to use the mark in above-captioned Application Serial No. 78/575,442 in advertising for the services identified in Application Serial No. 78/575,442.”  (Schaper Declaration attached to Nov. 22, 2010 Response to Office Action.)
	16. Nextel’s Chirp Tone service mark application (U.S.P.T.O. Ser. No. 78/575,442) was published for opposition in the Official Gazette on February 22, 2011.
	17. The Chirp Tone is not inherently distinctive for the applied-for services.  The Board has characterized it as not significantly different than other operational alert tones emitted by handsets.  Nextel Communications, Inc. v. Motorola, Inc., 91 U.S.P.Q.2d 1393, 1401-02 (T.T.A.B. 2009).  Further, Nextel uses the Chirp Tone in connection with communications services that utilize the Chirp Tone as an operational alert tone during the provision of those services.  Thus, the Chirp Tone cannot be deemed inherently distinctive.
	18. The Chirp Tone has not acquired distinctiveness for the applied-for services.  Nextel’s use of the Chirp Tone has not been substantially exclusive as required by 15 U.S.C. § 1052(f).  Motorola’s second-largest iDEN® customer, Southern, extensively uses the Chirp Tone in commerce in connection with its iDEN®-based walkie-talkie communications services and its advertising for those services.  Southern’s communications services offered in connection with the Chirp Tone are identical to, and directly compete with, Nextel’s communications services offered in connection with the Chirp Tone.  In light of Southern’s use of the Chirp Tone in connection with its communications services, and its advertising for those services, Nextel’s use of the Chirp Tone is not substantially exclusive.  Consequently, the Chirp Tone has not acquired distinctiveness as a service mark for the services identified in Application Serial No. 78/575,442.  
	19. Further, Motorola uses the Chirp Tone in connection with its iDEN® handsets that emit the Chirp Tone in their normal course of operation.
	20. Motorola has also licensed its iDEN® technology to another handset manufacturer, Research in Motion, Ltd. (“RIM”).  RIM uses the Chirp Tone in connection with handsets offered under license from Motorola.  Those licensed handsets emit the Chirp Tone in their normal course of operation.
	21. The Board held that the Chirp Tone was not registrable on the Principal Register because it was not inherently distinctive and had not acquired distinctiveness a trademark in connection with Motorola’s applied-for goods.  Nextel Communications, Inc. v. Motorola, Inc., 91 U.S.P.Q.2d 1393, 1401-02 (T.T.A.B. 2009).  The services identified in Nextel’s Chirp Tone service mark application at issue in this proceeding are inextricably related to the goods identified in Motorola’s Chirp Tone trademark application.  Nextel provides those services via Motorola’s iDEN® handsets and iDEN® infrastructure.  In fact, Nextel’s applied-for communications services are sold to consumers as a package together with Motorola’s, or its licensee’s, iDEN® handsets.  Consequently, the Chirp Tone cannot be deemed non-distinctive and unregistrable as a mark in connection with the goods, on one hand, while at the same time be deemed registrable in connection with the related services, on the other hand.
	22. As a result, the Chirp Tone lacks distinctiveness in connection with the applied-for services, has not acquired distinctiveness under 15 U.S.C. § 1052(f), and should be denied registration under 15 U.S.C. § 1052(e)(1).
	23. The Chirp Tone fails to function as a service mark in connection with Nextel’s applied-for communications services.  It is merely an operational alert tone used to signify that the iDEN® handsets operated through the iDEN® infrastructure are operational and available for walkie-talkie communications.  It is not source-identifying for those services.  Moreover, the Chirp Tone is incapable of identifying a single source for those services because Nextel is not the exclusive, or the substantially exclusive, source of communications services offered in connection with the Chirp Tone.  Other communications services providers, including Southern, provide communications services through Motorola’s iDEN® handsets and iDEN® infrastructure.  Those communications services utilize the Chirp Tone as an operational alert tone during the ordinary course of the services.  Moreover, Southern and Nextel both use the audible Chirp Tone in advertising for their respective, and directly competing, iDEN®-based communications services.
	24. As a result, the Chirp Tone fails to function as a service mark in connection with the applied-for services and should be denied registration under 15 U.S.C. §§ 1051, 1052, and 1127.
	25. The Chirp Tone is functional when used in connection with the applied-for communications services.  The Chirp Tone is an operational alert tone when used in connection with services provided via Motorola’s proprietary iDEN® handsets and iDEN® infrastructure.  The Chirp Tone provides an audible alert signal that the walkie-talkie service is enabled and that a channel is available for communications.  The Chirp Tone is embedded into the iDEN® handsets and is essential to the provision of services provided via use of those handsets in the communications services context.  Although Motorola, as the iDEN® handset manufacturer, affirmatively chose the Chirp Tone despite available alternative tones, the Chirp Tone is functional at the iDEN® service provider level because it cannot be removed or altered by iDEN® push-to-talk walkie-talkie communications services providers, such as Nextel and Southern, or by end-user consumers.  Motorola’s customers who offer iDEN®-based push-to-talk walkie-talkie communications services to consumers, including Nextel and Southern, could not provide these services without utilizing the Chirp Tone.  As a result, the Chirp Tone is essential to the use or purpose of the applied-for services, and it affects the cost or quality of the applied-for services.  Nextel’s registration of the Chirp Tone, and its associated presumption of exclusive rights to use the Chirp Tone, would place its competitors who also provide communications services via Motorola’s iDEN® handsets and iDEN® infrastructure at a significant non-reputation-related competitive disadvantage.
	26. As a result, the Chirp Tone is functional with respect to the applied-for services and should be denied registration under 15 U.S.C. § 1052(e)(5).
	27. The Board sustained Nextel’s opposition to Motorola’s Chirp Tone trademark application in a June 12, 2009 precedential decision (Nextel Communications, Inc. v. Motorola, Inc. (T.T.A.B. Case No. 91/164,353)) published as Nextel Communications, Inc. v. Motorola, Inc., 91 U.S.P.Q.2d 1393 (T.T.A.B. 2009).  That proceeding involved the identical sound mark, namely, the Chirp Tone.  In that proceeding, the Board held that the Chirp Tone was not registrable on the Principal Register because it was not inherently distinctive and had not acquired distinctiveness a trademark in connection with the applied-for goods.  The services identified in Nextel’s Chirp Tone service mark application at issue in this proceeding are inextricably related to the goods identified in Motorola’s Chirp Tone trademark application.  Nextel provides those services via Motorola’s iDEN® handsets and iDEN® infrastructure.  In fact, Nextel’s applied-for communications services are sold to consumers as a package together with Motorola’s iDEN® handsets.  Consequently, the Chirp Tone cannot be deemed non-distinctive and unregistrable as a mark in connection with the goods, on one hand, while at the same time be deemed distinctive and registrable in connection with the related services, on the other hand.
	28. The doctrine of issue preclusion operates as a bar to Nextel’s pending application to register the Chirp Tone as a service mark:
	(a). The issues in the present Chirp Tone service mark opposition are identical to the issues in the prior Chirp Tone trademark opposition, namely, whether the Chirp Tone is distinctive and functions as a mark.
	(b). The issues were actually litigated in the prior Chirp Tone trademark opposition, resulting in a final judgment against Motorola’s Chirp Tone trademark application.
	(c). The determination of the issues of distinctiveness and trademark use was necessary to the resulting judgment, namely, that the Chirp Tone was non-distinctive and did not function as a mark.
	(d). The party defending against preclusion had a full and fair opportunity to litigate the issues.  In fact, as the party in the position as the plaintiff/opposer in the prior Chirp Tone trademark opposition (Nextel Communications, Inc. v. Motorola, Inc. (T.T.A.B. Case No. 91/164,353)), Nextel was the party who asserted and successfully proved the issues of non-distinctiveness and failure to function as a mark.  In direct contrast to its prior position, upheld by the Board, Nextel now seeks to re-litigate these issues and prove that the Chirp Tone is distinctive and registrable on the Principal Register.   

	29. The doctrine of claim preclusion operates as a bar to Nextel’s pending application to register the Chirp Tone as a service mark:
	(a). There is an identity of the parties.  Nextel was the plaintiff/opposer challenging Motorola’s Chirp Tone trademark application, and Motorola’s predecessor-in-interest (Motorola, Inc.) was the defendant/applicant.  In the present case, the parties are reversed: Motorola is the plaintiff/opposer and Nextel is the Chirp Tone defendant/applicant.
	(b). There was an earlier final judgment on the merits.  The Board entered a final judgment against Motorola’s application to register the Chirp Tone (Nextel Communications, Inc. v. Motorola, Inc. (T.T.A.B. Case No. 91/164,353)).
	(c). The second claim is based on the same set of transactional facts as the first.  The identical Chirp Tone is at issue in both proceedings.  The proceedings involve the same issues and the same set of transactional facts, namely, whether the Chirp Tone that is emitted by Motorola’s iDEN® handsets during the course of Nextel’s applied-for communications services is distinctive and functions as a mark that is registrable on the Principal Register.  Due to the relatedness between the iDEN® handsets and the iDEN®-based communications services, there is no distinguishable difference between Motorola’s use of the Chirp Tone in connection with the goods at issue in the prior proceeding and Nextel’s use of the Chirp Tone in connection with the applied-for services.       

	30. As a result, the Chirp Tone is unregistrable under the doctrines of issue preclusion and claim preclusion.
	31. As of the February 25, 2005 filing date of the use-based Chirp Tone service mark application (Ser.No. 78/575,442), Nextel had not made service mark use of the Chirp Tone in connection with any services other than, at most, two-way radio services offered via Motorola’s, or its licensee’s, iDEN® handsets and iDEN® infrastructure.  Thus, the only services Nextel could conceivably claim in the Chirp Tone service mark application as of the filing date were those describing two-way radio services, namely: “electronic and digital transmission of voice via wireless networks; two-way radio services; electronic transmission of voice by means of two-way radios, mobile radios; wireless communications services.”   
	32. As a result, the application is void ab initio as to the remaining services identified in the Chirp Tone service mark application, namely, “electric transmission of data, pictures, music, video, and other electronic information via wireless networks; Electronic transmission of text, images, data, music and information by means of cellular telephones, digital cellular telephones, mobile telephones, handheld units, namely, personal computers and digital assistants (PDAs), dispatch radios, and pagers; Paging services; Transmission of positioning, tracking, monitoring and security data via wireless communications devices; Mobile telephone communication services; Wireless data services for mobile devices via a wireless network for the purpose of sending and receiving electronic mail, facsimiles, data, images, music, information, text, numeric messaging and text messaging and for accessing a global communications network; Telecommunication services, namely, providing user access to telephone and Internet wired or wireless networks for the transmission of voice, data, images, music or video via a combination of persistent interconnection and instant interconnection/instant interrupt technologies.”  The Chirp Tone is unregistrable as to those remaining services under 15 U.S.C. § 1051(a).  
	33. On February 25, 2005, Nextel filed a use-based service mark application asserting that the Chirp Tone was in use as a service mark in commerce in connection with a variety of communications services in International Class 38.  As of the February 25, 2005 filing date of the use-based Chirp Tone service mark application (Ser.No. 78/575,442), Nextel had not made service mark use of the Chirp Tone in connection with any services other than, at most, two-way radio services offered via Motorola’s, or its licensee’s, iDEN® handsets and iDEN® infrastructure.  Consequently, Nextel’s claim that the Chirp Tone was used as a service mark in connection with the additional non-iDEN® services identified in the application was false, namely, “electric transmission of data, pictures, music, video, and other electronic information via wireless networks; Electronic transmission of text, images, data, music and information by means of cellular telephones, digital cellular telephones, mobile telephones, handheld units, namely, personal computers and digital assistants (PDAs), dispatch radios, and pagers; Paging services; Transmission of positioning, tracking, monitoring and security data via wireless communications devices; Mobile telephone communication services; Wireless data services for mobile devices via a wireless network for the purpose of sending and receiving electronic mail, facsimiles, data, images, music, information, text, numeric messaging and text messaging and for accessing a global communications network; Telecommunication services, namely, providing user access to telephone and Internet wired or wireless networks for the transmission of voice, data, images, music or video via a combination of persistent interconnection and instant interconnection/instant interrupt technologies.”  That false statement was material because the U.S.P.T.O. would not have allowed the application to proceed as a use-based application as to those services if it was aware that the mark was not in use therewith.  However, the U.S.P.T.O. relied on that false statement and Nextel obtained a benefit that it would not have otherwise received, namely, publication of the Chirp Tone service mark application with the falsely-claimed services.  Upon information and belief, Nextel knowingly and intentionally made that false material statement with the intent to deceive the U.S.P.T.O.
	34. Moreover, on April 29, 2010, Nextel submitted a declaration alleging that it had made “substantially exclusive and continuous use in commerce” of the Chirp Tone.  Nextel made this statement under oath in connection with an acquired distinctiveness claim under Section 2(f) relating to the iDEN®-based services identified in the Chirp Tone service mark application.  However, Nextel submitted this claim despite actual knowledge that its largest iDEN® competitor, Southern, also used the Chirp Tone in connection with its directly competing iDEN®-based push-to-talk walkie-talkie services.  In addition to its marketplace awareness of Southern’s activities, Southern’s use of the Chirp Tone, including Southern’s use in advertising its iDEN®-based services, was made of record during the Nextel Communications, Inc. v. Motorola, Inc. Chirp Tone trademark opposition proceeding (T.T.A.B. Case No. 91/164,353), which preceded the Section 2(f) declaration.  Consequently, Nextel’s April 29, 2010 statement made under oath that its use of the Chirp Tone was “substantially exclusive” was knowingly false.  That knowingly false statement was material at this juncture because the Board had already held that sound marks such as the Chirp Tone were not registrable without a showing of acquired distinctiveness.  The U.S.P.T.O. would not have allowed the application to proceed as to those services if it was aware that Nextel’s use was not “substantially exclusive.”  However, the U.S.P.T.O. relied on that false statement and Nextel obtained a benefit that it would not have otherwise received, namely, publication of the Chirp Tone service mark application.  Upon information and belief, Nextel knowingly and intentionally made that false material statement with the intent to deceive the U.S.P.T.O.
	35. As a result, (a)  all services identified in Nextel’s Chirp Tone service mark application other than the two-way radio services described above were fraudulently claimed to be in use under the mark as of the February 25, 2005 filing date and (b) the two-way radio services, which are iDEN®-based services that utilize an audible Chirp Tone in the ordinary course of the services and therefore require proof of acquired distinctiveness, were fraudulently claimed to be in substantially exclusive use despite Nextel’s actual knowledge that its competitor, Southern, used the Chirp Tone in connection with its directly competing iDEN®-based services.  In combination, these fraudulent and material claims reach every service identified in Nextel’s Chirp Tone service mark application.  Consequently, registration should be denied based on Nextel’s fraud on the U.S.P.T.O.
	36. Opposer Motorola Mobility, Inc. will be damaged by Nextel’s registration of the Chirp Tone in connection with its applied-for services because registration would entitle Nextel to a presumption of ownership and the exclusive right to use the Chirp Tone.  As a result, Nextel could seek an injunction against Motorola’s ongoing non-trademark use of the Chirp Tone in connection with its related goods, or in connection with other goods or services within Motorola’s natural zone of expansion.  Motorola would be forced to defend against this potential litigation.  Moreover, Nextel could seek an injunction against Motorola’s other iDEN® customers who use the Chirp Tone in connection with iDEN®-based communications services or related services, and related advertising, in direct competition with Nextel, including Southern.  That potential litigation would likely result in lost sales for Motorola while the litigation is pending.
	37. Opposer Motorola Trademark Holdings, LLC will be damaged by Nextel’s registration of the Chirp Tone in connection with its applied-for services because registration would entitle Nextel to a presumption of ownership and the exclusive right to use the Chirp Tone.  As a result, Nextel could seek an injunction against Motorola’s other iDEN® customers who use the Chirp Tone in connection with iDEN®-based communications services or related services, and related advertising, in direct competition with Nextel, including Southern.  As the licensor for certain Motorola trademarks, Motorola Trademark Holdings, LLC could be called upon to indemnify or otherwise defend Motorola’s other customers against Nextel’s potential service mark infringement claims.

