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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the Matter of Application Serial No. 77/886,135

James Murta, Opposition No. 91/200,327
Opposer,
V. Interlocutory Attorney:Elizabeth J. Winter
Victor Suarez, APPLICANT'S RESPONSE TO

PETITIONER’S MOTION TO COMPEL

DISCOVERY RESPONSES
Applicant.

Applicant Victor Suarez, by his attorney®reby responds to Petitioner’'s Motion to

Compel Discovery Responses.

INTRODUCTION

On October 7, 2013, Opposer filed the abaferenced Motion to Compel Discovery
Responses and served a copy of same on Applié@pposer’s brief in support of his motion
consisted of thirty-six numbergmaragraphs that recite sevarasleading facts and arguments
that are unsupported by any case law. Duedm#ture of Opposer’s motion, it is somewhat
difficult to ascertain the grounds upon which Opgadaims the legal right to request the
information he seeks and Opposer’s motion talprovide any legal basis for the discovery
requests he wishes to obtain. For the fonegoeasons, Applicant resgtfully submits that
Opposer’s requests for certairsclvery requests cannot be suppaiby relevant law and that
Applicant’s previous objections to Opposettiscovery requests were properly made in good
faith and based on a correct inteation of relevant case lawAs such, Applicant respectfully

requests that Opposer’s motiba denied in its entirety.
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Il. ARGUMENTS

A. Opposer’s Motion to Compel Applicant’s Discovery Requests and to Test the
Sufficiency of Applicant’s PreviousDiscovery Responses Is Untimely.

Board practice directs @i a motion to compel discovery responses should be filed in a
timely manner. Specifically, TBMB Section 523.08tet that a “motion should be filed within
a reasonable time after the faildcerespond to a request for disery or after service of the
response believed to be inadequate.” It follbmeg where a party that serves a request for
discovery receives a response therehich it believes to be inageate, but fails to file a motion
to challenge the sufficiency dfie response, it may not thereatterheard to complain about the
sufficiency thereof.H.D. Lee Co. v. Maidenform In@87 USPQ2d 1715 (TTAB 2008) (party
that receives response it beliewesdequate but fails to fileraotion to test sufficiency of
response, may not thereafter cdamp about its insufficiency)Time Warner Entertainment Co.
v. Jones65 USPQ2d 1650 (TTAB 2002) (having failedfiite motion to compel, defendant will
not later be heard to complain thateimogatory responses were inadequdteyille v. Rivard
41 USPQ2d 1731 (TTAB 1996) (objections that disry requests are, for example, ambiguous
or burdensome, are not of a nature whiculd lead propounding party to believe that the
requested information does not exist, andypshould have filed motion to comped)ff'd, 133

F.3d 1446, 45 USPQ2d 1374 (Fed. Cir. 1998).

Paragraphs 6-7, 14-15, 17, 20-ahd 26 of Opposer’s Motidrall relate to certain
information and documents such as receipts, invoices, or other evidence provided by Applicant
to Opposer that demonstrate Applicant’s 0§ his DERBY of SAN FRANCISCO (“DOSF”)

Mark and sales of products bearing his mark. dtaphs 6-9 in particulaelate to Applicant’s

! Opposer does not attempt to organize the assertions in his motion either by topét trelery. Rather,
Opposer’'s motion is merely a recitation of statement®sanding Opposer’s contentions that he is entitled to
various pieces of discovery, although Opposer does peapo connect any case law to support his discovery
requests. For space and simplicity’kesaApplicant will attempto respond to these pd$non a topical basis.
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discovery responses provided in January 2012, altwosyearsprior to this filing of Opposer’s
motion to compel, yet this the first time Opposer has takany formal steps to test the

sufficiency of Applicant’s responses.

Contrary to Opposer’s assertions, Apant has never withheld documents or
information in his possession related to saldsi®products under tHeOSF Mark. Instead, the
point with which Opposer takes issue is thahemf these documentsueabeen redacted to
conceal private customer data or confidarttiade secret and/or sensitive commercial
information. What Opposer also fails to acktedge is that Applicant first provided these
sales- and use-related information and docunseftarebeing requested to do so pursuant to
discovery requests made by Opposer. Insteadjdgmb’'s original provision of this information
came about during the course of settlement dsons and was formally provided to Opposer in
response to his first set of dms@ry requests nearly two yeagoa Given the lapse of time since
Opposer first received this information, and fihet that Opposer failed to file a motion to
compel testing the sufficiency of Applicasitesponses, Opposer’s right to challenge the

sufficiency of Applicant’s responseslics discovery requests now untimely.

Applicant directs the Board’s attentibmits September 4, 2011, Order following the
parties’ August 30, 2011, discovergnference with Interlocutorttorney Elizabeth Winters in
which Applicant and Opposer agreed to a sokdy-suspension of this opposition in order to
exchange information Applicant currently hachis possession reflecting his use of the DOSF
Mark. Applicant agreed to this infoahexchange of evidence with Oppoasra courtesywith
the hope of saving both sides the continelggense of opposition proceedings by impressing
upon Opposer the fact that Applicant had, in,fdetonstrated bona fide use of his DOSF Mark

and a lack of fraud with respect to use &f Imiand. The information Applicant provided to
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Opposer through these informal settlementudismns was substantially identical to the
information and documents Applicant later prodde Opposer in response to Opposer’s first
set of discovery requests made in Decen2iddrl. Some of the documents Applicant provided
to Opposer were redacted to conceal threesaand addresses of individual customers and

current suppliers oApplicant’s products.

Upon receipt of this information, rather than engage in a good faith discussion of the
merits, or evaluating the strengththis evidence with respet Applicant’s use of his DOSF
Mark, Opposer instead immediatelemanded unredacted documents to show the identity of
these previously undisclosed pastidespite the fact@h Opposer had nodal right to do so.
Applicant reminded Opposer that these documente i¥eing provided as a courtesy to establish
that Opposer’s fraud claims were meritless aiadl tthe burden remained with Opposer to prove
fraud by Applicant “to the hilt.”In addition, Applicant explaed that the information being
provided represented confidential customer amdroercial data, that the information was being
provided for settlement purposes only, and &gtlicant was providing these documents for
their persuasive value only andt in response to any particuldiscovery request. As such,
Opposer was free to consider the documemdistiaeir persuasive value, or not; however,
Opposer never had any right to request unredatiieuments within the context of settlement
discussions. Applicant’s good faith attematsettlement notwithstanding, Opposer rebuked
Applicant’s explanation and attgts at dialogue, and againnd@anded unredacted copies of
Applicant’s confidential documes, despite having no legal basis to make such a demand.

Applicant again responded to Opposer’s demsamdwhich Applicant maintained his position

2 Applicant is not currently providing copies of the exhe of correspondence between Applicant and Opposer, as
such correspondence was confidential and made in accomddahcettlement discussions pursuant to Fed. R. Civ.
P. Rule 408. Applicant’s reference to this exchangmokespondence is for illustration and background only.
However, upon request by the Board, Applicant midike such correspondence available provided such
correspondence is fileditl the Board under seal.
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that the evidence of his use of his DOSF Mabkiated any question & whether he had the
requisite reasonable belief that had used his mark in commoe, and that the burden of

proving fraud in this opposition remained with Opposer.

Upon being served with Opposer’s first eétnterrogatoriestad requests for production
of documents in December 2011, Applicant included copies of the same documents provided
during the parties’ settlementsdussions, including the redactaapies of Applicant’'s customer
and commercial supplier data. Upon receipApplicant’s redacted daenents, Opposer never
lodged any formal objection to the redacted doents, nor did he make any further demands for
unredacted copies. Instead, nearly two years lafgplicant is only nowearning that Opposer
formally objects to the redaot of these documents. Sinoeposer failed to raise any
objections to Applicant’s redasd confidential customer and commercial data until nearly two
years later, Opposer is deemed to have acdejiplicant’s response to his discovery requests

in the form presented and his motion to testdbfficiency of these responses is untimely.

B. Opposer’s Discovery Requests Seek boments and Information That Are
Not Relevant to the Claims at Issuerad Are Not Reasonably Calculated to
Lead to the Discovery of Admissible Evidence.

Federal Rule 26(b)(1) states that gpfjes may obtain discovery regarding any
nonprivileged matter that is relevant to any yartlaim or defense . . ..” Fed. R. Civ. P.
26(b)(1). However, each party has a duty to negeod faith effort to seek only such discovery
as is proper and relevant to the specific issnadved in the proceeding. Fed. R. Civ. P. 26(g).
See Luehrmann v. Kwik Kopy Cqrp.USPQ2d 1303 (TTAB 1987) (“eaglarty and its attorney
has a duty not only to make a good faith effoidatisfy the discovery needs of its opponent but
also to make a good faith effort to seek onlgtsdiscovery as is propand relevant to the

specific issues involved in the cd3e.Moreover, the right to diswvery is not unlimited. Even if
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relevant, discovery is not permitted where no neeshown, or if compliance would be unduly
burdensome, or where harm to the person frommwvtiscovery is sought outweighs the need of
the person seeking the discoyverfed. R. Civ. P. 26(b)(1Micro Motion, Inc. v. Kane Steel Co.,

Inc., 894 F.2d 1318 (Fed. Cir. 1990).

The claims at issue in this proceeding ang/ wpecific. They include a) fraud for non-
use and geographically deceptively misdescriptas, and b) non-use. Despite the specificity
of these claims, however, the majority gifidser’s interrogatories and requests for production
of documents either a) do not relate to an®pposer’s claims at issuer, b) are overly vague

and seek information and/or documents which Opposer is not entitled to receive.

Moreover, most of Opposer’s discovery regts to which Applicant has objected are
objectionableon their face Under such circumstances, Opposer bears the burden of
demonstrating the relevancy of these requéeBtsdate, Opposer has failed to make any
connection between his discovesguests and any cognizable leteory, despite Applicant’s
repeated objections and requests for such legplsti Therefore, unless and until Opposer can
demonstrate a valid legal basis for making sucfoua discovery requests, Applicant was within

his rights to object to the pregation of these improper requests.
1. Confidential information regarding the identity of Applicant’s

product manufacturer(s) is not relevant to Opposer’s claim of fraud

for non-use because it is not necegyao establish applicant’s basis

for his good faith belief that he hal used his DOSF Mark in commerce

at the time of filing his application.

A claim of fraud for non-use requires a shogvihat Applicant lacked a reasonable basis

for a good faith belief that he had used his DOSF Mark in commé&icelair Oil Corp. v.
Kendrick 85 USPQ2d 1032 (TTAB 2007Maids to Order of Ohio, Inc. v. Maid-to-Order, Inc.

78 USPQ2d 1899 (TTAB 2006). Applicant has observed that throughout this motion, Opposer
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seems to muddle the bases relating to frauddoruse and non-use, ia$o suggest that the
standard for support eithdreory is the same. However, thedaims involve different standards

of proof, and the evidencequired to support these&o claims is distinct.

Paragraphs 6-7, 14-15, 17, 20-24¢d 26 of Opposer’s Motionllaelate to Applicant’s
production of certain information and documentshsas receipts, invoices, and other evidence
provided by Applicant to Opposer to demongrapplicant’s use of his DOSF Mark and sales
of products bearing his mark.pplicant maintains his position that the names of his customers
and his production sources are not necessaggtablish the fundamental point at issue in
Opposer’s fraud claim for non-uséhat Applicant had a good faith basis for his belief that he
made sales of his products to customers dirtie of filing his application. The names of
customers who purchased those productstfamdames of the parties who produced those
items, are irrelevant to the dission of whether Applicant hadeasonable basis for his belief
that sales in connection withe DOSF Mark at the time of filing had occurred. Rather, the
information contained in these documents—even without specific names and street addresses —
is more than sufficient to demonstrate evideoicApplicant’s good faith belief that he had used
the mark in commerce at the time of filing. Opgrds demand that Applicameveal the identity

of these individuals is without a §ia in law and cannot be sustained.

2. The identity of Applicant’s product manufacturer(s) is not relevant to
whether Applicant had a good faith bdief that his products originated
in San Francisco.

Similarly, the information related to confidential customer and supplier data that Opposer
requests in Paragraphs 6-7, 14-15, 17, 20-21, and I&6 dfotion is not relevant to a discussion
of whether Applicant committed fraud when Amalnt stated that his goods were produced in

the San Francisco area. First, at leastadribe documents Applicant provided reflected a
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location based in Oakland, California—a neigirpcity located witin the San Francisco
metropolitan region. Even though the name o émtity was redacted for purposes of
confidentiality, the invaie still shows sufficient informatiaio indicate the manufacturer’s

location within the San Francisco metro region.

In Paragraph 30, Opposer ass#ri “Plaintiff has assertealclaim of fraud against the
Defendant in part for representing to the Examthat his goods were/are manufactured in San
Francisco” and that “[ijnformatin concerning the locale in wihiche goods are manufactured is
relevant to providing [sic] whaer Defendant’s representatiander oath to the Trademark
Office was truthful.” In Pamgraph 32, Opposer again ass#ntt unredacted documents are

pertinent to a claim of &ud related to geography.

Again, Opposer’s assertion is based upon a neipnetation of the &ud standard. What
is at issue is not the truthhdss of Applicant’s statement thas goods were produced in the
San Francisco area, per se. Rather, whattissue—and what Opmysseemingly fails to
understand—is Applicantteasonable basis for his beligfat the goods were produced in the
San Francisco area. The documents Applicamtiged are more than ficient to demonstrate

evidence of the basis for Applicant’s belief.

Finally, there are other ways that Oppasery test the sufficiency of Applicant’s
reasonable belief. For example, Opposer chalte simply served Applicant with a single
interrogatory such as “stat# facts upon which you form the baga your belief that the goods
originate in San FranciscoMad Opposer ever offered suglmequest, Applicant could have
provided additional information that would supplis good faith belief in the truth of his

statement.
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For instance, Applicant hat least one telephone consa&tion with the Examining
Attorney, Maureen Dall Lott, during the coursieprosecution of thigpplication in which
Applicant and Ms. Lott discussed her request @afittonal information relged to the origination
of Applicant’s products. Applicdrexplained that deast some of the goodscluded in his
application were manufactured in the San Eisoto Bay Area at the time Applicant made the
statement, such as t-shirts he had personaiyufactured as far back as 1997. In addition,
Applicant confirmed that he lived in thersBrancisco metropolitan region and that he
advertised and promoted his goods from tbeation. Based on their conversation, the
Examining Attorney determined that no furtheti@t was necessary on this issue. As such, the
information Opposer seeks to prove fraud favggaphically deceptively misdescriptiveness is
unnecessary and misplaced because there werefattors that went into the Examining

Attorney’s decision whether toftese registration on these grounds.

As Applicant previously asserted in his December 23, 2011, Combined Motion to
Dismiss, Motion to Strike, Motion for More Definite Statement (“Applicant’s December 2011
Motion”), the criteria for determining whwtr a product is geographically deceptively
misdescriptive involves an inquirgto whether consumers woubglieve, inter alia, that goods

“originate” from a particular geographic locatioApplicant further pointed to Board authority

the finding that the goods originate from that locatibmre Nantucket Allserve Inc28
USPQ2d 1144 (TTAB 1993). Insteaproduct may be deemed taitpnate” from a location if
it is manufacturedproduced or soldthere. SeeFred Hayman Beverly Hills Inc. v. Jacques

Bernier Inc, 38 USPQ2d 1691 (TTAB 1996).
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In addition, another document evidencesanufacturing company based in China (with
name and street address redacted), onevefaesuppliers with wbm Applicant conducted
business to obtain his productBpposer asserts in Paragraptof@is motion that he requires
the identity of these entitidsecause “[e]vidence of the mdaature and supply of the goods
from outside of San Francisco would be evidethed the representation made to the Examiner
was fraudulent.” Opposer’s asgens are incorrecnd not supported by relevant law. By
Opposer’s own admission, this is a fraud claim -angeographically desgptive or deceptively
misdescriptiveness claim. Therefore, the fundaalesdment that is atsue here is whether
Applicant had a reasonable basis for his good faith belief that the statement made to the

Examining Attorney dung prosecution of thiapplication was true.

Simply put, Opposer’s discovery requestndbaddress the primarssue of whether
Applicant had a good faith belief that his goodsesitivere produced or originated in the San
Francisco area. Moreover, Opposs once again reminded thilae claim at issue in this
proceeding is fraud-ret geographically deceptively misdemgativeness. As such, Opposer
cannot sustain his argument that unredacted dodsraesm essential to evidencing the claim at

issue here.

3. The identity of Applicant’s product manufacturer(s) is not relevant to
whether Applicant used the DOSF me&k in commerce at the time of
filing his application.

Finally, Opposer has not asserted in his Blotio Compel any facts or legal basis to
support his claim that the identity of confidehsappliers and trade chaels is relevant to
support a claim of non-use. Whatelevant is that these inie@s and manufacturing receipts

reflect sufficient information to indicate thapplicant maintained aimventory of relevant

products bearing the DOSF Mark, that thosedpcts were sold by Applicant (therefore
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supporting his assertion that the sales were maade before the filing date of his application),
and that those sales were made to customesgleutf California. (The documents produced by
Applicant retained the city arglate of the customer’s address in order to illustrate that the

purchase was made by an out-of-state customer.)

Opposer also fails to point out that ndtadlthe documents provided by Applicant were
redacted. For instance, two of the invoices led by Applicant refleed sales in 2008 made
to a commercial re-seller named Sunset Shop, a now-defunct brick-and-mortar store
featuring sporting equipment and fashion clothamgl accessories. Sunset Surf Shop frequently
sold products to local patrons, as well as out-ofrtdourists, both in itsetail location in San
Francisco and via the internet. dddition, the owner of the Sunsirf Shop has been identified
in Applicant’s Initial Disclosures as Brian &mer. Mr. Kramer is, and has always been,
available to provide discoveneposition testimony to Opposertagdacts and information he

possesses related to claimssaue in this proceeding.

However, Opposer has never sought any in&tiom from Mr. Kramer, nor has he ever
attempted to notice Mr. Kramer’s discoverydsition. Instead, Opposer focuses his demands
solely on the redacted documetitat evidence the identity ofirrentsuppliers and distributors.
Frankly, Applicant is puzzled as why Opposer would persist sehemently in pursuing this
information when Mr. Kramer’s testimony asApplicant’s sales activities and use of the DOSF
Mark at the time of filingvould be very relevant to the clairasissue in this proceeding. In
view of the fact that Opposer has always hdidaccess to such relevant sources of discovery,
his assertions that he has stiow been thwarted in his discoyeefforts fall flat. For these

reasons, Opposer has failed to demonstratecampelling reason why unredacted copies of
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Applicant’s confidential customer and commerciata are necessarysapport his claims of

non-use by Applicant.

4, Opposer’s Requests for Information reated to use of the DOSF Mark
for the four years preceding the fiing of this application are not
relevant to any claim at ssue in this opposition,

In Paragraph 26, Opposer idifies Interrogatory No. in his August 1, 2013, set of
interrogatories, and Applicastobjection to the same, on the grounds that the information
requested therein was not relat/éo any claims assertéy Opposer and not reasonably
calculated to lead to the discoyef admissible evidence. Opmghen asserts that he is
entitled to information concenmg the identity of Applicant’'sustomers and suppliers because
“the manufacture of the listegbods or lack thereof i®levant to demonstrating the Mark was
not in use continuouslyna regularly in the yearsrior to the filing of the applicatioh(emphasis
added). Opposer makes similar argumeniaragraphs 27, 28, 30, 31, and 32 regarding
Opposer’s August 1, 2013, Interrogatory Nos. 2, 3, 6, and 7, and August 1, 2013, Request for

Production of Documents No. 6.

What Opposer so strategically omits frors motion is the fact that each of these
discovery requests seeks information relatefigplicant’s sales activities and use of the DOSF
Mark from the years 2005 to 2009—in other words, for a peritolofyearsprior to the date of
filing. Opposer fails to providany basis for requesting informani that pre-dates the filing date
of this application by so many years. Becahgse requests were plainly objectionable on their
face, Applicant properlpbjected to these requests in his September 5, 2013, responses to these
interrogatories and document production requeBtsdate, Opposer still has not demonstrated
any valid legal theory #t would support his request foighnformation, or would otherwise

explain his reasons for requesfithis irrelevant information.
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Rather, Opposer’s Motion to Compel simpéflects conclusory statements (not
supported by any relevant case lagt the “request for manufaces and suppliers prior to the
filing of the application goes dicdy to both the non-use clainma@ the claim that the applicant
fraudulently filed an In Use application.” Opo's position is simply unsupportable. There is
no claim at issue in this opposition (e.g., abandomymkeat would necessii@ or even justify a

request for sales or use information friour years prior to the date of filing.

Moreover, Opposer has already been itséd by the Board in its September 4, 2011
Order that dates of first use and claims rem@rdse of the DOSF Manprior to the time of
filing cannot form a proper basis of a fraud clamlong as there is use of the applied-form
mark as of the date of filing date of the application. (The Board’s September 4, 2011 Order
struck Opposer’s allegations reldt the dates of first use Applicant’s mark for failure to
form a basis for a valid claim.) Given that Opgolsas offered no legal basis for requesting this
pre-filing information, Applicant respectfully bmits that these requests are improper and

irrelevant.

5. Opposer’'s Requests for Information reated to Applicant’s decision to
submit his original specimen of us are not relevant to any claim at
issue in this opposition.

In Paragraph 29, Opposer states that leatisled to information concerning Applicant’s
decision to submit a specimen that consists piiotograph of a jacketith a tag bearing the

moniker “Capt. Spalding.” Opposer’s requsstnwarranted and ifevant for two reasons.

First, Opposer’s request for information telhto Applicant’s orighally-filed specimen
is not relevant to any claim at issue in thisqaeding because it does nelate to any material
false statement upon which the Examining Atéyrrelied in permitting the application to

proceed to registration. Applicant has afigaxplained in his December 2011 Motion that his
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originally-filed specimen was simply submittederror. Specifically, after Applicant’s
application was filed, but before the present opposition was instituted, Applicant learned that his
previous attorney had uploaded the wrong pheiplgs to the TEAS online filing system when
filing this application. Applicanhhad originally provided his prious attorney with several
photographs depicting productatiApplicant had sold underddDOSF Mark. The photographs
submitted with the application were of a used ga¢kat Applicant had purchased in order to re-
create the vintage look of one of his produtes. These photographs were saved on
Applicant’s computer in the same folderseseral other product photographs and were
inadvertently included in the photographs sempplicant’s previous counsel who then selected
the photos for submission with Applicant’s apption. Later, upon learning of this error and
conferring with Applicant’s current attorney, Amant submitted a verified substitute specimen

which was accepted by the Examining Attorney.

As Applicant has already asserted in his December 2011 Motion, an applicant is
permitted to file a substitute specimen if the proposed substitute specimen was in use in
commerce as of the date of filing, and the apptidagiudes a declaration kigying these facts.

37 C.F.R. § 2.59; T.M.E.P. § 904.05. An appfit may submit a substitute specimen for many
reasons (e.g., the original specimen is unacceptalihe Examining Attorney or does not show
use of the mark with the relevagbods or services). Howevess long as the requirements of 37
C.F.R. § 2.59 are met, the Applicant will be pitad to file the substitute specimen and the
Examining Attorney may accept the new speciimémthe record. Therefore, because the
Applicant’s originally-filed specimen did nobnstitute a material false statement upon which
the PTO was prepared to grant registration,nnhoaform the basis for a sustainable fraud claim
and Opposer’s requests for documents and irdtiam related to Apptiant’s originally-filed

specimen are not relevant to any claim at issue in this proceeding.
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Second, the Board’s September 4, 2011, Ord&uspension specifically Opposer that
allegations directed to ex padggamination issues fail to state a proper ground for an inter partes
proceeding. Moreover, the Board specificallyiadd Opposer that allegations related to

Applicant’s originally-filed specimenannotform the basis for a claim in this proceeding:

“[T]o the extent that opposer may hawright to allege that there was examiner

error with respect to theonsideration of applicant’s specimens of use (during

both the initial examination and post-registration f$idg} is well-settled that

allegations directed tex parteexamination issues fail to state a proper ground for

aninter partesproceeding.”See Demon Int.’l LC v. William Lync86 UPQ2d

1058 (TTAB 2008), citingCentury 21 Real Estate v. Century Life of America

USPQ2d 2034, 2035 (TTAB 1989) (the issu¢haf adequacy of the specimens is

solely a matter of ex parte examination).

In this case, Examining Attorney, Maureall Lott, accepted Applicant’s proposed
substitute specimen and entered it into the recBrdther, the Examining Attorney was made
aware of Applicant’s reasonsrfoffering his substitute specimen and still accepted his specimen.
Therefore, to the extent that Opposer is iecliy challenging the sufficiency of the Examining
Attorney’s decision to accept the substitsppecimen, Board precedent directs that such a
challenge cannot constitute a ground upon whittefnrmay be granted. As such, Opposer’s
request for information related to Applicant’s decision to submit his originally-filed specimen is
irrelevant to any claim in this proceedingdacannot be entertained under any plausible legal
theory.

C. Board Practice Discourages Parties Fronbisclosing Confidential Customer
Information.

Applicant respectfully submits that the &d expressly discourages parties from
submitting materials that contain personal idemidyinformation and directs parties that such

information should be redacted:

® Applicant believes the Board’s Ordmeant to indicate “post-publicatiorrather than “post-registration.”
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The parties are strongly discouraged frembmitting materials which contain the
personally identifiable information of andividual (e.g., account numbers, social
security number, home addressas] home phone numbers) (emphasis
added)....If such information is embedded in the materials being submitted, such
privacy information is to be redactéeimphasis added). TMBP Section 120.02.
Disclosure of an individual's persdhaidentifiable information (e.g., social

security number, financial account numbenrshome address) is not necessary.

Such information should always bedacted from any submission. TBMB
Section 502.02(c)

The Board’s directive concerningetinelease of such confident@lstomer information is clear
and Applicant cannot deviate from the Boardii®ctive on this matter without a compelling

reason to do so.

In addition to these valid pracy concerns, it would be amprudent business decision
for Applicant to disclose the names of indival customers who made good faith purchases of
his products, only to have their names releasétbwt their consent arappropriate regard for
their privacy rights in the midst of a centious opposition proceeding. Board precedent
supports this policy of pretting customer privacySee Sunkist Growers, Inc. v. Benjamin
Ansehl Company229 USPQ 147 (TTAB 1985) (need farstomer names does not outweigh
possible harm, such as harassment of custondeBs)Williams Co. v. Pepsodent G.m.h.1B8
USPQ 577 (TTAB 1975) (must identify classanistomers who purchase products under mark,
but not names of customershherefore, Opposer’s relianoa the terms of the Board’s
protective order to compel produgtiof this private customer data is erroneous and Applicant
cannot be compelled to produce the identity of third-party private customers as such disclosure

would be in violation oBoard policy and practice.
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D. The Names of Applicant’s Suppliers Constitute Highly-Sensitive Trade
Secret Information and the Potentid Harm to Applicant Outweighs
Opposer’s Need for This Information.

Opposer further asserts thatibentitled to unredacted veyss of documents evidencing
the names and addresses of certain of Applisanénufacturing invoices reflecting the identity
of Applicant’s manufacturers arsdippliers. In his originaliscovery responses, Applicant
redacted the names and street addresses pfduluct suppliers andtail store customers
because this information constis confidential Trad8ecret/Commercially Smitive material.
Applicant’s confidential tradeegret and third party privacyncerns for the production of
unredacted documents bearing full narmed addresses are well founded based upon

Applicant’s prior businesgealings with Opposer.

Specifically, Opposer acted in bad faith, bb#fore and during thegproceedings, when
he fraudulently filed a trademaapplication for a competing kiation of the DOSF Mark, even
though Opposer knew full well from his prior busas dealings with Apgigant that Applicant
was already using his DOSF Mark and had alredéelg &n application to gaster his mark with
the PTO. Opposer then contacted Applicargrtnounce his own traderkdiling and his plans
essentially to extort money from Applicant dicénsing” Applicant’'s owmark back to him.
(Interestingly, Applicant notes that Opposewver indicated to gplicant in any prior
communications that he in any way contesteoMdlidity of Applicant’s application—that is,
until the PTO suspended Opposer’s own appboasind his plans to “license” the DOSF Mark

to Applicant were seemingly thwarted.)

Unfortunately, from that time on, Opposer dooed his attempts to disrupt Applicant’s
business by inappropriately coniag Applicant’s retail customerand threatening them with

specious claims of infringement, despite the that Opposer had absolutely no basis to make
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these claims. Specifically, in February orieta2010, Opposer contactétle Hard Wear Store
and several other clothing retailers in thedt&iAshbury district o6an Francisco at a time

when Applicant was distributing sample merchaadiThese inappropriate contacts were made
for the purpose of intimidating these businessetsdiscouraging them from transacting with
Applicant by asserted trademark rights that Opposer does not possess. Opposer has also
interrupted Applicant’s onlineommerce by filing an infringement claim against Applicant’s
original Facebook page which resulted in Applidasing over 3,000 page followers. Since that

time, Applicant has been forcéal recreate his Facebook pagel “fan base” from scratch.

Opposer’s previous actions have causaan to Applicant with respect to his
commercial and customer information. In amh, Applicant has made a reasonable showing
that the information requestedagher irrelevant or unnecessary for Opposer to support his
claims. In view of these facts, the balanté&ardships weighs in Applicant’s favor and
Opposer’s requests for confidential commercia austomer information must be denied as

improper and unfounded.

E. Opposer’s Discovery Request Is addrly-Crafted Attempt to Deprive
Applicant of Documents Upon Which HeMay Need to Rely On to Defend
Himself in This Proceeding.

Finally, Opposer’s request for informaiti that he knows Applicant cannot in good
conscience disclose is nothing more than a f@dyox in” Applicant ando try to get him to
forfeit his reliance on any documents he might usgefend himself in this action. In particular,
Opposer stated in his “Notice bfsufficient Initial Disclosurs” that Applicant may enter a
“statement by his counsel that he does not intend to redypfemphasis added] of his
suppliers, manufacturers and customers” to sugpsidefenses in this proceeding. In other

words, Opposer is attempting to use Applitereasonably-founded reluctance to disclose
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important business information into intimidadi Applicant to forego reliance on any documents
he might use to defend himself. Applicahbsld not be punished for his reasonable and proper
objections to Opposer’'s demands for such cemfidl information, especially when Opposer has
failed to demonstrate their relevae or necessity. Once agaire thalance of hardships weighs
heavily in Applicant’s favor an@pposer’s request for unredactpies of such confidential

information should be refused.

. CONCLUSION

For the foregoing reasons, Applicant resheély requests that Opposer’s Motion to

Compel Discovery Requests tenied in its entirety.

Respectfully submitted,

Date: October 22, 2013 By: /Marina A. Lewis/
Marina A. Lewis
Attorneys for Opposer

Finnegan, Henderson, Farabow, Garrett &
Dunner, LLP

Stanford Research Park

3300 Hillview Avenue

Palo Alto, CA 94304

(650) 849-6600

(650) 849-6666
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CERTIFICATE OF SERVICE

| certify that on October 22, 2013frae copy of the foregoing

APPLICANT’'S RESPONSE TO PETITIONER’'S MOTION
TO COMPEL DISCOVERY RESPONSES

were served on Kurt Leyeadker via electronic mail teurt@coloradoiplaw.com

/Marina A. Lewis/
Marina A. Lewis




