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Attorneys for Applicant
NEW IMAGE GLOBAL, INC.

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

REYNOLDS INNOVATIONS, INC. Opposition No. 91199963
Opposer, APPLICANT NEW IMAGE GLOBAL,
INC."S RESPONSE TO ORDER TO
V. SHOW CAUSE WHY JUDGMENT BY
DEFAULT SHOULD NOT BE ENTERED
NEW IMAGE GLOBAL, INC. AGAINST APPLICANT
Applicant. Opposition Filed: May 25, 2011

Applicant NEW IMAGE GLOBAL, INC.(“Applicant”), in accordance witfRule 55 (b)
of the Federal Rules of Civil Procedurénereby responds to the Order to Show Cause why
judgment should not be entered against Agplicwith the mail date of July 19, 2011.

l. STATEMENT OF PERTINENT FACTS

On or about November 23, 2009, Applicantdile United States Patent and Trademark
Office Application for the trademark “XL”, $&l Number 77878469 (théark”). (Declaration

of Lanz Alexander (hereinafter “Lanz Decl.”) Y2}t this time, Applicant’s Trademark portfolio



was being handled by Dwayne Mason, Esq., previous counsel of record with the USPTO for
Applicant’'s “XL” mark. (Lanz Decl. 3) Howeer, Applicant, on or about June 30, 2011,
informed Mr. Mason that Applicant no longelesired Mr. Mason’s services concerning
Applicant’s Trademark portfolio, which includes thHd." mark at issue. (lanz Decl. 14). It was
not until July 1, 2011, that MrMason informed Applicant #t Reynolds Innovations, Inc.
(“Opposer”) filed an Opposition against ApplicatMark and that Applicant’'s Answer was due
July 4, 2011. (Lanz Decl. 15). By July 4, 20Bpplicant had been unsuccessful in retaining
counsel in the place of Mr. Mason to managgWcant's Trademark poufio. (Lanz Decl. 6).
On July 19, 2011, Applicant was informed by Mfason that the USPTO had mailed notice to
Dwayne Mason, ordering Applicant to show caasdo why judgment by default should not be
entered concerning Oppositidlo. 91199963. (Lanz Decl. 7).

On July 22, 2011, Applicant retained the legal services of new counsel, Johnson & Pham,
LLP, a California law firm, to manage Appéint's Trademark portfolio. (Lanz Decl. {8;
Declaration of Jason R. Venémrereinafter “Vener Decl.”){2). On July 27, 2011, Johnson &
Pham, LLP sent notice to Mr. Mason that they had been retained by Applicant to manage
Applicant’s Trademark portfolio, @requested that Mr. Mason transfer all files related thereto
to Johnson & Pham, LLP. (Vener Decl. 13) Toeddr. Mason has not sponded to this notice,
nor has Mr. Mason transferred Apgaint’s Trademark portfolio and the files pertinent thereto to
Johnson & Pham, LLP. (“Vener Decl. Y4). @agust 8, 2011, despite Mr. Mason’s failure to
provide Johnson & Pham, LLP with Applicant’s fleApplicant registered Jason R. Vener, of
Johnson & Pham, LLP, as coung#l record concerning Applant's Mark. (Lanz Decl. 19;
Vener Decl. 14).
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Il. DEFUALT JUDGMENT IS AN EX TEME AND DISFAVORED REMEDY

AND IS APPROPRIATE IN THE INSTANT MATTER

In inter parties cases before the Board, thederal Rules of Civil Procedurapply
“Whenever applicable and appraye,” unless the Rules of Prexet in Trademark Cases provide
otherwise. Rule 2.116, 37; C.F.R. § 2.116. The Trademark Rules do not establish a standard for
determining when a default or a default jodgnt may be enteredyv@ded or set aside.
Accordingly,Federal Rule of Civil Procedurgs(c) applies.

In applyingRule 55 of the Federal Rules of Civil Procedurd “is the general rule that
default judgments are ordinarily disfavoredEitel v. McCool 782 F.2d 1470, 1472 {oCir.
1986).The courts and the Board are reluctargrémt judgments by default and tend to resolve
doubt in favor of setting aside a default,canhe law favors decidingases on their meritBena
Seguros La Comercial, S,A770 F.2D 811, 814 {bCir. 1985); Thrifty Corporation v. Bomax
Enterprises 228 USPQ 62 (TTAB 1985Regent Baby Products Corp. v. Dundee Mills,,Inc.
199 USPQ 571 (TTAB 1978). Courts or the Boandy grant a motion to set aside entry of
default upon a showing of good cauB&D. R. CIV. P. 55(¢)Franchise Holding Il, L.L.C. v.
Huntington Rests. Grou®75 F.3d 922, 925 (9th Cir. 2008retzel & StoufferChartered v.
Imperial Adjusters, Inc.28 F.3d 42, 45 (7th Cir. 1994). The court's discretion for finding “good
cause” is especially broad where, as in this dasensiders a motion to set aside only an entry
of default, rather than entry of a default judgm&nady v. United State11 F.3d 499, 504 (9th
Cir. 2000).

In determining whether there is good causeyrtsoor the Boardieuld consider whether
(1) the applicant’s delay has not resulted from an act that is willful, in bad faith, or in gross

neglect, (2) the applicant’s delay had not resuteslibstantial prejudice to the Opposer, and (3)



the Applicant has a meritorious defen®Connor v. Nevad&7 F.3d 357, 364 (9th Cir. 1994);
Franchise Holdings I, LLC v. Huntington Restaurants Group,, I8¢5 F3d 922, 925-926“(9
Cir. 2004). Moreover, “a court shiouliberally interpret theseattors when considering a motion
to set aside an entry of Defaultfawaii Carpenters’ Trust Funds v. Storn4 F.2d 508, 513
(9™ Cir 1986). Default judgment isot appropriate tthe instant matter agood cause exists for
setting aside the entry of default.

II. APPLICANT'S DELAY IN SUBMITTING AN ANSWER WAS

INADVERTANT AND AN EXCUSABLE MISTAKE

Relief from default may be denied where thefault resulted from applicant's culpable
conduct or willful misconductfalk v. Allen,739 F.2d 461, 463 (9th Cir. 1984ckra Direct
Marketing Corp v. Fingerhut Corp86 F.3d 852, (8th Cir. 1996). Applicant’'s conduct was
neither culpable nor willful. As both thoroughlytderth above and in the Declarations filed in
support of this Response, Applicant’s failurefle an Answer to the Opposition was due to
circumstances arising from Applicant’s termination of its attorney-client relationship with the
previous counsel of record for the Mark asus. Applicant ended its relationship with the
Mark’s former counsel of record just five dapsior to the deadline to file and an Answer
without knowing that an Opposition had beendilegain the Mark. And, furthermore, former
counsel did not inform Applicant that an Answersvaaie to be filed in thismatter until just three
days prior to the filing deadline. Applicantnst an attorney and does not possess independent
legal knowledge concerning how tespond to an Opposition. Thuswas not until Applicant
retained new counsel that it was even ableegpond to the pendingdsr to show cause, let
alone file an Answer to the Opposition. Applitamould not be deprived of its opportunity to

assert its rights over the subject Mark simpbcause Applicant, having relieved himself of



previous counsel, had neither the ability to fileAarswer on its own behalf nor substantial time
in which to do so once directly put on noticewks not until Applicant retained new counsel that
it became aware of what need todmme in response to the Opposition.

IV.  APPLICANT'S DELAY HAS IN NO W AY PREJUDICED OPPOSER BY ITS

DELAY IN FILING AN ANSWER

Opposer has not been prejudiced through Ajgpli's delay in answering the opposition.
Prejudice exists if a party's ability to pursue its claims is hindéiaé, v. Allen739 F.2d 461,
463 (9h Cir. 1984);Momah v. Albert Eirtein Medical Center161 F.R.D. 304, 307 (E.D.Pa.
1995) (“Prejudice arises where the setting asidéhefentry of default results in the loss of
relevant evidence or some other occurrence tmalstéo impair the plaintiff's ability to pursue
the claim.”) No prejudice exists simply becaasparty is compelled to litigate its claims on the
merits and prove its case, osodution of the matter is delayedacy v. Sitel Corp.227 F.3d
290, 293 (5th Cir. 2000); TCI Group Life InBlan v. Knoebber244 F.3d 691, 701 t(E)Cir
2001) (prejudice requise“greater harm than simply delagi resolution of thease”). To wit,
Opposer has not wasted resources and time irestigg entry of default an filing a motion for
entry of default before the Board. Rather, it is the board that has, on its own initiative, entered
default against Applicant. Additionally, therens evidence which will be or has been lost or
degraded due to Applicant’s unavoidable delay. Nor will the setting aside of default create any
other circumstance which was not already intexise prior to the filing of the Opposition that
tends to impair Opposer’s aibyl to obtain relief, assumin@rguendo that such relief is
warranted. Indeed, an order ts®j aside the Board’s entry afefault against Applicant will
impose not harm to Opposer indeperdenobligation to prove its case.
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V. APPLICANT HAS A MERITORIOUS DEFENSE TO THE OPPOSITION

In order for Applicant to that show it has“meritorious defense,” Applicant need not
show a defense that might make the resuttiatdifferent than tht reached by defaullones v.
Phipps, 39 F.3d 158, 165 (7th Cir. 1994) (a meribas defense need not be one that will
definitely succeed)Hritz v. Woma Corp.732 F.2d 1178, 1181 (3rd Cir. 1984). The standard is
not a likelihood of success; rather defendant need only showathts defense contentions, if
proven, would constitute a complete defer&scurities & Exchange Com. v. McNulh37 F.3d
732, 740 (2nd Cir. 1998). As Opposer’s sole Opposition to Applicant’s registration is that the
marks, both being “XL”, due there similarity dreely to cause confusion, and that Opposer has
“first-use,” allegedlydating to October 23, 2006¢eOpposition. filed May 25, 2011), Applicant
need only assert facts dismgiany of these assertions.

Applicant will assert in its Answer that tleeis no likelihood of confusion as the goods to
which these marks are affixed are distinct. Nam@lyposer uses this maskrictly in connection
with “cigarettes” while Applicant uses this maskictly with “flavored and non-flavored rolling
tobacco sheets.ld. If these alleged factare taken as true, Apphant would have complete
defenses to Opposer’'s claims. AccordingBpplicant has shown that it has meritorious
Defenses.

Additionally, Applicant will claim various HKirmative Defenses. Applicant will claim
that the affirmative defense of Laches applieshat Opposer unreasably delayed in giving
notice of its opposition to Applicaras the filing of the Apptiation for the Mark was public on
the USPTO site as of November 23, 2009, ansearch would have revealed Applicant’s

exercise of ownership of the Mark long befdvay 25, 2011. Applicant will also allege that



Opposer acquiesced topplicant's use of the M& since it had knoledge of Applicant’s
creation and use of the mark almost tvears prior to the filing of its Opposition.

Furthermore, Applicant will assert that Oppogeestopped to assert any and all relief
sought by its Opposition since, time face of Opposerapparent acquiescence to Applicant’s use
of the Mark and delay in bringing its claim&pplicant relied to its detriment upon Opposer’s
conduct. Accordingly, if any of the above factserted are taken as true, Applicant would have
complete Affirmative Defenses to the Oppiasm. Accordingly, Applicant's Affirmative
Defenses are meritorious.

VI.  APPLICANT REQUIRES TIME TO FILE ITS ANSWER DUE TO ITS

RECENT CHANGE OF COUNSEL

Applicant only recently retagd new counsel in relationo the Mark at issue.
Additionally, as stated above, wmecounsel has yet to receive the files possessed by previous
counsel pertinent to the Markiasue. Therefore, Applicant wilequires and hereby respectfully
requests thirty (30) days to file an Answethe Opposition, should the Board set aside its entry
of Default.

I
I
I
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Vil.  CONCLUSION

For the foregoing reasons, the Board stiowdt enter a default judgment against
Applicant and should setide the entry of defaultith respect to the M&. Additionally, given
the recent change in counsel, and counsel’s fugdte files necessary to represent Applicant’s
interests concerning the Markiasue, the Board should grant Aigant thirty (30) days from

the date the Board sets aside thieyeof default to file an Answer.

Dated: August 18, 2011 Respectfully Submitted,

JOHNSON & PHAM, LLP

By: /Jason Vener/
Christopher Q. Pham
Jason R. Vener
Attorneys for Applicant
NEW IMAGE GLOBAL, INC.




DECLARATION OF JASON R. VENER
[, JASON R. VENER, Declare as follows:

1. I am an attorney duly licensed under the lawthefState of California. | am an associate
attorney at the law firm, Johnson & Pham, Lé®unsel for Applicant New Image Global, Inc.
(“Applicant”) in the above captioned mattdme following is within my personal knowledge,
and if called upon as a witness, | coalttd would competently testify thereto.

2. OnJuly 22, 2011, Applicant retained the legal services of new counsel, Johnson & Pham,
LLP, a California law firm, to manag&pplicant’'s Trademark portfolio.

3. OnJuly 27, 2011, Johnson & Pham, LLP, sestice to Mr. Dwayne Mason, Applicant’s
previous counsel, that they haden retained by Applicant to manage Applicant’'s Trademark
portfolio, and requestethat Mr. Mason transfer all fileeelated thereto to Johnson & Pham,
LLP.

4. To date, Mr. Mason has not responded ts tiotice, nor has Mr. Mason transferred
Applicant’s Trademark portfoliand the files pertinent theto to Johnson & Pham, LLP.

5. On August 8, 2011, despite Mr. Mason’s failtoeprovide Johnson & Pham, LLP with
Applicant’s files, Applicant registered JasBn Vener and Christoph&). Pham, of Johnson &
Pham, LLP, as counsel of record concerrpplicant’s “XL” Mark, Serial Number: 778784609.

| declare under the penalty of perjury under theslaf the United Statdbat the foregoing is

true and correct. Executed on thd'ty of August 2011, in Los Angeles, California.

/Jason R. Vener/

JasorR. Vener



DECLARATION OF LANZ ALEXANDER
I, LANZ ALEXANDER, Declare as follows:

1. I am the Chief Financial Offer for Applicant New Image @bal, Inc. (“Applicant”) in
the above captioned matter and am authorizexpéak on Applicant’s behalf. The following is
within my personal knowledge, and if called ugma witness, | could and would competently
testify thereto.

2. On or about November 23, 2009, Applicantdila United States Patent and Trademark
Office Application for the Trademark ‘IX, Serial Number77878469 (the “Mark”).

3. At this time, Applicant’s Trademark portfolio was being handled by Dwayne Mason,
Esq., previous counsel of record with the USH®OApplicant’s “XL” mark, as well as all other
Trademarks held by Applicant.

4. On or about June 30, 2011, I, on behalf gpAcant informed Mr. Mason that Applicant
no longer desired Mr. Ma@n’s services concerning Apgdint's Trademark portfolio, which
includes the “XL” mark at issue.

5. However it was not until July 1, 2011 thktr. Mason informed me that Reynolds
Innovations, Inc. filed an @position against Applicant'$lark on May 25, 2011, and that
Applicant’s Answer to this Opposition was due July 4, 2011.

6. By July 4, 2011, I, on behalf of Appknt, and through no lack of trying, was
unsuccessful in retaining new counsel ire thlace of Mr. Mason to manage Applicant’s
Trademark portfolio. Without the assistancelefal counsel knowledgble in responding to
USPTO Oppositions, Applicant was unatidimely Answer the Opposition.

7. On July 19, 2011, Applicant was informég Mr. Mason that the USPTO had mailed
notice to Dwayne Mason, ordering Applicant Sbhow cause as to why judgment by default
should not be entered concerning Opposition No. 91199963.

8. On July 22, 2011, I, on behalf of Applicangtained the legal services of new counsel,
Johnson & Pham, LLP, to managp@icant’s Trademark portfolio.

9. On August 8, 2011, I, on behalf of Applicangistered Jason R. Vener and Christopher
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Q. Pham, of Johnson & Pham, LLP as coun$eécord concerning Applicant’s Mark.
10. Applicant uses the Mark strlgtwith “flavored and non-flavaed rolling tobacco sheets.”
| declare under the penalty ofrpey under the laws of the UndeStates that the foregoing is

true and correct. Executed on thd'ty of August 2011, in Los Angeles, California.

/Lanz Alexander/

Lanz Alexander
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