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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name VeriSign, Inc.

Granted to Date
of previous
extension

05/08/2011

Address 487 Middlefield RoadM/S MV2-2-1
Mountain View, CA 94043
UNITED STATES

Attorney
information

Suzanne V. Wilson
Arnold & Porter LLP
777 S. Figueroa St. 44th Floor
Los Angeles, CA 90017
UNITED STATES
suzanne.wilson@aporter.com,diane.lambillotte@aporter.com,trademarkdocketin
g@aporter.com,amie.medley@aporter.com

Applicant Information

Application No 85055223 Publication date 11/09/2010

Opposition Filing
Date

05/09/2011 Opposition
Period Ends

05/08/2011

Applicants Comodo Group, Inc.
Suite 1400 525 Washington Blvd
Jersey City, NJ 07310
UNITED STATES

Comodo CA Limited
Office Village, 3d Flr, Exchange Quay Trafford Road 26
Salford, M53EQ
UNITED KINGDOM

Goods/Services Affected by Opposition

Class 042.
All goods and services in the class are opposed, namely: Implementation, testing, analysis, and
consulting services in the field of security, access, authorization, authentication encryption, and
identification systems for computers, computer hardware, computer networks, and websites;
development, integration and operation of computer systems to support issuance and management
of digital certificates

Class 045.
All goods and services in the class are opposed, namely: Authentication, issuance and validation of
digital certificates; Computer security services in the nature of providing an Internet trust center,
namely, computer security assurance and administration of digital keys and digital certificates;
Security services, namely, threat simulation vulnerability analysis and mitigation and emergency and
crisis response

http://estta.uspto.gov


Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3307773 Application Date 08/20/2004

Registration Date 10/09/2007 Foreign Priority
Date

NONE

Word Mark VERISIGN SECURED

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2004/09/07 First Use In Commerce: 2004/09/07
Computer software in the field of cryptographic network security and data
security functions; computer software for automating a process for
authentication of identity using existing databases in connection with the
issuance and management of digital certificates used for authentication or
encryption of digital communications, or authentication of a digital signature in
an electronic transaction or communication, over the Internet and other
computer networks; computer software, namely encryption software to enable
secure transmission of digital information, namely, confidential, financial and
credit card information over the Internet as well as over other modes of
communication between computing devices; computer software to integrate
managed security services, namely public key infrastructure (PKI) services,
digital certificate issuance, verification, and management, and enterprise
software integration, with existing communications networks, software, and
services, downloadable electronic publications in the nature of a newsletter in
the field of information technology; computer software for use in analysis and
reporting of firewall log data
Class 035. First use: First Use: 2004/09/07 First Use In Commerce: 2004/09/07
Commercial information and directory services; providing commercial
information and on-line directory information services for locating Internet and
other computer network addresses and demographic information for entities,
and providing a directory of organizations, individuals, addresses, and resources
accessible through the use of the Internet and other computer networks;
business management services, namely, providing outsource management
services to others in the field of digital certificate authentication; advanced
computerized database management services and billing services; preparation
of customized business reports for others; business services in the nature of
managed public key infrastructure services, namely, application and network
infrastructure security services; business management, namely, digital certificate
issuance services
Class 036. First use: First Use: 2004/09/07 First Use In Commerce: 2004/09/07



Insurance services, namely, insurance brokerage services and administration
and processing of claims, for insurance covering computer authentication,
encryption and certification services for electronic transactions and
communications that take place over the Internet and other computer networks;
providing extended warranties for authentication, encryption and certification
services used to provide security in electronic transactions and communications
that take place over the Internet and other computer networks; administration
and processing of claims under extended warranties of authentication,
encryption and certification services used to provide security in electronic
transactions and communications that take place over the Internet and other
computer networks; financial services, namely providing financial information
and transaction processing services by electronic means via the Internet and
other computer networks, and monitoring financial transactions and evaluating
the likelihood of fraud via a multi-factor scoring system, in the field of electronic
fund transfer and payment processing services; financial management services
for electronic delivery, processing and transfer of funds, payments, financial
transactions and financial information via the Internet and other computer
networks; financial services, namely, providing financial transaction processing
services by electronic means via the Internet and other computer networks in
the field of electronic fund transfer and payment processing services
Class 041. First use: First Use: 2004/09/07 First Use In Commerce: 2004/09/07
Educational services, namely, providing instruction and demonstrations in the
fields of use and management of computer networks, corporate local area
networks, the Internet, computer network addresses, and Internet domain name
issues
Class 042. First use: First Use: 2004/09/07 First Use In Commerce: 2004/09/07
Providing authentication of identity; issuance and management of digital
certificates for authentication or encryption of a digital communication, or
authentication of a digital signature in an electronic transaction or
communication, over the Internet and other computer network and providing
technical and customer support in connection therewith; development, design,
implementation, testing, analysis, and consulting services in the field of security,
access, authorization, authentication encryption, and identification systems for
computers, computer hardware and computer networks; development,
integration and operation of computer systems to support issuance and
management of digital certificates; creation and implementation of procedures
and practices for issuance and management of digital certificates; computer
related services, namely, managed computer network and Internet security
services, namely, public key infrastructure ("PKI") verification, authentication,
distribution and management, digital certificate issuance, verification and
management, and enterprise software integration; computer consultation
regarding computer networks and internal computer networks, security services
for computer networks and internal computer networks, namely, installation,
design and customization of Internet and network firewall software for others;
computer consulting services in the field of security integration, network security,
network architecture, encryption technology, and computer security; security
verification of computer network firewalls, servers and other network devices
from unauthorized access, namely, analyzing global computer information
network and internal computer network vulnerability

U.S. Registration
No.

3651523 Application Date 01/11/2005

Registration Date 07/07/2009 Foreign Priority
Date

NONE

Word Mark VERISIGN SECURED



Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2005/09/00 First Use In Commerce: 2005/09/00
Computer hardware

U.S. Registration
No.

3307778 Application Date 10/05/2004

Registration Date 10/09/2007 Foreign Priority
Date

NONE

Word Mark VERISIGN SECURED

Design Mark

Description of
Mark

The mark consists of a series of movements depicted as follows: Step 1 shows
the beginning of the check mark element being drawn, as well as the beginning
of the circle element being drawn; and Step 2 shows the check mark element
continuing to be drawn and the completion of the circle element; and Step 3
shows the complete circle design, the check mark element continuing to be
drawn through the addition of square elements moving into place to form the
pixilized end of the check mark; and Step 4 shows the complete circle element,
the complete check mark element, and the start of the capsule element being
drawn as it extends from the right-hand side of the circle element at the top and
bottom; and finally, Step 5 shows the complete mark consisting of the circle
element, check mark element (including the pixilized end of the check mark),
capsule element extending off of the right-hand side of the circle element
framing the wording "VERISIGN SECURED".

Goods/Services Class 009. First use: First Use: 2004/10/09 First Use In Commerce: 2004/10/09
Computer software in the field of cryptographic network security and data
security functions; computer software for automating a process for
authentication of identity using existing databases in connection with the
issuance and management of digital certificates used for authentication or
encryption of digital communications, or authentication of a digital signature in
an electronic transaction or communication, over the Internet and other
computer networks; computer software, namely encryption software to enable
secure transmission of digital information, namely, confidential, financial and



credit card information over the Internet as well as over other modes of
communication between computing devices; computer software to integrate
managed security services, namely public key infrastructure (PKI) services,
digital certificate issuance, verification, and management, and enterprise
software integration, with existing communications networks, software, and
services, downloadable electronic publications in the nature of a newsletter in
the field of information technology; computer software for use in analysis and
reporting of firewall log data
Class 035. First use: First Use: 2004/10/09 First Use In Commerce: 2004/10/09
Commercial information and directory services; providing commercial
information and on-line directory information services for locating Internet and
other computer network addresses and demographic information for entities,
and providing a directory of organizations, individuals, addresses, and resources
accessible through the use of the Internet and other computer networks;
business management services, namely, providing outsource management
services to others in the field of digital certificate authentication; advanced
computerized database management services and billing services; preparation
of customized business reports for others; business services in the nature of
managed public key infrastructure services, namely, application and network
infrastructure security services; business management, namely, digital certificate
issuance services
Class 036. First use: First Use: 2004/10/09 First Use In Commerce: 2004/10/09
Insurance services, namely, insurance brokerage services and administration
and processing of claims, for insurance covering computer authentication,
encryption and certification services for electronic transactions and
communications that take place over the Internet and other computer networks;
providing extended warranties for authentication, encryption and certification
services used to provide security in electronic transactions and communications
that take place over the Internet and other computer networks; administration
and processing of claims under extended warranties of authentication,
encryption and certification services used to provide security in electronic
transactions and communications that take place over the Internet and other
computer networks; financial services, namely providing financial information
and transaction processing services by electronic means via the Internet and
other computer networks, and monitoring financial transactions and evaluating
the likelihood of fraud via a multi-factor scoring system, in the field of electronic
fund transfer and payment processing services; financial management services
for electronic delivery, processing and transfer of funds, payments, financial
transactions and financial information via the Internet and other computer
networks; financial services, namely, providing financial transaction processing
services by electronic means via the Internet and other computer networks in
the field of electronic fund transfer and payment processing services
Class 041. First use: First Use: 2004/10/09 First Use In Commerce: 2004/10/09
Educational services, namely, providing instruction and demonstrations in the
fields of use and management of computer networks, corporate local area
networks, the Internet, computer network addresses, and Internet domain name
issues
Class 042. First use: First Use: 2004/10/09 First Use In Commerce: 2004/10/09
Providing authentication of identity; issuance and management of digital
certificates for authentication or encryption of a digital communication, or
authentication of a digital signature in an electronic transaction or
communication, over the Internet and other computer network and providing
technical and customer support in connection therewith; development, design,
implementation, testing, analysis, and consulting services in the field of security,
access, authorization, authentication encryption, and identification systems for
computers, computer hardware and computer networks; development,
integration and operation of computer systems to support issuance and



management of digital certificates; creation and implementation of procedures
and practices for issuance and management of digital certificates; computer
related services, namely, managed computer network and Internet security
services, namely, public key infrastructure ("PKI") verification, authentication,
distribution and management, digital certificate issuance, verification and
management, and enterprise software integration; computer consultation
regarding computer networks and internal computer networks, security services
for computer networks and internal computer networks, namely, installation,
design and customization of Internet and network firewall software for others;
computer consulting services in the field of security integration, network security,
network architecture, encryption technology, and computer security; security
verification of computer network firewalls, servers and other network devices
from unauthorized access, namely, analyzing global computer information
network and internal computer network vulnerability

U.S. Registration
No.

3679020 Application Date 12/24/2008

Registration Date 09/08/2009 Foreign Priority
Date

NONE

Word Mark VERISIGN VERIFIED

Design Mark

Description of
Mark

The mark consists of a pixelated checkmark element surrounded by a circle. To
the right of the checkmark and circle elements is the word "VERISIGN" with the
word "VERIFIED" underneath. A rounded edged rectangle extends from the
circle element and surrounds the words "VERISIGN VERIFIED".

Goods/Services Class 045. First use: First Use: 2008/10/29 First Use In Commerce: 2008/10/29
Providing user authentication services in e-commerce transactions

U.S. Application
No.

85038064 Application Date 05/13/2010

Registration Date NONE Foreign Priority
Date

NONE

Word Mark VERISIGN TRUSTED

Design Mark



Description of
Mark

The mark consists of a checkmark in a circle next to the words "VeriSign
Trusted" in a half oval shape.

Goods/Services Class 009. First use:
Computer software in the field of cryptographic network security and data
security functions; computer software for integration of information logic and
data between computer networks; computer software for automating a process
for authentication of identity using existing databases in connection with the
issuance and management of digital certificates used for authentication or
encryption of digital communications, or authentication of a digital signature in
an electronic transaction or communication, over the Internet and other
computer networks; computer software to integrate managed security services,
namely public key infrastructure (PKI) services, digital certificate issuance,
verification, and management, and enterprise software integration, with existing
communications networks, software, and services, downloadable electronic
publications in the nature of a newsletter in the field of information technology;
computer software for use in analysis and reporting of firewall log data;
computer software for detecting, blocking, and intercepting malware and other
threats to computer hardware and software; computer software for encrypting
and authenticating data; computer software for encryption; computer software
for use in the encryption and decryption of digital files, including audio, video,
text, binary, still images, graphics and multimedia files
Class 042. First use:
Providing authentication of identity; issuance and management of digital
certificates for authentication or encryption of a digital communication, or
authentication of a digital signature in an electronic transaction or
communication, over the Internet and other computer network and providing
technical and customer support in connection therewith; development, design,
implementation, testing, analysis, and consulting services in the field of security,
access, authorization, authentication encryption, and identification systems for
computers, computer hardware and computer networks; development,
integration and operation of computer systems to support issuance and
management of digital certificates; creation and implementation of procedures
and practices for issuance and management of digital certificates; computer
related services, namely, managed computer network and Internet security
services, namely, public key infrastructure ("PKI") verification, authentication,
distribution and management, digital certificate issuance, verification and
management, and enterprise software integration; computer consulting services
in the field of security integration, network security, network architecture,
encryption technology, and computer security; security verification of computer
network firewalls, servers and other network devices from unauthorized access,
namely, analyzing global computer information network and internal computer
network vulnerability; scanning, detection and removal of viruses, worms, Trojan
horses, adware and spyware or any other type of malware; computer services,
namely, detection of viruses and threats; design and implementation of software
and technology solutions for the purposes of protecting against counterfeiting,
tampering and diversion, and to ensure the integrity of genuine websites
Class 045. First use:
Authentication, issuance and validation of digital certificates; identification
verification services, namely, providing authentication of business identification
information; computer security services in the nature of providing an internet
trust center, namely, computer security assurance and administration of digital
keys and digital certificates
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /diane m. lambillotte/

Name Diane M. Lambillotte

Date 05/09/2011














































































