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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name R.J. Reynolds Tobacco Company

Granted to Date 05/11/2011

of previous

extension

Address 401 North Main Street
Winston-Salem, NC 27102
UNITED STATES

Attorney William M. Bryner

information Kilpatrick Townsend & Stockton LLP

1001 West Fourth Street

Winston-Salem, NC 27101

UNITED STATES

wbryner@kilpatricktownsend.com, lamiller@kilpatricktownsend.com,
jburns@Kkilpatricktownsend.com

Applicant Information

Application No 85111881 Publication date 01/11/2011
Opposition Filing 05/09/2011 Opposition 05/11/2011
Date Period Ends
Applicant Lorillard Licensing Company, LLC
1601 Wachovia Tower, 300 N. Greene St.
Greensboro, NC 27401
UNITED STATES
Goods/Services Affected by Opposition
Class 034.
All goods and services in the class are opposed, namely: Cigarettes
Applicant Information
Application No 85111876 Publication date 01/11/2011
Opposition Filing 05/09/2011 Opposition
Date Period Ends

Applicant

Lorillard Licensing Company, LLC

1601 Wachovia Tower, 300 N. Greene St.
Greensboro, NC 27401

UNITED STATES

Goods/Services Affected by Opposition

Class 034.

All goods and services in the class are opposed, namely: Cigarettes
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Applicant Information

Application No 85095824 Publication date 01/11/2011
Opposition Filing 05/09/2011 Opposition

Date Period Ends

Applicant Lorillard Licensing Company, LLC

1601 Wachovia Tower, 300 N. Greene St.
Greensboro, NC 27401
UNITED STATES

Goods/Services Affected by Opposition

Class 034.
All goods and services in the class are opposed, namely: Cigarettes

Grounds for Opposition

| The mark is merely descriptive | Trademark Act section 2(e)(1) |

| Attachments PLEASURE CNOO.pdf ( 9 pages )(27603 bytes ) |

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Laura Miller/
Name Laura C. Miller
Date 05/09/2011




In the matter of Application Serial Nos. 85/111,881, 85/111,876, and 85/095,824
Published in theOfficial Gazette on January 11, 2011

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

R.J. REYNOLDS TOBACCO )
COMPANY, )
)
Opposer, ) Opposition No.
)
VS. ) Alleged Marks:
) e SMOKING PLEASURE
IC':%T/::;IXT\RDEEENSING g e SMOKING PLEASURE
' ' ) WITHOUT MENTHOL
Applicant. ) e NON-MENTHOL PLEASURE!

CONSOLIDATED NOTICE OF OPPOSITION

Opposer R.J. Reynolds Tobacco Companiyprth Carolina corporation having a
place of business at 401 N. Main Stré&®itnston-Salem, North Carolina 27101 (“Opposer”),
believing that it will be damaged by registratim Applicant Lorillard Licensing Company
LLC (“Applicant”), hereby gives notice th@topposes the registrations sought by Applicant
of the following:

e the composite phrase “SMOKING PLEASURIh standard character format,
for use in connection with “cigarettesi International Class 34, as shown in
U.S. Trademark App. Ser. N85/111,881 and published in t©éicial
Gazette on January 11, 2011 (the “’881 Application”);

e the composite phrase “SMOKINGQ.EASURE WITHOUT MENTHOL,” in
standard character format, for useonnection with “cigarettes” in

International Class 34, as showrdr5. Trademark App. Ser. No. 85/111,876

US2000 12032462.2



and published in thé&fficial Gazette on January 11, 2011 (the “876
Application”); and
e the composite phrase “NON-MENTHOL EASURE!,” in stylized script, for
use in connection with “cigattes” in International Class 34, as shown in U.S.
Trademark App. Ser. No. 885,824 and published in ti#ficial Gazette on
January 11, 2011 (the *"824 Application”).
As grounds for opposing regidiian, Opposer alleges the following:

FACTS COMMON TO ALL GROUNDS OF OPPOSITION

1. Opposer, together with its relatechgoanies and predecessors-in-interest
(hereinafter collectively referred to as “Reldsy), is engaged, andfonany years has been
engaged, in the business ofmaéacturing, selling and disbuting cigarettes and related
products throughout the United States.

2. Applicant, together with its related mpanies and predecessors in interest
(hereinafter collectively referred to as “Loaitd”), also is engagednd for many years has
been engaged, in the business of manufexgfuand distributing cigarettes and related
products throughout the United States. Lorillsrd competitor of Ranolds, and has been a
competitor of Reynals for many years.

3. The business of manufacturing, sellimglalistributing cigarettes in the United
States is highly competitive. Both Reynoaiwl Lorillard, as well as the other cigarette
manufacturers, have historicaliglied heavily, and continue tely heavily, on advertising
and promotion — as permitted Bpplicable laws, regulationand agreements — to market

their cigarettes and related goods and services.

US2000 12032462.2



4, For decades, tobacco and cigaretimpanies, including Reynolds and

Lorillard, have used the wosdsmoking,” “pleasure,” “ranthol,” “non-menthol,” and
composite phrases incorporating those wardspnnection with the marketing, advertising

and promotion of tobacco products.

5. The words “smoking,” “pleasure,” “emthol,” and “non-menthol,” and
composite phrases incorporatitngpse words, have been widely used to describe smoking,
cigarette attributes, and/or the feelings smokegerience by smoking cigarettes. Doctors,
experts and smokers have tastif under oath, to the pleasurable aspects of smoking and the
pleasure-seeking that leads people to smoke.

GROUND 1

‘SMOKING PLEASURE” IS DESCRIPTIVE WHEN
USED IN CONNECTION WITH CIGARETTES

6. In the 881 Application, Lorillard hmapplied, on an intent-to-use basis
pursuant to Section 1(b) of thanham Act, 15 U.S.C. § 1051(lp register on the Principal
Register the composite phrase “smokinggglure” in connection with “cigarettes.”

7. Many adult smokers smoke for pleasurecause smoking is a pleasurable
activity for many adult sowkers. Many adult smokers deripkeasure from cigarettes, and
smoking gives many adult smokers a feelingleaisure. Cigarettes are, among other things,
a source of enjoyment or gratiiton for many adult smokers.

8. The composite phrase “smoking pleasusetherefore descriptive and self-
laudatory when applied to cigarettes. Toenposite phrase “smoig pleasure” describes a

desirable characteristic, atiute or quality of “cigarettes.”

US2000 12032462.2



9. The composite phrase “smoking pleasuas,shown in the ‘881 Application,
is merely descriptive of thgoods identified in the '881 Apipation, namely, cigarettes.
Registration of the composite phrase “smokpigasure,” as shown in the '881 Application,
and for use in connection wittorillard’s goods as identifiech the '881 Application, would
therefore violate Sectia?(e)(1) of the Lanham Act, 15 U.S.C. § 1052(e)(1).

10. Reynolds possesses a right equal withllawd to use the composite phrase
“smoking pleasure” in connectionity Reynolds’ offering and sale of its cigarette products
and related goods and services. Registratidotilard of the compsite phrase “smoking
pleasure,” as shown in the '881 Applicatiand for the goods identified in the '881
Application, will give color of exclusive atutory rights to Lorillard in derogation of
Reynolds’ equal right to use thawmposite phrase in commerdeegistration to Lorillard of
the composite phrase “smokipteasure,” as shown in tH&81 Application and for the
goods identified in the ‘881 Application, is inconsistent with Reynolds’ equal right to use
that composite phrase to deberiand tout Reynolds’ goods ath@ experience to be derived
therefrom. Pursuant taeStion 13(a) of the Lanham Adb5 U.S.C. 8§ 1063(a), Reynolds
believes it will be damaged by registratior_twillard of the compsite phrase “smoking
pleasure,” as shown in the '881 Applicatiand for the goods identified in the '881
Application.

GROUND 2

*SMOKING PLEASURE WITHOUT MENTHOL” IS DESCRIPTIVE
WHEN USED IN CONNECTION WITH CIGARETTES

11. Inthe '876 Application, Lorillard heapplied, on an intent-to-use basis

pursuant to Section 1(b) of thanham Act, 15 U.S.C. § 1051(lp register on the Principal

US2000 12032462.2



Register the composite phrase “smoking glea without menthol” in connection with
“cigarettes.”

12. Many adult smokers smoke non-mentbhiglarettes for pleasure, because
smoking non-menthol cigarettes is a pleable activity for many adult smokers. Many
adult smokers derive pleasure from non-rhehtigarettes, and smoking non-menthol
cigarettes gives many adult smokers a feabihgleasure. Non-menthol cigarettes are,
among other things, a source of enjoyn@amgratification formany adult smokers.

13. The composite phrase “smoking pleaswithout menthol” is therefore
descriptive and self-laudatory when appliectigarettes. The composite phrase “smoking
pleasure without menthol” describes a deseatblaracteristic, attribute or quality of non-
menthol “cigarettes.”

14. The composite phrase “smoking pleasuiout menthol,” as shown in the
'876 Application, is merely descriptive tifie goods identified in the '876 Application,
namely, cigarettes. Registration of twmposite phrase “smoking pleasure without
menthol,” as shown in the '876 Applicatioand for use in conné&on with Lorillard’s
goods as identified in the '8 Application, would therefore viate Section 2(e)(1) of the
Lanham Act, 15 U.S.C. § 1052(e)(1).

15. Reynolds possesses a right equal withllawd to use the composite phrase
“smoking pleasure without menthol” in connectiwith Reynolds’ offering and sale of its
cigarette products and related ge@hd services. Registration to Lorillard of the composite
phrase “smoking pleasure without menthol,’'saswn in the '876 Application and for the
goods identified in the ‘876 Application, will\gg color of exclusivetatutory rights to

Lorillard in derogation of Reyndt’ equal right to use that egosite phrasen commerce.

US2000 12032462.2



Registration to Lorillard of the composite pke “smoking pleasure without menthol,” as
shown in the 876 Application and for the geadentified in the ‘876 Application, is
inconsistent with Reynolds’ equal right toeutat composite phrase describe and tout
Reynolds’ goods and the experience to be ddrikierefrom. Pursuamtd Section 13(a) of
the Lanham Act, 15 U.S.C. § 1063(a), Reyndddbeves it will be danaged by registration
to Lorillard of the compositphrase “smoking pleasure withauenthol,” as shown in the
'876 Application and for the gooddentified in the ‘876 Application.

GROUND 3

‘NON-MENTHOL PLEASURE!" IS DESCRIPTIVE WHEN
USED IN CONNECTION WITH CIGARETTES

16. Inthe 824 Application, Lorillard heapplied, on an intent-to-use basis
pursuant to Section 1(b) of thanham Act, 15 U.S.C. § 1051(kip register on the Principal
Register the composite phrds®n-menthol pleasure” inonnection with “cigarettes.”

17. Many adult smokers smoke non-mentbiglarettes for pleasure, because
smoking non-menthol cigarettes is a pleable activity for many adult smokers. Many
adult smokers derive pleasure from non-rhehtigarettes, and smoking non-menthol
cigarettes gives many adult smokers a feadihgleasure. Non-menthol cigarettes are,
among other things, a source of enjoyn@mgratification formany adult smokers.

18. The composite phrase “non-menthol pleas is therefore descriptive and
self-laudatory when applied to cigarett@he composite phrase “non-menthol pleasure”
describes a desirable characteristic, [afte or quality of nomenthol “cigarettes.”

19. The composite phrase “non-mentiptdéasure,” as shown in the ‘824

Application, is merely desgiive of the goods identified ithe 824 Application, namely,

US2000 12032462.2



cigarettes. Registration ofdltomposite phrasebn-menthol pleasure,” as shown in the
'824 Application, and for use ioonnection with Lorillard’gyoods as identified in the 824
Application, would therefore violate Seati@(e)(1) of the Landim Act, 15 U.S.C. §
1052(e)(1).

20. Reynolds possesses a right equal withllawd to use the composite phrase
“non-menthol pleasure” in connection with Reynolds’ offering and sale of its cigarette
products and related goods and services. dRatjon to Lorillard of the composite phrase
“non-menthol pleasure,” as shownthe '824 Application and for the goods identified in the
'824 Application, will give colomof exclusive statutory right® Lorillard in derogation of
Reynolds’ equal right to use thawmposite phrase in commerdeegistration to Lorillard of
the composite phrase dn-menthol pleasure,” as showntle '824 Application and for the
goods identified in the '824 Application, is inconsistent with Reynolds’ equal right to use
that composite phrase to deberiand tout Reynolds’ goods ath@ experience to be derived
therefrom. Pursuant tee§tion 13(a) of the Lanham Adts U.S.C. § 1063(a), Reynolds
believes it will be damaged by registratior_twrillard of the compage phrase “non-menthol
pleasure,” as shown in the ‘824 Applicatiand for the goods identified in the ‘824
Application.

WHEREFORE, Opposer requests that regititya on the Principal Register of
Application Serial Nos. 85/111,8885/111,876; and 85/095,824 be refused.

The required fee for instituting thaposition proceeding is being submitted
herewith. If for any reason th&nount is insufficient, it isequested that Opposer’s Deposit

Account No. 11-0855 be chad®ith any deficiency.

US2000 12032462.2



Please recognize William M. Brynd.aura C. Miller, and the law firm of Kilpatrick
Townsend & Stockton LLP as attorneys fqu@@ser in connection with this opposition
proceeding. Please addreB<arrespondence regarding this proceeding to William M.

Bryner at Kilpatrick Townsend & Stockton H, 1001 West Fourth Street, Winston-Salem,

NC 27101.
Thisthe 9" day of May, 2011.

/s/ William M. Bryner

William M. Bryner

Laura C. Miller

KILPATRICK TOWNSEND & STOCKTON LLP
1001 West Fourth Street

Winston-Salem, NC 27101

Telephone: (336) 607-7300

Facsimile: (336) 607-7500

US2000 12032462.2



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

R.J. REYNOLDS TOBACCO )
COMPANY, )
)
Opposer, ) Opposition No.
)
VS. ) Alleged Marks:
) e SMOKING PLEASURE
IE:%T/::SIXT\]%D&%ENSING g e SMOKING PLEASURE
' ' ) WITHOUT MENTHOL
Applicant. ) e NON-MENTHOL PLEASURE!

CERTIFICATE OF SERVICE

| hereby certify that a truand correct copy of the foregoif@ONSOLIDATED
NOTICE OF OPPOSITION has been served on the attorney-of-record for Applicant
Lorillard Licensing Company.LC by mailing said copy on May 9, 2011, via First Class
Mail, postage prepaidnd addressed as follows:

Howard A. MacCord, Jr.
MACCORD MASON PLLC
P.O. Box 2974

Greensboro, NC 27402-2974

/s/ Laura C. Miller

Laura C. Miller

KILPATRICK TOWNSEND & STOCKTON LLP
1001 West Fourth Street

Winston-Salem, NC 27101

Telephone: (336) 607-7300

Facsimile: (336) 607-7500

US2000 12032462.2



