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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial Nos. 76/702,199
Mark: GIRL HUNTER

HUNTER BOOT LIMITED

Opposer, Opposition No.: 91199529
Vs,

GEORGIA PELLEGRINI MEDIA GROUP,
LLC

Applicant.

ANSWER TO NOTICE OF OPPOSITION AND COUNTERLCLAIM

Applicant, Georgia Pellegrini Media Group, LLC (“Applicant™) respectfully submits its
Answer to Notice of Opposition and Counterclaim to Opposer, Hunter Boot Limited (“Opposer”)
as follows':

ANSWER
1. Admitted.
2. Denied.
3. Denied.
4. Denied. Opposer is confused as to Applicant’s mark. Opposer identifies Applicant’s
mark as “HUNTER GIRL”. In fact, Applicant’s mark is “GIRL HUNTER”. Moreover, USPTO
Serial No: 76/702,2199 clearly identifies itself as a GIRL HUNTER mark, not a HUNTER GIRL

mark. Applicant cannot help but wonder if this opposition was filed as the result of a careless

! This pleading is filed to correct an errata in the caption of Applicant’s Answer and Counterclaim filed
August 4, 2011. It is unchanged from the August 4" pleading but for the caption.



mistake by Opposer? After all, the Examining Attorney who presumably did not make this
mistake found no confusion between the marks GIRL HUNTER and HUNTER.

5. Denied. The record previously filed with the Examining Attorney demonstrates use of
the GIRL HUNTER mark by applicant dating back to early 2009. This information was readily

available to Opposer as a publicly available document.

6. Denied. Applicant’s mark is actually GIRL HUNTER. As Opposer knows, or should
know, the first word in a mark is considered its dominant element. Palm Bay Imports Inc. v.
Veuve Clicquot Ponsardin, 73 U.S.P.Q.2d 1689 (2005). The first word in Applicant’s mark is
“GIRL”. The first word in two of Opposer’s marks is “HUNTER”. The words GIRL and
HUNTER do not sound nor look alike, nor do they have similar meanings. Opposer’s remaining
mark beings with the word “ROYAL”. It is difficult to see how anybody could be confused
between the words GIRL, HUNTER and ROYAL. Opposer’s allegation of confusion has no
merit.

7. Denied.

8. Denied.

9. Denied.

10. Denied. Additionally, the GIRL HUNTER mark/brand has received ample media
coverage of a favorable nature.

11. Denied.

12. Denied.



FIRST AFFIRMATIVE DEFENSE

Mistake. Opposer does not realize that Applicant’s mark is actually GIRL HUNTER as
opposed to HUNTER GIRL. Accordingly, this opposition has been predicated upon a basic
mistake of fact by Opposer. It should be dismissed.

SECOND AFFIRMATIVE DEFENSE

Abandonment. Opposer has constructively abandoned its claim to the word “HUNTER”
in connection with International Class 025 goods by not opposing USPTO Serial No:
79/975,114; Registration No. 3956907 “HUNTER” stylized mark in International class 025
[Date of Registration May 10, 2011 — approximately 20 (twenty) days afier Opposer filed its
opposition in this action], namely: “Headbands; clothing, namely, shirts, polo shirts, tank tops,
skirts, dresses, pullovers, vests, bathing suits, swim suits, jackets, sweaters, pants, belts, t-shirts,
slacks, sweatshirts, jerseys, shorts, sweatpants, scarves, gloves, hosiery, neckties, rainwear,
pajamas, robes, nightshirts, underwear and wristbands; headgear for wear, namely, headwear,
hats, berets, caps and visors; riding boot accessories, namely, riding boots bag”

The word element of two of Opposer’s three marks and USPTO Registration No:
3956907 is not merely “similar” or “confusingly similar” to Opposer’s two marks, it is identical.
Yet Opposer has no issue with HUNTER (USPTO Registration No: 3956907) competing with its
HUNTER brands in the identical class of goods. In the alternative, Opposer has so diluted its
own mark through its conduct, or lack of conduct, that it is now unable to seek broad protection
for the word “HUNTER”.

THIRD AFFIRMATIVE DEFENSE
Unclean hands and/or fraud. Opposer is the owner of USPTO Registration Nos. 3876340,

2740877 and 1550244. Opposer has executed affidavits or other sworn statements in connection

with these marks. These sworn statements include the March 2009 application of the 3876340



mark. According to Opposer, its International Class 025 goods are used in commerce in

connection with the registered 876340 mark the United States for the following goods:

Clothing, namely, skirts, culottes, pants, blouses; footwear; headgear, namely, hats and caps; boots;
welts for boots and shoes; non-slipping devices for boots, namely, studs for boots, studs for shoes,
over soles for boots and shoes; inner soles; heels and soles for footwear; insoles for boots and
shoes; liners for boots and shoes; shaped bags and pouches adapted to carry boots and shoes,
namely, bags for Wellington boots, bags for waterproof boots, bags for hiking boots and bags for
hiking shoes; socks; hats; gloves; scarves; waterproof footwear; galoshes; garters; headbands;
jackets; jerseys; jumpers; knitwear, namely, knitted gloves, jerseys, jumpers, sweaters, cardigans,
pullovers, waistcoats and tank-tops; neck ties; outer clothing, namely, outer jackets, outer coats,
raincoats, trenchcoats and outdoor gloves; aprons; overalls; overcoats; pajamas; pants; sandals; flip-
flops; shirts; shoes; slippers; sun visors and caps; sweaters; swimsuits; T-shirts; top hats; top coats;
trousers; undergarments; underpants and underwear; fishing vests; waistcoats; and waterproof
clothing, namely, waterproof jackets, waterproof coats, waterproof raincoats and waterproof pants;
sports clothing, namely, sports singlets, sports T-shirts, sports sweatshirts, sports sweat pants, sports
tracksuits, sports jerseys; sports footwear, namely, rubber shoes, training shoes and athletic shoes;
after-sports footwear; belts and money belts

In fact, this is nonsense. For even a cursory review of Opposer’s online US store at
usa.hunter-boot.com reveals that Opposer only markets the following types of goods or items:
shoes, boots, boot accessories, handbags and socks. And that’s it. Hence Opposer’s sworn claim
of use of the mark in commerce in connection its extensive list of items that appear in the
indented paragraph immediately above is simply untrue.

Opposer should not seek to use the power of this adjudicative body to enforce its false
claims.

COUNTERCLAIM

As set forth in Applicant’s Third Affirmative Defense above, Opposer claims that it uses
the HUNTER mark in commerce in connection with goods which it does not. Exhibit A, attached
hereto, is a detailed itemized list of all goods Opposer makes available for sale in the US. This
list was created with Opposer’s very own “Product Search” tool. As a result, it is readily
demonstrable that Opposer does not use the HUNTER mark in connection with most of the

goods that it claims to in the US. See Exhibit A.
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Despite Opposer’s claims to market “belts and money belts”, “pants” and “blouses” and
“top hats™ and “pajamas”’, Opposer markets none of these in connection with the HUNTER
mark. That is because Opposer markets shoes and boots, boot accessories, handbags and socks
only. Nothing else.

By purposeful design or otherwise, Opposer has misled or deceived the TTAB as to its
use of the subject mark. Accordingly, Applicant respectfully submits that Opposer’s mark
USPTO Registration No. 3876340 should be cancelled pursuant to 15 U.S.C. § 1064.

WHEREFORE, Applicant prays that the Opposition be denied and Opposer’s

Registration No. 3876340 be deemed cancelled and/or abandoned.

Robert Kleinman

KLEINMAN LAW FIRM PLLC
404 West 7" Street

Austin, TX 78701

Tel: 512-299-5329

Fax: 512-628-3390
robert@kleinmanlawfirm.com

Dated this 4th Day of August

Attorney for Applicant

CERTIFICATE OF SERVICE

I certify that I have today caused the foregoing and accompanying exhibits to be today
served upon Attorney of Record for Opposer.

/s robert kleinman
Robert Kleinman
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