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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Macy's Merchandising Group, Inc.
Entity Corporation Citizenship Delaware
Address 11 Penn Plaza
New York, NY 10001
UNITED STATES
Attorney Chester Rothstein, Esq.
information Amester, Rothstein & Ebenstein LLP

90 Park Avenue

New York, NY 10016

UNITED STATES

ptodocket@arelaw.com, crothstein@arelaw.com Phone:212-336-8050

Applicant Information

Application No 79088116 Publication date 02/08/2011
Opposition Filing 03/04/2011 Opposition 03/10/2011
Date Period Ends

International 1053239 International 06/11/2010
Registration No. Registration Date

Applicant Sky Chain Trading Limited

2001 Central Plaza 18 Harbour Road, Wanchai
Hong-Kong,
CHINA

Goods/Services Affected by Opposition

Class 021.

All goods and services in the class are opposed, namely: Glassware and barware, namely, beverage
glasses, wine glasses, champagne flutes, goblets, decanters, jugs, ice buckets, coolers for wine,
wine buckets, cocktail shakers, cocktail stirrers and tumblers

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1060499 Application Date 07/30/1975

No.

Registration Date | 03/01/1977 Foreign Priority NONE
Date

Word Mark THE CELLAR




Design Mark

Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use: 1972/12/07 First Use In Commerce: 1972/12/07
RETAIL DEPARTMENT STORE SERVICES

U.S. Registration | 1301279 Application Date 12/14/1982

No.

Registration Date | 10/23/1984 Foreign Priority NONE
Date

Word Mark THE CELLAR

Design Mark

Description of NONE

Mark

Goods/Services

Class 008. First use: First Use: 1981/08/16 First Use In Commerce: 1981/08/16

Stainless Flatware

U.S. Registration | 1055697 Application Date 09/10/1975
No.
Registration Date | 01/04/1977 Foreign Priority NONE

Date

Word Mark

MACY'S THE CELLAR

Design Mark

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 1972/12/07 First Use In Commerce: 1972/12/07
CANDY AND BAKERY PRODUCTS

U.S. Application 85253819 Application Date 02/28/2011

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark THE CELLAR

Design Mark

THE CELLAR

Description of
Mark

NONE

Goods/Services

Class 021. First use: First Use: 1997/00/00 First Use In Commerce: 1997/00/00

CERAMIC AND PLASTIC DINNERWARE, NAMELY, CUPS, BOWLS, PLATES,
SERVING PLATTERS, SERVING TRAYS; SERVING BOWLS; CHARGER
PLATES; FLATWARE CADDIES; GLASSWARE, NAMELY, BEER GLASSES,
WINE GLASSES, BEVERAGE GLASSES, PITCHERS, DECANTERS; TEA




POTS; CAKE STANDS; ICE BUCKETS; BARWARE; COCKTAIL SHAKERS;
SERVINGWARE FOR SERVING FOOD AND DRINKS, NAMELY, SERVING
SPOONS, SERVING FORKS, SERVING LADLES, SERVING TONGS

Attachments 85253819#TMSN.jpeg ( 1 page )( bytes)
79088116 Opposition Facts.pdf ( 3 pages )(96884 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /Chester Rothstein/
Name Chester Rothstein, Esq.
Date 03/04/2011




In the Matter of
Application Serial No. 79/088,116

STATEMENT OF THE FACTS

1. Opposer Macy’s Merchandising Group, Inc., an Delaware corporation having its
office and principal place of business at 11 Penn Plaza, New York, NY 10001 (“Opposer”),
believes that it will be damaged by the registration of the Subject Application for the Subject
Mark by Applicant and hereby opposes the same.

2. Since at least as early as 1972, Opposer, through its own activities or through the
activities of its predecessors in interest and related entities, has been the owner and operator
of department stores and retail stores under the mark THE CELLAR (the “Macy’s Mark”).

3. Opposer is the owner of, inter alia, U.S. trademark Registration No. 1,060,499
for the Macy’s Mark, issued in 1977, as applied to “retail department store services.”

4, Opposer’s Registration No. 1,060,499 is incontestable pursuant to Section 15 of
the Trademark Act, 15 U.S.C. §1065.

5. Opposer’s rights in Macy’s Mark are valid, subsisting, and have never been
abandoned.
6. Since at least as early as 1972 and continuing through today, Opposer, through

its own activities or through the activities of its predecessors in interest and related entities,
has offered for sale and sold goods under the Macy’s Mark, including but not limited to items of
food, flatware, dinnerware, plates, cups, bowls, trays, platters, glassware, pitchers, decanters,
tea pots, cake stands, trays, flatware caddies, barware, and wooden serving bowls.

7. Opposer is the owner of U.S. trademark Registration No. 1,301,279 for the
Macy’s Mark, issued in 1984 and claiming a date of first use in 1981, as applied to “stainless
flatware.”

8. Opposer is the owner of U.S. trademark Registration No. 1,055,697 for the
Macy’s Mark in the form MACY’S THE CELLAR, issued in 1977 and claiming a date of first use in
1972, as applied to “candy and bakery products.”

9. Opposer is the owner of U.S. trademark Application Serial No. 85/253819 for the
Macy’s Mark, claiming a date of first use at least as early as 1997, as applied to “ceramic and
plastic dinnerware, namely, cups, bowls, plates, serving platters, serving trays; serving bowls;
charger plates; flatware caddies; glassware, namely, beer glasses, wine glasses, beverage
glasses, pitchers, decanters; tea pots; cake stands; ice buckets; barware; cocktail shakers;
servingware for serving food and drinks, namely, serving spoons, serving forks, serving ladles,
serving tongs” in International Class 21.

10. The above referenced Registrations are in full force and effect and, along with
Opposer’s goodwill in connection with use of the Macy’s Mark, have never been abandoned,
and are widely recognized as representing goods and services provided by Opposer.
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11. Opposer offers for sale and sells in its retail department store a wide array of
products, including specifically goods which fall within International Class 21.

12. Opposer has extensively sold and promoted its services and products in
commerce under the Macy’s Mark. Opposer has also devoted substantial time, money and
effort in the establishment and maintenance of high standards of quality for the services
offered and products marketed under the Macy’s Mark. As a result, Opposer has established
substantial recognition and secondary meaning in the aforesaid marks, which identify
Opposer’s products and services and represent the valuable goodwill of Opposer in its business.

13. The Macy’s Mark has been used by Opposer since long prior to June 11, 2010,
the date of filing of Applicant’s International Registration, which upon information and belief is
the priority date in the Subject Application.

14. Since long prior to June 11, 2010, Opposer has promoted and advertised the
services offered and the sale and/or distribution of goods offered in connection with Opposer’s
Macy’s Mark.

15. Additionally, since long prior to June 11, 2010, Opposer has widely advertised
and promoted the goods and services under the Macy’s Mark in various media, including
newspapers and magazines with nationwide circulation.

16. As a result of the extensive sales, distribution and promotion of its services and
goods bearing the Macy’s Mark, Opposer has built up a highly valuable goodwill in Opposer’s
Macy’s Mark, and said goodwill has become closely and uniquely identified and associated with
Opposer.

17. Applicant filed in the United States an application to register the mark CELLAR on
June 11, 2010 for “glassware and barware, namely, beverage glasses, wine glasses, champagne
flutes, goblets, decanters, jugs, ice buckets, coolers for wine, wine buckets, cocktail shakers,
cocktail stirrers and tumblers” in International Class 21. Such application is based on Section
66A of the Act.

18. Upon information and belief, Applicant has not used the mark CELLAR in United
States commerce for the goods covered by the Subject Application prior to June 11, 2010,
which upon information and belief is the priority date in the Subject Application.

19. The goods covered by the Subject Application are identical and/or closely related
to the goods offered by Opposer in connection with Opposer’s Macy’s Mark.

20. Applicant’s Subject Mark so resembles Opposer’s Macy’s Mark as to be likely,
when applied to Applicant’s goods, to cause confusion, to cause mistake, and to deceive the
trade and public, who are likely to believe that Applicant’s goods have their origin with Opposer
and/or that such goods are approved, endorsed or sponsored by Opposer or associated in some
way with Opposer. Opposer would thereby be injured by the granting to Applicant of a
certificate of registration for Applicant’s CELLAR mark.
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21. Applicant’s use or registration of the nearly identical mark CELLAR, in view of
Opposer’s use and/or registration of its Macy’s Mark, is likely to cause confusion, to cause
mistake, or to deceive consumers into the mistaken belief that the Applicant’s products or
services are an extension of Opposer’s services and products, so that registration of Applicant’s
mark CELLAR is barred under Section 2(d) of the Trademark Act.

22. Applicant’s use of CELLAR, in view of Opposer’s use and registration of its Macy’s
Mark is likely to dilute the distinctiveness of Opposer’s Macy’s Mark, pursuant to Section 43(c)
of the Trademark Act.

23. Opposer would be further injured by granting registration to Applicant because
Applicant’s CELLAR mark would falsely suggest a connection between Applicant and Opposer.

WHEREFORE, Opposer believes that it will be damaged by registration of Applicant’s
CELLAR mark and requests that the opposition be sustained and that Application Serial
No. 79/088,116 be denied with prejudice.

Respectfully submitted,

Amster Rothstein & Ebenstein LLP
Attorneys for Opposer
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