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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of: 

Application Serial no. 85095429 

Published in the Official Gazette 

January 11th, 2011 

PSYBAR LLC    ) 

Opposer    )   Opposition No. 91198483 

v.    ) 

David Mahony, Ph.D., ABPP  ) 

 

 

CRRNKECPVÓU"CPUYGT"VQ"PQVKEG"QH"QRRQUKVKQP 

 

Applicant, David Mahony, Ph.D., ABPP, for his answer to the Notice of Opposition filed by 

Ru{dct."NNE"cickpuv"crrnkecvkqp"hqt"tgikuvtcvkqp"qh"Ru{dctÓu"vtcfgoctm"Ru{dct."Ugtkcn"no. 1998368 

filed 10/10/1995 and published in the Official Gazette of 06/11/1996, pleads and avers as follows: 

 

1. Answering paragraph 1 of the Notice of Opposition, Applicant is without 

knowledge or information sufficient to form a belief as to the truth of allegations 

contained in paragraph 1 of the Notice of Opposition. Since Applicant can 

neither admit nor deny the paragraph as written, Applicant must deny. 
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2. Answering paragraph 2 of the Notice of Opposition, Applicant is without 

knowledge or information sufficient to form a belief as to the truth of allegations 

contained in paragraph 2 of the Notice of Opposition. Since Applicant can 

neither admit nor deny the paragraph as written, Applicant must deny. 

 

3. Answering paragraph 3 of the Notice of Opposition, Applicant is without 

knowledge or information sufficient to form a belief as to the truth of allegations 

contained in paragraph 3 of the Notice of Opposition. Since Applicant can 

neither admit nor deny the paragraph as written, Applicant must deny. 

 

4. Answering paragraph 4 of the Notice of Opposition, Applicant affirms allegation. 

 

5.  Answering paragraph 5 of the Notice of Opposition, Applicant denies each and 

every allegation contained therein.  

 

FURTHERMORE, Applicant sets forth the following in support of its defense; 

 

6. Applicant affirmatively alleges that the services under the QrrqugtÓu"mark as 

described on the USPTO website (serial # 75003269, registration # 2000020) are 

KE"Encuu"264="Ðproviding scientific consultation to the legal community, namely 

providing expert witness testimony, voir dire and scientific jury selection advice, 

cpf"nkvkicvkqp"uvtcvgi{"ugtxkegu0Ñ  

 

7. Applicant further affirmatively alleges that upon information and belief any 

trademark or service mark rights that the Opposer may have are narrowly 
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circumscribed to the goods or services indicated in the QrrqugtÓu"tgikuvtcvkqp"

(serial # 75003269, registration # 2000020). 

 

8. Applicant further affirmatively alleges that the services under the CrrnkecpvÓs 

mark as described qp"vjg"WURVQÓu"ygdukvg (serial #85095429) are IC Class044; 

ÐRgtuqpcnkv{"vguvkpi"hqt"ru{ejqnqikecn"rwtrqugu="Rtqxkfkpi"ru{ejqnqikecn"rtqhkngu"

and psychological record analysis and assessments via a website that are 

designed to provide custom tailored outputs about recommended resources and 

treatments associated with a defined set of symptoms and concerns; 

Psychological assessment services; Psychological testing; Psychological testing 

ugtxkegu="Ru{ejqnqikecn"vguvu0Ñ 

 

9. Applicant further affirmatively alleges that the Applicant provides services in 

bariatric psychology including but not limited to the evaluation and treatment of 

bariatric surgery candidates and/or individuals with obesity. 

 

10. Applicant further chhktocvkxgn{"cnngigu"vjcv"CrrnkecpvÓu"octm"ku"wpkswg"cpf"

fkuvkpevkxg0"CrrnkecpvÓu"octm."Ru{Dctk."urgekhkecnn{"fguetkdgu"vjg"CrrnkecpvÓu"

services, psychological evaluations for bariatric surgery candidates, and in no 

manner implies or suggests vjg"QrrqpgpvÓu"ugtxkegu"fguetkdgf"kp"vjg"QrrqugtÓu"

registration (serial # 75003269, registration # 2000020). 

 

11. Applicant further affirmatively alleges that the Opposer based upon information 

and belief is not involved in any manner in the field of bariatric psychology 

and/or obesity and has no future plans for becoming involved in the field of 

bariatric psychology and/or obesity including, but not limited to, research, 
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psychological evaluations and/or treatment for bariatric surgery candidates and/or 

individuals with obesity. 

 

12. Applicant further affirmatively alleges that the services rendered by the 

Applicant and based upon information and belief, the services rendered by the 

Opponent, are unique and distinct, with no overlapping characteristics. 

 

13. Crrnkecpv"hwtvjgt"chhktocvkxgn{"cnngigu"vjcv"CrrnkecpvÓu"octm"cpf"QrrqugtÓu"

mark are different in spelling.  

 

14. Applicant further affirmatively alleges that any similarity, if at all, between 

CrrnkecpvÓu"octm"cpf"vjg"rngcfgf"octmu"qh"vjg"Qrrqugt"kp"vjg"ÐRu{Ñ"rqtvkqp"of 

the marks, upon information and belief has been used and is registered by 

numerous third parties in the psychological, psychiatric and mental health fields. 

As a result, Opposer cannot base any similarity between its pleaded marks and 

vjg"octm"qh"Crrnkecpv"qp"vjg"ÐRu{Ñ"rqtvkqp0  

 

15. Crrnkecpv"hwtvjgt"chhktocvkxgn{"cnngigu"vjcv"CrrnkecpvÓu"octm"cpf"QrrqugtÓu"

mark are different in connotation.  

 

16. Applicant further affirmatively alleges that upon information and belief the 

ÐDctkÑ"rqtvkqp"qh"CrrnkecpvÓu"octm"jcu"dggp"wugf"cpf"ku"tgikuvgtgf"d{"pwogtqwu"

third parties involved in the field of bariatrics. Therefore, tjg"ÐDctkÑ"rqtvkqp"qh"

vjg"CrrnkecpvÓu"octmu"connotes the field of bariatrics and the immediate idea of 

the services rendered by the Applicant is understood without any exercise of 

imagination, thought, or perception on the part of the user/purchaser. 
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17. Crrnkecpv"hwtvjgt"chhktocvkxgn{"cnngigu"vjcv"CrrnkecpvÓs mark does not falsely 

uwiiguv"c"eqppgevkqp"ykvj"QrrqugtÓu"octm0 

 

18. Crrnkecpv"hwtvjgt"chhktocvkxgn{"cnngigu"vjcv"CrrnkecpvÓu"octm"cpf"wrqp"

kphqtocvkqp"cpf"dgnkgh."QrrqugtÓu"octm, have distinct and separate 

users/purchasers. 

 

19. Applicant further affirmatively alleges based upon information and belief, that 

wugtu"qh"vjg"CrrnkecpvÓu"ugtxkegu"jcxg"pq"current or future interest in the 

QrrqugtÓu"ugtxkegu0 

 

20. Applicant further affirmatively alleges based upon information and belief that the 

rwtejcugtu"qh"vjg"QrrqugtÓu"ugtxkegu"jcxg"pq"current or future interest in the 

CrrnkecpvÓu"ugtxkegu in bariatric psychology which includes but is not limited to 

research, evaluation and treatment of bariatric surgery candidates and/or obese 

individuals. 

 

21. Applicant further affirmatively alleges that Applicant has no future plans for 

engaging in services other than bariatric psychology including, but not limited to, 

research, evaluation and/or treatment of bariatric surgery candidates and/or 

individuals with obesity. 

 

22. Applicant furvjgt"chhktocvkxgn{"cnngigu"vjcv"vjg"CrrnkecpvÓu"cpf"QrrqugtÓu"

channels of trade are different. 
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23. Crrnkecpv"hwtvjgt"chhktocvkxgn{"cnngigu"vjcv"vjg"CrrnkecpvÓu"ugtxkegu"ctg"fgnkxgtgf"

in a unique fashion via an Internet, i.e., web based scoring system. 

 

24. Applicant further affirmatively alleges that based upon information and belief the 

QrrqugtÓu"ugtxkegu"ctg"not delivered via the Internet. Based upon information and 

dgnkgh"vjg"QrrqugtÓu"ugtxkegu"ctg"delivered in the offices of mental health 

practioners throughout the United States.  

 

25. Applicant further affirmatively alleges that upon information and belief, 

wugtu1rwtejcugtu"qh"CrrnkecpvÓu"services cpf"QrrqugtÓu"services are sophisticated 

purchasers. 

 

26. Applicant further affirmatively alleges that upon information and belief, 

usetu1rwtejcugtu"qh"CrrnkecpvÓu"ugtxkegu"cpf"QrrqugtÓu"ugtxkegu are not 

impulsive purchasers.  

 

27. Applicant further affirmatively alleges that upon information and belief, 

users/purchasers of ArrnkecpvÓu"ugtxkegu"cpf"QrrqugtÓu"ugtxkegu establish 

ÐaccountsÑ with both services and therefore have long term commercial and/or 

scientific relationships with the Applicant and/or Opposer. Communication 

required to establish a long term relationships excludes the possibility of 

confusion or mistake dgvyggp"vjg"CrrnkecpvÓu"cpf"QrrqugtÓu"rtqfwevu or 

deception by the Applicant. 
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28. Applicant further affirmatively alleges that given the differences in the 

CrrnkecpvÓu"cpf"QrrqpgpvÓu"ugtxkegu. users/purchasers, and channels of trade 

between the Applicant and the Opposer, there can be no confusion or mistake on 

vjg"wugt1rwtejcugtÓu"rctv"as to source of the respective services.  

 

29. Applicant further affirmatively alleges that upon information and belief, 

QrrqugtÓu"octm"is not famous. 

 

30. Applicant further affirmatively alleges that Opposer did not complain of any 

actual case of confusion, mistake or deception for past 9 years that CrrnkecpvÓu"

mark has been in use and is consequently barred by laches and estoppel from 

opposipi"CrrnkecpvÓu"crrnkecvkqp.  

 

31. Applicant further affirmatively alleges that Opposer did not complain of any 

actual case of confusion, mistake or deception for the past 9 years that 

CrrnkecpvÓu"ygdrcig."Ru{Dctk0eqo, has been in use and is consequently barred 

d{"ncejgu"cpf"guvqrrgn"htqo"qrrqukpi"CrrnkecpvÓu"crrnkecvkqp0 

 

32. Applicant further affirmatively alleges that Opposer did not complain of any 

actual case of confusion, mistake or deception for the past 5 years that 

CrrnkecpvÓu"octm"jcu"dggp"rwdnkujgf"kp"uekentific journals and is consequently 

barred by laches and estoppel from oprqukpi"CrrnkecpvÓu"crrnkecvkqp0 

 

33. Applicant further affirmatively alleges that Opposer did not complain of any 

actual case of confusion, mistake or deception for the past 6 years that 

CrrnkecpvÓu"octm"jcu"dggp"rwdnkujgf"and presented at professional/scientific 
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conferences and is consequently barred by laches and estoppel from opposing 

CrrnkecpvÓu"crrnkecvkqp0 

 

34. Applicant further affirmatively alleges that as a result of its continuous 

substantial usage of its mark since adoption in 1/25/2002 this mark is a valuable 

asset of Applicant and carries considerable goodwill and scientific acceptance of 

its services rendered under the mark. Such goodwill and scientific usage has 

made the mark distinctive to the Applicant.  

 

35. Applicant further affirmatively alleges that in email communication on June 16th 

of 2010 from the Opposer to the Applicant, Opposer did not request that the 

Crrnkecpv"fkueqpvkpwg"wug"qh"vjg"CrrnkecpvÓu"octm0"Qrrqugt"requested that 

Crrnkecpv"rc{"Qrrqugt"c"Ðnkegpukpi"hggÑ"for the use of the mark. This affirms 

OpposerÓu acquiescence vjcv"vjg"CrrnkecpvÓu"octm"cpf"QrrqugtÓu"octm"are not 

confusingly similar, will not be mistaken for each other, cpf"vjcv"vjg"CrrnkecpvÓu"

mark is in no way deceptive.   

 

36. Applicant further affirmatively alleges that in email communication on June 16th 

of 2010 from the Opposer to the Applicant, Opposer did not request that the 

Crrnkecpv"fkueqpvkpwg"wug"qh"vjg"CrrnkecpvÓu"octm0"Qrrqugt"requested that the 

Appnkecpv"rc{"vjg"QrrqugtÓu"cvvqtpg{Óu"hggu"hqt"ÐlicensingÑ vjg"CrrnkecpvÓu"octm 

to the Applicant. Vjku"chhktou"QrrqugtÓu"ceswkguegpeg"vjcv"vjg"CrrnkecpvÓu"octm"

cpf"QrrqugtÓu"octm"ctg"pqv"eqphwukpin{"ukoknct."yknn"pqv"dg"okuvcmgp"hqt"gcej"

other, and that the CrrnkecpvÓu"octm"ku"kp"pq"yc{"fgegrvkxg0"" 

 

 WHEREFORE, Applicant requests that the notice of opposition be dismissed. 
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      Respectfully submitted, 

      PsyBari 

 

      By:    

      David Mahony, Ph.D., ABPP 

      PsyBari 

      30 Bayard St., Suite 1F 

      Brooklyn, NY, 11211 

      (718) 668-1919 

 

Date: March 8, 2011 

 


