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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK AND TRIAL AND APPEAL BOARD

STICHTING BDO,

Opposer, ‘
v. ‘Opposition No. 91198122

BDO REMIT (USA), INC.,
Applicant.

BDO REMIT’S MOTION TO SUSPEND PROCEEDINGS
PENDING TERMINATION OF CIVIL ACTION

Applicant, BDO Remit (USA), Inc. (“BDO Remit”), by its attorneys, hereby moves for
suspension of these proceedings including the suspension of any current discovery deadlines for
serving responses to Opposer’s discovery requests pursuant to Trademark Rule 2.127(a), TBMP §
510.02(a), and 37 C.F.R. § 2.117(a), due to the civil action BDO Remit (USA), Inc. v. Stichting BDO,
Civil Action No. CV11-04054, currently pending in the Central District of California. A true and
correct copy of the complaint from the civil action is appended hereto as Exhibit A. The civil action
is between the same parties in this proceeding, concemns the same trademark at issue in this

proceeding, and involves issues in common with those in this proceeding.

BDO Remit therefore requests that this proceeding be suspended pursuant to Trademark
Rule 2.127(a), TBMP § 510.02(a), and 37 C.F.R. § 2.117(a), until the termination of the civil action

BDO Remit (USA), Inc. v. Stichting BDO, Civil Action No. CV11-04054,




Dated: May 25, 2011

Respectfully submitted |

_/s/ Nels T. Lippert

Nels T. Lippert

Wilmer Cutler Pickering Hale And Dorr LLP
399 Park Avenue

New York, NY 10022

Tel: (212) 937-7201

Fax: (212) 230-8888

Email: nels lippert@wilmerhale.com




CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing BDO Remit’s Motion To
Suspend Proceedings Pending Termination of Civil Action has been served on May 25, 2011 by

mailing said copy by First Class Mail, postage prepaid to:

Marie Anne Mastrovito
ABELMAN FRAYNE & SCHWAB
666 Third Avenue

New York, NY 10017

Henry Che:




Exhibit A
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Attorne RES for Plaintiff
BDO REMIT (USA), INC.
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BDO REMIT (USA), INC a Cahfornla
Corporation,

Plaintiff,
\'A

STICHT][NG BDO, a Netherlands
Corporation,

Defendant.
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UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA
~ WESTERN DIVISION

th 0405 4vum{cey

OMPLAINT FOR
DECLARATORY RELIEF

JURY TRIAL DEMANDED
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Plaintiff BDO Remit (USA), Inc. (“Remit” or “Plaintiff’) complains against
Defendant Stichting BDO (“Stichting” or “Defendant”) as follows: |

1.  This is an action for a declaratory judgment under 28 U.S.C. § 2201.
Remit seeks a declaration from this Court that its use of the mark BDO REMIT: (1)
does not infringe Defendant’s trademark rights under 15 U.S.C. § 1114; (2) does not
constitute false designation of origin under 15 U.S.C. § 1125(a); and (3) does not
constitute trademark dilution, unfair competition, or trademark infringement under

California state law.

THE PARTIES
2. Plaintiff BDO Remit (USA), Inc. i's a corporation organized under the
laws of California with a principal business office at 2365 S. Azusa Avenue, West
Covina, California, 91792. Remit is a subsidiary of Banco Dé Oro.Unibank, Inc.,a
Philippines-based bank. BDO are the initials of and acronym for Banco De Oro
Unibank, Inc. (“BDO Unibank”), which is the largest bank in the Philippines. Remit
provides wire transfer services from the United States to the Philippines by

individuals and companies owned or operated by Filipinos located in the United

|| States.

3. Upon information and belief, Defendant Stichting BDO is a corporation

organized under the laws of the Netherlands and is affiliated with BDO International, a
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network of public accounting firms. Upon information and belief, Defendant maintains
a principal business office at Dr. Holtroplaan 27, 5652 XR Eindhoven, the Netherlands.

JURISDICTION AND VENUE

4.  This Court has original jurisdiction over Remit’s federal claims pursuant

to 28 U.S.C. § 1331, § 1338, and § 2201.

5. This Court has supplemental jurisdiction over Remit’s non-federal claims
pursuant to 28 U.S.C. § 1367, because these claims are so related to the federal claims
that they form a part of the same case or controversy under Article IIT of the United

States Constitution.

6.  This Court has personal jurisdiction over Defendant because, inter alia,
(1) Defendant has appeared in this District and Court as plaintiff in litigation against
Remit on the same subject matter as this Complaint, and (2) Defendant’s actions

threaten further litigation against Remit within this State and District.

7.  Venue is proper in the Central District of California pursuant to 28

U.S.C. § 1391(b), (c), and (d).

8.  Anactual case or controversy has arisen between the parties. Defendant
initiated litigation against Remit for Remit’s use of the BDO REMIT mark and sought

dismissal without prejudice; has filed a notice of opposition to the registration of
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Remit’s allowed application to register BDO REMIT; and has threatened or
commenced actions against Remit’s parent, BDO Unibank, for use of marks including

the BDO formative in other countries.

FACTS COMMON TO ALL CAUSES OF ACTION

9.  Remit uses the mark BDO REMIT in association with its wire transfer
services from the United States to the Philippines. On June 22, 2009, Remit filed an
application with the U.S. Patent and Trademark Office for the registration of the mark
BDO REMIT. Remit seeks registration of the BDO REMIT mark for “wire transfer
services to the Philippines by individuals and companies owned or operated by
Filipinos located in the United States.” Remit’s application was determined to be
entitled to registration over Defendant’s registrations and was published for
opposition on July 13, 2010. Defendant obtained extensions of time to oppose the
registration of the mark, and on January 10, 2011, Defendant filed a notice of
opposition to the registration of Remit’s application to register BDO REMIT based

upon an alleged likelihood of confusion and/or dilution of Defendant’s marks.

10. Upon information and belief, Defendant is the owner of three federally
registered trademarks: U.S. Trademark Reg. No. 2,699,803 for the word mark BDO;
U.S. Trademark Reg. No. 2,699,812 for the word and design mark BDO; and U.S.

Trademark Reg. No. 2,699,804 for the word mark BDO INTERNATIONAL. These
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trademark registrations list various services with which the marks are purportedly
used, but does not include banking services generally or specifically wire transfer

services.

11.  Upon information and belief, Defendant is not a licensed bank in the
United States and does not engage in the business of wire transfer services from the

United States to the Philippines, under the mark BDO or any other mark.

12. Remit and Defendant are engaged in different business trades, provide
their services to different clients in distinct markets, and provide their services through
different channels of trade. In addition, Defendant’s marks are not recognized as

famous or distinctive.

13.  On April 20, 2010, Defendant filed a complaint against Remit in this
Court alleging that Remit’s use of the mark BDO REMIT: (1) infringes Defendant’s
alleged trademark rights under 15 U.S.C. § 1114; (2) constitutes false designation of
origin under 15 U.S.C. § 1125(a); (3) constitutes trademark dilution under California
Business and Professions Code § 14330; (4) constitutes unfair competition under
California Business and Professions Code § 17200; (5) constitutes trademark
infringement under California common law; and (6) constitutes unfair competition

under California common law.
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14.  On July 19, 2010, at Defendant’s request, the parties stipulated to dismiss

the action without prejudice.

15.  The lawsuit which was dismissed without prejudice, Defendant’s prior
threats of litigation, Defendant’s opposition to Remit’s application to register the mark
BDO REMIT, and Defendant’s objections to use of the BDO formative in other
countries, have given rise to a reasonable apprehension by Remit of imminent legal

action by Defendant relating to Remit’s use of the mark BDO REMIT.

FIRST CLAIM FOR RELIEF
DECLARATION OF NON-INFRINGEMENT
UNDER 15 U.S.C. § 1114

16. Remit repeats and realleges each and every allegation of Paragraphs 1

through 15 of the Complaint.

17. Defendant claims that Remit’s use.of BDO REMIT constitutes trademark
infringement, previously commenced a lawsuit against Remit on this basis, and
continues to assert that Remit’s use of BDO REMIT is likely to cause consumer

confusion in violation of the Lanham Act.

18. A justiciable and actual controversy exists before this Court with respect
to whether Remit’s use of the mark BDO REMIT infringes any of Defendant’s rights

under 15 U.S.C. § 1114.
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19. Remit’s use of the mark BDO REMIT is not likely to cause confusion as

to the source, origin, sponsorship, or affiliation of Remit’s services with Defendant or
Defendant’s services, and does not constitute trademark infringement under 15 U.S.C.
§ 1114,

20. Remit seeks a declaratory judgment from this Court that its use of the
mark BDO REMIT does not infringe any of Defendant’s rights under 15 U.S.C. §
1114.

SECOND CLAIM FOR RELIEF
DECLARATION OF NO FALSE DESIGNATION OF ORIGIN
UNDER 15 U.S.C. § 1125(a)
21. Remit repeéts and realleges each and every allegation of Paragraphs 1

through 15 of the Complaint.

22. Defendant claims that Remit’s use of BDO REMIT constitutes false
designation of origin, previously commenced a lawsuit against Remit on this basis,

and threatens to bring a further lawsuit against Remit on this basis.

23. A justiciable and actual controversy exists before this Court with respect
to whether Remit’s use of the mark BDO REMIT infringes any of Defendant’s rights

under 15 U.S.C. § 1125(a).
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24. Remit’s use of the mark BDO REMIT is not likely to cause confusion as
to the source, origin, sponsorship, or affiliation of Remit’s services with Defendant or

Defendant’s services, and does not constitute false designation of origin under 15

U.S.C. § 1125(a).

25. Remit seeks a declaratory judgment from this Court that its use of the
mark BDO REMIT does not infringe any of Defendant’s rights under 15 U.S.C. §
1125(a). -

THIRD CLAIM FOR RELIEF

DECLARATION OF NO STATE TRADEMARK DILUTION
UNDER CALIFORNIA BUSINESS & PROFESSIONS CODE § 14247

26. Remit repeats and realleges each and every allegation of Paragraphs 1

through 15 of the Complaint.

27. Defendant claims that Remit’s use of BDO REMIT constitutes dilution
under California Business and Professions Code § 14247, previously commenced a
lawsuit against Remit on this basis, and threatens to bring a further lawsuit against

Remit on this basis.

28. A justiciable and actual controversy exists before this Court with respect
to whether Remit’s use of the mark BDO REMIT infringes any of Defendant’s rights

under California Business and Professions Code § 14247.
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29. Defendant’s trademaiks are not famous as required by § 14247, and

therefore Remit’s use of the mark BDO REMIT cannot dilute Defendant’s marks.

30. Remif seeks a declaratory judgment from this Court that its use of the
mark BDO REMIT does not infringe any of Defendant’s rights under California
Business and Professions Code § 14247.

FOURTH CLATM FOR RELIEF

DECLARATION OF NO STATE UNFAIR COMPETITION
UNDER CALIFORNIA BUSINESS & PROFESSIONS CODE § 17200

31. Remit fepeats and realleges €ach and every allegation of Paragraphs 1

through 15 of the Complaint.

32. Defendant claims that Remit’s use of BDO REMIT constitutes unfair

business practices under California Business and Professions Code § 17200,

previously commenced a lawsuit against Remit on this basis, and threatens to bring a

further lawsuit against Remit on this basis.

33. A justiciable and actual controversy exists before this Court with respect

to whether Remit’s use of the mark BDO REMIT constitutes unfair competition

against Defendant under California Business and Professions Code § 17200.
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34. Remit’s use of the mark BDO REMIT does not constitute unfair
competition against Defendant under California Business and Professions Code §

17200.

35. Remit seeks a declaratory judgment from this Court that its use of the
mark BDO REMIT does not constitute unfair competition against Defendant under
California Business and Professions Code § 17200.

" FIFTH CLAIM FOR RELIEF

DECLARATION OF NO TRADEMARK INFRINGEMENT
UNDER CALIFORNIA COMMON LAW

36. Remit repeats and realleges each and every allegation of Paragraphs 1

through 15 of the Complaint.

37. Defendant claims that Remit’s use of BDO REMIT constitutes trademark
infringement under California common law, previously commenced a lawsuit against
Remit on this basis, and threatens to bring a further lawsuit against Remit on this

basis.

38. A justiciable and actual controversy exists before this Court with respect
to whether Remit’s use of the mark BDO REMIT. inﬁ*inges. any of Defendant’s

trademark rights under California common law.

10
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39. Remit’s use of the mark BDO REMIT is not likely to cause confusion as
to the source, origin, sponsorship, or affiliation of Remit’s services with Defendant or
Defendant’s services, and does not constitute trademark infringement under California

common law.

40. Remit seeks a declaratory judgment from this Court that its use of the
mark BDO REMIT does not infringe of any of Defendant’s trademark rights under

California common law.

SIXTH CLAIM FOR RELIEF
DECLARATION OF NO UNFAIR COMPETITION
UNDER CALIFORNIA COMMON LAW

41.  Remit repeats and realleges each and every allegation of Paragraphs 1

through 15 of the Complaint.

42. Defendant claims that Remit’s use of BDO REMIT constitutes unfair
competition under California common law, previously commenced a lawsuit against
Remit on this basis, and threatens to bring a further lawsuit against Remit on this

basis.

43. A justiciable and actual controversy exists before this Court with respect
to whether Remit’s use of the mark BDO REMIT constitutes unfair competition under

California common law.

11
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44. Remit’s use of the mark BDO REMIT does not constitute unfair

competition under California common law.

45. Remit seeks a declaratory judgment from this Court that its use of the

mark BDO REMIT does not constitute unfair competition against Defendant under

California common law.

PRAYER FOR RELIEF

WHEREFORE, Remit respectfully request that the Court enter judgment as follows:

A.  Declaring that Remit’s use of the mark BDO REMIT:

(D

()

3)

(4)

)

Does not constitute trademark infringement under 15 U.S.C. §

1114,

Does not constitute false designation of origin under 15 U.S.C. §

1125(a);

Does not constitute trademark dilution under California Business

& Professions Code § 14247,

Does not constitute unfair competition against Defendant under

California Business & Professions Code § 17200;

Does not constitute trademark infringement under California

common law; and

12
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action; and

proper.

Dated: May |l , 2011

(6) Does not constitute unfair competition against Defendant under

California common law.

B.  Awarding Remit its attorneys’ fees, expenses, and costs incurred in this

C.  Awarding to Remit such further relief as this Court deems just and

DEMAND FOR JURY TRIAL

Plaintiff Remit hereby demands a trial by jury on all issues so triable.

WILMER CUTLER PICKERING
HALE AND DORR LLP

byem 2
Michael D. Jay / Q

MICHAEL D.JAY (SBN 223827)
]%mlchael wilmerhale.com

G (SBN 261334)
geml y. chur wilmerhale.com

ER PICKE G

HALE AND DORRLLP

350 South Grand Avenue, Suite 2100
Los Angeles, CA 90071
Telephone ?133 443-5317

Facsimile: (213) 443-5400

NELS T. LIPPERT (pro hac vice to be filed)
glgls i g}p w1hnerh e.com)
{pro hac vice 1o be filed)
henry.chen merhale.com
MER C ER PICKERING
HALE AND DORR LLP :
399 Park Avenue
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Facsimile: (212)230-8888

Attorneys for Plaintiff
BDO REMIT (USA), INC.
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