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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Retail Royalty Company

Granted to Date 12/15/2010

of previous

extension

Address 101 Convention Center Drive
Las Vegas, NV 89109
UNITED STATES

Attorney Kristin G. Garris

information Kilpatrick Stockton LLP
1001 West Fourth Street
Winston-Salem, NC 27101
UNITED STATES
lamiller@kilpatrickstockton.com, tmadmin@ZKkilpatrickstockton.com,
kgarris@Kkilpatrickstockton.com

Applicant Information

Application No 77969536 Publication date 08/17/2010
Opposition Filing 12/15/2010 Opposition 12/15/2010
Date Period Ends

Applicant

Hawke & Company Outfitters LLC
131 W. 35th Street, 7th Floor
New York, NY 10001

UNITED STATES

Goods/Services Affected by Opposition

Class 025.

All goods and services in the class are opposed, namely: Jackets, shirts, pants, swimwear, socks,
hats, belts and scarves

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2086693 Application Date 03/11/1993

No.

Registration Date | 08/12/1997 Foreign Priority NONE
Date

Word Mark

AMERICAN EAGLE OUTFITTERS

Design Mark



http://estta.uspto.gov

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1977/10/00 First Use In Commerce: 1977/10/00

clothing; namely, outerwear; namely, coats, vests, parkas, and anoraks, pants,
jeans, shorts, sweaters, shirts, underwear, neckwear, headwear, belts, hosiery,
skirts, jackets, blazers, footwear, fleecewear; namely, fleece sweatshirts and
fleece jackets

Class 042. First use: First Use: 1977/10/00 First Use In Commerce: 1977/10/00

retail clothing store services

U.S. Registration | 2050115 Application Date 01/24/1994

No.

Registration Date | 04/08/1997 Foreign Priority NONE
Date

Word Mark

AMERICAN EAGLE OUTFITTERS

Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1983/08/00 First Use In Commerce: 1983/08/00
footwear, slippers, leather and rubber boots, and insoles

U.S. Registration | 2856574 Application Date 01/03/2003

No.

Registration Date | 06/22/2004 Foreign Priority NONE
Date

Word Mark

AMERICAN EAGLE OUTFITTERS EST. 1977 SERIAL NO# 01977-AE

Design Mark

SR Eiiy

EXT. 1977
OUTFITTE

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 2003/02/15 First Use In Commerce: 2003/02/15
Jeans, denim pants, denim shorts, denim skirts, denim jackets, denim vests

U.S. Registration | 3888496 Application Date 02/26/2009

No.

Registration Date | 12/14/2010 Foreign Priority NONE
Date

Word Mark

AMERICAN EAGLE OUTFITTERS




Design Mark

AMERICAN EAGLE OUTEFTTTERS

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 1977/00/00 First Use In Commerce: 1998/05/00

Retail store services and online retail store services in the field of clothing,
clothing accessories, footwear and headwear, and bags

U.S. Registration | 3878197 Application Date 01/31/2006

No.

Registration Date | 11/16/2010 Foreign Priority NONE
Date

Word Mark NONE

Design Mark

L' 4

Description of
Mark

NONE

Goods/Services

Class 003. First use: First Use: 2006/10/00 First Use In Commerce: 2006/10/00

After-shave lotions, body cream, cologne, perfume, liquid soaps for hand, face,
and body

Class 018. First use: First Use: 2004/07/00 First Use In Commerce: 2004/07/00

Athletic bags, backpacks, barrel bags, beach bags, book bags, duffel bags,
shoulder bags, tote bags, clutch purses, coin purses, drawstring pouches,
handbags, purses, and wallets

Class 025. First use: First Use: 2003/08/00 First Use In Commerce: 2003/08/00

Clothing and accessories, namely, blazers, vests, sweaters, turtleneck sweaters,
skirts, pants, jeans, shorts, shirts, t-shirts, blouses, polo shirts, rugby shirts,
sweatshirts, sweatpants; swimwear; sleepwear; underwear, namely, boxer
shorts, shell bra tanks, and undershirts; outerwear, namely, jackets, vests,
coats, pea coats, gloves, scarves; belts; footwear, namely, socks, shoes,
slippers, leather boots, sandals, flipflops, sneakers, clogs and slides; canvas
shoes, headwear, namely, hats, caps, baseball caps, visors, headbands

Class 035. First use: First Use: 2004/07/00 First Use In Commerce: 2004/07/00
Retail store services, computerized online retail store services, and phone order




services all featuring a wide range of goods in the nature of fragrances, personal
care goods; sunglasses; jewelry and wristwatches; a wide range of bags and
wallets, handbags, purses, shoulder bags, school bags, backpacks, duffle bags;
and wearing apparel and clothing accessories, namely, clothing, headwear and
footwear

Attachments 76480046#TMSN.gif ( 1 page )( bytes)

77679197#TMSN.jpeg ( 1 page )( bytes)

78803194#TMSN.jpeg ( 1 page )( bytes)

HAWKE & CO. OUTFITTER & design_Notice of Opposition._Dec 15.pdf ( 9
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Kristin Garris/
Name Kristin G. Garris
Date 12/15/2010




IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Serial No. 77/969,536
Mark: HAWKE & CO. OUTFITTER and Design

HAWKE&Co

OUTFITTER

Filing Date: March 26, 2010
Publication Date: August 17, 2010
Our Reference No.: 57289-389728

RETAIL ROYALTY COMPANY,
Opposer,

V. Opposition No.

HAWKE & COMPANY OUTFITTERS LLC,

Applicant.

NOTICE OF OPPOSITION

Opposer is Retail Royalty Company, a Nevada corporation with an address at 101
Convention Center Drive, Las Vegas, Nevada 8910pposer”). Opposer believes that it will
be damaged by the registration of the trademshdwn in Application S&al No. 77/969,536 (the
“Application”) and hereby opposes teame pursuant to 15 U.S.C. § 1063.

As grounds for its opposition, Opposer alleges as follows:

1. Opposer, together with itaffiliated company AmericarkEagle Outfitters, Inc.
(collectively “AEQ”), is a leading retailer thatesigns, markets, andllseclothing, footwear,

accessories, and other products and operated stores under multiple word and design



trademarks including AMERICAN EAGLE OWHITTERS and the eagle design shown below

(the “AEO Eagle Design”):

The AMERICAN EAGLE OUTFITTERS Mark

2. Since at least as early as 1977, AB&s continuously used the AMERICAN
EAGLE OUTFITTERS trademark in interstate comoeeto identify the full range of apparel,
accessories and other products sold iRMERICAN EAGLE OUTFITTERS retail stores and
on its website. The goods offered and sotider the AMERICAN E&LE OUTFITTERS mark
include, but are not limited to, coats, vestsrkpa, pants, jeans, shorts, sweaters, shirts,
underwear, neckwear, headwear, belts, hosieryrtsskjackets, blazers, footwear, fleece
sweatshirts and fleece jackeasid leather and rubber boots, among other goods. AEO has also
continuously used the AMERICAN EAGLE OUTFIERS mark in interstate commerce in
connection with its rethstore services and related sees for such cléiing and accessories
since at least 1977.

3. AEO operates more than 950 stand-aloewil storesunder the AMERICAN
EAGLE OUTFITTERS mark, and offerproducts bearing th AMERICAN EAGLE
OUTFITTERS mark in all such storexs well as on its web site <www.ae.com>.

4, AEO has spent substantial sums obnay to promote the goods and services
offered under the AMERICAN EAGLE OUTFITTERmark. Based on AEO’s extensive use
and promotion of the AMERICAN EAGE OUTFITTERS mark, the AMERICAN EAGLE

OUTFITTERS mark has acquiredhighly favorable reputation and goodwill, and has come to



be immediately identified with AEO. Accamgly, AEO has developedroad rights at common
law in the AMERICAN EAGLE OUTFITTERS mark.

5. In addition to its common lawights, AEO is the owner ofinter alia, the
following U.S. trademark and service markgistrations for the AMERICAN EAGLE

OUTFITTERS mark or a variation thereof:

Mark Reg. No. Goods/Services Reg. Date
AMERICAN 2086693 | clothing; namely, outerwear; namely, coatdugust 12,
EAGLE vests, parkas, and anoraks, pants, jeans,| 1997
OUTFITTERS shorts, sweatershirts, underwear,

neckwear, headwear, belts, hosiery, skirts
jackets, blazers, footwear, fleecewear;
namely, fleece sweatshirts and fleece
jackets (Class 25)

retail clothing store services (Class 42)

AMERICAN 2050115 | footwear, slippersaier and rubber boots,April 8,
EAGLE and insoles (Class 25) 1997
OUTFITTERS

AMERICAN 3888496 Retail store servicasd online retail store | December
EAGLE services in the fiel of clothing, clothing 14, 2010
OUTFITTERS accessories, footwear and headwear, and

bags (Class 35)

2856574 Jeans, denim pants, denim shorts, denimJune 22,
‘ mﬁ?&m&mﬂ. skirts, denim jackets, denim vests (Class 23004
DUTFTTTER®
AMERICAN
EAGLE

OUTFITTERS EST.
1977 SERIAL NO#
01977-AE

Collectively, the above-listed registratiof the AMERICAN EAGLE OUTFITTERS mark
and a variation thereof will be referred to hereinafter as the “AMERICAN EAGLE

OUTFITTERS Mark.”



The AEO Eagle Design

6. Since at least as early as 2003, AEO &las continuously used the AEO Eagle
Design as a design mark to identify its EMICAN EAGLE OUTFITTERS products and retail

stores. The labels on AEO’s merchandispict both marks, as shown below:

- .

AMERICAN
EAGLE
QUTFITTERS

o |AMERICAN EAGLE
OUTFITTERS

AUTHENTIC
QUALITY CLOTHING

7. AEO has spent substantial sums obnay to promote the goods and services
offered under the AEO Eagle Design. Based o®AEextensive use and promotion of the AEO
Eagle Design, the AEO Eagle §ign has acquired a highlyviarable reputation and goodwill,
and has come to be immediately identified WMBO. Accordingly, AEO has developed broad
rights at common law in the AEO Eagle Design.

8. In addition to its common law rights, AEis the owner of the following U.S.

trademark and service mark registration fog WEO Eagle Design (the “AEO Eagle Design

Mark”) :
Reg. No. Goods/Services Reg. Date
3878197 After-shave lotions, body cream, cologne, perfunidgvember 16, 2010

liquid soaps for hand, face, and body (Class 3)

Athletic bags, backpacks, barrel bags, beach bags,




book bags, duffel bags, shoulder bags, tote bags
clutch purses, coin purses, drawstring pouches,
handbags, purses, and wallets (Class 18)

Clothing and accessories, namely, blazers, vests
sweaters, turtleneck sweedgeskirts, pants, jeans,
shorts, shirts, t-shirtglouses, polo shirts, rugby
shirts, sweatshirts, sweatpants; swimwear,;

sleepwear; underwear, namely, boxer shorts, she

bra tanks, and understartouterwear, namely,
jackets, vests, coats, pea coats, gloves, scarves
belts; footwear, namely, socks, shoes, slippers,
leather boots, sandals, flipflops, sneakers, clogs
slides; canvas shoes, headwear, namely, hats, C
baseball caps, visors, headbands (Class 25)

Retail store services, computerized online retail
store services, and phone order services all
featuring a wide range gfoods in the nature of
fragrances, personal care goods; sunglasses; je

Py

-

and
aps,

velry

and wristwatches; a wide range of bags and wallets,

handbags, purses, shoulder bags, school bags,

)

backpacks, duffle bags; and wearing apparel ang

clothing accessories, namely, clothing, headwea‘r

and footwear (Class 35)

Mark and AEO Eagle Design Mark in conneatiwith clothing, acces

and services, Hawke & Company Ouitfitters LLC (the “Applicant”),

“*HAWKE & CO. OUTFITTER & Bird Design Mark”):

HAWKE&Co

OUTFITTER

Notwithstanding AEQO'’s prior righte its AMERICAN EAGLE OUTFITTERS
sories, and related goods
with an address at 131 W.
35th Street, 7th Bbr, New York, New York 10001, filed antent-to-use application on March

26, 2010, in the U.S. Patent and Trademark Officeegistration of the mark shown below (the




10. The description of goods in Applicant®pplication includes “[jlackets, shirts,
pants, swimwear, socks, hats, beftd acarves” in International Class 25.

11. There is no issue as to priorityAEO began using its AMERICAN EAGLE
OUTFITTERS Mark in commerce at least early as 1977 and its AEO Eagle Design in
commerce at least as gads 2003. AEO’s use ofs AMERICAN EAGLE OUTFITTERS
Mark and AEO Eagle Design Mark pre-dates Apgfit's actual or constructive first use of the
HAWKE & CO. OUTFITTER & Bird Design Mark.

12. The mark Applicant seeks to register canals a silhouette of a bird confusingly
similar to AEO’s Eagle Design Mark with tlirame of a bird and the term OUTFITTER, which
are the dominant elements of AE@&MERICAN EAGLE OUTFITTERS Mark.

13. The goods listed by Applicam the Application are iehtical to the goods offered
by AEO under its AMERICAN EAGLE OUTFITTER® Mark and AEO Eagle Design Mark.

14.  Accordingly, Applicant’'s use othe HAWKE & CO. OUTFITTER & Bird
Design Mark for the goods set forth in the Apation is likely to cause consumers to be
confused, to be deceived, andagsume erroneously that Applitargoods are those of AEO, or
that Applicant is in some wagonnected with, sponsored by, aifiliated with AEO, all in
violation of Section 2(d) of the Lanham Act, W5S.C. § 1052(d), and with consequent injury to
AEO and the pubilic.

15.  Pursuant to Section 13(a) the Lanham Act, 15 U.S.C. § 1063(a), AEO believes
that it will be damaged byegistration of Applicant's HAWKE & CO. OUTFITTER & Bird
Design Mark in that members of the purchasing pulieclikely to be confused or mistaken that
Applicant’s goods offered under ApplicastHAWKE & CO. OUTFITTER & Bird Design

Mark originate from AEO, or from the sanseurce as goods sold under AEO’'s AMERICAN



EAGLE OUTFITTERS Mark and AE@&agle Design Mark, or thauch goods of Applicant are
sponsored by, endorsed by, or affiliated with the source of goods sold under the AMERICAN
EAGLE OUTFITTERS Mark and AEO Eagle Dgai Mark. Such likelihood of confusion
results in damage to the goodwill among purcleaed the trade that the AMERICAN EAGLE
OUTFITTERS Mark and AEO Eagle Design Mark symbolize.

16. Registration of Applicant's HAWKE: CO. OUTFITTER & Brd Design Mark
will support and assist Applicait the confusing and misleadj use of Applicant's HAWKE &
CO. OUTFITTER & Bird Design Mark, and, in adidn, will give color and exclusive statutory
right to Applicant in violabn and derogation of AEQO’s prioand superior rights in its
AMERICAN EAGLE OUTFITTERS Markand AEO Eagle Design Mark.

WHEREFORE, Opposer requests that that regison of Application Serial No.
77/969,536 be denied pursuant tollS.C. 88 1052(d) and 1063(a).

The opposition fee in the amount of $300.00 donotice of opposition in one class is
filed herewith. If for any reason this amountimsufficient, it is requsted that Kilpatrick
Stockton LLP’s Deposit Accouritio. 11-0855 be charged with adgficiency. This paper is
being filed electronically.

Please recognize Lisa Pearsbaura C. Miller, Kristin G.Garris and the law firm of
Kilpatrick Stockton LLP as attorneys for Opposgeiconnection with this opposition proceeding.
Please address all correspondence regardingptioiseeding to Laura Mer at Kilpatrick
Stockton LLP, 1001 West Four8treet, Winston-Salem, NC 27101.

Dated: December 15, 2010
Respectfullpubmitted,

KILPATRICK STOCKTONLLP

By:  /Kristin Garris/




Lisa Pearson
31West52ndStreet,14th Floor
NewYork, New York 10019
Telephone(212)775-8700
Facsimile:(212) 775-8800

LauraC. Miller

Kristin G. Garris
1001WestFourthStreet
Winston-Salen\C 27101
Telephone(336)607-7300
Facsimile:(336)607-7500

Attorneys for Opposer, Retail Royalty Company



IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Serial No. 77/969,536
Mark: HAWKE & CO. OUTFITTER and Design

HAWKE&Co

OUTFITTER

Filing Date: March 26, 2010
Publication Date: August 17, 2010
Our Reference No.: 57289-389728

RETAIL ROYALTY COMPANY,
Opposer,

V. Opposition No.

HAWKE & COMPANY OUTFITTERS LLC,

Applicant.

CERTIFICATE OF SERVICE

| hereby certify that a true dncorrect copy of the foregoingNOTICE OF
OPPOSITION has been served on the attorneyeaford for Applicant Hawke & Company
Outfitters LLC by mailing said copy on Decber 15, 2010, via First Class Mail, postage
prepaid, and addressed as follows:

BERNARD MALINA

MALINA & ASSOCIATES, PLLC
444 MADISON AVE FL 17

NEW YORK, NY 10022-6903

Kristin Garris/
Kristin G. Garris
Attorney for Opposer,
Retail Royalty Company




