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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of:
Application Serial No.: 85,010,592
Mark: CAMPO DE’ FIORI

| MATTI RISTORANTE, INC.,
Opposition Proceeding No. 91197819

Opposer,
V.

CAMPO DFE’ FIORI, LLC,

Applicant.

OPPOSER'S BRIEF IN OPPOSITION TO APPLICANT'S
MOTION TO DISMISS FOR FA ILURE TO STATE A CLAIM

INTRODUCTION AND RELEVANT BACKGROUND

Applicant seeks dismissal of this Oppositio&ised on its claim that | Matti Ristorante,
Inc. (“Opposer”) does not havaanding to bring this actiobefore the Trademark Trial and
Appeal Board. But, Applicant's motion fails tecognize that trademark rights derive from
continuous use of a mark in interstatencoerce regardless of éeral registration.

Applicant's motion (after two extension® answer and a three-month delay),
mischaracterizes applicable law and fails togmize that facts pleadéu Opposer’s Notice of
Opposition must be accepted as true. Those tbetsly establish the reaiie standing to bring
this action. Further, Applicarst’motion seeks the extreme remedydismissal with prejudice,
despite Opposer's compliance withe applicable rules and tl&oard’s preference to allow
amendment.

For the reasons cited below, Opposer hemgoyiests that this Bod deny Applicant’s

motion to dismiss for failure to statekim upon which reliemay be granted.



Il. LEGAL STANDARD

“A motion to dismiss for failure to state agh upon which relief can be granted is a test
solely of the legal sufficiencgf a complaint.” TBMP § 503.02g$t updated 03/12/2004); citing

Advanced Cardiovascular Systems, Inc.SciMed Life Systems, Inc.988 F.2d 1157, 26

USPQ2d 1038, 1041 (Fed. Cir. 1993u(&12(b)(6) challengs the legal theory of the complaint
not the sufficiency of the evidence that might be adduced).

Unlike a motion for summary judgment, pdaintiff “need not respond by submitting
proofs in support of itpleading.” TBMP 8 503.02. Further, “af the plaintiff's well-pleaded
allegations must be accepted tase, and the complaint must leenstrued in the light most
favorable to the plaintiff.”ld. Hence, “[d]ismissal for insufficiency is appropriate only if it
appears certain that theapitiff is entitled to naelief under any set ofitts that could be proved
in support of its claim.1d.

The Lanham Act unambiguously identifies the requirements to oppose the registration of
a trademark on the principal register:

Any person who believes that he woulddasmaged by the registration of a mark

upon the principal register, including asresult of dilution under section 43(c)

[15 USC 1125(c)], may, upon payment o threscribed fee, file an opposition in

the Patent and Trademark Office, statihg grounds therefor, ithin thirty days

after the publicatiomnder subsection (a) of semwti 12 of this Act [15 USC 1062]

of the mark sought to be registered.

15 U.S.C. § 1063(a).

Further, the Trademark Trial and Appealdéd Manual of Procedure (“TBMP”) clearly
and succinctly identifies Opposer’s obligas in filing a Notice of Opposition:

A notice of opposition must include (B short and plain statement of the

reason(s) why opposer believes it woblel damaged by the registration of the

opposed mark (i.e., opposer’s standingnintain the proceeding (see TBMP 88

303.03 and 309.03(b)), and (2) a short and plain statement of one or more grounds

for opposition.

TBMP § 309.03(a)(2).



Thus, there are only two requirements tmatist be satisfied to proceed with an
Opposition: (1) standing and (2alid grounds for the opposition.

The TBMP provides that: “Any person wholieges it is or will be damaged by
registration of a mark has sting to file a complaint.” TBIP § 309.03(b); citing 15 U.S.C. §
1063. “At the pleading stage, allathis required [to provide stamdj] is that a plaintiff allege
facts sufficient to show ‘real interest’ irthe proceeding, and a ‘reasonable basis for its belief of

damage.” Id. (citing Ritchie v. Simpson 170 F.3d 1092, 50 USPQ2d 1023, 1025 (Fed. Cir.

1999)). And “[t]o plead a ‘real intest,” plaintiff must [only] allge a ‘direct and personal stake’
in the outcome of the proceedintd. The allegations in support pfaintiff's belief of damage
must have a reasonable basis ‘in factld. However, “there is no requirement that actual
damage be pleaded or proved in order tobdistastanding or to prevail in an oppositioind’;
see also TBMP § 303.03.

Beyond the requirement that the opposevehatanding to maintain the Opposition
Proceeding, “a plaintiff must also plead (alater prove) a statutory ground or grounds for
opposition.” TBMP 8§ 309.03(c). The TBMP sets forth several available grounds for opposition
including Section 2(d) of the Act, 15 U.S.€.1052(d), which establishes as an appropriate
ground for opposition, that defendant’s mark so resembles a mark “previously used in the United
States by another and not abandoned, as to éky,lwhen used on or in connection with the
goods or services of the defendatiot cause confusion, or to causéstake, or to deceive.ld.

(citing Opryland USA Incv. The Great American Music Show In®70 F.2d 847, 23 USPQ2d

1471, 1473 (Fed. Cir. 1992)); see also 15 U.§Cl052(d). Other available grounds for

opposition include dilution of the distinctive gitplof the opposer’'s mark. TBMP § 309.03(c).
To satisfy a pleading based on 15 U.S.C1(&2(d), a plaintiff mst assert that the

defendant’'s mark so resembles plaintiff's poesly used mark as to be likely to cause

confusion, mistake or deceptidd. Further, the plaintiff must tkege facts showg proprietary
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rights in its pleaded mark that are priordefendant’s rights in the challenged markl” Such
rights may be shown by evidencepoior trademark or service madke. 1d. (emphasis added).
In this case, all of this has been done.
[I. ARGUMENT
A. Opposer’s Notice of Opposition Incides a Short and Plain Statement of

the Reasons Why Opposer Believes it Would be Damaged by the
Registration of the Opposed Mark

In its Notice of Opposition, Opposer iddids a “real interest” in this opposition
proceeding and a “reasonable basis for its belief of damage.” Opposer properly pleaded a “direct
and personal stake” in the outcoofahe proceeding and its allegatsin support of its belief of
damage have a reasonable basis in fact.

Applicant argues that Opposer lacks an actggitror interest in a valid trademark in an
effort to establish lack of ahding in the present action (ktan to Dismiss, 1 14-16). Again,
Applicant mischaracterizes applicable law. Eve@jgposer did not have an interest in the mark
at dispute, which it does, thenaequires that Opposer have adr interest” in the proceedings,
not an actual right in the mark at disputeeSBMP § 309.03(b). More importantly, Applicant
fails to recognize Opposer's common law trademark rights that were maintained through
Opposer’s continuous use of the mark CAMPO BIBRI (the “Senior Mark”) in interstate
commerce for 16 years. Applicant further appears to make arguments inappropriate for a
12(b)(6) motion in assertg that Opposer’s use of the mankas limited to Colorado, and that
Opposer has never opened any establishmentsyirother state (Mot. t®ismiss at | 17). Of
course, those arguments are completely undermined by Opposer’'s Notice of Opposition which
cites to and attachesrticles from nationalpublications, includingUSA Today, which
demonstrate Opposer’'s use and prominenaaugfirout the United States (Notice of Opposition,

1 7; see also Notice of Opposition, Exhibit APpposer will not address evidentiary matters

outside of the scope of the pléagk as to do so would be p@ropriate on a motion to dismiss.
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If Applicant wishes to file a motion for sunary judgment, Opposer is prepared to address
evidentiary issues at that time with the necgsdaclarations and other evidentiary support.
Despite Applicant’'s mischaracterization®©pposer's Notice of Opposition clearly
contains a short and plain statement that detretes a “real interest” in this proceeding.
Opposer’'s Notice of Opposition asserin pertinent part, that “[flor more than 16 years, and
prior to any date upon which Applicant can reBpposer has used the mark CAMPO DE FIORI
in connection with restaurant and bar services in the UnitedsStnd continues to so use the
mark” (Notice of Opp’n at 1 1).Further, “Opposehas invested subst#a time, effort and
money in promoting and maintaining tkalue of the CAMPO DE FIORI mark.1d. “As a
result, the mark has become distinctive of Oppssgoods and has come to represent enormous
goodwill for Opposer.”ld. That is sufficient to demonsteat “real interest” and a “direct and

personal stake in the outcome of this opposition.” Geantanamera Cigar Cw. Corporacion

Habanos, S.A.Civ. No. 08-0721 (D.C. August 5, 2010inding standing where Opposer had a

pending application for a United States tradenfiarkhe same mark and sold goods labeled with
the same mark in other countries); see &#ohie 170 F.3d 1092 (finding standing where
Opposer was a “family man” who believed therksavere threatening to family values).

With respect to Opposer’s paing application, the Noticef Opposition asserts that
“Opposer has a pending application for the m@&MPO DE FIORI, Application Serial No.
85,110,181, filed on August 18, 2010 for ‘Bar and aesint services; Restaurant and bar
services’ in International Class 43” (Notice ©pp’'n at § 14). Most importantly, the Notice of
Opposition asserts that “Opposer’'s applmatvas suspended on December 6, 2010 pending the
disposition of Applicant’s Aplication Serial No. 85,010,592 [thepplication sulgct to this
opposition].” Id. That alone shows theeal interest” of Opposer.

The TBMP recognizes the Trademark Offgection as evidence of a proper pleading

applicable to the present circumstances:



A real interest in the proceeding andeasonable belief of damage may be found,

for example, where plaintiff pleads (afater proves): A claim of likelihood of

confusion that is not wholly without mgrPlaintiff has been refused registration

of its mark because of defendant’s registratiorhas been advised that it will be

refused registration when the defdant's application matures into a

registration, or has a reasonable belief thedgistration of its application will be

refused because of defendant’s registration
Id. (emphasis added).

Registration in the name of Applicant of the mark CAMPO DE’ FIORI (“the Junior
Mark™) on the principal register and use of thaidu Mark by Applicant will likely lead not only
to confusion, but also to dilution of Opposer’stitictive Senior Mark (See Notice of Opp’'n at |
17). Further, as Opposer asserted, “the publilikely to incorrectlyassociate the goods and
services offered by Applicant...with OpposeiQpposer’s goods and services” (Notice of Opp’n
at § 16). Likewise, “the publi¢s likely to incorretly believe that Apfcant’s [gloods and
services are sponsored, ersda, or licensed by Opposendd. In light of the substantial
similarities of the marks, as the Notice gbfdsition clearly asserts, “Opposer will be damaged
by the registration of the mark CAMPO DE’ FIODR Applicant” (Notice of Opp’n at p. 4).
And, Applicant itself admits thaise of the mark in the sanfield (restaurants) “would cause
confusion and damage” (Mot. to Dismiss at { 5).

In short, there is a real interest and adfdh damages that have a reasonable basis in

fact. That is enough to establish standing.

B. Opposer’s Notice of Opposition Alsdncludes a Short and Plain Statement
of One or More Grounds for Opposition

In its Notice of Opposition, Opposer prolyepleaded a valid statutory ground for
opposition, namely Section 2(d) of the Lanhant, A& U.S.C. § 1052(d). In order to properly
assert a claim pursuant to Section 2(d) ofltheham Act, Opposer was only required to assert
that Applicant’'s mark, “as applied to igpods or services, so resembles plaintififsviously

used or registered mark or its previously used trade name as tdikey to cause confusion.”



TBMP § 309.03(c) (emphasis added). Here, thekenare identical. Opposer properly pleaded
(1) priority of use and (2) that Applicant’s JaniMark is identical toOpposer’'s Senior Mark
such that it is likely to cause confusion — a #gplicant itself admits (Mot. to Dismiss at { 5).

In arguing that Opposer lacksright of priority, Applicantargues that “[t]he history of
Opposer’s activity demonstrates that on multipteasions it has failed to act with due diligence
and has abandoned attempts to register the Campoélark” (Mot. to Dismiss at { 12). This
is irrelevant and not properlyansidered on a 12(b)(6) motion to dismiss. But, even if relevant, it
does not take into account that Opposer hamah used the Senidviark continuously since
October 14, 1994. Opposer’s allegationsaritsiuous use in commerce stand undisputed.

Opposer’s Notice of Opposition states, in peninpart, that “[flor more than 16 years,
and prior to any date upon whi@pplicant can rely, Opposer has used the mark CAMPO DE
FIORI in connection with restaurant and bar 8®¥ in the United Stateand continues to so
use the mark” (Notice of Opp’at § 1). Furthermore, “Opposer has continuously used the mark
CAMPO DE FIORI in connection with bar and r@stant services in interstate commerce since
its date of first use in commerce on Octolid, 1994” (Notice of @p’'n at | 4). Opposer
attached articles from natial publications which unquestidsip support that allegationd.,
Exhibits A-C).

In contrast to Opposer’s sixteen yearsaofual and continuous esApplicant has only
just recently expressed an intention to use disputed mark: “On April 9, 2010, Applicant,
Campo de’ Fiori, LLC, filed amtent to use application undefection 1(b) of the Trademark Act
to register the mark CAMPO DE’ FIORI folRestaurant, bar and catering services’ in
International Class 43" (Notice of Opp’n at f 15) (emphasis added). Further, Opposer pleaded on
information and belief that “Applicant only firsegan using the mark in commerce in mid-July,

2010.71d. That is nearly sixteeyears after Opposer’s undigpd first use in commerce.



Applicant argues that “Opposer does not havwiority right to registration based upon
ownership or legal consanguinity with the oragjimegistrant of the CAMPO DE FIORI mark,”
that “Opposer abandoned its application feratvn rights to the CAMPO DE FIORI MARK on
or about seven years ago,” that “Opposer did ofmtin rights to a registered mark when it
arranged and accepted the Assignment of theetiaad mark over three years ago,” and that
“Opposer’s second application foggistration was filed over founonths after Applicant filed
its Intent-to-Use application” (bt. to Dismiss at { 13). Applicéis arguments regarding priority
are wholly without merit and fail to recognize thise not registration, is sufficient to establish
common law trademark rights and priority sciént to withstand a Rule 12(b)(6) motion.

Hence, despite Applicant’'s misplaced arguteeiit is evident that Opposer properly
pleaded priority ofuse which clearly satisfies the firgprong of establishing a claim under

Section 2(d) of the Lanham Act. Skerbko Int’l, Inc.v. Kappa Books, In¢.308 F.3d 1156,

1162 (Fed. Cir. 2002) (priority in a mark fpurposes of cancellation [or opposition] under 15
U.S.C. § 1052(d) may arise frgonior trademark or service mause).

The Notice of Opposition also shows thapplicant's Junior Mark so resembles
Opposer’s previously used maas to be likely to cause mfusion, mistake or deception. See
TBMP 8§ 309.03(c). In its Noticef Opposition, Opposer asserts:

The mark that Applicant seeks to registCAMPO DE’ FIORI, is identical in

sound, meaning and commercial impreasto Opposer's mark, CAMPO DE

FIORI, and will be used in connectiomith goods and services that are both

identical and closely related to the go@asl services praded under Opposer’'s

mark.

(Notice of Opp’n at 1 16).

In fact, this issue is clegrinot in dispute as Applicarst’12(b)(6) motion admits that

Applicant's Junior Mark is confusingly sitar to Opposer’s Senior Mark: “Use of the

expression [Campo de Fiori] by the Opposertiie same field as Applicant would cause

confusion and damage Applicant’s trade apdration” (Mot. to Dismiss at | 5).
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Opposer’s Notice of Opposition properly pleadaedd Applicant does not dispute) that
Applicant’s Junior Mark so resgbles Opposer’s previously usetark as to be likely to cause
confusion, mistake or deception. Thus, in lightthe foregoing, Opposer has pleaded a valid
ground for opposition, namely Section 2(d) oé thanham Act, and Applicant’s motion to
dismiss should be denied.

C. Applicant’'s Requested Relief is Unreasonable

Applicant seeks unreasonable relief in its Rule 12(b)(6) motion to dismiss in asserting
that “the present Opposition proceeding should be dismigidkgreudice” (Mot. to Dismiss at
1 10) (emphasis added).

Such relief would be unneces$paextreme and out of lineith justice and the guidelines
set forth in the TBMP. The TBMP clearly stateatth plaintiff may amend its complaint after an
answer has been served (which has not yet occurred in this action) with leave of the Board,
“which is freely given when justice so requires.” TBMP § 503.03 (emphasis added).
Furthermore, if the Board finds, upon determimatof a motion to dismiss, that the complaint
fails to state a claim upon which relief can ¢panted, “the Board generally will allow the
plaintiff an opportunity tdile an amended pleadingd.

In light of the foregoing analysis of Appént’s unmeritorious motion to dismiss, it is
clear that Applicant's motionheuld be denied. Nonetheless, tife Board determines that
Opposer’'s Notice of Opposition fails to sufficiBnstate a claim upon which relief can be
granted, Opposer respectfulgguests an opportunity file an amended pleading.

D. Applicant's Motion is Nothing More Than A Delay Tactic

This is yet another in a lorljne of Applicant’s attempts tannecessarily delay litigation
of this trademark dispute. Opposer promptly metifApplicant of its prioand continuous use of
the Senior Mark in interstate commerce uponlipabon of Applicant's Junior Mark in the

Official Gazette. Under the guise of settlement dissioss, Applicant sought not one, but two
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extensions to answer Opposer's Notice @pposition. During the over three months of
opportunity for Applicant to engage settlement discussions wi@pposer, Applicant failed to
return several telephone calls and only once tooktime to address settlement potential. It was
only at the eleventh hour on the eve of eaelhdline that Applicant bothered to make any
attempts at communication. Most recently, vathimpending answer due on Friday, March 25,
2011, Applicant again sought to wuessarily delay this litigatioby tolling its time to answer
by filing the present Rule 12(b)(6) motion to dismiss.
IV.  CONCLUSION

Applicant’'s motion to dismiss is clearlyitwout merit. Other thn a single footnote,
Applicant fails to cite any law, and thatwawhich Applicant appears to rely upon in its
arguments is completely mischaracterizaad misleading. Opposer’'s Notice of Opposition
establishes standing sufficietd maintain the present actio@pposer clearly asserts a real
interest in the present proceeding and a redsenbelief that it will be damaged should
Applicant’s mark obtain registratn on the principal register. Furth®©pposer progrly asserted
a valid ground for opposition, namely Section 2(d) of the Lanham Act.

Therefore, Opposer, | Matti Ristorante,cln hereby requests that this Board deny
Applicant’s motion to dismiss fofailure to state a claim upon wh relief may be granted so

that the parties may proceed in a timely maramel resolve the present trademark dispute.

Dated: April 6, 2011 Respectfully submitted,

/s/ Dean D. Niro

Raymond P. Niro — Reg. No. 24,131
Dean D. Niro — Reg. No. 36,881
Richard B. MegleyJr. — Reg. No. 41,992
NIRO, HALLER & NIRO

181 W. Madison Street, Suite 4600
Chicago, lllinois 60602

(312) 236-0733

Attorneys for Opposer | Matti Ristorante
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CERTIFICATE OF SERVICE

| hereby certify that a true amdmplete copy of the foregoing

OPPOSER’S BRIEF IN OPPOSITION TO APPLICANT’S
MOTION TO DISMISS FOR FA ILURE TO STATE A CLAIM

has been served on Robert R. Strack, codnsépplicant Campo de’ Fiori, LLC, by mailing

said copy on April 6, 2011, via eleatric mail to: rrstracklaw@optonline.net.

/s/ Dean D. Niro
Attorneydor Opposer | Matti Ristorante
NRO, HALLER & NIRO

-11 -



	I. INTRODUCTION AND RELEVANT BACKGROUND
	II. LEGAL STANDARD
	III. ARGUMENT
	A. Opposer’s Notice of Opposition Includes a Short and Plain Statement of the Reasons Why Opposer Believes it Would be Damaged by the Registration of the Opposed Mark
	B. Opposer’s Notice of Opposition Also Includes a Short and Plain Statement of One or More Grounds for Opposition
	C. Applicant’s Requested Relief is Unreasonable
	D. Applicant's Motion is Nothing More Than A Delay Tactic

	IV. CONCLUSION

