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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OMEGA, S.A.,

OPPOSER,

v.

ALPHA PHI OMEGA,

APPLICANT.

Opposition Nos.

91197504 (Parent) &

91197505 (Child)

Serial Nos.

77950436 & 77905236

REPLY BRIEF IN SUPPORT OF

ALPHA PHI OMEGA’S MOTION FOR SUMMARY JUDGMENT

Comes the Applicant, Alpha Phi Omega, by counsel and for its Reply Brief In Support of

its Motion for Summary Judgement, it submits the following:

Opposer and its Burden of Proof.

As the Board noted just last month, the Omega marks are

most commonly used with timepieces.
1
Opposer asserts that the

Alpha Phi Omega coat-of arms, shown here, when used for

jewelry, and the Greek letters, AΦΩ, when used for  headwear, 

jackets, shirts, and sweat shirts are likely to cause confusion. The

Opposer, of course, bears the burden of proof on this issue. See

Cunningham v. Laser Golf Corp., 222 F.3d 943, 951 (Fed. Cir. 2000). Omega further asserts its

marks are “famous”; thus diluted by these AΦΩ  marks. As for the burden of proof requisite to a 

showing a fame, “it is the duty of the party asserting that its mark is famous to clearly prove it.”

Lacoste Alligator S.A. v. Maxoly Inc., 91 USPQ2d 1694, 1597. (TTAB 2009) (emphasis added).

1
Omega S.A. v. National Mentoring Partnership, Inc/Mentor, No. 91172812

http://ttabvue.uspto.gov/ttabvue/v?pno=91172812&pty=OPP&eno=97 slip op. at 22 (TTAB May 29, 2015)

(“Opposer’s “predominant” product line is “timepieces”).
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Notwithstanding Omega’s Burden Of Proof, It Has Not Come Forward to Demonstrate the

Existence of any Genuine Issue of Material Fact.

As a result of the Supreme Court’s Anderson v. Liberty Lobby line of cases, a party may

no longer merely rest on its pleadings and conclusory assertions in opposition to a motion for

summary judgment no longer suffice. Summary Judgment is to be granted when the party

bearing the burden of proof fails to come forward and demonstrate the existence of a genuine

issue of material fact. Celotex Corp. v. Catrett, 477 U.S. 317, 324 (1986) (emphasis added).

When the party bearing the burden of proof merely relies on its pleadings and fails to

demonstrate there is a genuine issue of material fact, the tribunal “shall then grant summary

judgment.” Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 250 (1986).

Notwithstanding its burden to come forward and demonstrate there is a genuine issue of

material fact, essentially all Omega does is rely on its pleadings, conclusory assertions of

counsel, and hollow cries, “ there are fact issues.” Well if there are, what are those genuine

issues of material fact? The “best” Omega does is offer immaterial assertions the witnesses from

the Alpha Tau Omega Fraternity and the Alpha Chi Omega Sorority could not testify as to the

exact day their respective organization’s begin using their Greek letter insignia for jewelry.

Omega’s clever spin on their testimony ignores the fact that Wynn Smiley, the ATΩ Fraternity 

witness definitively testified the fraternity has used its ATΩ letters with jewelry continuously 

since 1865. See Smiley Dep. 23:20-24:22 & 35:18-36:23. (Attached). And Janine Wampler, the

AXΩ Sorority witness definitively testified the sorority has used its AXΩ letters for jewelry 

continuously since 1885: the member  badge bearing the AXΩ insignia was designed and first 

used in 1885; The badge design has been used since 1885; and the AXΩ marks have been 

continuously used since 1865 (Wampler Dep. 10:16-23; 20:21-24; 57:13-18; and 51:6-17)

(Attached). Further, Omega totally ignores the definitive testimony of Carol Miraglia of the Chi
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Omega Sorority of that sorority’s use of the XΩ insignia for jewelry continuously since 1895. 

See Miraglia Dep. 13:17-14:7 (Attached). Further, each of these witnesses also definitively

testified that their marks are commonly used for clothing. (Miraglia Dep. 56:15-23; Smiley Dep.

32: 21-23, 33:1-3 and 7-8, 35:11-15; Wampler Dep. 8:16-9:2). See also Shaver Decl.

There are No Genuine Issues of Material Fact.

Notwithstanding Opposer’s conclusory assertions “there are fact issues,” the reality here

is there are no genuine issues of material fact. To the contrary, it is quite telling that Opposer

does not dispute any of the statements of undisputed fact set forth in AΦΩ’s opening brief at 

pps.8-11. Instead, it merely contends that these facts are immaterial or irrelevant. Regardless of

Opposer’s attempts to avoid inevitable judgment, it cannot dispute any of the following key

dispositive points:

1. Alpha Phi Omega Has Used its Coat-Of-Arms for Jewelry Since The 1920s.

The declaration with the application to register the AΦΩ coat-of-arms verifies the mark 

has been used for jewelry since at least 1930. Omega does not dispute this first use claim. See

also Defendant’s Exhibit 5 submitted herewith (March 1929 newsletter of the fraternity

identifying the L.G. Balfour Co. as the “Official Jewelers to Alpha Phi Omega” and a full page

price list of “Alpha Phi Omega Jewelry” including the fraternity’s “Standard Official . . . Badge”

and pertinent to the coat-of-arms mark, “rings, tie pins” bearing the “Coat of Arms”).

It is also significant to note, in addition to use of the coat-of-arms mark with jewelry

since the 1920s, Applicant has also used its AΦΩ Greek letters for jewelry continuously since 

the founding of the fraternity in 1925. (London Depo. 113:9–22). As noted in our opening brief,

in statement of undisputed fact No. 11, notwithstanding concurrent use by the parties of their

respective marks for 90 years, there have been no known instances of confusion. This Omega

does not dispute.
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2.  Alpha Phi Omega’s Use of the AΦΩ Mark for Clothing Since at Least 1980 
Precedes Opposer’s Priority Date for Clothing.

The declaration with the application to register AΦΩ for “headwear, jackets, shirts, and 

sweat shirts” verifies that this insignia has been used for clothing since at least 1980. Omega

does not dispute this first use claim. See also Defendant’s Exhibit 6 submitted herewith, a 1976

publication of the fraternity containing a photograph of multiple members of the fraternity

wearing clothing items such as shirts, jerseys and hats bearing the AΦΩ insignia.2

Although the opposed mark is for headwear, jackets, shirts, and sweat shirts, Opposer’s

clothing registration is for different items, namely scarves and neckties. See Exhibit 7 to

Opposer’s response brief. Not only is Opposer’s clothing registration for different goods, even

more significant is the fact that Applicant’s use of its AΦΩ insignia for clothing relates to uses 

dating back prior to 1980, uses which predate Opposer’s April 23, 1996 priority date for

clothing.

Further, notwithstanding decades of concurrent use, there have been no known instances

of confusion. Opposer has not come forward with anything to demonstrate the existence of any

genuine issue of material fact supporting its conclusory assertions that use of the AΦΩ insignia 

for headwear, jackets, shirts, and sweat shirts is likely to cause any confusion with Opposer’s

registration for scarves and neckties, the constructive use of which post-dates Applicant’s uses

for clothing.

3. Opposer’s Dilution Claim Fails as a Matter Of Law.

Opposer wrongly states our “motion fails to address . . . the critical factor of fame of

opposer’s mark” and our “motion is void of any reference whatsoever to the fame of Opposer’s

2
It is curious to note that Applicant owns a subsisting registration of the mark ALPHA PHI OMEGA for the same

goods. See the Deposition Exhibit marked as Plaintiff’s Exhibit 9 submitted with Applicant’s opening brief. One

must wonder why Opposer believes itself to be injured by registration of the letters AΦΩ  when it has not challenged 
Applicant’s registration of the literally equivalent mark ALPHA PHI OMEGA for the identical goods? )
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OMEGA marks.” See Opposition Brief at pps. 1 & 4. To the contrary, in our opening brief we

explicitly point out that Omega has done nothing to demonstrate the requisite fame:

[I]n order to prevail on the ground of dilution, Opposer must show

that its mark became famous prior to the Applicant’s use of the

allegedly famous mark. Toro Company, 61 USPQ2d [1164] at

1174, n.9 and Chanel, Inc. v. Makarczyk, 110 USPQ2d 2013, 2024

(TTAB May 27, 2014). . . . Omega must show that its OMEGA

marks became famous prior to Alpha Phi Omega’s commencement

of use of crest and the Greek letter mark AΦΩ in 1925. 
Notwithstanding discovery requests that it do so, Omega has not

produced any evidence to indicate that the OMEGA mark was

famous in the United States prior to 1925. Omega has failed to

even address its burden to prove its marks were famous prior to

1925.

SeeMotion for Summary Judgment at p. 17-18. More egregious than its statement our brief

“fails to address this critical” factor is Opposer’s accusation we “misstate[] the applicable law”

by even suggesting that a dilution claim requires a showing of fame prior to the adoption of the

opposed marks. See Opposition Brief at p. 2 & 13 What is tellingly clear is Opposer’s apparent

misunderstanding (or mischaracterization) of the law; Opposer erroneously asserts that to prevail

on a dilution claim it need only show fame “prior to the filing date of the opposed applications.”

Opposer’s assertion is totally contrary to the Lanham Act provisions relating to dilution. As the

Board is well aware, a dilution claim is stated only against one “who, at any time after the

owner's mark has become famous, commences use of a mark or trade name in commerce that is

likely to cause dilution.” 15 U.S.C. § 1125 (c)(1). Surprisingly, Opposer suggests that the

Federal Circuit has abrogated this statutory provision. In Toro, the Board did hold that for a

dilution based Opposition to an ITU application, the pertinent date for scrutinizing the fame of

an Opposer’s mark is the filing date of the opposed ITU application, a rational application of the

dilution act, considering that with an ITU application, the filing date is the Applicant’s

constructive first use date. But as the Board also correctly noted in Toro, when a use based
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application is opposed on dilution grounds, Opposer must prove that its mark became famous

prior to the Applicant’s use of the opposed mark. Toro Company, 61 USPQ2d at 1174, n.9.

Omega contends the Federal Circuit overruled this distinction when it quoted the excerpt from

Toro dealing with opposed ITU applications. See Coach Servs., Inc. v. Triumph Learning LLC,

668 F.3d 1356, 1375 (Fed. Cir. 2012). It is quite an illogical leap to contend that because the

Federal Circuit quotes the Toro excerpt relating to ITU oppositions, it has abrogated the

legislative requirement that to show fame for dilution purposes, the proponent must prove that its

mark was famous prior to the adoption of the opposed mark. The Federal did not so hold.

Notwithstanding its burden to come forward with proof of fame predating Applicant’s

adoption of its marks, Omega has not produced anything to indicate that the OMEGA mark was

famous in the United States prior to 1925. All Opposer has come forward with to support its

burden to prove fame is sales and marketing data and media attention from this century The

putative “proof” presented by opposer, sales and marketing data from 2000 to 2009 is completely

irrelevant to the question hand.

Further, and especially egregious is the false suggestion in Omega’s brief that the Board

has heretofore held that the OMEGA mark is famous for dilution purposes. Omega presents this

mischaracterization by stating in the dilution section of its brief, the Board previously has

determined that “[t]he OMEGA mark is a famous mark.” See Opposition Brief at p. 6 (citing

Omega SA v. Hanif, 2013 TTAB LEXIS 420, *17-18 (TTAB August 5, 2013)). The Board did not

there find that Omega’s marks are famous for dilution purposes. Indeed, it was not even a

dilution case. Id. at n.2. The Board did recognize there is notoriety associated “with opposer’s

mark with respect to opposer’s timepieces” but most telling, as the Board there noted “[t]here is

no evidence that opposer has established fame with respect to goods other than watches.” Id. at
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*17 (emphasis added). See also Omega S.A. v. Alliant Techsystems Inc., No. 91173785

http://ttabvue.uspto.gov/ttabvue/v?pno=91174067&pty=OPP&eno=24 slip op. at 13 (TTAB

April 29, 2015) (“ Opposer’s OMEGA mark is famous, but only for watches” (emphasis added)).

Although the TTAB has held that the OMEGA mark might now be famous, “but only for

watches,” as best we can tell, all of the Board’s numerous Omega cases deal with fame solely in

the context of a likelihood of confusion analysis, not in a dilution analysis. And, of course, “[t]he

standard for fame and distinctiveness required to obtain anti-dilution protection is more rigorous

than that required to seek infringement protection.” Toro Company, 61 USPQ2d at 1174 (quoting

I.P. Lund Trading ApS v. Kohler Co., 163 F.3d 27, 47 (1
st
Cir. 1998)). Indeed, it appears the

Board has never held Opposer’s marks to be famous for dilution purposes. See e.g. Omega S.A.

v. Alliant, slip op. at 13 & 33 (“Opposer’s OMEGA mark is famous, but only for watches.”

HELD: Applicant’s use of the marks, “Ωmega” and “Ωmega Elite” for protective clothing and 

other items not likely to be confused with the Omega Watch marks, the goods are “offered in

distinct channels of trade to different classes of purchasers”).

Because Opposer bears the burden of proof, it must come forward at the Summary

Judgment juncture with a showing its marks became famous for dilution purposes prior to Alpha

Phi Omega’s commencement of use of its marks. The showing made by Opposer of sales,

marketing and publicity from 2000 to 2009 is totally irrelevant to the dilution issue. Under the

facts of this case, the Opposer’s marks are not famous for dilution purposes.

4. Marks Connoting a Fraternity are Too Dissimilar From Opposer’s Marks to

Cause a Likelihood Of Confusion, Especially Considering the Distinct Channels of Trade.

Opposer’s contentions as to similarity of the marks completely ignore the connotation of

the Applicant’s marks. When the public encounters insignia consisting of a combination of two

or three Greek alphabet letters or words, the public will recognize the insignia as a reference to a
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Greek letter organization such as a fraternity or sorority. “[U]se of various combinations of

Greek letters, in the mind of the public, generally refers to fraternities and sororities.” Abraham

v. Alpha Chi Omega, , 781 F.Supp.2d 396, 410 (N.D. Tx. 2011). Indeed, the Board itself recently

likewise so noted holding the letters EK on caps is not likely to be confused with the Greek

alphabet letters for Sigma Kappa Sorority, namely, ΣK, because Greek letter insignia will be 

“perceived as identifying both Greek letters and the name of a sorority.” In re New Era Cap Co.,

Inc., No. 85515684, http://ttabvue.uspto.gov/ttabvue/v?pno=85515684&pty=EXA&eno=21 slip

op. at 5 (TTAB July 7, 2014).

Ignoring the connotation of applicant’s marks, Opposer contends that because the marks

sought to be registered subsume Opposer’s mark, there is a likelihood of confusion. Sometimes

this principle is pertinent, especially when the commonality relates to the “the first part of a mark

which is most likely to be impressed upon the mind of a purchaser.” Omega S.A. v. Alliant, slip

op. at 17. Here though, we are not dealing with Applicant’s use of the word Omega as the first

word in its name. Opposer’s simplistic assertion overlooks the fact Applicant’s marks connote a

totally different meaning. Even when an accused mark subsumes the mark of another, there is no

likelihood of confusion when the added matter is “sufficient to distinguish the marks under

circumstances where the marks in their entireties convey significantly different meanings or

commercial impressions or the incorporated matter has been so merged with the other matter that

it ‘loses its separate identity.’" Outback Steakhouse of Fla., Inc. v. Waterworldwide Pty Ltd.,

2009 TTAB LEXIS 50, *9-10 (TTAB 2009). Opposer’s marks do not share the same connotation

as the marks sought to be registered. When viewing Applicant’s marks as a whole, consumers

will readily recognize the ALPHA PHI OMEGA crest and the AΦΩ insignia as references to a 

fraternity. See Abraham, 781 F.Supp.2d at 410 and New Era Cap, slip op. at 5.
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Granted, when Applications recite a class of goods without limitation, here “jewelry”

and “headwear, jackets, shirts, and sweatshirts,” “the goods are presumed to travel in all normal

channels and to all prospective purchasers for the relevant goods.” Coach Servs., 668 F.3d at

1370. This is merely a “presumption” though, the inapplicability of which is apparent when we

consider the fundamental realities associated with the disparate markets in which high-end

watches costing thousands of dollars are sold, as compared with the niche market in which Greek

affinity merchandise is offered. See Listing of Undisputed Facts, No. 2. Indeed, even in another

Omega case, the Board appears to have found the presumption inapplicable considering the facts

of that case. See Omega S.A. v. Alliant Techsystems Inc., No. 91173785

http://ttabvue.uspto.gov/ttabvue/v?pno=91174067&pty=OPP&eno=24 slip op. at 13 (TTAB

April 29, 2015). As the Board there noted, the Omega Watch channel of trade consists of “its

own stores, authorized Omega Dealers and boutiques,” whereas the channel of trade of the

Applicant included clothing marketed to military and law enforcement personnel. Even though

many of the goods recited in the application did “not contain any limitations with respect to

channels of trade,” the presumption was nonetheless held to be inapplicable because the

“relevant goods” clearly moved in distinct channels of trade. Id. at 30-31. So too here, the marks

are generally recognizable as a reference to a fraternity, used with fraternal merchandise sold in

the Greek merchandise markets, not at Omega stores, authorized Omega Dealers and boutiques.

Consumers will not “consider the goods to emanate from the same source.” Id. slip op. at 32.

CONCLUSION

If ever a case were appropriate for summary judgment, this is it. Even though the parties

and their marks have coexisted for nearly 90 years, neither party is aware of even a single

instance of confusion. We pray the Board will utilize the summary judgment procedure for its

intended purpose, to dispose of factually and legally unfounded claims. It is clear that Opposer’s
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claims are without legal and factual basis, and that there are no issues which require a trial for

their resolution. There are no genuine issues of material fact relating to Omega’s claims of

likelihood of confusion and dilution. Alpha Phi Omega is entitled to a judgment as a matter of

law.

Respectfully requested,

/jackawheat/

Jack A. Wheat

Mari-Elise Taube

STITES & HARBISON PLLC

400 West Market Street, Suite 1800

Louisville, Kentucky 40202-3352

Telephone: (502) 587-3400

Counsel for Alpha Phi Omega
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