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ATTORNEY DOCKET NO. K655, K654 
 

IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD  

 
 
OMEGA S.A. (OMEGA AG) 
(OMEGA LTD), 
                             Opposer, 
 
                v. 
 
ALPHA PHI OMEGA, 
                             Applicant. 

  
 
Mark:  ALPHA PHI OMEGA and design 
Opp. No.:  91197504 (Parent) 
Serial No.: 77950436 
 
 

 
 
OMEGA S.A. (OMEGA AG) 
(OMEGA LTD), 
                             Opposer, 
 
                v. 
 
ALPHA PHI OMEGA, 
                             Applicant. 
 

  
 
 
 
Mark:        A�-�Ÿ 
Opp. No.:  91197505 (Child) 
Serial No.: 77905236 
 

 
OPPOSER'S OPPOSITION TO APPLICANT’S RENEWED MOTION TO COMPEL 

DISCOVERY AND TEST SUFFICIENCY OF RESPONSES 
 
 
 Opposer hereby respectfully submits its Opposition to Applicant’s Motion to Compel and 

Test Sufficiency of Responses and requests that Applicant’s Motion be denied in its entirety, 

with prejudice. 

 

I. INTRODUCTION 

Like its first Motion to Compel, Applicant’s Renewed Motion to Compel and Test 

Sufficiency of Responses is deficient and should be denied.  As Opposer previously pointed out, 

many of Applicant’s discovery requests are flawed. Applicant’s requests included vague, 
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ambiguous and undefined terms, and are frequently unlimited as to time frame. These are 

significant defects given the fact that Opposer claims use from as early as 1894.   

 Applicant’s overly broad discovery requests use unclear terminology. Applicant seeks 

documents and information not relevant to the instant proceedings.  In its good faith effort to 

cooperate in discovery, Opposer previously narrowed Requests and provided amended responses 

where the discovery sought was relevant. Gelber Decl. ¶¶ 26 and 27, Exhibits 18-20.   

Opposer has worked cooperatively with Applicant in discovery.  To the extent that 

Applicant seeks discovery on topics which are immaterial and unrelated to the specific issues 

involved in this proceeding, it is Applicant who has failed in its discovery obligation to only seek 

such discovery as is proper and relevant to the instant oppositions.   

In view of the foregoing, Applicant’s Motion to Compel should be dismissed with 

prejudice. 

 

II.  FACTUAL BACKGROUND 

As was the case with its prior Motion, Applicant’s renewed Motion contains irrelevant 

statements concerning Applicant’s view of the merits of Opposer’s claims and asserts 

Applicant’s unsubstantiated defenses to Opposer’s claims. Due to the Applicant’s incomplete 

recitation of facts, Opposer recounts the facts for the Board’s consideration.   

Opposer initiated the instant oppositions against Applicant on November 22, 2010.  

Opposer’s Notices of Opposition cited priority and likelihood of confusion under Section 2(d) of 

the Lanham Act and dilution under Section 43(c) of the Lanham Act.  Opposition Nos. 91197504 

and 91197505, D.E. 1.   

Opposer served Applicant with its Initial Disclosures on May 27, 2011.   Gelber Decl. ¶ 4 
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and Exhibit 1.  On February 28, 2013, Applicant served Applicant’s Initial Disclosures, 

Applicant’s First Set of Interrogatories, Applicant’s First Request for Production of Documents 

and Things, and Applicant’s First Request for Admissions upon Opposer. Gelber Decl. ¶ 6.  On 

March 18, 2013, these Oppositions were consolidated into a single proceeding following 

Opposer’s consented motion for consolidation.  Id. at ¶ 7 and Nos. 91197504 and 91197505, 

D.E. 44. 

On April 4, 2013, Opposer served Applicant with: 

Opposer’s Responses and Objections to Applicant’s First Set of Interrogatories, 

 Opposer’s Responses and Objections to Applicant’s First Request for Production of 

 Documents and Things, and   

Opposer’s Responses and Objections to Applicant’s First Request for Admissions.  

Gelber Decl. ¶ 9 and Exhibit 3-5.   

Opposer served Applicant with document production bates labeled OSA000001-2861 on 

April 26, 2013. Gelber Decl. ¶ 11.  Applicant sent Opposer a deficiency letter alleging 

deficiencies in Opposer’s discovery responses on May 24, 2013.  Gelber Decl. ¶ 12 and Exhibit 

6.  Beyond this single letter, Applicant made no attempts to resolve the alleged discovery 

deficiencies despite the parties’ ongoing communications at the time relating to the discovery 

deposition of Applicant’s Rule 30(b)(6) witness. Id. at ¶ 12.  

On June 13, 2013, just 8 days following the deposition of Applicant’s witness, counsel 

for Opposer served upon Applicant Opposer’s Supplemental Responses to Applicant’s First Set 

of Interrogatories, accompanied by Opposer’s deficiency letter to Applicant.  Id. at ¶ 21, Exhibit 

12.  On June 17, 2013, Opposer’s counsel transmitted to Applicant its response to Applicant’s 

deficiency letter, along with a service copy of Opposer’s Amended Responses to Applicant’s 
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First Request for Admissions.  Id. at ¶ 22, Exhibits 13 and 14.  Opposer learned of Applicant’s 

Motion to Compel only after preparing and dispatching its June 17 letter. Id. at ¶¶ 23-26.   

On October 1, 2013, the Board issued an order denying Applicant’s Motion to Compel 

and ordering the parties to meet and confer within 30 days.  D.E. 49.  In accordance with the 

Board’s Order, counsel for Applicant and Opposer conferred on October 16, 2013 regarding the 

discovery deficiencies alleged by both parties. Gelber Decl. at ¶ 29. Counsel for both parties 

agreed to consider limited points raised and respond accordingly.  Id. at ¶ 30.  Opposer’s counsel 

contemplated the arguments made by the Applicant and reviewed the discovery requests at issue 

and the Trademark Rules and associated case law pertaining thereto.  Id. at ¶ 31.  On October 28, 

2013, Opposer’s counsel sent Applicant’s attorney a letter outlining the bases for the responses 

to the remaining discovery requests at issue, to Opposer’s counsel’s knowledge, (Request for 

Admission  Nos. 1, 3, 4, 12, 14, 16-46, Interrogatory No. 15 and Request for Documents 

Production No. 21) as discussed with Applicant during the October 16, 2013 meet and confer, 

along with supporting rules and case law.  Id. at ¶ 31, Exhibit 15.  Opposer’s October 28, 2013 

letter advised that it was willing to further discuss discovery issues in the event that the meet and 

confer and correspondence did not address all outstanding issues.  Id.  However, Applicant’s 

counsel did not contact Opposer’s counsel for further discussions in relation to Opposer’s 

discovery responses. Id. at ¶ 33.   

Over the two month period between Opposer’s October 28, 2013 letter and Applicant’s 

filing of the present Motion, Opposer, in furtherance of its discovery obligations and its 

obligations to meet and confer, served Applicant with supplemental document production on 

December 30, 2013, and follow up inquiries about Applicant’s promise to supplement on 

November 21, 2013 and December 4, 2013.  Id. At ¶¶ 34 and 35 and Exhibits 16 and 17.   
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More than 2 months after receipt of Opposer’s October 28, 2013 letter and without 

additional conference regarding these issues, some of which were not raised during the meet and 

confer, Applicant filed the instant Renewed Motion to Compel. 

Applicant has failed to attempt to sufficiently narrow the discovery issues in dispute.  

Applicant’s Renewed Motion to Compel, while narrowed, remains overbroad, seeking review of 

a large number of requests, many of which have been addressed a number of times by Opposer 

or have no relevance to the issues presented in these oppositions.  In moving to compel responses 

to these requests, Applicant fails to comply with the Board’s October 1, 2013 Order. 

Applicant’s renewed motion is a wasteful and unnecessary exercise. Applicant’s Motion 

serves no interest of the parties, because most of the requests for which Applicant seeks to 

compel responses are not relevant to these oppositions nor are they reasonably calculated to lead 

to the discovery of admissible evidence.  The instant Motion asks the Board to resolve discovery 

matters already addressed by Opposer and review a large volume of documents to decide issues 

which, ultimately, will have no, or at best marginal, relevance to these proceeding.  Accordingly, 

Applicant’s Motion to Compel should be denied. 

 
III.  ARGUMENT   

  
A. Opposer’s Responses to Interrogatory Nos.  6 and 12 are Proper and Sufficient; 

Applicant’s Motion is Deficient with Regard to these Requests 
 

i. Applicant has not met its Rule 2.120(e) Obligations with Regard to Interrogatory Nos.  
6 and 12 

 
Opposer responded to Applicant’s deficiency letter with correspondence dated June 17, 

2013.  See Gelber Decl. ¶ 22, Exhibit 13.  Included with this correspondence was Opposer’s 

Amended Responses and Objections to Applicant’s First Request for Admissions. Id., Exhibit 
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14.  In addition, on June 13, 2013, Opposer served upon Applicant Opposer’s Supplemental 

Responses to Applicant’s First Set of Interrogatories.  See Id. at ¶ 21, Exhibit 12.  The parties’ 

October 16, 2013 meet and confer did not include a discussion of Interrogatory Nos. 6 and 12 

and, as such, Opposer did not include these discovery requests in its October 28, 2013 letter.  

Applicant has failed to properly meet and confer with regard to these discovery requests as 

required by 37 C.F.R. § 2.120 and further, Applicant had ample time—over 2 months—between 

the parties October 16, 2013 meet and confer and the receipt of Opposer’s October 28, 2013 

letter and the filing of Applicant’s motion to compel in order to follow up concerning the 

responses to these Interrogatories.  Applicant has thus failed to comply with the Trademark 

Rules regarding conferencing and raising issues within a reasonable time after the service of the 

allegedly inadequate response.  See 37 C.F.R. § 2.120(e) and TBMP §§ 523.02 and 523.03.  

Furthermore, Opposer’s responses to Interrogatory Nos. 6 and 12 are sufficient and proper. 

ii. Opposer’s Responses to Interrogatory Nos.  6 & 12 are in Compliance with the 
Discovery Rules  

 
Applicant’s Interrogatory 6 requests that Opposer identify any witness and furnish any 

testimonial or evidentiary basis in support of the contentions that “product bearing the mark 

sought to be registered will cause confusion, mistake and deception by virtue of Opposer’s prior 

use of the marks upon which the Opposition is based.”  Similarly, Applicant’s Interrogatory No. 

12 request identification of any testimonial or evidentiary basis in support of the contentions that 

“the commercial impression generated by the use of Applicant’s Crest on products in the market 

in which those products pass is likely to be recognized as an identification of association with 

Opposer or its products.” See Gelber Decl. ¶¶ 9 and 21, Exhibits 3 and 12. 

Opposer objected to these requests, as it sought to impose upon Opposer an obligation 

that is outside the scope of the Federal Rules of Civil Procedure—namely that is sought 



7 
 

Opposer’s disclosure of trial evidence and trial witnesses prior to the deadline for such 

disclosures as set out be the Trademark and Federal Rules.  Applicant claims that it is entitled to 

discover the identity and location of persons who know of any discoverable information, in 

accordance with Fed. R. Civ. P. 26(b)(1), as well as relevant documents.  See D.E. 50, p. 5.  

However, Applicant has falsely claimed that Opposer has refused to furnish such information. As 

noted in Opposer’s June 17, 2013 response to Applicant’s deficiency letter and Opposer’s July 1, 

2013 Opposition to Applicant’s Motion to Compel, Opposer has produced a representative 

sample of responsive documents and evidence in its possession.  Such responsive documents 

include, but are not limited to OSA001814-1826; OSA001828-1829; OSA001867-1873; 

OSA001968-1978; OSA001991-1994; OSA002011-2014; OSA002086-2115; OSA2120-2123; 

OSA002128-2133; OSA002140-OSA2143; OSA002148-2158; OSA002161-2166; OSA002231-

2232; OSA002242; OSA002248-2249.  See Gelber Decl. ¶¶ 21 and 22, Exhibits 12 and 13; D.E. 

46, pp. 10, 11-12.   Also as noted in Opposer’s June 17, 2013 letter and Opposer’s Opposition to 

the Motion to Compel, these responses apply equally to Interrogatory Nos. 6 and 12. Id. 

Furthermore, Opposer has complied with its Initial and Pretrial Disclosure obligations and 

identified persons with knowledge relevant to these proceedings and categories of documents 

and persons upon whose testimony Opposer plans to rely.  Id. at ¶¶ 4 and 36, Exhibits 1 and 18.   

Opposer therefore submits that it has complied with its discovery obligation with regard 

to Interrogatory Nos. 6 and 12, in accordance with Fed. R. Civ. P 26 and 33, and that Applicant’s 

allegation of deficiency with regard to these requests is without merit. 

 
B. Opposer’s Responses to Applicant’s Requests for Admission are Sufficient 

 
As a general matter, “if there is an admission or a denial, the Board will not find the 

response to be insufficient even if the responding party included an explanation or clarification 
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of the admission or denial, or admitted after first denying.”  TBMP § 524.01.  Applicant admits 

in its Motion that Opposer has responded to the subject Requests for Admission.  D.E. 50, pp.6-

7, 12-13.  The fact that Applicant is dissatisfied with Opposer’s forthright and truthful responses, 

which result from the defects in Applicant’s own drafting of its Requests for Admission, is not 

an adequate basis for the Board to find Opposer’s responses insufficient.  Axiohm S.A. and 

Axiohm, IPB v. Axiom Technology, Inc., 2000 TTAB LEXIS 802, *5 n. 3 (TTAB Oct. 18, 2000) 

(“A motion to test the sufficiency of a response to an admission request is solely a test of the 

legal sufficiency of that response…Disagreements regarding the veracity of such responses are 

matters to be determined at trial and are not properly the subject of a motion to test their 

sufficiency.”)  Applicant’s Motion to Test the Sufficiency of Opposer’s Responses is not well 

taken for this reason and the specific reasons set out below. 

 
C. Applicant’s Requests for Admission Regarding the Purported Issue of Dilution are 

Irrelevant, Defective and Seek to Impose an Obligation on the Opposer Beyond 
What is Permitted by the Trademark Rules 

 
Opposer’s responses to Applicant’s Requests for Admission Nos. 1, 3, 4, 12, and 14-46 

are sufficient in accordance with Opposer’s discovery obligations and adequate in relation to the 

issues presented in these proceedings.  Applicant’s Requests for Admission are improperly 

worded, as they seek an admission that Opposer “has no evidentiary basis” to either support or 

dispute a stated contention.  Furthermore, Applicant’s Requests for Admission seek to impose 

upon Opposer an obligation which is beyond that allowed by the Trademark Rules and which, 

ultimately, is irrelevant to the issues presented in the instant proceedings.  For these reasons, and 

those explained in more detail below, Opposer’s objections and responses to Applicant’s 

Requests for Admission Nos. 1, 3, 4, 12, and 14-46 are sufficient.   
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i. Applicant has Misstated the Issue of Dilution 
 

Opposer has alleged dilution as a basis for its oppositions against the Applicant’s Marks.  

See Opposition Nos. 91197504 and 91197505, D.E. 1. Generally, in an opposition against a use-

based application under Section 1(a) of the Trademark Act, the party alleging fame, here the 

Opposer, must establish that its mark had become famous prior to the applicant’s use of the 

challenged mark.  The Toro Co. v. ToroHead, Inc., 2001 TTAB LEXIS 823, 31, n. 9 (TTAB 

2001).  However, if the applicant cannot establish continuous use of its mark from the alleged 

date of first use, the earliest date upon which applicant can rely for the dilution inquiry is its 

filing date.  Nat’l Aeronautics and Space Admin. v. Record Chem. Co. Inc., 1975 TTAB LEXIS 

31 (TTAB 1975); The Pep Boys Manny, Moe & Jack of California v. Cherng Lian Entm’t Co., 

Ltd., 2003 TTAB Lexis 190, 54-55 (TTAB 2003).  In the instant case, Applicant has not 

produced any evidence to establish continuous use of Applicant’s marks on Class 14 and 25 

goods since 1925.   

Applicant has produced no evidence that it has continuously used its marks on Class 14 

and 25 goods since 1925. See Exhibit 7 to Gelber Decl.  Applicant did produce a document 

evidencing Applicant’s U.S. Trademark Registration No. 265,052 for goods in Class 14, which 

was filed in 1929 and asserts a date of first use of December 16, 1925.  Gelber Decl.¶¶ 14 and 

16, Exhibit 7 at AL0009.  However, this registration was cancelled. Id. at ¶ 27, Exhibit 9.  U.S. 

Trademark Registration No. 265,052 was Applicant’s only registration in Class 14.  As this 

registration is now cancelled, it cannot provide evidence of Applicant’s continuous use of the 

ALPHA PHI OMEGA mark or the Alpha Phi Omega crest on Class 14 goods since 1925.  

Accordingly, the relevant inquiry is the fame of Opposer’s OMEGA marks prior to the March 4, 

2010 filing date of Applicant’s U.S. Trademark Application Serial No.  77950436.   
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It is further noted that Applicant’s opposed U.S. Trademark Application Serial No.  

77950436 claims a 1930 date of first use in commerce of the mark on jewelry in Class 14, not 

1925 as asserted by Applicant in its Motion. Gelber Decl. ¶ 37, Exhibit 19.   This inconsistency 

with regard to alleged dates of first use makes Applicant’s demand for fame evidence prior to 

1925 all the more irrelevant.  

Applicant’s U.S. Trademark Registration No. 3828181 for Class 25 goods is Applicant’s 

earliest registration in Class 25.  Id. at ¶¶ 14 and 15, Exhibits 7 and 8.  This registration was filed 

in 2010 and asserts a date of first use of 1980.   Id.  However, Applicant has not provided any 

documentary evidence beyond this registration to show that Applicant has continuously used its 

mark in commerce on Class 25 goods since 1980, let alone since 1925. See Exhibit 12 to Gelber 

Decl.  Under these facts, Opposer need only prove the fame of its OMEGA marks in Class 25 

prior to 2010. 

Applicant’s discovery requests purportedly addressing dilution and the fame of Opposer’s 

marks prior to 2010, specifically, Request for Admission Nos. 3, 4, and 15 are thus irrelevant and 

not likely to lead to the discovery of admissible evidence. 

ii. Opposer’s Denial of Request for Admission No. 15 is Justified by the Record 
 

In addition to the irrelevance of Applicant’s Request for Admission No. 15, as noted in 

Section C(i) above,  Opposer’s denial of this Request is warranted.  Applicant asks in Request 

for Admission No. 15: “Admit that Opposer has no evidentiary basis to dispute that the 

Applicant has utilized the Greek letter indicia, A�-�Ÿ/insignia containing the word Omega or the 

Greek Alphabet symbol Omega, namely �Ÿ, in the United States on jewelry continuously since at 

least 1925.”  In response, Opposer asserted objections and denied this request.  Exhibit 3 to 

Gelber Decl.  Opposer’s objections and response to this Request are justified and well-founded.  
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Opposer does have evidence that Applicant has not continuously used the Greek letter indicia, 

A�-�Ÿ and/or OMEGA or �Ÿ on jewelry continuously since at least 1925. 

Applicant’s U.S. Trademark Registration No. 265,052 for goods in Class 14, which was 

filed in 1929 and asserts a date of first use of December 16, 1925, was cancelled December 23, 

2000. Gelber Decl.¶ 14, 16 and 17, Exhibit 7 at AL0009 and Exhibit 9.  In addition, Applicant’s 

own U.S. Trademark Application Serial No.  77950436 asserts a 1930 date of first use in 

commerce on Class 14 goods.  Id. at ¶ 37, Exhibit 19. The cancelled registration and the 

allegation of a 1930 date of first use both comprise evidence that the Applicant has not 

continuously used the Greek letter indicia, A�-�Ÿ and/or OMEGA or �Ÿ on jewelry continuously 

since at least 1925 and substantiate Opposer’s denial of Request for Admission No. 15. 

These documents are within Applicant’s possession, and are a matter of public record. In 

addition, the evidence of cancellation of Applicant’s U.S. Trademark Registration No. 265,052 

was furnished by Opposer to Applicant during the discovery deposition of Applicant’s Rule 

30(b)(6) witness and as an Exhibit to Opposer’s Opposition to Applicant’s Motion to Compel 

(D.E. 46, Exhibit 14).  Applicant’s Trademark Application Serial No.  77950436 is the subject of 

these proceedings and is already of record in this matter. Gelber Decl.¶ 37, Exhibit 19. Opposer 

need not produce documents to Applicant which are already within its possession. Applicant’s 

insistence that Opposer produce to Applicant documents which are within its possession, a 

matter of public record, and a matter of record in these proceeding in response to Document 

Production No. 21, is wasteful of the parties’ and the Board’s time and resources. Indeed, 

Opposer previously explained this point to Applicant in its June 17, 2013 letter and in Opposer’s 

Opposition to Applicant’s Motion to Compel.  Exhibit 13 to Gelber Decl.; D.E. 46, pp. 18-19. 
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iii.  Requests for Admissions Nos. 1, 3, 4, 12, 14, and 16-46 are Irrelevant 
 

Requests for Admissions Nos. 1, 3, 4, 12, 14, 16-46 are defectively phrased and 

improperly seek admissions pertaining to continuous third-party uses of the symbol “� ” and/or 

the word “omega” of which Opposer has no first-hand knowledge.  Gelber Decl. ¶ 9 and Exhibit 

5, Requests Nos. 1, 3, 4, 12, 14, and 16-46.  These requests are irrelevant and not reasonably 

calculated to lead to the discovery of admissible evidence.  Opposer further asserts that, pursuant 

to the Trademark Rules, it is under no obligation to conduct an independent investigation into 

third party uses. 

TBMP § 414(9) which provides: 

Information concerning a party’s awareness of third-party use and/or registration 
of the same or similar marks for the same or closely related goods or services as 
an involved mark, is discoverable to the extent that the responding party has 
actual knowledge thereof (without performing an investigation) and that the 
information appears to be reasonably calculated to lead to the discovery of 
admissible evidence. (emphasis added). 

 

This point is supported by case law. See Rocket Trademarks Pty. Ltd. v. Phard S.p.A., 98 

USPQ2d 1066, 1071-72 (TTAB 2011) (a party has no duty to conduct an investigation of third-

party uses in response to discovery requests); Sports Authority Michigan Inc. v. PC Authority 

Inc., 63 USPQ2d 1782, 1788 (TTAB 2001) (no obligation to search for third-party uses); Red 

Wing Co. v. J.M. Smucker Co., 59 USPQ2d 1861, 1864 (TTAB 2001) (investigation not 

necessary).  

Despite the aforementioned Trademark Rule and the case law cited, Applicant insists that 

Opposer’s knowledge of third party uses of marks incorporating the term OMEGA or the symbol 

�  is relevant to the issue of dilution.  Among the elements to be considered in a dilution inquiry 

is the extent to which the owner of the famous mark is engaging in substantially exclusive use of 
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the mark. See Jada Toys, Inc. v. Mattel, Inc., 518 F.3d 628, 635-636 (9th Cir. 2008). Similarly, in 

a likelihood of confusion analysis, the sixth du Pont factor inquires as to “the number and nature 

of similar marks in use on similar goods,” Du Pont, 177 USPQ at 567.   

Applicant’s inquiry about Opposer’s knowledge of third party uses of marks including 

the symbol “� ” and/or the word “omega” is irrelevant to either the dilution inquiry or the 

likelihood of confusion inquiry.  Opposer’s knowledge, or lack of knowledge, of such uses 

would not provide Applicant with any evidence that the third party marks in question are in 

commercially significant use, that the public is exposed to them, or that there exists a basis to 

presume that the public views them as weak. In re Coden, 2012 TTAB LEXIS 99, *29 (TTAB 

Mar. 26, 2012).   

In the likelihood of confusion context, “[t]he question still remains whether the marks 

viewed as a whole are confusingly similar.” Lilly Pulitzer, Inc. v. Lilli Ann Corp., 376 F.2d 324, 

54 C.C.P.A. 1295, 153 USPQ 406, 407 (CCPA 1967) (citation revised).   Whether or not 

Opposer knows of third party uses of marks continuing the symbol “� ” and/or the word “omega” 

has no bearing on this question. Opposer’s knowledge of third party uses does not provide 

evidence of what happens in the market place or that customers are familiar with these third 

parties’ uses. Id. 

The Federal Circuit and the Board have held that evidence of third party registrations are 

not relevant to the Sixth du Pont factor because they do “not demonstrate that the registered 

marks are in commercially significant use, or that the public is aware of them.  In re Coden, 2012 

TTAB LEXIS at *31; see also AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 177 USPQ 

268, 269-70 (CCPA 1973) (third-party registrations are not evidence that such marks are in use 

or that consumers are familiar with them).  Third party registrations are equally irrelevant to the 
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question of dilution. See In re Hub Distrib., Inc., 218 USPQ 284, 286 (TTAB 1983) (“third party 

registration evidence proves nothing about the impact of the third-party marks on purchasers 

in terms of dilution of the mark in question or conditioning of the purchasers in terms of dilution 

of the mark in question or conditioning of the purchasers as to their weakness in distinguishing 

source”).  If registrations of record with the U.S. Patent and Trademark Office are not pertinent 

to the likelihood of confusion and dilution inquiries, then clearly, Opposer’s knowledge as to 

third party use is even less relevant to these issues. 

 By posing these irrelevant requests and renewing its Motion to Test the Sufficiency of 

Opposer’s responses to these requests, Applicant fails in its obligation to seek only relevant 

information in discovery requests and the Board’s October 1, 2013 Order.  See Sentrol, Inc. v. 

Sentex Systems, Inc., 2004 TTAB LEXIS 208 (TTAB 2004); 231 U.S.P.Q. 666 (TTAB 1986) 

and D.E. 49, pp. 3-4.  As noted above, these Requests require knowledge of the activities of third 

parties, which Opposer does not have and is not required to investigate.  See TBMP § 414(9) 

(such information is “discoverable to the extent that the responding party has actual knowledge 

thereof (without performing an investigation) and . . .  the information appears reasonably 

calculated to lead to the discovery of admissible evidence”).  

iv. Applicant’s Challenge to the Veracity of Opposer’s Responses to Request Nos. 19, 
27, 28 and 30 is Not Well Taken 

 
Opposer presently has three other pending oppositions against fraternities and/or 

sororities and has had two prior dealings with yet two other Greek entities.  Applicant implies 

that somehow, Opposer’s actions before the Trademark Trial and Appeal Board with these other 

parties has provided Opposer with first hand knowledge of these parties’ uses of their marks, 

thereby necessitating an admission of Request for Admission Nos. 19, 27, 28 and 30. See D.E. 

50, p. 11-12.  Applicant’s assertions with regard to these proceedings suffer from a number of 
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logical and legal deficiencies. 

Proceedings before the Trademark Trial and Appeal Board deal exclusively with matters 

of registration before the U.S.P.T.O. and an Opposer’s actual knowledge of an Applicant’s use is 

not a prerequisite for either filing extensions of time to oppose or oppositions to a party’s 

application to register a mark.  Opposer’s Notices of Oppositions against Omega Psi Phi 

Fraternity, Inc., Alpha Omega Epsilon, Inc., the International Brotherhood of Omega Delta Phi 

and Lambda Tau Omega Sorority all refer to the respective Applicant’s “alleged date of first 

use.”1 See ¶ 1 of D.E. 1 in Opposition Nos. 91183834 (parent of six consolidated oppositions); 

91214449; 91214452; 91214453; 91214454; 91186613; and 91208652 (parent of two 

consolidated oppositions). 

Applicant’s counsel is also counsel to the entity Alpha Omega Epsilon, Inc., and as a 

result is aware Opposition Nos. 91214449, 91214452, 91214453 and 91214454 have only just 

commenced, and the parties have not yet exchanged Initial Disclosures or commenced discovery. 

Gelber Decl.   ¶ 38.  There has been no discovery exchanged in Opposition Nos. 91208652 and 

91208881 involving Lambda Tau Omega Sorority. Id. at ¶ 39.  Opposer’s proceedings against 

Omega Psi Phi Fraternity, Inc. included written discovery, but there was no document production 

or any evidence of continuous use of Omega Psi Phi Fraternity, Inc.’s marks since the day of the 

alleged first use.   Id. at ¶ 40. 

The opposition involving the International Brotherhood of Omega Delta Phi is the only 

proceeding wherein document production requested were propounded.  The written discovery 

and documents produced by the International Brotherhood of Omega Delta Phi did not include 

proof establishing use dating back to the alleged date of first use the International Brotherhood of 

                                                 
1 Applicant refers to Psi Sigma Omega, but there is no relevant request associated therewith and indeed that 
proceeding related to goods in Class 25 and not Class 14, which is the focus of Applicant’s Request Nos. 16-46. 
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Omega Delta Phi’s marks or establishing continuous use thereof.  Id. at ¶ 40. 

Opposer has clearly undertaken an internal investigation with regard to these proceedings 

and Request for Admission Nos. 19, 27, 28 and 30.  Had Applicant bothered to follow up with 

Opposer regarding this matter during the period between Opposer’s October 28, 2013 letter and 

the filing of the instant Motion, Opposer and Applicant may have already resolved this situation.  

Opposer’s responses to Requests for Admission Nos. 19, 27, 28 and 30 are therefore appropriate.  

v. Applicant’s Requests for Admission Are Poorly Conceived and Awkwardly Phrased  
 

Applicant requests are so awkwardly worded as to seek an admission that Opposer “has 

no evidentiary basis” to either support or dispute the contention stated in the request.  While 

Applicant named specific third parties in some requests (Gelber Decl. ¶ 9, Exhibit 5, Request 

Nos. 16-46), in others, it made vague and indefinite references to “various Greek letter social, 

professional, or honorary fraternities or sororities.” Id., Request Nos.  1, 3, 4, 12 and 14.    These 

Requests require Opposer to admit or deny having an evidentiary basis to support facts of which 

it has no firsthand knowledge.   Initially, Opposer responded to the majority of these requests 

with a simple denial. Exhibit 5 to Gelber Decl.  Opposer subsequently amended its responses to 

indicate that it lacks knowledge or information sufficient to admit or deny the truth of these 

requests, and therefore denies them. Exhibit 14 to Gelber Decl.   

Applicant insists that an internal investigation is all that is required of Opposer with 

regard to these Requests.  However, such an internal investigation is overly burdensome because 

many of these requests are not reasonably limited in durational scope.  Exhibit 5 to Gelber Decl.  

For example, Requests Nos. 3 and 4 seek to obtain information from prior to 1894.  Id. As 

demanded by Applicant, such an internal investigation would require Opposer to comb through 

its records from prior to 1894 to the present, effectively millions and millions of documents in 
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order to be able to respond to these Requests.  There is no doubt that such an investigation is 

overly burdensome as evidenced by the fact that Applicant similarly objected to certain 

discovery requests of Opposer which sought information relevant to Applicant’s activities and 

knowledge dating back to 1925.  Gelber Decl. ¶ 18, Exhibit 10.  The Applicant cannot, in good 

faith, argue that Opposer’s objections on this basis are improper. McCormick Delaware, Inc. and 

McCormick & Co., Inc. v. Williams Foods, Inc. , 2001 TTAB LEXIS 539, *7 (TTAB July 23, 

2001) (“[A] party ordinarily will not be heard to contend that discovery is proper when 

propounded by the party itself but improper when propounded by its adversary.”) 

Opposer’s prior and amended responses properly noted that it cannot truthfully admit or 

deny these requests, due to, among other things, their over breadth, lack of relevance and 

Opposer’s lack of knowledge. These responses are proper in accordance with TBMP § 407.03(b) 

and Fed. R. Civ. P. 36(a)(4).  Additionally, Applicant provided similar responses to Opposer’s 

Request for Admissions.  Gelber Decl. ¶ 18, Exhibit 10. Since Applicant has declined to address 

the problem of its ill-considered language, Opposer rests upon its objections. 

In light of the objectionable and irrelevant nature of Applicant’s Requests for Admission 

Nos. 1, 3, 4, 12, and 14-46, Opposer’s objections and responses thereto are proper and in 

compliance with the Federal and Trademark Rules. 

D. Applicant Improperly Asserts Deficiencies with Regard to Opposer’s Responses to 
Request for Admission Nos. 7-11 & 48 

 
i. Applicant has not met its Rule 2.120(e) Obligations 

 
Following the parties’ October 16, 2013 meet and confer, Opposer sent Applicant a letter 

(dated October 28, 2013), addressing Request for Admission Nos. 1, 3, 4, 12, 14, 16-46 and 

Opposer’s responses and objections thereto. Gelber Decl. ¶ 32, Exhibit 15.  Requests for 

Admission Nos. 7-11 and 48 were not specifically addressed during the parties’ meet and confer, 
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nor in Opposer’s October 28, 2013 letter.  Id.  Opposer’s letter expressly invited Applicant to 

discuss any remaining discovery matters, however, Applicant did not avail itself of Opposer’s 

offer.  Id. at ¶¶ 32 and 33, Exhibit 15.  In the event that these Requests were indeed still 

contested, Applicant had over 2 months between the receipt of Opposer’s October 28, 2013 letter 

and the filing of Applicant’s motion compel during which interval, Applicant had time to follow 

up concerning the responses to these Requests for Admission. Id. at ¶ 33. Applicant has thus 

failed to comply with the Board’s October 1, 2013 Order, the Trademark Rules regarding 

conferencing and raising issues within a reasonable time after the service of the allegedly in 

adequate response.  See 37 C.F.R. § 2.120(e) and TBMP §§ 523.02 and 523.03.   

To Opposer’s knowledge, its responses to Request for Admission Nos. 7-11 and 48  were 

previously fully addressed in Opposer’s June 17, 2013 correspondence and in Opposer’s 

Opposition to Applicant’s Motion to Compel.  Exhibit 13 to Gelber Decl.; D.E. 46, pp. 18-21, 

22.  Applicant has failed to establish a deficiency. 

ii. Request for Admission No. 7 was Previously Fully Addressed 
 

Request for Admission No. 7 reads as follows: 

Admit that Opposer has no evidentiary basis to dispute that 
products bearing the opposed mark are primarily and 
predominantly marketed only to members of the Alpha Phi Omega 
National Service Fraternity, or to persons wishing to acquire the 
products as gifts for members of the Alpha Phi Omega National 
Service Fraternity.   
 

In its June 17, 2013 letter, Opposer specifically noted that Applicant’s applications and 

Opposer’s registrations provide evidence that the parties market their goods to the same 

consumers. Exhibit 13 to Gelber Decl.  Where, as here, the descriptions of goods in trademark 

applications are not limited to specific channels of trade or classes of customers, there is a 

presumption that the parties share the same trade channels. See Federated Foods, Inc. v. Fort 
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Howard Paper Co., 544 F.2d 1098, 1101 (CCPA 1976); see also In re Planet Bingo, 2009 TTAB 

LEXIS 660, *4-5 (TTAB Oct. 20, 2009); Genesco Inc. v. Martz, 66 U.S.P.Q.2d 1260, 1268 

(TTAB 2003); In re Smith and Mehaffey, 31 U.S.P.Q.2d 1531, 1532 (TTAB 1994) (where goods 

are similar and lack restrictions on identifications relating to trade channels and purchasers, the 

class of purchasers and channels of trade are presumed to be the same).  Further, Applicant and 

Opposer’s document production indicate that both parties market their products via the internet. 

These documents are in Applicant’s possession.  As such, Applicant’s Motion is moot with 

respect to Requests for Admission 7, and Interrogatory No. 15 and Document Production 

Request No. 21, which incorporate this Request by reference. 

iii.  Requests for Admissions No. 8 is Defective 

Applicant’s Request for Admission No. 8 reads: 

 Admit that Opposer  has  no  evidentiary  basis to dispute that the  
 commercial impression generated by the use of [Applicant’s Crest]  

Applicant’s Greek letter indicia, ���-� , in relation to clothing or 
related products in the market in which those products pass is 
recognition of the mark by the target consumers as a reference to 
the Alpha Phi Omega National Service Fraternity. 

 

As previously noted in correspondence to Applicant and in Opposer’s prior filings with 

the Board (Exhibit 13 to Gelber Decl. and D.E. 46, pp. 19-20), Request for Admission No. 8 is 

difficult to comprehend, specifically the last portion which reads “is recognition of the mark by 

the target consumers as a reference to the Alpha Phi Omega National Service Fraternity.” 

(emphasis added).  Nevertheless, in its effort to comply with its discovery obligations in a 

cooperative manner, Opposer responded to the Request on the understanding that it asked 

Opposer to “Admit that Opposer has no evidentiary basis to dispute” matters related to the 

commercial impression of Applicant’s marks.  
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This Request also suffers from a variety of defects including use of undefined and vague 

terms, as well as seeking an admission based upon information that is within Applicant’s 

knowledge, possession and/or control, and seeks to impose upon Opposer obligations beyond the 

permissible scope of discovery.  Opposer also has no knowledge of a variety of facts which are 

required to answer this request, including knowledge of Applicant’s “products in the market,” 

Applicant’s “related products,” the “market in which those products pass” and “the commercial 

impression” of Applicant’s marks.  At the time of its response to this Request, Opposer had not 

received Applicant’s discovery responses or document production and Opposer noted same in its 

response to this Request.  See Exhibit 5 to Gelber Decl.  Even after receiving Applicant’s 

discovery responses and document production, Opposer lacked knowledge sufficient to respond 

to this Request because Applicant has provided no evidence relevant to the commercial 

impression of Applicant’s marks. See Exhibit 7 to Gelber Decl. 

Applicant did not properly define, clarify meaning, or provide any context for vague and 

ambiguous terms in this Request, including “products in the market,” and “related products.”  

Applicant has not defined these terms.  Opposer accordingly objected to this Request as overly 

broad. 

Opposer lacks knowledge sufficient to admit or deny this Request and as such, Opposer’s 

response to this effect is sufficient.   

iv. Request for Admissions No. 9-11 are Poorly Worded and Objectionable 

Requests for Admissions No. 9-11 inquire about instances of actual confusion and the 

association that Applicant’s target consumers make with regard to Applicant’s marks and 

Opposer’s marks.  These requests also include vague and ambiguous terms, including “related 

products,” “relevant consumer” and “appreciable amount,” which render these Requests deficient 
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and unanswerable.  Further still, the Requests are also not limited in geographic scope to the 

United States or to a reasonable durational scope.  Given the undefined terms and the unlimited 

geographic and durational scope of these Requests, Opposer objected to these Requests on these, 

as well as other grounds.  Gelber Decl.¶ 9, Exhibit 5.  Applicant did not provide any meaningful 

definition of these terms, nor has Applicant attempted to narrow the scope of its Requests, or 

provided any clarification, even though these defects were raised in Opposer’s June 17, 2013 

response to the deficiency letter and Opposer’s Opposition to Applicant’s Motion to Compel. 

Despite multiple notices of these defects, Applicant did not attempt to cure the deficiencies in 

these Requests during the October 16, 2013 meet and confer or in the more than two months 

between receipt of Opposer’s October 28, 2013 letter and the filing of the instant Motion.  Id. at 

¶ 33. 

v. Request for Admission No. 48   

Request for Admission No. 48 asks Opposer to  

Admit that [it] has no evidentiary basis to support any contention 
Applicant is attempting to trade on Opposer’s reputation or is 
otherwise attempting to create any consumer association between 
products bearing any insignia of the Applicant and products 
marketed under the marks upon which the Opposition is based. 

 

This Request is vague, ambiguous and overly broad due to Applicant’s use of terms such as “any 

insignia of the Applicant” and “products marketed under the marks upon which the Opposition is 

based.”  In addition, Opposer’s oppositions are supported by Applicant’s incorporation of its 

registered trademarks “OMEGA” and its equivalent “� ” into Applicant’s marks, and Applicant’s 

attempt to use and register its confusingly similar marks on goods in Class 14 and 25, fields 

where Opposer has priority.  Applicant’s trademark applications as well as Opposer’s trademark 

registrations and examples of Opposer’s use of its marks on Class 14 and 25 goods constitute 
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examples of such evidentiary basis. Such documents have been produced to Applicant or are 

already in Applicant’s possession. In light of the foregoing, Opposer properly denied this 

Request. 

 
E. Opposer’s Objections and Responses to Request for Document Production No. 21 

and Interrogatory No. 15 are Proper 
 
Both Request for Document Production No. 21 and Interrogatory No. 15 are related to 

Opposer’s denials of Applicant’s Requests for Admission.  As these requests incorporate the 

Applicant’s Requests for Admission, it follows that the defects of the Requests for Admission 

and Opposer’s objections thereto are equally incorporated. 

Request for Document Production No. 21 seeks any and all documents and things which 

form the basis for Opposer’s denials of any of Applicant’s Requests for Admissions.  As 

explained above, the great majority of Applicant’s Requests for Admissions pertained to 

information of which Opposer lacks firsthand knowledge and which it was not required to 

investigate, pursuant to TBMP § 414(9)—specifically Requests for Admission Nos. 1, 3, 4, 12, 

14, 16-46.  As to these Requests, Opposer advised that it lacked sufficient information to either 

admit or deny and therefore denied these Requests.   Where Opposer advised that it lacked 

sufficient information to either admit or deny, it consequently follows that there are no 

documents that can be provided with respect to these denials. Furthermore, given the phrasing of 

Applicant’s Requests for Admission “admit that Opposer has no evidentiary basis to support,” 

Opposer would need to produce in response to Document Request No. 21 every single document 

in its possession, possibly millions of documents, in order to prove the negative.  Applicant has 

claimed in its Motion papers that Opposer “dumped 2,900” documents on Applicant, as such it is 

hardly fathomable that Opposer’s production of millions of documents would be acceptable or 
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welcomed by the Applicant.   To the extent that the denials were supported by documentary 

evidence, such documents were provided to Applicant, are already in Applicant’s possession, 

and/or are publicly available to Applicant.  Opposer specifically addressed these Requests for 

Admissions (specifically Requests for Admissions No. 7, 15 and 48) in its June 17, 2013 letter in 

response to Applicant’s deficiency letter.  See Exhibit 13 to Gelber Decl.; see also D.E. 46. 

Interrogatory 15 first requests that Opposer “itemize, identify, and describe in detail any 

testimonial or other evidentiary basis supporting Opposer’s denial of any of the Requests for 

Admissions.” Interrogatory 15 goes on to request that “in relation to each [of the testimonial or 

other evidentiary basis identified], identify by name, address, occupation and telephone number 

any person’s with knowledge of same.”  There are ten sub-parts to Interrogatory 15.  Since 

Opposer denied 46 Requests for Admission, this amounts to a total of four-hundred and sixty 

(460) separate interrogatories.    In addition to its objection that Applicant exceeded the 75 

Interrogatory limit per TBMP 705, Opposer also incorporated by reference its General 

Objections, which includes, among other things, an objection that the request is “unduly 

burdensome,” as it is the equivalent of four-hundred and sixty (460) separate interrogatories.  

Opposer thus stands on its objection. 

Opposer notes that its denial of numerous of Applicant’s Requests for Admission was a 

result of Opposer’s inability to respond to such Requests due to lack of knowledge, Applicant’s 

attempt to impose an obligation beyond the scope of the Federal and Trademark Rules or the 

irrelevance of the information sought. As Applicant has incorporated by reference the 46 denied 

Requests for Admissions into this Interrogatory, Opposer incorporates by reference its objections 

and responses to those 46 Requests for Admission into its response to Interrogatory No. 15. 

Finally Opposer has denied many of Applicant’s Requests for Admissions due to 
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Opposer’s lack of firsthand knowledge. As a result, there are no documents, things or 

knowledgeable people to identify with respect to these denials, to the extent that these denials 

were supported by documentary evidence, such documents were provided to Applicant, are 

already in Applicant’s possession and/or are publicly available to Applicant and have been 

identified in Opposer’s June 17, 2013 letter and its Opposition to Applicant’s Motion to Compel. 

Exhibit 13 to Gelber Decl.; D.E. 46.   

Opposer respectfully submits that it has sufficiently and properly responded to Request 

for Production of Documents No. 21 and Interrogatory No. 15. 

 

IV.  CONCLUSION 

Applicant’s Motion to Compel fails to comply with 37 C.F.R. § 2.120(e) and the Board’s 

October 1, 2013 Order.  For these reasons, Applicant’s Motion to Compel is procedurally 

deficient and should be dismissed with regard to Interrogatory Nos. 6 and 12 and Request for 

Admissions Nos. 7-11 and 48. 

Applicant’s discovery requests were defective due to, among other things, imprecise 

language, over breadth, and irrelevant subject matter.  Opposer attempted in good faith to 

provide Applicant with the discovery it sought despite some of these defects, in the spirit of the 

Trademark Rules.  Opposer has further explained to Applicant in writing, on a number of 

occasions, the statutory and evidentiary basis for its objections and responses.  Opposer submits 

that Applicant has failed to “seek only such discovery as is proper and relevant to the specific 

issues involved in the proceeding,” (Luehrmann v. Kwik Kopy Corp., 2 USPQ2d 1303, 1305 

(TTAB 1987)), as expressly instructed by the Board in its October 1, 2013 Order.   Opposer 

respectfully requests that Applicant’s Renewed Motion to Compel should be dismissed with 
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ATTORNEY DOCKET NO. K655, K654 
 

IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD  
 
 
 
OMEGA S.A. (OMEGA AG) 
(OMEGA LTD), 
                             Opposer, 
 
                v. 
 
ALPHA PHI OMEGA, 
                             Applicant. 

  
 
Mark:  ALPHA PHI OMEGA and design 
Opp. No.:  91197504 (Parent) 
Serial No.: 77950436 
 
 

 
 
OMEGA S.A. (OMEGA AG) 
(OMEGA LTD), 
                             Opposer, 
 
                v. 
 
ALPHA PHI OMEGA, 
                             Applicant. 
 

  
 
 
 
Mark:        A�-�Ÿ 
Opp. No.:  91197505 (Child) 
Serial No.: 77905236 
 

 
 
��
 

DECLARATION OF OREN GELBER IN SUPPORT OF OPPOSER’S  
OPPOSITION TO APPLICANT’S RENEWED MOTION TO COMPEL  

 
 
I, Oren Gelber, declare as follows: 
 
1. I am an attorney at the firm Collen IP, attorney for Omega SA (Omega AG) 

(Omega Ltd.).  I submit this declaration in support of Opposer’s Opposition to Applicant’s 

Motion to Compel. The facts set forth in this Declaration are personally known to me and I have 
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first hand knowledge thereof. If called as a witness, I could and would competently testify to all 

facts within my personal knowledge, except where stated upon information and belief. 

2. On November 22, 2010, Opposer initiated Opposition Nos. 91197504 and 

91197505 by filing Opposer’s Notices of Opposition against Applicant’s U.S. Trademark 

Application Serial Nos. 77950436 and 77905236, respectively.  

3. Following Applicant’s Answer and the discovery conference, the parties engaged 

in settlement discussions and filed a number of motions for suspension with the Board. 

4. On May 27, 2011, Opposer served Applicant with Opposer’s Initial Disclosures.  

True and correct copies of Opposer’s Initial Disclosures are attached hereto as Exhibit 1. 

5. Opposer moved to consolidate these proceedings with Applicant’s consent on 

February 19, 2013. 

6. While Opposer’s Motion on Consent to Consolidate Related Proceedings was 

pending before the Board, Applicant served Opposer with Applicant’s First Set of 

Interrogatories, Applicant’s First Request for Production of Documents and Things and 

Applicant’s First Request for Admissions on February 28, 2013. 

7. On March 18, 2013 the Board granted Opposer’s Motion on Consent to 

Consolidate Related Proceedings. 

8. On April 3, 2013 Opposer served upon Applicant a Notice of Rule 30(b)(6) 

Deposition on Oral Exam. A true and correct copy of Opposer’s Notice of Rule 30(b)(6) 

Deposition on Oral Exam is attached hereto as Exhibit 2. 

9. On April 4, 2013 Opposer served Opposer’s Responses and Objections to 

Applicant’s First Set of Interrogatories, Opposer’s Responses and Objections to  Applicant’s 

First Request for Production of Documents and Things and Opposer’s Responses and Objections 
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to  Applicant’s First Request for Admissions. A true and correct copy of Opposer’s Responses 

and Objections to Applicant’s First Set of Interrogatories is attached hereto as Exhibit 3; a true 

and correct copy of Opposer’s Responses and Objections to Applicant’s First Request for 

Production of Documents and Things is attached hereto as Exhibit 4; and a true and correct copy 

of Opposer’s Responses and Objections to Applicant’s First Request for Admissions is attached 

hereto as Exhibit 5. 

10. On April 26, 2013, Opposer served upon Applicant its document production, 

Bates-labeled OSA000001-2861. 

11. On May 14, 2013, Opposer’s and Applicant’s counsel held a telephone 

conference seeking to resolve Applicant’s objections to Opposer’s Notice of Rule 30(b)(6) 

Deposition on Oral Exam.  The parties did not discuss any other discovery issues during this call. 

12. On May 24, 2013, Applicant’s counsel transmitted to Opposer’s counsel 

Applicant’s deficiency letter. A true and correct copy of Applicant’s deficiency letter dated May 

24, 2013 is attached hereto as Exhibit 6.  Applicant made no other efforts to confer with Opposer 

to resolve the issues raised by the letter on May 24, 2013, despite the parties’ ongoing 

communications at the time relating to other matters, notably the discovery deposition of 

Applicant’s Rule 30(b)(6) witness. 

13. On June 5, 2013, Opposer’s counsel took the deposition of Applicant’s witness. 

14. On May 22, 2013, Applicant served upon Opposer its document production, 

Bates-labeled AL0001-0131. Applicant produced supplemental document production to Opposer 

on December 10, 2013 which was not bates-labeled. A true and correct copy of Applicant’s 

document production and supplemental document production is attached hereto as Exhibit 7. 
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15. Applicant’s document production also included Applicant’s U.S. Trademark 

Registration No. 3828181 for “Headwear; Jackets; Shirts; Sweat shirts” in Class 25. U.S. 

Trademark Office records show that the application that resulted in this registration was filed on 

January 8, 2010 and asserts a date of first use of 1980. A true and correct copy of the USPTO 

Records for U.S. Trademark Registration No. 3828181 as obtained from the Trademark Status & 

Document Retrieval is attached hereto as Exhibit 8. 

16. Applicant’s document production also included Applicant’s U.S. Trademark 

Registration No. 265,052 for “FRATERNITY BADGES, LAPEL BUTTONS; SCARF, LAPEL, 

AND BREAST PINS; CUFF LINKS, TIE CLASPS, CHARMS, FINGER RINGS, BELT 

BUCKLES, AND ORNAMENTAL SHIELDS, ALL OF PRECIOUS METAL” in Class 14. 

Applicant’s document production (Exhibit 7) Bates labeled AL0009, shows that the application 

that resulted in this registration was filed on July 3, 1929.  Applicant’s document production 

(Exhibit 7) bates labeled AL0001 also shows that Applicant’s U.S. Trademark Registration No. 

265,052 is listed as DEAD in the U.S.P.T.O.’s records. 

17. According to the United States Patent and Trademark Office records, Applicant’s 

U.S. Trademark Registration No. 265,052 was cancelled on December 23, 2000.  A true and 

correct copy of the USPTO Records for U.S. Trademark Registration No. 265,052 as obtained 

from the Trademark Status & Document Retrieval, is attached hereto as Exhibit 9. 

18. On May 1, 2013 Applicant served its Responses to Opposer’s First Request for 

Admissions.  A true and correct copy of Applicant’s responses and objections to Opposer’s 

Requests for Admissions No. 7 and 8, as contained in Applicant’s Responses to Opposer’s First 

Request for Admissions is attached hereto as Exhibit 10. 
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19. On May 1, 2013 Applicant also served its Response to Opposer’s First Set of 

Requests for the Production of Documents and Things.  In response to Requests Nos. 12 and 13 

Applicant asserted numerous objections and provided no documents or other evidence.  A true 

and correct copy of Applicant’s responses and objections to Opposer’s Requests for the 

Production of Documents and Things Nos. 12 and 13 is attached hereto as Exhibit 11. 

20. Following the deposition of Applicant’s witness on June 5, 2013 (as referenced in 

paragraph 13, above), Opposer’s counsel began preparing a response to Applicant’s May 24, 

2013 deficiency letter, which it dispatched on June 17, 2013 (see paragraph 22, below). 

21. On June 13, 2013, Opposer sent a letter to Applicant via e-mail and first class 

mail addressing deficiencies in Applicant’s responses to Opposer’s First Set of Requests for 

Admissions, First Set of Interrogatories, and First Set of Requests for the Production of 

Documents and Things.  Enclosed with that letter were Opposer’s Supplemental Responses to 

Applicant’s First Set of Interrogatories.  A true and correct copy of Opposer’s Supplemental 

Responses to Applicant’s First Set of Interrogatories is attached hereto as Exhibit 12. 

22. On June 17, 2013, Opposer sent its detailed response to Applicant’s May 24, 2013 

deficiency letter, via email and first class mail.  Opposer’s Amended Responses and Objections 

to Applicant’s First Request for Admissions were enclosed therewith.  A true and correct copy of 

Opposer’s June 17, 2013 letter to Applicant is attached hereto as Exhibit 13; a true and correct 

copy of Opposer’s Amended Responses and Objections to Applicant’s First Request for 

Admissions is attached hereto as Exhibit 14. 

23. Applicant’s counsel never notified Opposer of Applicant’s Motion to Compel in 

response to the emails sent by Opposer’s counsel on June 13 and 17, 2013.   



6��
��

24. On June 17, 2013, Applicant’s Motion (1) To Compel Discovery and (2) To Test 

Sufficiency of Responses to Requests for Admissions was received in Opposer’s counsel’s 

office.  

25. Opposer did not receive e-mail service of Applicant’s Motion to Compel.  

Applicant’s Motion to Compel was only received by Opposer’s counsel via U.S. mail.  

26. Opposer prepared and dispatched the June 13 and June 17, 2013 correspondence 

and discovery materials without knowledge of Applicant’s Motion to Compel.   Beyond U.S. 

mail service, Applicant never informed Opposer that it had filed the Motion on June 11, 2013.   

Counsel learned of Applicant’s Motion to Compel (a full 7 days after the motion was filed) only 

after having prepared and dispatched its June 17 letter (paragraph 22, above).  

27. On July 1, 2013, Opposer filed its Opposition to Applicant’s Motion to Compel.  

See D.E. 46. 

28. The Trademark Trial and Appeal Board denied Applicant’s Motion to Compel on 

October 1, 2013.  See D.E. 49. 

29. Pursuant to the Board’s Order of October 1, 2013, counsel for Opposer and 

Applicant met and conferred on October 16, 2013. 

30. Both parties agreed to consider the limited points and discovery issues raised 

during the October 16, 2013 conference and to respond accordingly within an allotted time.  

31. Following the October 16, 2013 conference, Opposer’s counsel contemplated the 

discovery issues raised by Applicant’s counsel and further reviewed the Trademark Rules and 

relevant case law. 

32. On October 28, 2013, Opposer’s counsel then dispatched to Applicant’s counsel a 

letter which, to Opposer’s counsel’s understanding, addressed the remaining discovery requests 
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at issue, as discussed with Applicant during the October 16, 2013 meet and confer, along with 

supporting rules and case law. Opposer’s October 28, 2013 letter included the following 

statement: “I trust that this resolves all outstanding issues with regard to Opposer’s responses to 

Applicant’s discovery requests.  However, should you wish to further discuss these matters, 

please do not hesitate to contact me.” A true and correct copy of Opposer’s October 28, 2013 

letter to Applicant is attached hereto as Exhibit 15. 

33. Applicant’s counsel never responded to Opposer’s October 28, 2013 letter.  

Between the time of Opposer’s October 28, 2013 letter and Applicant’s Renewed Motion to 

Compel (D.E. 50), more than two months passed without any indication from Applicant’s 

counsel that it believed any discovery issues to be still outstanding.  

34. In the interim, Opposer’s counsel also followed up with Applicant’s counsel 

concerning Applicant’s supplemental document production, as discussed during the October 16, 

2013 meet and confer.  There communications were by email on November 21, 2013 and 

December 4, 2013.  True and correct copies of Opposer’s counsel’s November 21, 2013 and 

December 4, 2013 emails to Applicant’s counsel are attached as Exhibit 16. 

35. Opposer’s counsel served Applicant’s counsel with supplemental document 

production on December 30, 2013. A true and correct copy of Opposer’s counsel’s December 30, 

2013 emails to Applicant’s counsel attaching Opposer’s Supplemental Document Production 

Bates Numbered OSA002862-2932�1is attached as Exhibit 17. 

36. Opposer served Applicant with its Pretrial Disclosures on January 13, 2014.  A 

true and correct copy of Opposer’s Pretrial Disclosures, as served upon Applicant, is attached as 

Exhibit 18. 
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EXHIBIT 3 
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EXHIBIT 6 

 

 

 

 

 













 

 

 

EXHIBIT 7  

(Part 1 of 3) 

 

 

 

 







































































































































































 

 

 

EXHIBIT 7 

(Part 2 of 3) 

 

 

 

 





































































 

 

 

EXHIBIT 7 

(Part 3 of 3) 
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STATUS DOCUMENTS Back to Search Print

Generated on: This page was generated by TSDR on 2014-01-29 15:08:48 EST

Mark: ALPHA PHI OMEGA 

US Serial Number: 77905132 Application Filing Date: Jan. 05, 2010 

US Registration Number: 3828181 Registration Date: Aug. 03, 2010

Filed as TEAS Plus: Yes Currently TEAS Plus: Yes 

Register: Principal 

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due. 

Status Date: Aug. 03, 2010

Publication Date: May 18, 2010

Mark Information

Related Properties Information

 
Mark Litera l Elements: ALPHA PHI OMEGA 

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color. 

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Acquired Distinctiveness 

Claim:

In whole 

Claimed Ownership of US 

Registrations: 

2315321, 2320138 

Page 1 of 4Status Search RN 3828181

1/29/2014http://tsdr.uspto.gov/



Goods and Services

Basis Information (Case Level)

Current Owner(s) Information

Note:  

The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;•

Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of•

Asterisks *..* identify additional (new) wording in the goods/services.•

For: Headwear; Jackets; Shirts; Sweat shirts 

International Class(es): 025 - Primary Class U.S Class(es): 022, 039 

Class Status: ACTIVE 

Basis: 1(a) 

First Use: 1980 Use in Commerce: 1980

Filed Use: Yes Currently Use: Yes Amended Use: No 

Filed ITU: No Currently ITU: No Amended ITU: No 

Filed 44D: No Currently 44D: No Amended 44D: No 

Filed 44E: No Currently 44E: No Amended 44E: No 

Filed 66A: No Currently 66A: No 

Filed No Basis: No Currently No Basis: No 

Owner Name: Alpha Phi Omega 

DBA, AKA, Formerly: AKA Alpha Phi Omega National Service Fraternity

Owner Address: 14901 East 42nd Street

Independence, MISSOURI 64055 

UNITED STATES

Page 2 of 4Status Search RN 3828181

1/29/2014http://tsdr.uspto.gov/



Attorney/Correspondence Information

Prosecution History

Legal Entity Type: CORPORATION State or Country Where 

Organized:

MISSOURI 

Attorney of Record 

Attorney Name: Jack A. Wheat Docket Number: AL169/000AL

Attorney Primary Email 

Address:

jwheat@stites.com  Attorney Email Authorized: No 

Correspondent 

Correspondent 

Name/Address:

JACK A. WHEAT

STITES & HARBISON PLLC

400 W MARKET ST STE 1800

LOUISVILLE, KENTUCKY 40202-3352 

UNITED STATES

Phone: (502) 587-3400 Fax: (502) 587-6391

Correspondent e-mail: jwheat@stites.com  Correspondent e-mail 

Authorized:

No 

Domestic Representative - Not Found 

Date Description Proceeding Number

Aug. 03, 2010 REGISTERED-PRINCIPAL REGISTER 

May 18, 2010 OFFICIAL GAZETTE PUBLICATION CONFIRMATION 

E-MAILED 

May 18, 2010 PUBLISHED FOR OPPOSITION 

Apr. 15, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 73787 

Apr. 15, 2010 ASSIGNED TO LIE 73787 

Mar. 29, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER 

Page 3 of 4Status Search RN 3828181

1/29/2014http://tsdr.uspto.gov/



TM Staff and Location Information

Assignment Abstract  Of Title Informat ion - Click to Load

Mar. 29, 2010 ASSIGNED TO EXAMINER 77966 

Jan. 08, 2010 NEW APPLICATION OFFICE SUPPLIED DATA 

ENTERED IN TRAM 

Jan. 08, 2010 NEW APPLICATION ENTERED IN TRAM 

TM Staff Information - None 

File Location 

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Aug. 03, 2010 

Proceedings - Click to Load

Page 4 of 4Status Search RN 3828181

1/29/2014http://tsdr.uspto.gov/
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STATUS DOCUMENTS Back to Search Print

Generated on: This page was generated by TSDR on 2014-01-29 15:16:26 EST

Mark: A 

US Serial Number: 71286530 Application Filing Date: Jul. 03, 1929 

US Registration Number: 265052 Registration Date: Dec. 10, 1929

Register: Principal 

Mark Type: Trademark

Status: Registration cancelled because registrant did not file an acceptable declaration under Section 8. To view all documents in this file, click on 

the Trademark Document Retrieval link at the top of this page. 

Status Date: Dec. 23, 2000

Date Cancelled: Dec. 23, 2000

Mark Information

Goods and Services

 

Mark Literal Elements: A 

Standard Character Claim: No 

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Design Search Code(s): 28.01.05 - Alpha (Greek letter); Omega (Greek letter); Greek characters 

Note:  

The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;•

Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of•

Asterisks *..* identify additional (new) wording in the goods/services.•

Page 1 of 3Status Search RN 0265052

1/29/2014http://tsdr.uspto.gov/



Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

For: FRATERNITY BADGES, LAPEL BUTTONS; SCARF, LAPEL, AND BREAST PINS; CUFF LINKS, TIE CLASPS, CHARMS, FINGER 

RINGS, BELT BUCKLES, AND ORNAMENTAL SHIELDS, ALL OF PRECIOUS METAL 

International Class(es): 014 U.S Class(es): 028 - Primary Class 

Class Status: SECTION 8 - CANCELLED 

Basis: 1(a) 

First Use: Dec. 16, 1925 Use in Commerce: Dec. 16, 1925

Filed Use: Yes Currently Use: Yes Amended Use: No 

Filed ITU: No Currently ITU: No Amended ITU: No 

Filed 44D: No Currently 44D: No Amended 44D: No 

Filed 44E: No Currently 44E: No Amended 44E: No 

Filed 66A: No Currently 66A: No 

Filed No Basis: No Currently No Basis: No 

Owner Name: ALPHA PHI OMEGA 

Owner Address: 1627 MAIN STREET

KANSAS CITY, MISSOURI 64108 

UNITED STATES

Legal Entity Type: NOT-FOR-PROFIT CORPORATION State or Country Where 

Organized:

MISSOURI 

Attorney of Record 

Attorney Name: HOVEY, WILLIAMS, TIMMONS & COLLINS

Page 2 of 3Status Search RN 0265052

1/29/2014http://tsdr.uspto.gov/



Prosecution History

Maintenance Filings or Po st Registration Information

TM Staff and Location Information

Assignment Abstract  Of Title Informat ion - Click to Load

Correspondent 

Correspondent 

Name/Address:

HOVEY, WILLIAMS, TIMMONS & COLLINS

1400 MERCANTILE BANK TWR

1101 WALNUT ST

KANSAS CITY, MISSOURI 64106 

UNITED STATES

Domestic Representative - Not Found 

Date Description Proceeding Number

Dec. 23, 2000 CANCELLED SEC. 8 (10-YR)/EXPIRED SECTION 9 

Nov. 30, 1989 REGISTERED AND RENEWED (THIRD RENEWAL - 10 

YRS) 

Aug. 11, 1989 MISCELLANEOUS PAPER 

Dec. 10, 1969 REGISTERED AND RENEWED (SECOND RENEWAL - 

20 YRS) 

Renewal Date: Dec. 10, 1989 

TM Staff Information - None 

File Location 

Current Location: FILE REPOSITORY (FRANCONIA) Date in Location: Feb. 06, 1990 

Proceedings - Click to Load

Page 3 of 3Status Search RN 0265052

1/29/2014http://tsdr.uspto.gov/
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Oren Gelber

From: Oren Gelber
Sent: Thursday, November 21, 2013 5:28 PM
To: 'Wheat, Jack'
Cc: Thomas Gulick
Subject: RE: Omega v. Alpha Phi Omega

Dear�1Jack,�1
�1
During �1our�1meet�1and�1confer�1on�1October�116,�12013�1you�1indicated �1that�1you�1would �1supplement�1
Applicant ��s�1responses�1to�1document�1production �1request�1nos.�157,�162,�176�,80.�1
�1
To�1date�1we�1have�1not�1received�1any�1further �1materials�1from �1you�1nor�1have�1you�1advised�1that�1no�1additional �1
materials�1were�1available.�1Given�1the�1upcoming �1close�1of�1discovery,�1please�1advise�1if �1supplemental �1
document�1production �1is�1forthcoming. �1
�1
Thank�1you,�1
�1
Oren�1�1
�1
Ms.�1Oren�1Gelber�1
Associate�1
�1�1
COLLEN �1IP�1
INTELLECTUAL �1PROPERTY�1LAW, �1P.C.�1
The�1Holyoke �,Manhattan �1Building �1
80�1South�1Highland �1Avenue�1| �1Ossining�,on�,Hudson, �1Westchester�1County, �1New �1York�110562�1| �1U.S.A.�1
Tel:�1+1�,914�,941�,5668�1| �1Fax:�1+1�,914�,941�,6091�1| �1www.collenip.com �1�1�1
�1
Collen�1IP�1BRANDS�1IN �1SOCIAL�1MEDIA �1BLOG�1�,�1http://www.brandsinsm.com �1
�1
PAPERCUT�1PROTOCOL®�1is�1a�1registered�1trademark �1of�1Collen�1IP�1Collen�1IP’s�1goal�1is�1to�1eliminate �1
waste�1and�1utilize �1environmentally �1friendly �1alternatives�1�,�1http://www.collenip.com/papercut �1�1�1
�1�1
CONFIDENTIALITY �1NOTICE:�1This�1transmission�1may�1be�1an�1attorney�,client�1communication �1which �1is�1
privileged �1and�1confidential. �1If �1you�1are�1not�1the�1intended �1recipient �1or�1agent�1responsible�1for �1delivering �1
this�1to�1the�1intended �1recipient,�1you�1have�1received�1this�1transmission�1in�1error �1and�1any�1review, �1
dissemination,�1distribution �1or�1copying �1of�1this�1message�1is�1prohibited. �1If �1you�1have�1received�1this�1
transmission�1in�1error,�1please�1immediately �1notify �1us.�1ANY �1AND �1ALL �1COPIES�1�,�1IN �1ANY �1FORM�1�,�1
MUST�1BE�1DESTROYED�1AND/OR �1DELETED.�1�1�1
�1
�1
�,�,�,�,�,Original �1Message�,�,�,�,�,�1
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Oren Gelber

From: Oren Gelber
Sent: Wednesday, December 04, 2013 12:54 PM
To: 'Wheat, Jack'
Cc: Thomas Gulick
Subject: RE: Omega v. Alpha Phi Omega

Dear�1Jack,�1
�1
I�1write �1to�1follow �1up�1concerning�1supplemental �1discovery.�1�1We�1have�1not�1received�1any�1further �1materials�1
from �1you�1nor�1have�1you�1advised�1that�1no�1additional �1materials�1are�1available.�1�1
�1
Please�1advise�1if �1supplemental �1document�1production �1is�1forthcoming �1with �1regard�1to�1document�1
production �1request�1nos.�157,�162,�176�,80�1ad�1discussed�1during �1our�1Meet�1and�1Confer�1on�1October�116,�12013.�1�1
If �1Applicant �1has�1no�1further �1responsive�1documents,�1please�1provide �1us�1with �1a�1written �1statement�1to�1that�1
effect.�1
�1
I�1look�1forward �1to�1hearing�1from �1you�1at�1your �1earliest�1opportunity. �1
�1
Thank�1you,�1
�1
Oren�1
�1
Ms.�1Oren�1Gelber�1
Associate�1
�1�1
COLLEN �1IP�1
INTELLECTUAL �1PROPERTY�1LAW, �1P.C.�1
The�1Holyoke �,Manhattan �1Building �1
80�1South�1Highland �1Avenue�1| �1Ossining�,on�,Hudson, �1Westchester�1County, �1New �1York�110562�1| �1U.S.A.�1
Tel:�1+1�,914�,941�,5668�1| �1Fax:�1+1�,914�,941�,6091�1| �1www.collenip.com �1�1�1
�1
Collen�1IP�1BRANDS�1IN �1SOCIAL�1MEDIA �1BLOG�1�,�1http://www.brandsinsm.com �1
�1
PAPERCUT�1PROTOCOL®�1is�1a�1registered�1trademark �1of�1Collen�1IP�1Collen�1IP’s�1goal�1is�1to�1eliminate �1
waste�1and�1utilize �1environmentally �1friendly �1alternatives�1�,�1http://www.collenip.com/papercut �1�1�1
�1�1
CONFIDENTIALITY �1NOTICE:�1This�1transmission�1may�1be�1an�1attorney�,client�1communication �1which �1is�1
privileged �1and�1confidential. �1If �1you�1are�1not�1the�1intended �1recipient �1or�1agent�1responsible�1for �1delivering �1
this�1to�1the�1intended �1recipient,�1you�1have�1received�1this�1transmission�1in�1error �1and�1any�1review, �1
dissemination,�1distribution �1or�1copying �1of�1this�1message�1is�1prohibited. �1If �1you�1have�1received�1this�1
transmission�1in�1error,�1please�1immediately �1notify �1us.�1ANY �1AND �1ALL �1COPIES�1�,�1IN �1ANY �1FORM�1�,�1
MUST�1BE�1DESTROYED�1AND/OR �1DELETED.�1�1�1
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Oren Gelber

From: Oren Gelber
Sent: Monday, December 30, 2013 5:57 PM
To: Wheat, Jack (JWheat@stites.com)
Cc: Thomas Gulick
Subject: K655-Opposition Nos. 91197504 & 91197505; Omega SA v Alpha Phi Omega
Attachments: OSA 002862 - 002932.pdf

TimeMattersID: MB157A2DC9796829
TM Contact: The Swatch Group LTD
TM Matter No: K655
TM Matter Reference: ALPHA PHI OMEGA & Design (CONSOL-USE K655) opp 91197504 91197505 Omega SA v 

Alpha Phi Omega

Dear�1Jack,�1
�1
Attached�1please�1find �1Omega’s�1supplemental �1document�1production �1bates�1labeled�1OSA002862�,2932.�1
�1
Sincerely,�1
�1
Oren�1
�1
Ms.�1Oren�1Gelber�1
Associate�1
  

COLLEN IP 
INTELLECTUAL PROPERTY LAW, P.C. 
The Holyoke-Manhattan Building 
80 South Highland Avenue | Ossining-on-Hudson, Westchester County, New York 10562 | U.S.A. 
Tel: +1-914-941-5668 | Fax: +1-914-941-6091 | www.collenip.com   
 
Collen IP BRANDS IN SOCIAL MEDIA BLOG - http://www.brandsinsm.com  
 
PAPERCUT PROTOCOL®  is a registered trademark of Collen IP  
Collen IP’s goal is to eliminate waste and utilize environmentally friendly alternatives - http://www.collenip.com/papercut   
  
CONFIDENTIALITY NOTICE: This transmission may be an attorney-client communication which is privileged and confidential. If you are not the 
intended recipient or agent responsible for delivering this to the intended recipient, you have received this transmission in error and any review, 
dissemination, distribution or copying of this message is prohibited. If you have received this transmission in error, please immediately notify us. ANY 
AND ALL COPIES - IN ANY FORM - MUST BE DESTROYED AND/OR DELETED .   
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STATUS DOCUMENTS Back to Search Print

Generated on: This page was generated by TSDR on 2014-01-29 15:52:27 EST

Mark: ALPHA PHI OMEGA 

US Serial Number: 77950436 Application Filing Date: Mar. 04, 2010 

Filed as TEAS Plus: Yes Currently TEAS Plus: Yes 

Register: Principal 

Mark Type: Trademark

Status: An opposition after publication is pending at the Trademark Trial and Appeal Board. For further information, see TTABVUE on the 

Trademark Trial and Appeal Board web page. 

Status Date: Nov. 22, 2010

Publication Date: Jun. 01, 2010

Mark Information

 

Mark Litera l Elements: ALPHA PHI OMEGA 

Standard Character Claim: No 

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of a coat-of-arms design containing a shield bearing three torches, three trefoils, a sword and a smaller shield 

containing a cross and drops. Atop the larger shield is a helmet with rays and stars emanating from it and below the larger shield is a 

ribbon bearing the words "ALPHA PHI OMEGA".

Page 1 of 5Status Search SN 77950436

1/29/2014http://tsdr.uspto.gov/



Related Properties Information

Goods and Services

Color(s) Claimed: Color is not claimed as a feature of the mark.

Acquired Distinctiveness 

Claim:

In whole 

Design Search Code(s): 01.01.06 - Stars with rays or radiating lines  

01.01.13 - Stars - multiple stars with five points  

01.15.18 - More than one drop including teardrops or raindrops; multiple drops (rain, tear, etc.); Raindrops (more than a single drop); 

Teardrops (more than a single drop)  

05.05.03 - Fleur-de-lis  

13.01.02 - Welding torch; Torches; Propane torches; Blow torch  

23.01.01 - Epees; Swords; Sabers; Rapiers; Foils  

23.05.01 - Helmets, armor  

24.01.02 - Shields or crests with figurative elements contained therein or superimposed thereon  

24.01.05 - Shields or crests (more than one); More than one shield or crest  

24.09.07 - Advertising, banners; Banners  

24.13.02 - Cross, Greek (equal sides); Greek cross (equal sized lines)  

25.01.25 - Borders, ornamental; Other framework and ornamental borders 

Claimed Ownership of US 

Registrations: 

2315321, 2320138 

Note:  

The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;•

Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of•

Asterisks *..* identify additional (new) wording in the goods/services.•

For: Jewelry 

International Class(es): 014 - Primary Class U.S Class(es): 002, 027, 028, 050 

Class Status: ACTIVE 

Basis: 1(a) 

Page 2 of 5Status Search SN 77950436

1/29/2014http://tsdr.uspto.gov/



Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

First Use: 1930 Use in Commerce: 1930

Filed Use: Yes Currently Use: Yes Amended Use: No 

Filed ITU: No Currently ITU: No Amended ITU: No 

Filed 44D: No Currently 44D: No Amended 44D: No 

Filed 44E: No Currently 44E: No Amended 44E: No 

Filed 66A: No Currently 66A: No 

Filed No Basis: No Currently No Basis: No 

Owner Name: Alpha Phi Omega 

DBA, AKA, Formerly: AKA Alpha Phi Omega National Service Fraternity

Owner Address: 14901 East 42nd Street

Independence, MISSOURI 64055 

UNITED STATES

Legal Entity Type: CORPORATION State or Country Where 

Organized:

MISSOURI 

Attorney of Record 

Attorney Name: Jack A. Wheat Docket Number: AL169/000AL

Attorney Primary Email 

Address:

jwheat@stites.com  Attorney Email Authorized: Yes 

Correspondent 

Page 3 of 5Status Search SN 77950436
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Prosecution History

Correspondent 

Name/Address:

JACK A WHEAT

STITES HARBISON PLLC

400 WEST MARKET STREET

SUITE 1800

LOUISVILLE, KENTUCKY 40202-3352 

UNITED STATES

Phone: (502) 587-3400 Fax: (502) 587-6391

Correspondent e-mail: jwheat@stites.com  Correspondent e-mail 

Authorized:

Yes 

Domestic Representative - Not Found 

Date Description Proceeding Number

Nov. 22, 2010 OPPOSITION INSTITUTED NO. 999999 197504 

Jun. 23, 2010 EXTENSION OF TIME TO OPPOSE RECEIVED 

Jun. 01, 2010 OFFICIAL GAZETTE PUBLICATION CONFIRMATION 

E-MAILED 

Jun. 01, 2010 PUBLISHED FOR OPPOSITION 

Apr. 27, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 68658 

Apr. 27, 2010 ASSIGNED TO LIE 68658 

Apr. 14, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER 

Apr. 14, 2010 EXAMINER'S AMENDMENT ENTERED 88888 

Apr. 14, 2010 NOTIFICATION OF EXAMINERS AMENDMENT E-

MAILED 

6328 

Apr. 14, 2010 EXAMINERS AMENDMENT E-MAILED 6328 

Apr. 14, 2010 EXAMINERS AMENDMENT -WRITTEN 77966 

Apr. 06, 2010 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325 

Apr. 06, 2010 NON-FINAL ACTION E-MAILED 6325 
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TM Staff and Location Information

Assignment Abstract  Of Title Informat ion - Click to Load

Apr. 06, 2010 NON-FINAL ACTION WRITTEN 77966 

Mar. 29, 2010 ASSIGNED TO EXAMINER 77966 

Mar. 10, 2010 NOTICE OF DESIGN SEARCH CODE MAILED 

Mar. 09, 2010 NEW APPLICATION OFFICE SUPPLIED DATA 

ENTERED IN TRAM 

Mar. 08, 2010 NEW APPLICATION ENTERED IN TRAM 

TM Staff Information 

TM Attorney: MAYES, LAURIE ANN Law Office Assigned: LAW OFFICE 101 

File Location 

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Apr. 27, 2010 

Proceedings - Click to Load
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