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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OMEGA, S.A.,

OPPOSER,

v.

ALPHA PHI OMEGA,

APPLICANT.

Opposition Nos. 
91197504 (Parent) &

          91197505 (Child)

Serial Nos. 
77950436 & 77905236

APPLICANT’S  MOTION (1) TO COMPEL DISCOVERY AND
(2) TO TEST SUFFICIENCY OF RESPONSES TO REQUESTS FOR ADMISSION

Comes the Applicant, Alpha Phi Omega, a National Service Fraternity, and by counsel it 

brings this joint motion to (1) compel the Opposer, Omega Watch to properly respond to 

Interrogatories and Requests for Production; and (2) to test the sufficiency of Omega Watches 

Responses to Requests for Admissions.

A copy of Omega Watches deficient responses to the Interrogatories is submitted 

herewith as Exhibit A; the deficient responses to the Request for Production, Exhibit B; and the 

insufficient responses to the Requests for Admissions, Exhibit C. 1

STATEMENT OF GOOD FAITH EFFORT TO RESOLVE

Pursuant to TBMP § 523.02, the Movant, by counsel, certifies that a good faith attempt 

was made resolve these disputes. Specifically, by letter dated May 24, 2013 provided to 

Opposer’s counsel by email, and First Class Mail, the deficiencies in Opposer’s responses were 

described in detail, counsel for Opposer was reminded of the approaching close of discovery, and 

a prompt response was requested of Opposer’s counsel. A copy of that letter is submitted 

herewith as Exhibit D. Apparently Opposer has elected to ignore the letter describing the 

                                                
1 Because the responses set forth verbatim the actual discovery requests, to avoid needlessly overburdening the 
Record, the requests themselves are not separately being filed as exhibits.   
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deficiencies; no response has been received by Movant or its counsel, thus forcing the bringing 

of this Motion.

BACKGROUND INFORMATION

Collegiate Greek Letter fraternities and sororities, societies that historically adopt a two 

or three Greek Alphabet letter combination for their name have existed in the United States since 

the founding of Phi Beta Kappa in 1776.  Applicant, Alpha Phi Omega, is a collegiate service 

fraternity, founded in 1925. Continuously thereafter it has used marks such as its name, ALPHA 

PHI OMEGA, the corresponding Greek Alphabet letters, AΦΩ, and a coat-of-arms design mark

which across the bottom contains a graphic representation of a ribbon bearing the words,

ALPHA PHI OMEGA. Applicant owns various registrations of these three marks including 

registrations of the word mark ( Reg. Nos. 2,315,321; 3,840,594; and 3,828,181), a registration 

of the Greek letter mark (Reg. No. 3,834,436), and registrations of the coat-of-arms design mark 

(Reg. No. 2,320,138 and 3,835,075).

Notwithstanding 88 years of coexistence, and no known instances of confusion, Opposer, 

the owner of the marks associated with Omega Watches, has opposed the pending applications 

which consist of an application for an additional registration of Applicant’s coat-of arms design, 

and an application for an additional registration of Applicant’s Greek letters mark, AΦΩ.

Notwithstanding 88 years of coexistence, and no known instances of confusion, Opposer 

contends the additional registrations of these marks should be refused under 2(d) and refused on 

the alleged grounds the 88 year old marks dilute Omega’s marks.

Indeed, indications are the Omega Watch Company has decided to bully any collegiate 

fraternity or sorority with the Greek letter Ω, or corresponding word, Omega, in its name; it has 

similar proceedings pending in the TTAB against the Lambda Tau Omega Sorority (Proceeding 

No. 91208652) and the Omega Psi Phi Fraternity (Proceeding No. 91197082), unsuccessfully 
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sought an extension to oppose a filing of the Psi Sigma Omega Service Fraternity (Serial No. 

78739642) and successfully bullied the International Brotherhood of Omega Delta Phi into 

abandoning the application to register it fraternity name (Proceeding No. 91186613). 

DEFICIENT RESPONSES TO INTERROGATORIES 
AND REQUEST FOR PRODUCTION

Considering that Omega now claims likelihood of confusion and is here opposing 

applications for additional registrations of marks of the Alpha Phi Omega Service Fraternity, 

marks that have been in continuous use since 1925, and also claims that these 88 year old marks 

dilute the Omega Watch marks, Applicant propounded fundamental discovery requests (1) 

relating to the bases of Omega claim there is a likelihood of confusion and (2) discovery requests 

clearly calculated to discover whether the Omega marks were famous in the United States prior 

to the adoption and commencement of use of the Alpha Phi Omega marks in 1925. See 15 U.S.C. 

§ 1125(c) (requisite element of dilution claim is that the mark be “famous” prior commencement 

of “use of a mark or trade name” alleged to cause dilution).  

Omega offers unfounded objections to numerous of the discovery requests pertinent to 

these two lines of discovery requests, including, as discussed later, totally deficient responses to 

numerous tightly focused specific Requests for Admissions. 

Well above and beyond, the unfounded objections to some of the requests, rather than 

provide narrative answers to Interrogatories, Omega response to the majority of the 

Interrogatories misrepresents that “Opposer will make documents available that are responsive to 

this interrogatory.” See e.g. Exhibit A, Responses to Interrogatories No. 3, 4, 5, 9, 10, 11, 12 and 

13. Presumably these responses were a superficial attempt to invoke the provisions of  

FED.R.CIV.P. 33(d) which permits a responding party to produce business records from which 

the requested information may be compiled, so long as the responding party provides “sufficient 
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detail to enable the interrogating party to locate and identify” the records containing the 

requested information. 

Notwithstanding the representation they would produce these records, that is not what 

Omega did here. Instead, they dumped approximately 2900 documents on us none of which 

appear to provide the information requested in the Interrogatories. Accordingly, this deficiency 

was brought to Omega’s counsel’s attention in the “meet and confer” letter, Exhibit D, along 

with a request to identify to us the documents providing the requested information as to each 

interrogatory. Omega ignored this request for the specific detail from which we could obtain the 

information requested through the interrogatories.  

Just as egregious are Omega’s responses to the Request for Production.  In response to 

the majority of these requests, Omega misrepresents that “Opposer will make responsive 

documents” or “a representative sampling of responsive documents available.” See e.g. Exhibit 

B, Responses to Request for Production Nos. 2, 4, 11, 12, 13, 14, 15, 20 and 21. Although 

representing it would produce documents responsive to these requests, Omega never followed up 

and did so. Instead, they dumped approximately 2900 documents on us none of which appear to 

provide any documents responsive to these requests. Accordingly, we brought to Omega’s 

counsel’s attention in the “meet and confer” letter, Exhibit D, along with a request they identify 

to us which documents were responsive to these requests. This too, Omega ignored.  

More specifically, the deficient responses to the interrogatories and Request for 

Production include the following:

Omega Watch Fame in U.S. Prior to 1925: The Alpha Phi Omega marks have been 

used continuously since the founding of the fraternity in 1925. In the Oppositions, Omega Watch 

claims the Alpha Phi Omega marks dilute the Omega Watch marks . As a consequence, the 
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burden is in Omega to prove its marks were famous in the U.S. prior to 1925. Many of the 

discovery requests directly relate to this issue, Interrogatory Number 3 and Request for 

Production Number 12 relating to Omega sales in the U.S. prior to 1925, Interrogatory Number 4 

and Request for Production Number 13 relating to Omega advertising in the U.S. prior to 1925, 

Interrogatory Number 5 and Request for Production Number 14 relating to Omega media 

attention in the U.S. prior to 1925, Interrogatory Number 10 and Request for Production Number 

15  relating to any other evidence of Omega fame in the U.S. prior to 1925,  Interrogatory 

Number 11 relating to any evidence of dilution or likely dilution, Request for Production 

Number 4 relating to market studies or plans dating prior to 1925, and Request for Production 

Number 11 relating to any documents supporting the contention the Omega marks were “the 

subject of substantial, widespread public recognition in the United States prior to 1925.”  

In response to these Interrogatories, rather than provide the requested information in 

narrative form, Omega misrepresented that documents containing the requested information 

would be produced. Although nearly 2900 documents were dumped on us purportedly in 

response to our discovery requests, there was nothing responsive to any of these fundamentally 

pertinent Interrogatories, nor was anything pertinent produced in response to the parallel 

Requests for Production.

Likelihood of Confusion Issue: Interrogatory Number 6 inquired of the factual basis for 

any contention use of the Alpha Phi Omega marks “will cause confusion, mistake and 

deception.” Similarly, Interrogatory Number 12 inquired of the basis for Omega’s contention 

Alpha Phi Omega’s coat-of-arms mark “is likely to be recognized as an identification or 

association with Opposer or its products.” In response to both of these Interrogatories, Omega 

responded that documents would be produced providing the requested information. Parallel with 
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these Interrogatories, Request for Production Number 9 requested any documents evidencing 

confusion or deception, and in response, we were informed the requested documents would be 

produced. 

As with Omega’s deficient responses to the discovery requests relating to the dilution 

claim, of the nearly 2900 documents dumped on us purportedly in response to our discovery 

requests, there was nothing responsive to any of these fundamentally pertinent likelihood of 

confusion Interrogatories, nor was anything pertinent produced in response to the parallel 

Requests for Production.

INSUFFICIENT RESPONSES TO REQUESTS FOR ADMISSIONS

The Requests for Admission were straight-forward, simple, and specific. In a 

fundamentally basic use of this discovery tool, virtually all of the requests were merely that 

Omega admit it has no basis to dispute some extremely simple basic facts, many relating to facts 

so well-known and incontrovertible that the TTAB could likely take judicial notice thereof.

Notwithstanding, Omega expressly denied 46 of the 48 requests. It would only admit that the 

Greek Alphabet letter, Ω is pronounced “Omega” and that Opposer does not “advertise or 

market” its products in the “Greek Affinity Products Market.” See Exhibit C, Responses to 

Request for Admission Nos. 2 and 13.

The lack of integrity associated with Omega’s denial of 46 straight forward simple 

factual statement is manifestly displayed by their response to Request for Admission No. 1 

which simply requested that Opposer “Admit that the word ‘Omega’ is used as part of the name 

of various Greek letter social, professional, or honorary fraternities or sororities.” Opposer itself 

has actually made filings with the TTAB adverse to various fraternities and sororities seeking to 

register marks containing “Omega” in their name, including proceedings pending in the TTAB 

against the Lambda Tau Omega Sorority (Proceeding No. 91208652) and the Omega Psi Phi 
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Fraternity (Proceeding No. 91197082), the filing of requests for extensions to oppose a filing of 

the Psi Sigma Omega Service Fraternity (Serial No. 78739642) and the successful bullying of the 

International Brotherhood of Omega Delta Phi into abandoning an application to register its

fraternity name (Proceeding No. 91186613). Notwithstanding, in response to this request, Omega 

feigned a lack of knowledge, misusing that excuse claiming “it lacks knowledge sufficient to 

admit or deny the truth of this Request to Admit and therefore denies same. See Exhibit C,

response to Request for Admission No. 1. Regardless of the incredulity of this denial in light of 

Omega’s TTAB proceeding history, it is nonetheless clearly an improper use, a misuse of the 

“lack of knowledge” excuse to deny a request for admission. The “lack of knowledge” excuse is 

only acceptable when the responding party has conducted a reasonable inquiry relating to the 

requested fact, remains unable to ascertain the truth of the request and states that the party lacks 

knowledge following such a reasonable inquiry. Here Omega did not so state, indeed, it could 

not credibly so state. Had Omega even conducted a simple Internet search of “Omega” AND 

“fraternity” OR “sorority,” it would have instantly confirmed that multiple Greek letter  

fraternities and sororities have “Omega”  in their name, including numerous in addition to the 

ones Omega has already dealt with at the TTAB, e.g. (1) Alpha Tau Omega, (2) Alpha Chi 

Omega, (3) Chi Omega, (4) Alpha Gamma Omega, (5) Omega Chi, (6) Sigma Phi Omega, 

(7) Kappa Omega Tau, (8) Gamma Epsilon Omega, (9) Beta Omega Phi, (10) Sigma Phi 

Omega, (11) Alpha Omega Epsilon, (12) Omega Delta Phi, (13) Alpha Nu Omega, 

(14)Lambda Tau Omega, (15) Omega Chi, (16) Omega Phi Beta, (17) Gamma Phi Omega,

(18)Sigma Omega Epsilon, (19) Alpha Pi Omega, (20) Omega Phi Gamma, (21) Sigma Omega

Nu, (22) Alpha Sigma Omega, (23) Delta Phi Omega, (24) Delta Pi Omega, (25) Omega Chi 

Psi, (26) Sigma Kappa Omega, (27) Sigma Omega Phi, and (28) Alpha Omega Sigma.
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Of each of the 46 requests Omega denied, its responses are wholly insufficient, thus the 

requests should be deemed admitted. As mentioned above, virtually all of the requests were 

simply, hardly disputable facts in which the request was simply that Omega admit it has no 

evidentiary basis to dispute the statement. For instance, Request for Admission No. 3 inquired as 

follows:

Admit that Opposer has no evidentiary basis to dispute that the 
word “Omega” has been continuously used in the United States as 
part of the name of various Greek letter social, professional, or 
honorary fraternities or sororities since prior to the introduction 
into the United States by or on behalf of Opposer or Opposer’s 
predecessor(s) in interest of any product bearing any of the marks 
upon which the Opposition is based.

(emphasis added). Following boiler plate objections, Omega nonetheless expressly denied this

request claiming, “it lacks knowledge sufficient to admit or deny the truth of the Request to 

Admit and therefore denies same.” See Exhibit C, Response to Request for Admission No. 3. 

In addition, Requests for Admissions Nos. 1 and 3, Omega also misused the “insufficient 

knowledge” excuse in response to Request 4, 8, and 14.  Not only are these responses facially 

deficient, the effect of the response is actually a tacit admission Omega “has no evidentiary 

basis to dispute” these requests.  For example, with Request No. 3 quoted just above, we did not 

request that Omega admit that the word Omega has been so used by various fraternities since 

prior to Omega’s entrée into the States, rather, we asked them to merely to admit they have no 

evidentiary basis to dispute this occurred. By claiming they have no knowledge one way or the 

other on the subject is thus a tacit admission Omega has no evidentiary basis to dispute the facts 

recited in these requests.

Accordingly, because omega misused the “lack of knowledge” excuse in its responses to

Requests for Admission 1, 3, 4, 8, and 14, the requests should be ordered “deemed admitted” 

pursuant to TBMP § 524.01.
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Omega’s deficient denials were not limited to these five requests. All in all, Omega 

falsely denied 46 of the 48 Requests for Admissions. In addition to these five, Requests Nos. 

1,3,4,8, and 14, Omega also wrongly denied Request Nos. 5 through 7, 9 through 12, and 15 

through 48.  The falsity of these denials is made apparent when the denials are considered in 

conjunction with Omega’s deficient responses to the Interrogatories and Request for Production. 

Specifically, Interrogatory No. 15 inquired as follows;

Itemize, identify, and describe in detail any testimonial or 
other evidentiary basis supporting Opposer’s denial of any of the 
Requests for Admissions propounded with these Interrogatories 
and in relation to each, identify by name, address, occupation and 
telephone number any person’s with personal knowledge of same.

Parallel with that Interrogatory, Request for Production No. 21 directed Omega to produce the 

following:

Any and all documents and things forming the basis for 
Opposer’s denial, in whole or in part, of any of the Requests for 
Admissions propounded with these Requests.

  The deficiencies of the 46 denials is especially apparent when considered with the 

deficiencies in Omega’s responses to the Interrogatories and Request for Production.  As for the 

vast majority of the denied Requests for Admission, all that was requested was that Omega admit 

it has no evidence to dispute  various specific facts. Omega uniformly denied these Requests. Is 

it thus asserting that it does have evidence to support its dispute of the various specified factual 

statements. If the “denials” are accurate, then where is the evidence upon which the denials are 

based?  For example, see Request Number 7 which read as follows:

Admit that Opposer has no evidentiary basis to dispute that 
products bearing the opposed mark are primarily and 
predominantly marketed only to members of the Alpha Phi Omega 
National Service Fraternity, or to persons wishing to acquire the 
products as gifts for members of the Alpha Phi Omega National 
Service Fraternity.    
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Omega denied this Request.  See Exhibit C, Response to Request No. 7. As a consequence, 

Omega is representing to us and to the TTAB that it does have an evidentiary basis to dispute 

whether products bearing the opposed marks are primarily and predominantly marketed only to 

members of the Alpha Phi Omega National Service Fraternity, or to persons wishing to acquire 

the products as gifts for members of the Alpha Phi Omega National Service Fraternity.”  Well

then, where is the production of those evidentiary materials or other evidentiary information?

In response to the Request for Production directing Omega to produce any documents 

supporting its denials of any of the Requests for Admissions, Omega misrepresented that 

“Opposer will make responsive documents available.” See  Exhibit B, Response to Request for 

Production No. 21. Although representing it would be producing the documents “forming the 

basis for” the 46 denials of the 48 Requests for Admissions, Omega never followed up and did 

so. Instead, they dumped approximately 2900 documents on us, none of which appeared to 

provide any documents supporting any of the 46 denials. We brought this to Omega’s counsel’s 

attention in the “meet and confer” letter, Exhibit D, along with a request they identify to us 

which documents were responsive. Omega ignored this “meet and confer” concern. 

As for the Interrogatory which directed Omega to “[i]temize, identify, and describe in 

detail” the basis for the denials of the Requests for Admissions, Omega responded with an 

improper objection. Omega wrongly objected to this interrogatory misstating that the 

Interrogatory exceeded the 75 Interrogatory limit set by the TTAB rules. This limit is 

inapplicable. There were only 15 Interrogatories, and even counting and Interrogatory requesting 

explanations of the basis for each of the 46 denied Requests for admission as 46 separate sub-

parts, the Interrogatory count would only be 60, less than the allowable 75. Regardless, 

If a party on which interrogatories have been served, in a 
proceeding before the Board, believes that the number of 
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interrogatories exceeds the limit specified in 37 CFR § 2.120(d)(1),
and wishes to object to the interrogatories on this basis, the party 
must, within the time for (and instead of) serving answers and 
specific objections to the interrogatories, serve a general objection 
on the ground of their excessive number. 

TBMP §405.03(e). Not only is Omega’s “excessive number” objection the result of erroneous 

math, Omega nonetheless waived this objection and thus must provide the requested information. 

CONCLUSION

Omega misrepresented in its responses to Alpha Phi Omega’s Interrogatories No. 3, 4, 5, 

9, 10, 11, 12 and 13. that “ that “Opposer will make documents available that are responsive.” 

Then, rather than do so, Omega dumped approximately 2900 documents, none of which provided 

the information requested in these Interrogatories. Omega should be compelled to provide 

complete narrative answers to these interrogatories.

Omega misrepresented in its responses to Alpha Phi Omega’s Request for Production 

Nos. 2, 4, 11, 12, 13, 14, 15, 20 and 21 that that “Opposer will make responsive documents” or 

“a representative sampling of responsive documents available.”  Then, rather than do so, Omega 

dumped approximately 2900 documents, none of which provided the information requested in 

these Requests for Production. Omega should be compelled to fully produce the requested items.

FURTHER, to avoid burying any responsive items in yet another document dump, 

Omega should be required to segregate those items providing a separate collection of documents 

responsive to each request appropriately labeled so as to identify which collection of documents 

are responsive to each request, or in the alternative, to provide an index with the production 

identifying which documents are responsive to which requests.
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As for the Responses to Request for Admissions Nos. 1, 3, 4, 8, and 14, those responsive 

are insufficient on their face, thus these requests should be ordered as “deemed admitted” 

pursuant to TBMP § 524.01. 

As for Omega’s insufficient responses to Request for Admissions Nos. 5 through 7, 9 

through 12, and 15 through 48, those inadequate requests too should be ordered as “deemed 

admitted,” or in the alternative at least, Omega should be compelled to comprehensively answer 

Interrogatory No. 15 to explain in detail the basis for any continuing denials and compelled to 

fully respond to Request for Production No. 21 to produce any and all documents and things 

supporting any such continuing denials. 

/jackawheat/

Jack A. Wheat
Lindsay Y. Capps
STITES & HARBISON PLLC
400 West Market Street, Suite 1800
Louisville, Kentucky  40202-3352
Telephone: (502) 587-3400

Counsel for Alpha Phi Omega

CERTIFICATE OF SERVICE AND ELECTRONIC SUBMISSION

I hereby certify that a true copy of this MOTION TO (1) TO COMPEL DISCOVERY 

AND  (2) TO TEST SUFFICIENCY OF RESPONSES TO REQUESTS FOR ADMISSION is 

being filed electronically with the U.S. Patent and Trademark Office using the ESTTA service, 

and a copy has been served on counsel for Opposer by mailing said copy this 11th day of June, 

2013, via First Class Mail, postage prepaid, to:
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Jess M. Collen
Thomas P. Gulick
Oren Gelber
COLLEN IP 
The Holyoke-Manhattan Building 
80 South Highland Ave.
Ossining, New York 10562

/jackawheat/_____________
Jack A. Wheat
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