


















































































































































































































































































































































































































































































































































































































































































































































PTO Form 1478 (Rev 9/2006)
OMB No. 0651-0009 {Exp 09/30/2008)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 77228809
Filing Date: 07/13/2007

To the Commissioner for Trademarks:

Correspondence Information: George R. McGuire
One Lincoln Center
Syracuse, New York 13202
315-218-8515(phone)
315-218-8100(fax)
bskpto@bsk.com (authorized)

A fee payment in the amount of $275 will be submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge arc true; and
that all statements made on information and belief are believed to be true.

Signature: /george r. mcguire/ Date: 07/13/2007
Signatory's Name: George R. McGuire
Signatory's Position: Applicant's Attorney

RAM Sale Number: 3872
RAM Accounting Date: 07/13/2007

Serial Number: 77228809
Internet Transmission Date: Fri Jul 13 09:01:57 EDT 2007



TEAS Stamp: USPTO/FTK-208.69.85.18-20070713090157428
823-77228809-370c82c39a9882ec481632775¢cd
97f36aa-DA-3872-20070713084921173311
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Int. Cl.: 25
Prior U.S. (Cls.: 22 and 39

United States Patent and Trademark Office

Reg. No. 3,452,505
Registered June 24, 2008

TRADEMARK
PRINCIPAL REGISTER

REAL MOMS WEAR ORANGE

SYRACUSE UNIVERSITY (NEW YORK EDUCA-
TIONAL INSTITUTION)

303 UNIVERSITY PLACE
SYRACUSE, NY 132442020

FOR: T-SHIRTS, IN CLASS 25 (U.S. CLS. 22 AND
39),

FIRST USE 5-30-2003; IN COMMERCE 6-30-2003.

THE MARK CONSISTS OF STANDARD CHAR-
ACTERS WITHOUT CLAIM TO ANY PARTICULAR
FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NOS. 2,268,372, 2,929,720
AND OTHERS.

SER. NO. 77-228,815, FILED 7-13-2007.

LANA PHAM, EXAMINING ATTORNEY



From: TMOfficialNotices@USPTO.GOV

Sent: Tuesday, October 29, 2013 11:00 PM
To: bskpto@bsk.com
Subject: Trademark RN 3452505: Official Notice of Acceptance and Acknowledgement under Sections 8 and 15 of

the Trademark Act

Serial Number: 77228815

Registration Number: 3452505

Registration Date: Jun 24, 2008

Mark: REAL MOMS WEAR ORANGE(STANDARD CHARACTER MARK)
Owner: Syracuse University

Oct 29, 2013
NOTICE OF ACCEPTANCE UNDER SECTION 8

The declaration of use or excusable nonuse filed for the above-identified registration meets the requirements of Section 8 of the
Trademark Act, 15 U.S.C. §1058. The Section 8 declaration is accepted.

NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15

The declaration of incontestability filed for the above-identified registration meets the requirements of Section 15 of the
Trademark Act, 15 U.S.C. §1065. The Section 15 declaration is acknowledged.

The registration will remain in force for the class(es) listed below for the remainder of the ten-year period, calculated
from the registration date, unless canceled by an order of the Commissioner for Trademarks or a Federal Court.

Class(es):
025

TRADEMARK SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500

REQUIREMENTS FOR MAINTAINING REGISTRATION
WARNING: Your registration will be canceled if you do not file the documents below during the specified time periods.
Requirements in the First Ten Years

What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between the
gth and 10th years after the registration date. See 15 U.S.C. §§1058, 1059.

Requirements in Successive Ten-Year Periods

What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between
every 9th and 10th-year period, calculated from the registration date. See 15 U.S.C. §§1058, 1059.



Grace Period Filings

The above documents will be considered as timely if filed within six months after the deadlines listed above with the payment of
an additional fee.

***The USPTO WILL NOT SEND ANY FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS. THE
REGISTRANT SHOULD CONTACT THE USPTO ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN
ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.***

To view this notice and other documents for this application on-line, go to _http:/tdr.uspto.gov/search.action?sn=77228815.
NOTE: This notice will only be available on-line the next business day after receipt of this e-mail.
















PTO Form 1583 (Rev 5/20086)
OMB No. 0651-0055 (Exp 07/31/2018)

Combined Declaration of Use and Incontestability under Sections 8 & 15
To the Commissioner for Trademarks:

REGISTRATION NUMBER: 3452505
REGISTRATION DATE: 06/24/2008

MARK: REAL MOMS WEAR ORANGE

The owner, Syracuse University, EDUCATIONAL INSTITUTION legally organized under the laws of
New York, having an address of

303 University Place

Syracuse, New York 13244-2020

United States
is filing a Combined Declaration of Use and Incontestability under Sections 8 & 15.

For International Class 025, the mark is in use in commerce on or in connection with all of the goods/all
of the services, or to indicate membership in the collective membership organization, listed in the existing
registration for this specific class: T-shirts; and the mark has been continuously used in commerce for five
(5) consecutive years after the date of registration, or the date of publication under Section 12(c), and is
still in use in commerce on or in connection with all goods/all services, or to indicate membership in the
collective membership organization, listed in the existing registration for this class. Also, no final decision
adverse to the owner's claim of ownership of such mark for those goods/services, or to indicate
membership in the collective membership organization, exists, or to the owner's right to register the same
or to keep the same on the register; and, no proceeding involving said rights pending and not disposed of
in either the U.S. Patent and Trademark Office or the courts exists.

The owner is submitting one(or more) specimen(s) for this class showing the mark as used in commerce
on or in connection with any item in this class, consisting of a(n) photograph of the goods.
Specimen Filel
The registrant's current Attorney Information: George R. McGuire of BOND, SCHOENECK & KING,
PLLC

1 LINCOLN CTR STE 1800

SYRACUSE, New York (NY) 13202-1355

United States
The docket/reference number is 156T079.

The registrant's proposcd Attorney Information: George R. McGuire of BOND, SCHOENECK & KING,

PLLC
One Lincoln Center
Syracuse, New York (NY) 13202-1355
United States
The docket/reference number is 156TO79A.
The Other Appointed Attorney(s): David L. Nocilly, Fred J.M. Price, Blaine T. Bettinger, Philip I.
Frankel.






Signatory's Position: Registrant's attorney, New York bar member
Signatory's Phone Number: 315-218-8515

Mailing Address (current):
BOND, SCHOENECK & KING, PLLC
1 LINCOLN CTR STE 1800
SYRACUSE, New York 13202-1355

Mailing Address (proposed):
BOND, SCHOENECK & KING, PLLC
One Lincoln Center
Syracuse, New York 13202-1355

Serial Number: 77228815

Internet Transmission Date: Tue Oct 15 12:10:56 EDT 2013
TEAS Stamp: USPTO/S08N15-173.225.55.178-201310151210
56395084-3452505-5002689849b7dfc848b8733
164a686fcfaab4e70b9bd796aa9d9fadf6cbd366
374-DA-19428-20131015120627434942






ROUTING SHEET TO POST REGISTRATION (PRU)

RAM Sale Number: 3452505

RAM Accounting Date: 20131015

Registration Number: 3452505

MR

Serial Number: 77228815

U

Total Fees: $300

Note: Process in accordance with Post Registration Standard Operating Procedure (SOP)

Transaction

§8 affidavit
§15 affidavit

Physical Location:

Lost Case Flag: False

In TICRS (AM-FLG-IN-TICRS): True

Number Number of
of Classes Classes Paid

- UNKNOWN

Transaction Date: 20131015

Total
Fee

$100
$200






Int. Cl.: 25
Prior U.S. Cls.: 22 and 39

United States Patent and Trademark Office

Reg. No. 3,452,505
Registered June 24, 2008

TRADEMARK
PRINCIPAL REGISTER

REAL MOMS WEAR ORANGE

SYRACUSE UNIVERSITY (NEW YORK EDUCA-
TIONAL INSTITUTION)

303 UNIVERSITY PLACE
SYRACUSE., NY 132442020

FOR: T-SHIRTS, IN CLASS 25 (U.S. CLS. 22 AND
39).

FIRST USE 5-30-2003; IN COMMERCE 6-30-2003.

THE MARK CONSISTS OF STANDARD CHAR-
ACTERS WITHOUT CLAIM TO ANY PARTICULAR
FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NOS. 2,268,372, 2,929,720
AND OTHERS.

SER. NO. 77-228,815, FILED 7-13-2007.

LANA PHAM, EXAMINING ATTORNEY
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REAL MOMS WEAR ORANGE









ARGUMENT(S)

In response to the substantive refusal(s), please note the following:

In the Office Action, the Examining Attorney refused registration under 15 U.S.C. §§ 1051, 1052 and
1127 on the grounds that the mark was ornamental. Applicant respectfully submits that the Examining
Attorney’s conclusion that the mark is ornamental is erroneous.

First, the U.S. Trademark Office has previously determined that numerous marks in Applicant’s family of
REAL [BLANK] WEAR ORANGE in fact serve a source-identifying feature. See U.S. Trademark Reg.
Nos. 2,929,970, 2,463,627, 2,306,912, 2,268,372, and 2,268,371.

Second, the overall commercial impression of the mark indicates that it serves as a trademark. TMEP §
1202.03(a). Applicant’s mark is not a common phrase or symbol that would be recognized by consumers
as ornamental material. As a result, it is an arbitrary and inherently distinctive mark whose principal
function is to identify and distinguish the source (the University) of the goods in which registration is
sought, as discussed supra. See In re Soccer Sport Supply Co., Inc. 507 F.2d 1400 (C.C.P.A. 1975) (“An
ornamental design can be inherently distinctive if it is arbitrary and distinctive and if its principal function
is to identify and distinguish the source of the goods to which it is applied, ornamentation being merely
incidental”). Moreover, “[o]rnamental matter that serves as an identifier of a ‘secondary source’ is
registerable on the Principal Register.” TMEP 1202.03.

Third, the “ornamentation” on an article of clothing “can convey to the purchasing public the ‘secondary
source’ of the t-shirt (rather than the manufacturing source). Jd. (“[E]ven where the t-shirt is distributed
by a party other than that identified by the designation, sponsorship or authorization by the identified party
is indicated™); see also In re Olin Corp., 181 USPQ 182 (TTAB 1973) (holding that “the name * New
York University’ .. . albeit it will serve as ornamentation on a t-shirt will also advise the purchaser that
the university is the secondary source of that shirt””) Here, the mark includes the term ORANGE, which is
Applicant’s nickname, thereby clearly informing the purchasing public that Applicant is the secondary
source of that t-shirt. Thus, the mark as used on the specimen of record is not mere ornamentation, but is a
source indicator of the goods and is registerable on the Principal Register.

Fourth, consumers have come to expect trademarks to be featured on the front of consumer apparel, such
as hats, and it has actually become more common for trademarks to appear in such locations than
ornamental material. Even the Ninth Circuit has significantly restricted its earlier holding in the
International Order of Job’s Daughters case that was relied on by the Examiner, which actually
recognized that protection was appropriate if consumers would see the emblem as a trademark. The
positioning of trademark in prominent locations on headgear is now commonplace in everything from
collegiate apparel (e.g., hats prominently bearing university or team names) to athletic wear (e.g., golf
caps prominently featuring the Nike swoosh). See Automotive Gold v. Volkswagen of America, 457 F.3d
1062 (9th Cir. 2006).

Finally, it is highly improbable that a consumer would find Applicant’s mark to be ornamental or
aesthetically pleasing absent the inherent source identifying function of the mark. Stated another way, it is
highly doubtful that a consumer would want the goods shown in the specimen for any reason other than
because of the source-identifying features of Applicant’s mark. This is in stark contrast to the Pro-Line
case cited by the Examining Attorney, where the proposed mark was a slogan that had significance above
and beyond any source identifying feature. By contrast, Applicant’s mark is desired because it serves a
source-identifying feature and not because the mark has a commonplace meaning.

In view of the foregoing remarks, Applicant respectfully submits that the application is in condition for
allowance. If the Examining Attorney believes a phone confcrence with Applicant’s attorney would



expedite prosecution of this application, please contact the undersigned at (315) 218-8530

SIGNATURE(S)

Response Signature

Signature: /david 1. nocilly/  Date: 11/02/2007
Signatory's Name: David L. Nocilly

Signatory's Position: Attorney of record

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

Serial Number: 77228815

Internet Transmission Date: Fri Nov 02 10:47:36 EDT 2007
TEAS Stamp: USPTO/ROA-208.69.85.18-20071102104736901
649-77228815-400649¢37714d1{f5e6f76b51dde
bb27¢80-N/A-N/A-20071102104621359359






the examination process in order to avoid the additional fee. 37 C.F.R. §2.23(a)(2).
The assigned examining attorney has reviewed the referenced application and determined the following.

NO CONFLICTING MARKS NOTED

The examining attorney has searched the Office records and has found no similar registered or pending
mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C. Section 704.02.

bRNAMENTAL REFUSAL

After review of the specimen, the examining attorney refuses registration on the Principal Register
because the proposed mark is ornamental as used on the goods. Trademark Act Sections 1, 2 and 45, 15
U.S.C. Sections 1051, 1052 and 1127. The examining attorney must conclude on the present record that
the public would perceive the proposed mark merely as a decorative or ornamental feature of the goods
and not as an indicator of the source of the goods. See In re Owensd€ ‘Corning Fiberglass Corpl74 F.2d
1116, 227 USPQ 417 (Fed. Cir. 1985); In re David Crystal, Inc., 296 F.2d 771, 132 USPQ 1 (CCPA
1961); In re Villeroy & Boch S.A.R.L., 5 USPQ2d 1451 (TTAB 1987); In re Astro-Gods Inc., 223 USPQ
621 (TTAB 1984); In re Olin Corp., 181 USPQ 182 (TTAB 1973); TMEP section 1202.04 ef seq. As to
the size of the proposed mark appearing on the specimens, the larger the display relative to the size of the
goods, the more likely that consumers will nof view the ornamental matter as a mark. See, e.g., In re
Dimitri’s Inc., 9 USPQ2d 1666, 1667 (TTAB 1988) (SUMO merely ornamental in part because the
wording “appears in large lettering across the top-center portion of the T-shirts and caps ), International
Order of Job’s Daughters v. Lindberg and Co ., 633 F.2d 912, 208 USPQ 718 (9 Cir. 1980), cert denied
452 U.S. 941 (1982) (prominent display on jewelry was evidence that the proposed mark was being used
in a non-trademark fashion).

The applicant may attempt to overcome the stated refusal in either of two ways. The applicant may
submit evidence that the proposed mark has become distinctive of the applicant's goods in commerce.
Evidence submitted to show that the mark has acquired distinctiveness as an indicator of the source of the
applicant's goods may consist of examples of advertising and promotional materials that specifically
promote the subject matter for which registration is sought as a mark, dollar figures for advertising
devoted to such promotion, dealer and consumer statements of recognition of the subject matter as a mark
and any other evidence that establishes recognition of the matter as a mark for the goods. See TMEP
section 1202.04(d).

In the alternative, the applicant may attempt to overcome the refusal by showing that the proposed mark is
an indicator of secondary source or sponsorship for the identified goods. That is, the applicant may submit
evidence showing that the proposed mark would be recognized as a trademark or service mark through the
applicant's use of the proposed mark with goods or services other than those identified here. The applicant
must establish that, as a result of this use on other goods or services, the public would recognize the
applicant as the secondary source or sponsor of the identified goods. See TMEP section 1202.04(c).

Furthermore, the examining attorney will reconsider this refusal if the applicant provides a substitute
specimen showing use of the mark in such a way that it would be recognized as a trademark. The
applicant must verify, with an affidavit or a declaration under 37 C.F.R. Section 2.20, that the substitute
specimen was in use in commerce at least as early as the filing date of the application. 37 C.F.R. Section



2.59(a); TMEP section 905.10.

The statement supporting use of the substitute specimen must read as follows:

The substitute specimen was in use in commerce at least as early as the filing date of the application.
The applicant must sign this statement either in affidavit form or with a declaration under 37 C.F.R.

Section 2.20. See below for a properly worded declaration under 37 C.F.R. Section 2.20.

SUBSTITUTING A BASIS

If the applicant cannot comply with the requirement for a specimen of use for the Section 1(a) basis
asserted, the applicant may substitute a different basis for filing if the applicant can meet the requirements
for the new basis.

In this case, the applicant may wish to amend the application to assert a Section 1(b) basis.
To base the application on a bona fide intention to use the mark in commerce, the applicant must submit
the following statement:

The applicant has had a bona fide intention to use the mark in commerce on or in
connection with the goods or services listed in the application since the filing date of the
application.

This statement must be must be verified, i.e., supported either by an affidavit or by a declaration under 37
C.F.R. Sections 2.20 and 2.33. Trademark Act Section 1(b), 15 U.S.C. Section 1051(b); 37 C.F.R. Section
2.34(a)(2)(1).

The following is a properly worded declaration under 37 C.F.R. Section 2.20. At the end of the response,
the applicant should insert the declaration signed by the applicant.

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statements may jeopardize
the validity of the application or any resulting registration, declares that the facts set forth in this
application are true; all statements made of his/her own knowledge are true; and all statements made on
information and belief are believed to be true.

(Signature)

(Print or Type Name and Position)

(Date)

Bridgett Smith

/Bridgett G. Smith/

Trademark Examining Attorney
Law Office 115



(571) 272-9482 voice
(571)273-9482 fax

RESPOND TO THIS ACTION: If there are any questions about the Office action, please contact the
assigned examining attorney. A response to this Office action should be filed using the form available at
http://www.uspto.gov/teas/eTEASpageD.htm. If notification of this Office action was received via e-mail,
no response using this form may be filed for 72 hours after receipt of the notification. Do not attempt to
respond by e-mail as the USPTO does not accept e-mailed responses.

If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response. Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
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EXHIBIT I-1









Exhibit J

Copy of the Registration Certificate and file history for U.S. Trademark Registration No. 3452506, issued to Syracuse
University by the United States Patent and Trademark Office for the trademark REAL GRANDPARENTS WEAR
ORANGE. This evidence is relevant to the similarity of the parties' respective marks, the similarity and relatedness of
the goods at issue, and fame of Opposer's mark.






From: TMOfficialNotices@USPTO.GOV

Sent: Tuesday, October 29, 2013 11:00 PM
To: bskpto@bsk.com
Subject: Trademark RN 3452506: Official Notice of Acceptance and Acknowledgement under Sections 8 and 15 of

the Trademark Act

Serial Number: 77228818

Registration Number: 3452506

Registration Date: Jun 24, 2008

Mark: REAL GRANDPARENTS WEAR ORANGE(STANDARD CHARACTER MARK)
Owner: Syracuse University

Oct 29, 2013

NOTICE OF ACCEPTANCE UNDER SECTION 8

The declaration of use or excusable nonuse filed for the above-identified registration meets the requirements of Section 8 of the
Trademark Act, 15 U.S.C. §1058. The Section 8 declaration is accepted.

NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15

The declaration of incontestability filed for the above-identified registration meets the requirements of Section 15 of the
Trademark Act, 15 U.S.C. §1065. The Section 15 declaration is acknowledged.

The registration will remain in force for the class(es) listed below for the remainder of the ten-year period, calculated
from the registration date, unless canceled by an order of the Commissioner for Trademarks or a Federal Court.

Class(es):
025

TRADEMARK SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500

REQUIREMENTS FOR MAINTAINING REGISTRATION
WARNING: Your registration will be canceled if you do not file the documents below during the specified time periods.

Requirements in the First Ten Years

What and When to File: You must file a declaration of use {or excusable nonuse) and an application for renewal between the
9th and 10th years after the registration date. See 15 U.S.C. §§1058, 1059.

Requirements in Successive Ten-Year Periods

What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between
every 9th and 10th-year period, calculated from the registration date. See 15 U.S.C. §§1058, 1059.



Grace Period Filings

The above documents will be considered as timely if filed within six months after the deadlines listed above with the payment of
an additional fee.

***The USPTO WILL NOT SEND ANY FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS. THE
REGISTRANT SHOULD CONTACT THE USPTO ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN
ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.***

To view this notice and other documents for this application on-line, go to _http://tdr.uspto.gov/search.action?sn=77228818.
NOTE: This notice will only be available on-line the next business day after receipt of this e-mail.
















PTO Form 1583 (Rev 5/20086)
OMB No. 0651-0055 (Exp 07/31/2018)

Combined Declaration of Use and Incontestability under Sections 8 & 15
To the Commissioner for Trademarks:

REGISTRATION NUMBER: 3452506
REGISTRATION DATE: 06/24/2008

MARK: REAL GRANDPARENTS WEAR ORANGE

The owner, Syracuse University, EDUCATIONAL INSTITUTION legally organized under the laws of
New York, having an address of

303 University Place

Syracuse, New York 13244-2020

United States
is filing a Combined Declaration of Use and Incontestability under Sections 8 & 15.

For International Class 025, the mark is in use in commerce on or in connection with all of the goods/all
of the services, or to indicate membership in the collective membership organization, listed in the existing
registration for this specific class: T-shirts; and the mark has been continuously used in commerce for five
(5) consecutive years after the date of registration, or the date of publication under Section 12(c), and is
still in use in commerce on or in connection with all goods/all services, or to indicate membership in the
collective membership organization, listed in the existing registration for this class. Also, no final decision
adverse to the owner's claim of ownership of such mark for those goods/services, or to indicate
membership in the collective membership organization, exists, or to the owner's right to register the same
or to keep the same on the register; and, no proceeding involving said rights pending and not disposed of
in either the U.S. Patent and Trademark Office or the courts exists.

The owner is submitting one(or more) specimen(s) for this class showing the mark as used in commerce
on or in connection with any item in this class, consisting of a(n) photograph of the goods.
Specimen Filel
The registrant’s current Attorney Information: George R. McGuire of BOND, SCHOENECK & KING,
PLLC

1 LINCOLN CTR STE 1800

SYRACUSE, New York (NY) 13202-1355

United States
The docket/reference number is 156T145.

The registrant's proposed Attorney Information: George R. McGuire of BOND, SCHOENECK & KING,
PLLC

One Lincoln Center

Syracuse, New York (NY) 13202-1355

United States
The docket/reference number is 156T145.
The Other Appointed Attorney(s): David L. Nocilly, Fred J.M. Price, Blaine T. Bettinger, Philip I.
Frankel.






Signatory's Position: Registrant's attorney, New York bar member
Signatory's Phone Number: 315-218-8515

Mailing Address (current):
BOND, SCHOENECK & KING, PLLC
1 LINCOLN CTR STE 1800
SYRACUSE, New York 13202-1355

Mailing Address (proposed):
BOND, SCHOENECK & KING, PLLC
One Lincoln Center
Syracuse, New York 13202-1355

Serial Number: 77228818

Internet Transmission Date: Tue Oct 15 14:12:40 EDT 2013
TEAS Stamp: USPTO/S08N15-24.103.168.18-2013101514124
0669967-3452506-5005be6c58f73316a5b90826
335¢8be9703d653575ba6ad784525887df7348b
1-DA-518-20131015140717455788






ROUTING SHEET TO POST REGISTRATION (PRU)

RAM Sale Number: 3452506

RAM Accounting Date: 20131016

Registration Number: 3452506

AR

Serial Number: 77228818

Total Fees: $300

Note: Process in accordance with Post Registration Standard Operating Procedure (SOP)

Transaction Fee

Code
§8 affidavit 7205
§15 affidavit 7208

Physical Location: - UNKNOWN
Lost Case Flag: False
In TICRS (AM-FLG-IN-TICRS): True

Transaction

Number Number of
of Classes Classes Paid

Transaction Date: 20131015

IHMAARRA

Total
Fee

$100
$200









Side - 1

NOTICE OF PUBLICATION UNDER §12(a)
MAILING DATE: Mar 19, 2008
PUBLICATION DATE: Apr 8, 2008

The mark identified below will be published in the Official Gazette on Apr 8, 2008. Any party who believes
they will be damaged by registration of the mark may oppose its registration by filing an opposition to
registration or a request to extend the time to oppose within thirty (30) days from the publication date on
this notice. If no opposition is filed within the time specified by law, the USPTO may issue a Certificate of
Registration.

To view the Official Gazette online or to order a paper copy, visit the USPTO website at
http://www.uspto.gov/web/trademarks/tmog/ any time within the five-week period after the date of
publication. You may also order a printed version from the U.S. Government Printing Office (GPQ) at
http://bookstore.gpo.gov or 202-512-1800. To check the status of your application, go to
http://tarr.uspto.gov/.

SERIAL NUMBER: 77228818

MARK: REAL GRANDPARENTS WEAR ORANGE
OWNER: Syracuse University
Side - 2

UNITED STATES PATENT AND TRADEMARK OFFICE :

COMMISSIONER FOR TRADEMARKS g FIRST-CLASS

P.O. BOX 1451 : MAIL ]

ALEXANDRIA, VA 22313-1451 - U.SPOSTAGE |
PAID |

GEORGE R. MCGUIRE

BOND, SCHOENECK & KING, PLLC
1 LINCOLN CTR STE 1800
SYRACUSE, NY 13202-1355
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PTO Form 1957 (Rev 9/2005)
OMB No. 0651-0050 {(Exp. 04/2009)

Response to Office Action

The table below presents the data as entered.

[npﬁt Field
SERIAL NUMBER 77228818
LAW OFFICE ASSIGNED LAW OFFICE 115

MARK SECTION (no change)

ARGUMENT(S)

In the Office Action, the Examining Attorney refused registration under 15 U.S.C. §§ 1051, 1052 and
1127 on the grounds that the mark was ornamental. Applicant respectfully submits that the Examining
Attorney’s conclusion that the mark is ornamental is erroneous.

First, the U.S. Trademark Office has previously determined that numerous marks in Applicant’s family
of REAL [BLANK] WEAR ORANGE in fact serve a source-identifying feature. See U.S. Trademark
Reg. Nos. 2,929,970, 2,463,627, 2,306,912, 2,268,372, and 2,268,371.

Second, the overall commercial impression of the mark indicates that it serves as a trademark. TMEP §
1202.03(a). Applicant’s mark is not a common phrase or symbol that would be recognized by
consumers as ornamental material. As a result, it is an arbitrary and inherently distinctive mark whose
principal function is to identify and distinguish the source (the University) of the goods in which
registration is sought, as discussed supra. See In re Soccer Sport Supply Co., Inc. 507 F.2d 1400
(C.C.P.A. 1975) (“An omamental design can be inherently distinctive if it is arbitrary and distinctive
and if its principal function is to identify and distinguish the source of the goods to which it is applied,
ornamentation being merely incidental”). Moreover, “[o]mamental matter that serves as an identifier
of a ‘secondary source’ is registerable on the Principal Register.” TMEP 1202.03.

Third, the “ornamentation” on an article of clothing “can convey to the purchasing public the
‘secondary source’ of the t-shirt (rather than the manufacturing source). [d. (“[E}ven where the t-shirt
is distributed by a party other than that identified by the designation, sponsorship or authorization by the
identified party is indicated™); see also In re Olin Corp., 181 USPQ 182 (TTAB 1973) (holding that
“the name ¢ New York University’ . . . albeit it will serve as ornamentation on a t-shirt will also advise
“the purchaser that the university is the secondary source of that shirt”) Here, the mark includes the term
ORANGE, which is Applicant’s nickname, thereby clearly informing the purchasing public that
Applicant is the secondary source of that t-shirt. Thus, the mark as used on the specimen of record is
not mere ornamentation, but is a source indicator of the goods and is registerable on the Principal
Rcgister.

Fourth, consumers have come to expect trademarks to be featured on the front of consumer apparel,
such as hats, and it has actually become more common for trademarks to appear in such locations than
ormnamental material. Even the Ninth Circuit has significantly restricted its earlier holding in the







ARGUMENT(S)

In response to the substantive refusal(s), please note the following:

In the Office Action, the Examining Attorney refused registration under 15 U.S.C. §§ 1051, 1052 and
1127 on the grounds that the mark was ornamental. Applicant respectfully submits that the Examining
Attorney’s conclusion that the mark 1s ornamental is erroneous.

First, the U.S. Trademark Office has previously determined that numerous marks in Applicant’s family of
REAL [BLANK] WEAR ORANGE in fact serve a source-identifying feature. See U.S. Trademark Reg.
Nos. 2,929,970, 2,463,627, 2,306,912, 2,268,372, and 2,268,371.

Second, the overall commercial impression of the mark indicates that it serves as a trademark. TMEP §
1202.03(a). Applicant’s mark is not a common phrase or symbol that would be recognized by consumers
as ornamental material. As aresult, it is an arbitrary and inherently distinctive mark whose principal
function is to identify and distinguish the source (the University) of the goods in which registration is
sought, as discussed supra. See In re Soccer Sport Supply Co., Inc. 507 F.2d 1400 (C.C.P.A. 1975) (“An
ornamental design can be inherently distinctive if it is arbitrary and distinctive and if its principal function
is to identity and distinguish the source of the goods to which it is applied, ornamentation being merely
incidental”). Moreover, “[oJmamental matter that serves as an identifier of a ‘secondary source’ is
registerable on the Principal Register.”” TMEP 1202.03.

Third, the “ornamentation” on an article of clothing “can convey to the purchasing public the ‘secondary
source’ of the t-shirt (rather than the manufacturing source). Id. (“[Ejven where the t-shirt is distributed
by a party other than that identified by the designation, sponsorship or authorization by the identified party
is indicated™); see also In re Olin Corp., 181 USPQ 182 (TTAB 1973) (holding that “the name ‘ New
York University’ .. . albeit it will serve as ornamentation on a t-shirt will also advise the purchaser that
the university is the secondary source of that shirt”) Here, the mark includes the term ORANGE, which is
Applicant’s nickname, thereby clearly informing the purchasing public that Applicant is the secondary
source of that t-shirt. Thus, the mark as used on the specimen of record is not mere ornamentation, but is a
source indicator of the goods and is registerable on the Principal Register.

Fourth, consumers have come to expect trademarks to be featured on the front of consumer apparel, such
as hats, and it has actually become more common for trademarks to appear in such locations than
ormamental material. Even the Ninth Circuit has significantly restricted its earlier holding in the
International Order of Job’s Daughters case that was relied on by the Examiner, which actually
recognized that protection was appropriate if consumers would see the emblem as a trademark. The
positioning of trademark in prominent locations on headgear is now commonplace in everything from
collegiate apparel (e.g., hats prominently bearing university or team names) to athletic wear (e.g., golf
caps prominently featuring the Nike swoosh). See Automotive Gold v. Volkswagen of America, 457 F.3d
1062 (9th Cir. 2006).

Finally, it is highly improbable that a consumer would find Applicant’s mark to be ornamental or
aesthetically pleasing absent the inherent source identifying function of the mark. Stated another way, it is
highly doubtful that a consumer would want the goods shown in the specimen for any reason other than
because of the source-identifying features of Applicant’s mark. This is in stark contrast to the Pro-Line
case cited by the Examining Attorney, where the proposed mark was a slogan that had significance above
and beyond any source identifying feature. By contrast, Applicant’s mark is desired because it serves a
source-identifying feature and not because the mark has a commonplace meaning.

In view of the foregoing remarks, Applicant respectfully submits that the application is in condition for
allowance. If the Examining Attorney believes a phone confercnce with Applicant’s attorney would



expedite prosecution of this application, please contact the undersigned at (315) 218-8530

SIGNATURE(S)

Response Signature

Signature: /david 1. nocilly/  Date: 11/02/2007
Signatory's Name: David L. Nocilly

Signatory's Position: Attorney of record

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

Serial Number: 77228818

Internet Transmission Date: Fri Nov 02 10:50:03 EDT 2007
TEAS Stamp: USPTO/ROA-208.69.85.18-20071102105003759
797-77228818-400d8e5f72cc868827b3e50689f
8c385f2¢-N/A-N/A-20071102104903192300






the examination process in order to avoid the additional fee. 37 C.F.R. §2.23(a)(2).
The assigned examining attorney has reviewed the referenced application and determined the following,

NO CONFLICTING MARKS NOTED

The examining attorney has searched the Office records and has found no similar registered or pending
mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C. Section 704.02.

ORNAMENTAL REFUSAL

After review of the specimen, the examining attorney refuses registration on the Principal Register
because the proposed mark is ornamental as used on the goods. Trademark Act Sections 1, 2 and 45, 15
U.S.C. Sections 1051, 1052 and 1127. The examining attorney must conclude on the present record that
the public would perceive the proposed mark merely as a decorative or ornamental feature of the goods
and not as an indicator of the source of the goods. See In re Owensda€'Corning Fiberglass Corp774 F.2d
1116, 227 USPQ 417 (Fed. Cir. 1985); In re David Crystal, Inc.,296 F.2d 771, 132 USPQ 1 (CCPA
1961); In re Villeroy & Boch S.A.R.L., 5 USPQ2d 1451 (TTAB 1987); In re Astro-Gods Inc., 223 USPQ
621 (TTAB 1984); In re Olin Corp., 181 USPQ 182 (TTAB 1973); TMEP section 1202.04 et seq. Asto
the size of the proposed mark appearing on the specimens, the larger the display relative to the size of the
goods, the more likely that consumers will nof view the ornamental matter as a mark. See, e.g., In re
Dimitri’s Inc., 9 USPQ2d 1666, 1667 (TTAB 1988) (SUMO merely ornamental in part because the
wording “appears in large lettering across the top-center portion of the T-shirts and caps ), International

Order of Job’s Daughters v. Lindberg and Co ., 633 F.2d 912, 208 USPQ 718 (9™ Cir. 1980), cert denied
452 U.S. 941 (1982) (prominent display on jewelry was evidence that the proposed mark was being used
in a non-trademark fashion).

The applicant may attempt to overcome the stated refusal in either of two ways. The applicant may
submit evidence that the proposed mark has become distinctive of the applicant's goods in commerce.
Evidence submitted to show that the mark has acquired distinctiveness as an indicator of the source of the
applicant's goods may consist of examples of advertising and promotional materials that specifically
promote the subject matter for which registration is sought as a mark, dollar figures for advertising
devoted to such promotion, dealer and consumer statements of recognition of the subject matter as a mark
and any other evidence that establishes recognition of the matter as a mark for the goods. See TMEP
section 1202.04(d).

In the alternative, the applicant may attempt to overcome the refusal by showing that the proposed mark is
an indicator of secondary source or sponsorship for the identified goods. That is, the applicant may submit
evidence showing that the proposed mark would be recognized as a trademark or service mark through the
applicant's use of the proposed mark with goods or services other than those identified here. The applicant
must establish that, as a result of this use on other goods or services, the public would recognize the
applicant as the secondary source or sponsor of the identified goods. See TMEP section 1202.04(c).

Furthermore, the cxamining attorney will reconsider this refusal if the applicant provides a substitute
specimen showing use of the mark in such a way that it would be recognized as a trademark. The
applicant must verify, with an affidavit or a declaration under 37 C.F.R. Section 2.20, that the substitute
specimen was in use in commerce at least as early as the filing date of the application. 37 C.F.R. Section



2.59(a); TMEP section 905.10.

The statement supporting use of the substitute specimen must read as follows:

The substitute specimen was in use in commerce at least as early as the filing date of the application.
The applicant must sign this statement either in affidavit form or with a declaration under 37 C.F.R.

Section 2.20. See below for a properly worded declaration under 37 C.F R. Section 2.20.

SUBSTITUTING A BASIS

If the applicant cannot comply with the requirement for a specimen of use for the Section 1(a) basis
asserted, the applicant may substitute a different basis for filing if the applicant can meet the requirements
for the new basis.

In this case, the applicant may wish to amend the application to assert a Section 1(b) basis.
To base the application on a bona fide intention to use the mark in commerce, the applicant must submit
the following statement:

The applicant has had a bona fide intention to use the mark in commerce on or in
connection with the goods or services listed in the application since the filing date of the
application.

This statement must be must be verified, i.e., supported either by an affidavit or by a declaration under 37
C.F.R. Sections 2.20 and 2.33. Trademark Act Section 1(b), 15 U.S.C. Section 1051(b); 37 C.F.R. Section
2.34(a)(2)(i).

The following is a properly worded declaration under 37 C.F.R. Section 2.20. At the end of the respouse,
the applicant should insert the declaration signed by the applicant.

The undersigned, being hereby wammed that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statements may jeopardize
the validity of the application or any resulting registration, declares that the facts set forth in this
application are true; all statements made of his/her own knowledge are true; and all statements made on
information and belief are believed to be true.

{Signature)

(Print or Type Name and Position)

(Date)

Bridgett Smith

/Bridgett G. Smith/

Trademark Examining Attorney
Law Officc 115









*¥¥ User:bsmith4 ***

#  Total Dead Live Live Status/ Search

Marks Marks  Viewed  Viewed Search

Docs Images Duration

01 21729 N/A 0 0 0:02 *rel*[bi,ti]
02 18361 N/A 0 0 0:03 *re{"ea"}1*[bi,t]
03 2645 N/A 0 0 0:01 *dad*[bi,ti]
04 237953 N/A 0 0 0:05 *w{v:2}r¥*{biti]
05 37002 N/A 0 0 0:08 *or$n§{"gj"} *[bi,ti]
06 9524 N/A 0 0 0:02 *whiv:2}r*[bi,ti]
07 34 13 21 15 0:01 (12)and 3
08 6066 N/A 0 0 0:01 (1 2)and (4 6)
09 173 86 87 58 0:01 (1 2) and (6)
10 12501 N/A 0 0:02 *we{v:2}r¥[bi,t]
11 45227 N/A 0 0 0:01 *wer*[bi,ti]
12 567 N/A 0 0 0:01 (12)and (10 11)
13 271 140 127 78 0:02 12 and 025[cc]
14 566 N/A 0 0 0:01 (12)yand5
15 170 N/A 0 0 0:02 14 and 025[cc]
16 152 52 100 84 0:01 15not 13
17 368 N/A 0 0 0:01 3and (4 6)
18 1316118 N/A 0 0 0:02 17and 025[cc]
19 108 44 64 54 0:02 17 and 025[cc]
20 196 35 161 151 0:01 3and 5
21 135 50 85 74 0:01 6and 5
22 680 N/A 0 0 0:01 (1011)and 5
23 211 68 84 79 0:02 22 and 025[cc]
24 2018 N/A 0 0 0:01 *orand {"gj"} *[bi,ti]
25 2018 N/A 0 0 0:01 5 and 24
26 3 1 I 0 0:01 6 and 24
27 123 57 66 41 0:01 4 and 24
28 4315 N/A 0 0 0:01 mom*[bi,ti]
29 7362 N/A 0 0 0:01 *mom*[bi,ti] *mother*{bi,ti]
30 442159 N/A 0 0 0:01 *ma*[bi,ti]
31 1688 N/A 0 0 0:02 (12)and 39
32 68 26 42 28 0:01 (12)and 29
33 4086 N/A 0 0 0:01 (12)and 30
34 1362 N/A 0 0 0:03 33 and "025"[cc]
35 315 162 153 125 0:02 33 and ("025"{ic] or a[ic] or blic] or 200]ic])
36 2655 N/A 0 0 0:01 *mam* [biti]
37 11 7 4 2 0:01 (1 2) and 36[bi,ti]
38 26551 N/A 0 0 0:01 *malbi,ti]
39 11 7 4 2 0:01 (1 2)and 36
40 148 76 72 54 0:01 (12)and 38
41 279 106 173 153 0:01 29 and (510 11)
42 836 N/A 0 0 0:01 (3638)and (510 11)

43 251 77 174 153 0:02 42 and "025"[cc]
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PTO Form 1478 (Rev 9/2008)
OMB No. 0651-0009 (Exp 09/30/2008)

Trademark/Service Mark Application, Principal Register
TEAS Plus Application

Serial Number: 77228818
Filing Date: (07/13/2007

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

Inpm p,dd - Emered _—
TEASPlus YES -

MARK INFORMATION

*MARK REAL GRANDPARENTS WEAR ORANGE
;STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT REAL GRANDPARENTS WEAR ORANGE
R sTATEMTAT e e
wAPPLICAN T INFORMATION

*OWNER OF MARK Syracuse University

*STREET 303 University Place

| *CITY Syracuse

:seTuniTrSd for U.S. applicants) New York

*COUNTRY United States

(Resured for U, splcans nly) 13244-2020

AUTHORIZED TO COMMUNICATE VIA No

EMAIL

LEGAL ENTITY INFORMATION

*TYPE EDUCATIONAL INSTITUTION















TEAS Stamp: USPTO/FTK-208.69.85.18-20070713091815430
436-77228818-370c7cda2f7ce63ce359d02fcce
bb12069-DA-3914-20070713091622202268
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