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Filing date: 07/20/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name BRITISH AMERICAN TOBACCO ITALIA S.P.A.
Entity Corporation Citizenship Italy
Address Via Amsterdam, 147
Rome, 00144
ITALY
Attorney Paolo A. Strino
information Lucas & Mercanti LLP

475 Park Avenue South

New York, NY 10016

UNITED STATES

info@Imiplaw.com Phone:(212) 661 8000

Applicant Information

Application No 77929917 Publication date 06/22/2010
Opposition Filing 07/20/2010 Opposition 07/22/2010
Date Period Ends

Applicants Casey, Robert A.

52 Woodview Drive
Howell, NJ 07731
UNITED STATES

Johal, Ajmar S.

28 Frederick Street
Carteret, NJ 07008
UNITED STATES

Goods/Services Affected by Opposition

Class 034.
All goods and services in the class are opposed, namely: Cigarettes

Grounds for Opposition

False suggestion of a connection Trademark Act section 2(a)
Dilution Trademark Act section 43(c)
Other See enclosed pleading. Grounds for Opposition

include lack of bona fide intent to use the mark in
U.S. commerce at the time of the application.
Opposer also intends to rely on Article 6bis of the
Paris Convention and on Article 16(2) of the
WTO Agreement on Trade-Related Aspects of
Intellectual Property Rights (TRIPS).



http://estta.uspto.gov

Marks Cited by Opposer as Basis for Opposition

U.S. Application 85081592 Application Date 07/09/2010

No.

Registration Date | NONE Foreign Priority 05/25/2010
Date

Word Mark MS

Design Mark

Description of NONE

Mark

Goods/Services Class 034. First use:
Tobacco; matches

U.S. Application 85081713 Application Date 07/09/2010

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark MS MESSIS SUMMA

Design Mark

3

Description of The mark consists of the literal element MS displayed using a serif font type.
Mark Behind the word MS, there is a wavy stripe. The stylized head of lion appears in
front of the stripe, atop the expression MESSIS SUMMA in small size. The lining
in the wavy stripe is for shading purposes and does not indicate a particular
color.

Goods/Services Class 034. First use:
Tobacco; matches

Attachments 85081592#TMSN.jpeg ( 1 page )( bytes)
85081713#TMSN.jpeg ( 1 page )( bytes)
1036-TM-OPP Not of Off bw.pdf ( 67 pages )(7791106 bytes )




Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /PAS/
Name Paolo A. Strino
Date 07/20/2010




i HEREBY CERTIFY THAT THIS CORRESPONDENCE IS BEING
TRANSMITTED ELECTRONICALLY TO THE COMMISSIONER
FOR TRADEMARKS http://estta.uspto.gov/filing-type.jsp

By: ?CL({ o Vé«%}v\m_ o
Date: ,viu P,odf Z/Oi' ‘Z/O’f/to

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Serial No.: 77/929,917
Mark: MS. MENTHOL
Published in the Official Gazette on June 22, 2010

_____________________________________________________ X
BRITISH AMERICAN
TOBACCO ITALIA S.P.A.

Opposer,

V. : Opposition No.

Mr. Ajmar S. Johal, :
and :
Mr. Robert A. Casey, :

Applicants.
_____________________________________________________ x

NOTICE OF OPPOSITION

Honorable Commissioner for Trademarks
Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

In the matter of Trademark Application Serial No. 77/929,917 for the mark MS.
MENTHOL filed on February 7, 2010 and published for opposition in the Official Gazette on
June 22, 2010:

BRITISH AMERICAN TOBACCO ITALIA S.P.A., a corporation organized under the

laws of Italy and having address at Via Amsterdam, 147 Roma, Italy, 00144 (hereinafter
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"Opposer"”) believes that it will be damaged by the registration of the mark shown in the above-
identified application, and hereby opposes the same.The grounds for opposition are as follows:
COUNT I

1. For many years, Opposer has been continuously engaged, by itself, its
predecessors and affiliated companies, in the manufacture and sale of tobacco products including
cigarettes. Since at least as early as 1970, Opposer has used the trademark MS in Europe, in
connection with the sale and distribution of cigarettes and other tobacco products. The MS
trademark is one of the most recognized Italian cigarette brands. It is famous internationaily and
the goods associated with the mark MS enjoy a global reputation for their quality. This
reputation extends to the the United States.

2. Opposer has filed the following applications to register the trademark MS in the

United States:

Mark Application Serial No. Goods Basis

MS Appl. No. 85/081,592 Tobacco; matches  §44(d)

MS MESSIS SUMMA and  Appl. No. 85/081,713 Tobacco; matches  §44(e)
Design

3. The mentioned applications are valid and subsisting. A copy of the pertinent
information from the USPTO database about such applications is attached as Exhibit 1.

4. On February 7, 2010, Mr. Ajmar S. Johal and Mr. Robert A. Casey, both citizens
of the United States of America, having address respectively at 28 Frederick Sireet Carteret, NJ,
USA 07008 and 52 Woodview Drive Howell NJ, USA 07731 (collectively “Applicants™), filed
an application seeking to register the trademark MS. MENTHOL, for cigarettes in class 34, as

evidenced by the publication of said mark in the Official Gazette on June 22, 2010. The
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application Is based on Section 1(b) of the Trademark Act and alleges intent to use in U.S.

commerce. See Exhibit 2.

5. If registered, Applicants’ mark MS. MENTHOL will present a bar to registration
of Opposer’s marks under Section 2(d) of the Trademark Act.

6. Upon information and belief, Applicanis have not yet used the proposed mark in
U.S. commerce.

7. Upon information and belief, Applicants are not engaged in the manufacture of
cigarettes or tobacco products, nor do they intend to be engaged in the manufacture of cigarettes
or tobacco products.

8. Upon information and belief, Applicants lacked the bona fide intent to use the
mark in U.S. commerce, at the time the application was filed.

COUNT I

9. Opposer repeats and realleges the allegations set forth in paragraphs 1 through 8
as though set forth herein.

10.  Applicants are seeking registration for the mark MS. MENTHOL in the same
class and in connection with similar and related goods, i.e. cigarettes, as Opposer’s marks MS
and MS MESSIS SUMMA and Design. It is clear that the consumers encountering these
products under their respective marks are likely to assume that they originate at the same source,
or that there is some association between their sources. In fact, Applicants’ proposed mark is
similar to Opposer’s trademarks in sound, appearance, meaning, and commercial impression. It
contains the identical word MS, followed by the descriptive term MENTHOL, which is
commonly used in the relevant industry to designaie mint-flavored tobacco products.

Additionally, Applicants have voluntarily disclaimed the word MENTHOL, therefore admitting
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against their interest that such term is descriptive of the covered products, generic or otherwise
unregistrable. As a result, the word MS. is the only portion of the mark MS. MENTHOL to
which Applicants have made a claim of exclusive use.

11.  Although Opposer has not directly used the trademark MS in the United States,
recognition for this mark is sufficiently widespread in the United States as to create an
association of the trademarks MS with Opposer’s tobacco products. Accordingly, Opposer’s
mark has achteved the status of “famous” mark within the meaning of Section 43(c) of the
Trademark Act, even though Opposer has to date not directly made its products available in the
United States under the trademark MS.

12.  Opposer has made substantial investments in the advertising and promotion of its
MS brand on an international scale. For many years, Opposer has sponsored major international
sporting events, especially car and motorcycle racing competitions. The trademark MS has been
displayed prominently during official sporting competitions of the Formula 1 and the MotoGP
circuits. Millions of viewers across the world follow such events, including from within the
United States. For example, the trademark MS has been associated to international racing
superstars such as McWilliams, Haga, Melandri, Poggiali, Harada and Locatelli. See Exhibit 3.
At least once did Mr. Poggiali, Mr. Melandri, and Mr. Harada win the world championship. For
many years, various U.S. television channels, including ESPN, SPEED and others have televised
or reported on such events. The mark MS is so widely recognized in Europe, especially in Italy,
that virtually any U.S. cigarette smoker who has traveled overseas recognizes it. In addition,
many online cigarette stores deliver Opposer’s MS cigarettes to U.S. customers. In other words,

MS cigarettes continue to be available to the U.S. consuming public through certain
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unauthorized websites. This is as a result of the widespread recognition of MS cigarettes in the
United States. See Exhibit 4.

13.  Opposer will suffer great damage and irreparable harm if Applicants are allowed
to use and register the trademark MS. MENTHOL in connection with cigarettes. Applicants” use
and registration of such mark will likely cause dilution by blurring or dilution by tarnishment of
Opposer’s unique MS trademark, in violation of Section 43(c) of the Trademark Act, 15 U.S.C. §
1125(c).

14, Opposer also relies on Article 6bis of the Paris Convention and Article 16(2) of
the WTO Agreement on Trade-Related Aspects of Intellectualy Property Rights (TRIPS) in
further support of this Notice of Opposition.

COUNT HI

15.  Opposer repeats and realleges the allegations set forth in paragraphs 1 through 14
as though set forth herein.

16.  Applicants’ mark resembles so closely Opposer’s MS trademark that it falsely
suggests a connection with Opposer in violation of Section 2(a) of the Trademark Act. In fact,
the mark MS points uniquely to Opposer because it is an abbreviation of the original owner of
the MS trademark, 1.e. “Monopoli di Stato”. When it was created in 1970, Monopoli di Stato
intended the mark MS to be its acronym. For this reason, applicants’ mark may be viewed as an
approximation of the original owner’s name. The mark MS is recognized as such since it points
unmistakably to the Monopoli di Stato, and consequently to Opposer, which is the exclusive
assignee of the mark MS. Opposer is not connected with the goods sold by the defendant under
the mark MS. MENTHOL.. Nonetheless, the name and identity associated with the mark MS is of

such fame and reputation that the relevant consumers will presume a connection with Opposer.
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For these reasons, the mark MS. MENTHOL falsely suggests a connection with Opposer in
violation of Section 2(a) of the Trademark Act.

WHEREFORE, Opposer prays that registration of the {rademark MS. MENTHOL in
Application Ser. No. 77/929,917 be refused and that this opposition be sustained.

A fee in the amount of $300 as required by 37 CFR §2.6(a)(17) has been submitted
electronically. The Commissioner is authorized to draw on the Deposit Account of Lucas &
Mercanti LLP, Account No. 02/2275, with reference to file 0129.1036-TM-OPP , if the
accompanying fee is insufficient or inadvertently omitted.

Please recognize as attorneys for Opposer, in this proceeding, Paclo A. Strino and Michael

N. Mercanti of LUCAS & MERCANTI LLP, 475 Park Avenue South, New York, New York,

10016.

Respectfully Submitted,

Dated: July 20, 2010 By: ?e,(eh MM o

Paolo A, Strino

Michael N. Mercanti
LUCAS & MERCANTI LLP
475 Park Avenue South

New York, NY 10016

(212) 661-8000
info@lmiplaw.com

ATTORNEYS FOR OPPOSER
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CERTIFICATE OQF SERVICE

I hereby certify that a true and complete copy of the foregoing NOTICE OF
OPPOSITION, including any exhibits thereof, has been served on Applicants, by mailing said
copy on July 20, 2010, via First Class Mail, postage prepaid to Applicants’ addresses or record at

28 Frederick Street Carteret, NJ, USA 07008 and 52 Woodview Drive Howell NJ, USA 07731.

A

Paolo A. Strino

LUCAS & MERCANTILLP
475 Park Avenue South

New York, NY 10016

(212) 661-8000
info@lmiplaw.com
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Notice of Opposition against Appl. Ser. No. 77/929,917
BRITISH AMERICAN TOBACCO ITALIASP.A. v.
Mr. Ajmar S. Johal and Mr. Robert A. Casey

EXHIBIT 1



Latest Status Info http://tarr.uspto.gov/servlet/tarr regser=serial &entry=85081592

Thank you for your request. Here are the latest results from the TARR web servey.
This page was generated by the TARR system on 2010-07-19 16:48:44 E'T

Serial Number: 85081592 Assienment Information Trademark Document Retrieval

Registration Number: (NOT AVAILABLE)

Mark

MS

(words only): MS

Standard Character claim: Yes

Current Status: Newly filed application, not vet assigned to an examining attorney.
Date of Status: 2010-07-14

Filing Date: 2010-07-09

Transformed into a National Application: No

Registration Date: (DATE NOT AVAILABLE)

Register: Principal

Law Office Assigned: (NOT AVAILABLE)

Ifyou are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademaricAssistanceCenter@usnio, gov

Current Location: 042 -New Application Processing

Date In Location: 2010-07-14

LAST APPLICANT(S)/OWNER(S) OF RECORD

I. BRITISH AMERICAN TOBACCO ITALIA S.P.A.

1of3 7/19/2010 4:48 PM



Latest Status Info hitp://tarr.uspio.gov/servlet/tarrregser=serial &entry=8508 1592

Address:

BRITISH AMERICAN TOBACCG ITALIA S P A,
Via Amsterdam. 147

Roma 00144

lialy

Legal Entity Type: societa per azioni (spa)

State or Country Where Organized: l1aly

GOODS AND/OR SERVICES

International Class: 034

Class Status: Active

Tobacco; matches

Basis: 44{d}

First Use Date: (DATE NOT AVAILABLE)

First Use in Commerce Date: (DATE NGT AVAILABLE)

ADDITIONAL INFORMATION

Foreign Application Number: RM2010C04347
Country: [taly
Foreign Filing Date: 2010-05-25

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document
Retrieval” shown near the top of this page.

2010-07-14 - New Application Office Supplied Data Entered In Tram

2010-07-13 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Paclo A. Strino

Correspondent

PAOLO A, STRINO

LUCAS & MERCANTI, LLP
475 PARK AVE SFL 15

20of3 7/19/2010 4:48 PM



Latest Status Info

NEW YOREK, NY 10016-6901
Phone Number: 212-661-8000
Fax Number: 212-661-8002

hitp://tarr.uspte. gov/servlettarr regser=serial &entry=8508 1 592

7/19/2010 4:48 PM



Trademark/Service Mark Application, Principal Register

Serial Number: 85081592
Filing Date: 07/09/2010

Tg bI bel

SERIAL NUMBER

t t dt

MARK INF ORMATION

-1 85081592

MARK -

STANDARD CHARACTERS

o YES

USPTO—GENERATED IMAGE =~

YES

LITERAL ELEMENT

MARK STATEMENT

| The mark consists of standard characters,
“ -1 without claim to any particular font, style,
.1 size, or color.

REGISTER

| Principal

APPLICANT INFORMATION -

*OWNER OF MARK

" I BRITISH AMERICAN TOBACCO ITALIA
ISPA.

“STREET

1 Via Amsterdam, 147

*CITY -

7.7 Roma

w'CO'vNTRY } _

=”ZIP/POSTAL C{)DE R
(Reqmred for U S. '1ppl|cants enly)

00144

LEGAL ENTITY INF ORMATION

TYPE

o :-. | societa per azioni (spa)

STATE/COUN TRY WHERE LEGALLY
ORGANIZED

i ':: Italy

GOODS AND/OR SERVICE_S_-AND:']BASIS

INFORMATION |

INTERNATIONAL CLASS

034




*IDENTIFICATION -

. i Tobacco; matches

FILING BASIS -

| SECTION 44(d)

" FOREIGN APP'L'ICATiON'NUM.BERi S

. RM2010C003472

" FOREIGN AI’PLiCATION -
COUNTRY :

o Taly

- FOREIGN FILiNGDATE:_ SERETE

052502010

ATTORNEY INFORMATION

NAME

"I Paolo A. Strino

ATTORNEY DOCKET NUMBER

1 0129-TM-37

FIRM NAME

L " LUCAS & MERCANTL, LLP

INTERNAL ADDRESS

1 15th Floor

STREET

475 Park Avenue South

CITY

I New York

STATE

o New York

COUNTRY

"1 United States

| ZIP/POSTAL CODE ~ -~ .

10016

PHONE

o 1212:661-8000

FAX

1 212:661-8002

EMAIL ADDRESS

= info@!lmiplaw.com

AUTHORIZED TO COMMUNICATE ViA EMAIL

Yes

OTHER APPOINTED ATTORNEY - - -

| . Michael N. Mercanti; Donald C. Lucas

CORRESPONDENCE INFORMATION

NAME

E Paolo A. Strino

FI_RM NAME

-+ [LUCAS & MERCANTL, LLP

INTERNAL ADDRESS *

" 15th Floor

STREET,

.'.:'; 475 Park Avenue South

ary

Ty :-:; New York

STATE

o ":..: New York

COUNTRY

o8 .1 United States




ZIP/POSTAL CODE

110016

1 212-661-8000

FAX L 1212:661-8002
E_MAIL ADDRESS ERDENEES R ' '-_3_:5 info@lniplaw.com
AUTHORIZED TO COMMUNICATEV{AEMAIL Yes
FEEINFORMATION
NUMBER OIF 'CLASSES_. R 1
FE.E.P_ERCLASS ERRCEESC s
TOTALFERDUE P
“TOTAL FEE PAID Y
SIGNATURE INFORMATION

~ . pas/

SIGNATURE

| SIGNATORY'S NAME i Paolo A. Strino

SIGNATORY'S POSITION | ] Attorney for Applicant

4 07/09/2010

DATE SIGNED

Trademark/Service Mark Application, Principal Register

Serial Number: 85081592
Filing Date: 07/09/2010

To the Commissioner for Trademarks:

MARK: MS (Standard Characters, see mark)
The literal element of the mark consists of MS.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, BRITISH AMERICAN TOBACCO ITALIA S.P.A., a societa per azioni (spa) legally
organized under the laws of Ttaly, having an address of
Via Amsterdam, 147



Roma 00144

Italy
requests registration of the trademark/service mark identified above in the United States Patent and

Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

International Class 034: Tobacco; matches

Priority based on foreign filing: Applicant has a bona fide intention to use the mark in commerce on or in
connection with the identified goods and/or services and asserts a claim of priority based on Ttaly
application number RM2010C003472, filed 05/25/2010. 15 U.S.C. Section 1126(d), as amended.

The applicant hereby appoints Paolo A. Strino and Michael N. Mercanti; Donald C. Lucas of LUCAS &
MERCANTI, LLP

15th Floor

475 Park Avenue South

New York, New York 10016

United States
to submit this application on behalf of the applicant. The attorney docket/reference number is 0129-TM-
37.
Correspondence Information: Paolo A. Strino

LUCAS & MERCANTI, LLP

[ 5th Floor
475 Park Avenue South

New York, New York 10016
212-661-8000(phone)
212-661-8002(fax)
info@lmiplaw.com (authorized)

A fee payment in the amount of $325 has been submitted with the application, representing payment for 1
class{es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in comunerce, either in the identical form thereof or in such near resemblance thereto as to



be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /PAS/ Date Signed: 07/09/2010
Signatory's Name: Paolo A. Strino
Signatory's Position: Attorney for Applicant

RAM Sale Number: 2771
RAM Accounting Date: 07/12/2010

Serial Number: 85081592

Internet Transmission Date: Fri Jul 09 16:34:33 EDT 2010
TEAS Stamp: USPTO/BAS-64.61.9.26-2010070916343324024
3-85081592-460ec78495443629a11£2bcbea765
Ta3thf-CC-2771-20100709162949857497






Latest Status Info http://tarr.uspto.gov/serviet/tarrIregser=serial &entry=8508 1713

Thank you for your request, Here are the latest results from the TARR web server.
This page was generated by the TARR system on 2610-07-19 16:47:38ET

Serial Number: 85081713 Assiegnment Information Trademark Document Retrieval

Registration Number: (NOT AVAILABLE)

Mark

{(words only): MS MESSIS SUMMA

Standard Character claim: No

Current Status: Newly filed application. not vet assigned to an examining attorney.
Date of Status: 2010-07-14

Filing Date: 2010-07-09

Transformed into a National Application: No

Registration Date: (DATE NOT AVAILABLE)

Register: Principal

Law Office Assigned: (NOT AVAILABLL)

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.sov

Current Location: 042 -New Application Processing

Date In Location: 2010-07-14

LAST APPLICANT(SYYOWNER(S) OF RECORD

1. BRITISH AMERICAN TOBACCO ITALIA SP.A.

1 of3 1/19/2010 4:47 PM



Latest Status Info

2of3

http://tarr.uspto.gov/servlettarrfregser=serial &entry=85081713

Address;

BRITISH AMERICAN TOBACCO ITALIA S.P.A.
Via Amsterdam, 147

Roma 00144

italy

Legal Entity Type: societa per azioni {spa)

State or Country Where Organized: [taly

GOODS AND/OR SERVICES

International Class: 034

Class Status: Active

Tobacco: matches

Basis: 44(¢)

First Use Date: (DATE NOT AVAILABLE)

First Use in Commerce Date: (DATE NOT AVAILABLE)

ADDITIONAL INFORMATION

Color(s) Claimed: {olor is not claimed as a feature of the mark.

Description of Mark: The mark consists of the literal element MS displayed using a serif font tvpe.
Behind the word MS, there is a wavy stripe. The stylized head of lion appears in front of the stripe, atop
the expression MESSIS SUMMA in small size. The lining in the wavy stripe is for shading purposes and
does not indicate a particular color,

Translation: The English transiation of MESSIS SUMMA in the mark is HIGHEST CROP.

Design Search Code(s):

83.01.01 - Lions

§3.01.16 - Heads of cats. dogs, wolves, foxes, bears, lons, tigers

24.09.07 - Advertising. banners; Banners

20.11.21 - Rectangles that are completely or partially shaded

26.11.25 - Rectangles with one or more curved sides

26.17.0F - Bands, straight; Bars, straight; Lines, straight; Straight line(s}. band(s) or bar(s)

26.17.05 - Bands, horizontal; Bars, horizontal; Horizontal line(s). band(s) or bar(s); Lines. horizontal

Foreign Registration Number: 0604152625
Foreign Registration Date: 2006-01-25
Country: Erpn Cmnty TM Ofc

Foreign Expiration Date: 2014-11-30

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

7192010 4:47 PM



Latest Status Info

PROSECUTION HISTORY

http://tarr uspto.gov/serviet/tarr fregser=serial &entry=8508 1715

NOTE: To view any document referenced below, click on the link to "Trademark Document

Retrieval' shown near the top of this page.
2010-07-15 - Notice Of Design Search Code Mailed
2010-07-14 - New Application Oftice Supplied Data Entered In Tram

2010-07-13 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Paolo A, Strino

Correspondent

PAOLO A, STRING

LUCAS & MERCANTI, LLP
475 PARK AVE STL 15
NEW YORK. NY 16016-6901]
Phone Mumber: 212-661-8000
Fax Number: 212-661-8002

7/19/2010 4:47 PM



Trademark/Service Mark Application, Principal Register

Serial Number: 85681713
Filing Date: 07/09/2010

SERIAL

The tablebeiow resents the data as entered

NUMBER 85081713

MARK INFORMATION : . PRI : -

“MARK - \\TICRS\EXPORTH\IMAGEOUT 11\850\817\85081713\xmli\

S L APPO002.JPG

SPECIAL FORM | YES

USPTO-

GENERATED NO

IMAGE

LITERAL I

ELEMENT MS MESSIS SUMMA

COLORMARK | NO

*DESCRIPTION  Ihe mark consists of the literal element MS displayed using a serif font type.
OF THE MARK Behind the word MS, there 1s a wavy stripe. The stylized head of lion appears
(and Color in front of the stripe, atop the expression MESSIS SUMMA in small size. The
Location, if lining in the wavy stripe is for shading purposes and does not indicate a
applicable) particular color.

PIXEL COUNT

ACCEPTABLE YES

PIXEL COUNT - | 438 x 682

REGISTER ~  Principal

R OF BRITISH AMERICAN TOBACCO ITALIA S.P.A,

*STREET Via Amsterdam, 147

“CITY Roma

*COUNTRY Italy




*ZIP/POSTAL
CODE
(Required for U.S.
applicants only)

00144

TYPE societa per azioni (spa)
STATE/COUNTRY

WHERE

LEGALLY ltaly

ORGANIZED

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL

CLASS

034

*

IDENTIFICATION

Tobacco; matches

FILING BASIS

SECTION 44(e)

.- FOREIGN -
REGISTRATION
_'NUMBER =

004152625

* FOREIGN -
REGISTRATION
COUNTRY

European Community

FOREIGN
REGISTRATION
DATE

01/25/2006

FOREIGN
REGISTRATION

EXPIRATION
DATE

11/30/2014

DATE
FOREIGN
REGISTRATION

RENEWED

(if applicable)

11/30/2014

FOREIGN REGISTRATION FILENAME(S)

ORIGINAL

PR RILE | TeE0A61926-164515212 . 004152625 pdf
~ CONVERTED -
PDF FILE(S) WTICRS\EXPORT1 NIMAGEQUT1 1\850\8 17850817 13\xm1 1NAPP0003.JPG

(2 pages)

WTICRS\EXPORTI INMAGEOGUT1 IN8SM817A85081713\xmINAPP0004.JPG




STANDARD
CHARACTERS
OR

EQUIVALENT

NO

ADDITIONAL STATEMENTS SECTION

. The English translation of MESSIS SUMMA in the mark is HIGHEST

TRA]:‘JS}IJATION : CROP.

ATTORNEY INFORMATION o _' R Sl
NAME . Paolo A. Strino

ATTORNEY

DOCKET 0129.TM-38

NUMBER

FIRMNAME ~ LUCAS & MERCANTL, LLP
INTERNAL 15th Floor

ADDRESS |

STREET 475 Park Avenue South

CITY New York

STATE New York
| COUNTRY United States
o

PHONE. - | 212-661-8000

FAX . 212-661-8002

EMAIL ADDRESS | info@hmiplaw.com

AUTHORIZED TO
COMMUNICATE | Yes

VIA EMAIL

OTHER
APPOINTED Michael N, Mercanti; Donald C. Lucas
ATTORNEY

CORRESPONDENCE INFORMATION

NAME Paolo A. Strino
FIRM NAME LUCAS & MERCANTI, LLP
INTERNAL

ADDRESS | 15th Floor




STREET 475 Park Avenue South
CITY New York |
ST.ATE_ New York

COUNTRY United States
LPPOSTAL 10016

PHONE 212-661-8000

FAX 212-661-8002

EMAIL ADDRESS info@lmiplaw.com

AUTHORIZED TG

COMMUNICATE - | Yes
VIA EMAIL
FEEINFORMATION
NUMBER OF .
CLASSES
FEE PER CLASS 325
*T{)TA_L FEE DUE | 325
SIGNATURE INFORMATION
SIGNATURE /PAS/

SIGNATORY'S
NAME

Paclo A. Strino

SIGNATORY'S -
POSITION =

Attorney for Applicant

DATE SIGNED

07/09/2010

Trademark/Service Mark Application, Principal Register




Serial Number: 85081713
Filing Date: 07/09/2610

To the Commissioner for Trademarks:
MARK: MS MESSIS SUMMA (stylized and/or with design, see mark)

The literal element of the mark consists of MS MESSIS SUMMA.
The mark consists of the literal element MS displayed using a serif font type. Behind the word MS, there
is a wavy stripe. The stylized head of lion appears in front of the stripe, atop the expression MESSIS
SUMMA in small size. The lining in the wavy stripe is for shading purposes and does not indicate a
particular color.
The applicant, BRITISH AMERICAN TOBACCO ITALIA S.P.A., a societa per azioni (spa) legally
organized under the laws of ltaly, having an address of

Via Amsterdam, 147

Roma 00144

Italy
requests registration of the trademark/service mark identified above in the United States Patent and

Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

International Class 034: Tobacco; matches
Based on Foreign Registration: Applicant has a bona fide intention to use the mark in commerce on or in
connection with the identified goods and/or services, and submits a copy of European Community
registration number 004152625, registered 01/25/2006 with a renewal date of 11/30/2014 and an
expiration date of 11/30/2014, and translation thereof, if appropriate. 15 U. 8.C. Section 1126(e), as

amended.

Original PDF file:

reg-6461926-164815212 . 004152625.pdf
Converted PDF file(s) (2 pages)

Foreign Registration-|

Foreign Registration-2

The English translation of MESSIS SUMMA in the mark is HIGHEST CROP.

The applicant hereby appoints Paolo A. Strino and Michael N. Mercanti; Donald C. Lucas of LUCAS &
MERCANTI, LLP

15th Floor
475 Park Avenue South
New York, New York 10016
United States
to submit this application on behalf of the applicant. The attorney docket/reference number is 0129.TM-

38.



Correspondence Information: Paolo A. Strino
LUCAS & MERCANTL LLP

1 5th Floor
475 Park Avenue South

New York, New York 10016
212-661-8000(phone)
212-661-8002(fax)
info@lmiplaw.com (authorized)

A fee payment in the amount of $325 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she 1s
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 UJ.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive, and that all statements made of his’her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /PAS/ Date Signed: 07/09/2010
Signatory's Name: Paolo A. Strino
Signatory's Position: Attorney for Applicant

RAM Saie Number: 3910
RAM Accounting Date: 07/12/2010

Serial Number: 85081713

Internet Transmission Date: Fri Jul 09 17:48:11 EDT 2010
TEAS Stamp: USPTO/BAS-64.61.9.26-2010070917481157567
5-85081713-460d42fd14baaa%8112f796ba97a9
fdefdb-CC-3910-20100709164815212234
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UAME — UFFICIO PER LARMONIZZAZIONE NEL MERCATO INTERNG
MARCHI, DISEGN] & MODELLS

OHIM — OFFICE FOR HARMONIZATION IN THE INTERNAL MARKET
TRADE MARKS AN DESIGNS

Tabaka; smék&Sanas piederumi; sérkocini.

710 004152625
Y

220 30/11/2004
400 14/07/2005 T?bakas; rikandiyjy, relkmenys; degtukal.
HU - 34
187 25/01/2006 Dohény; dohanyéru; gyufak.
450 27/02/2006 RBE - 34
Tabakk; antikli ghal min ipejjep; sulfarini.
186 3071172014 HE - 34
546 Tabak; artikelen voor rokers; lucifers,
RE - 34
i Tyten; artykuly dla palaczy; zapalki.
: PE - 34
Tabacp; artigos para fumadores; fésfores,
BK - 34
Tabak; faiCiarske potreby, zapalky.
SL - 324
Tobak; potrebidine za kadiice; viigalice.
EL - 34
Tupakka; lupskeintivilineet; tulitikut.
8Y - 34

Tobak; artiklar for rékare; tindstickor.

531 03.01. 04
03.081.186
25.12 .03

732  BRITISH AMERICAN TOBACCO ITALIA 5.FA.
Via Cristofore Colombo, 115
00147 Roma
T .

740 JACOBAUCE & PARTNERS S.PA.
Corso Emilia, B
10152 Torino
IT

270 ITEN
511 E§ - 34
Tabaco; articulos para fumadores; ceriilas.
€S - 34
Tabak, kurdcké potraby; zépalky.
DA - 34
Tobak; artikier for rygere; tasndstikker.

BE - 34

Tabak; Raucherariikel; Streichhélzer.
El - 34
Tubakas; {coted suitsetajatels; tkud.
El - 34
Kamveg £iBn yid XQmwoTES: OTTipTa.
EH - 34
Tobacco; smokers' articles; matches,

ER - 34
Tabac; articles pour fumeurs; allumettes.

T acer: arlicoli per fumatori; fiammiferd,
B - 34



Notice of Opposition against Appl. Ser. No, 77/929,917
BRITISH AMERICAN TOBACCO ITALIA S.P.A, v.
Mr. Ajmar S. Johal and Mr. Robert A. Casey

EXHIBIT 2



Trademark Electronic Search System (TESS) http://tess2.uspto.gov/bin/showfield?f=doc&state=4004:fgb7d4.2.1

Hom de e

Trademarks > Trademark Elctromc Search System (TESS)

TESS was fast updated on Sat Jul 17 03:56:11 EDT 2010

) 0 | :
" Logout : Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

{ Use the "Back” button of the Internet

Browser to return fo TESS)

Ms. Menthol

Word Mark MS. MENTHOL

Goods and Services IC 034. US 002 008 009 017. G & S: Cigarettes

Standard Characters

Claimed

Mark Drawing Code (4) STANDARD CHARACTER MARK

Serial Number 77929917

Filing Date February 7, 2010

Current Filing Basis 1B

Original Filing Basis 1B

Published for Opposition June 22, 2010

Owner (APPLICANT) Johal, Ajmar S. INDIVIDUAL UNITED STATES 28 Frederick Street Carteret
NEW JERSEY 07008 \
{APPLICANT) Casey, Robert A. INDIVIDUAL UNITED STATES 52 Woocdview Drive Howell
NEW JERSEY 07731

Disclaimer NO CLAIM 1S MADE TO THE EXCLUSIVE RIGHT TO USE "MENTHOL" APART FROM
THE MARK AS SHOWN

Type of Mark TRADEMARK

Register PRINCIPAL

Live/Dead Indicator LIVE

{ HOME | SITE INDEX] :SEARCH | eBUSINESS [ HELP | PRIVACY POLICY " - -

lof2 7/20/2010 11:02 AM



Trademark Electronic Search System (TESS) http://tess2.uspto.gov/bin/showfield?f=doc&state=4004:fgb7d4.2. 1

2of2 772072010 11:02 AM



Latest Status Info

1 of 3

Thank you for your request. Here are the Iatest results from the TARR web server.

This page was generated by the TARR system on 2010-07-20 11:03:09 ET

Serial Number: 77929917 Assignment Information Trademark Document Retrieval

Registration Number: (NOT AVAILABLE)

Mark

Ms. Menthol

(words only): MS. MENTHOL

Standard Character claim: Yes

Current Status: Application has been published for opposition.
Date of Status: 2010-06-22

Filing Date: 2010-02-07

Filed as TEAS Plus Application: Yes

Currently TEAS Plus Application: Yes

The Information will be/was published in the Official Gazette on 2010-06-22
Transformed into a National Application: No

Registration Date: (DATE NOT AVAILABLE)

Register: Principal

Law Office Assigned: LAW OFFICE 110

Attorney Assigned:
DIXON JENNIFER HAZARD

Current Location: 650 -Publication And Issue Section

Date In Location: 2010-05-19

http://tarr.uspto.gov/servlet/tarrfregser=serial&entry=779299 17

7/20/2010 11:03 AM



Latest Status Info

20f3

http://tarr.uspto.gov/servlet/tarr fregser=serial &entry=77929917

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Casey, Robert A.

Address:

Casey, Robert A.

52 Woodview Drive

Howell, NJ 07731

United States

Legal Entity Type: Individual
Country of Citizenship: United States
Phone Number: 7328369040

Fax Number: 7322028617

2. Johal, Ajmar S.

Address:

Johal, Ajmar S.

28 Frederick Street

Carteret, NJ 07008

United States

Legal Entity Type: Individual
Country of Citizenship: United States
Phone Number: 7329699137

GOODS AND/OR SERVICES

International Class: (34
Class Status: Active
Cigarettes

Basis: 1{(b)

First Use Date: (DATE NOT AVAILABLE)
First Use in Commerce Date: (DATE NOT AVAILABLE)

ADDITIONAL INFORMATION

Disclaimer: "MENTHOL"

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document
Retrieval" shown near the top of this page.

7/20/2010 11:03 AM



Latest Status Info

2010-06-22 - Notice Of Publication E-Mailed

2010-06-22 - Published for opposition

2010-05-19 - Law Otfice Publication Review Completed

2010-05-19 - Assigned To LIE

2010-05-10 - Approved For Pub - Principal Register

2010-05-10 - Assigned To Examiner

2010-02-17 - New Application Office Supplied Data Entered In Tram

2010-02-10 - New Application Entered In Tram

hitp://tarr.uspto.gov/serviet/tarrregser=serial &entry=77929917

ATTORNEY/CORRESPONDENT INFORMATION

Correspondent

CASEY, ROBERT A.

32 WOODVIEW DR
HOWELL, NJ 07731-3825
Phone Number: 7328369040
Fax Number: 7322028617

7/20/2010 11:03 AM



Notice of Opposition against Appl. Ser. No. 77/929,917
BRITISH AMERICAN TOBACCO ITALIAS.P.A,, v.
Mr. Ajmar 5. Johal and Mr. Robert A. Casey

EXHIBIT 3
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n362994_115756_Paddock+girls+MS+Aprilia+Racing-§00x600-jun8....  http/resowrces.motogp.cony/files/images/xy/2004/MotoGP/n362994 ..

Tofl 7/19/2010 2:40 PM



manuel poggiali aprilia.jpg (JPEG Image, 640x488 pixels) http://www.maxmote.co.uk/images/manuel %20poggiali%20aprilia.jpg

1ofl 7/7/2010 6:15 PM



62744 jpe (JPEG Image, 640x480 pixels) hitp://www nogripracing com/images/screenshots/62 744 .jpg

fofl 7/19/2010 2:46 PM



Google Image Resuit for hitp://www.nogripracing.com/images/screens...  hittp://www .google.com/imgres?imgurl=http:/www nogripracing.cony...

G{}iégkf 5|ga|ette IT!S - Search images : Hack t¢ image resulls

See full size image
640 = 480 - 82K - jpg - www.ricgripracing. comfimages/scresnshols/62744 jpg

Image .may bfa subject to copyright. ‘ a , Remove frame
Below is the image at: www.hogripracing. com/details. phpZiilenr=23444

Honda Short Film: Failure
Discover the upside of failure from
www.honda.com

| Leagues |

Welcome Guest

Car Insurance: Free Info
Insurance advice. toois. articles & guotes. Find what's best for you.
autos. vahoo.com

Username:

Password:

@_ Remember Me

oo Fiat 131 GT Abarth - MS Cigarettes

Lost your password?
or Register now!

File Detalls

] i i Author befedave Size
Please support NoGripRacing, , '
our monthly server bill is 595 Added 1 November '0% Version
Description
Car #14 livery = MS "The Italian Cigarette'

Thanks to SCCA for original Mod, and also to pbmaster (Joe from Hungar
he likes it,

Set up for GTC-TC-76, but change it 1o TC-65 if you want.

More soon !

Screenshots

iofl 7/19/2010 2:47 PM



AD-MMT-KIT-010.gif (GIF Iinage, 800x565 pixels) http:/fwww tuttoadesivi.com/catalog/images/prodotti/adesivi/minimot...

| of 1 7/19/2010 2:17 PM














































































