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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

_____________ X
DENISE SNACKS, INC. :
DENISE DISTRIBUTION CORP.
: OPPOSITION NUMBER
Opposers, : 91195509
V. '
THE INTERNATIONAL GROUP, INC.
Applicant. :
----- X

MOTION TO DISMISS PURSUANT TO FRCP 12(b)(1), 12(b)(6), AND 12(b)(7).

The Applicant, THE INTERNATIONAL GROUP, INC., the owner of, and applicant
named in United States Patent and Trademark Office Application No. 77-838572 for the design
mark “Denise Snacks” for “pork skins, fried pork rinds, pork crackling, and fried chicken skins”
in International Class 29, filed September 30, 2009, and published for opposition on March 2,
2010, by its undersigned Attorney, Harry Schochat, Esq., hereby moves for an order dismissing
the Notice of Opposition of DENISE SNACKS, INC. and DENISE DISTRIBUTION CORP.
pursuant to FRCP 12(b)(1) for lack of subject matter jurisdiction, FRCP 12(b)(6) for failure to

state a claim upon which relief can be granted, and FRCP 12(b)(7) for failure to join a necessary

party.

Dated: Woodbridge, Connecticut
August 9, 2010
&/\o\

HARRWSCHOCHAT, ESQ.

Attorney for The International Group, Inc.
8 Lunar Drive

Woodbridge, CT 06525

(203) 397-0052

(212) 766-1427




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

-------- X
DENISE SNACKS, INC. :
DENISE DISTRIBUTION CORP.
: OPPOSITION NUMBER
Opposers, : 91195509
v. S
THE INTERNATIONAL GROUP, INC.
Applicant. :
_____________________________________________________ X

MEMORANDUM OF LAW IN SUPPORT OF APPLICANT’S MOTION TO DISMISS
PURSUANT TO FRCP 12(b)(1), 12(b)(6), AND 12(b)(7).

The Applicant, THE INTERNATIONAL GROUP, INC., (the “Applicant™), the owner of,
and applicant named in United States Patent and Trademark Qfﬁce Application No. 77-838572
(the “Application”) for the design mark “Denise Snacks” (the “Applicant’s Mark™) for “pork
skins, fried pork rinds, pork crackling, and fried chicken skins” in International Class 29, filed
September 30, 2009, and published for opposition on March 2, 2010, by its undersigned
Attorney, Harry Schochat, Esq., hereby moves for an order dismissing the Notice of Opposition
(the “Opposition”) of DENISE SNACKS, INC. and DENISE DISTRIBUTION CORP. (the
“Opposers”) pursuant to FRCP 12(b)(1) for lack of subject matter jurisdiction, FRCP 12(b)(6)
for failure to state a claim upon which relief can be granted, and FRCP 12(b)(7) for failure to
join a necessary party.

STATEMENT OF FACTS

The Applicant, International Group, Inc. (“International”) is in the business of

manufacturing and selling among other things, a highly successful line of fried pork skin and




fried chicken skin products under various brand names and private labels, including
“Howard’s®” USPTO Registration No. 2273862. The International Group, Inc. is part of a
conglomerate of companies under common ownership and control which includes International
Provisions, Inc. (“Provisions™). By assignment dated September 28, 2009, International
Provisions Inc. assigned all of its right, title, and interest in the Applicant’s Mark to the
Applicant, International Group, Inc., an affiliate of International Provisions.

In early 2003, Ramon Hernandez (“Hernandez”) sought to distribute Provision’s fried
pork skin and fried chicken skin products under the Howard’s brand name. At that time,
Hernandez was the president of Denise Distribution Corp., one of the Opposers herein.
Hernandez and the other companies he controlled were not distributing any brand of fried pork
skins or fried chicken skins. International would not permit Hernandez to distribute the said
fried pork skins and fried chicken skins under the Howard’s name due to potential conflicts with
other distributors in areas where Hernandez would do business.

In order to induce International to enter into a contract with Hernandez to distribute its
highly profitable line of pork skins, Hernandez agreed that the pork skins would be sold under a
new trade name and trade mark, “Denise Snacks,” and that tﬁe ownership of the “Denise Snacks”
trade mark would lie with Provisions for use in connection with fried pork skin and fried chicken
skin products. Hernandez formed Denise Snacks, 1.LLC, and on June 23, 2003, Provisions and
Denise Snacks, LLC entered into a distribution agreement, a copy of which is attached hereto as
Exhibit A. The said agrecment was signed by Hernandez in his capacity as president of Denise
Snacks, LLC. On April 6, 2007, four years after entry into the contract and commencement of

sales of fried pork skin and fried chicken skin products under the Applicant’s Mark, Hernandez

formed Denise Snacks, Inc., the other Opposer herein. Denise Snacks, Inc., Denise Distribution




Corp., and Denise Snacks, LLC, (collectively the “Hernandez Companies™) are related
companies that share common ownership, management, and control, via Ramon Hernandez.
Notably, Denise Snacks, LLC, the signatory to the said agreement, is not an Opposer.

Pursuant to the terms of the agreement, “[t|he Denise Packaging design, but not the trade
name ‘Denise’ . . . shall become the exclusive property of [International Provisions] as a mark
for Fried Pork Skins and Fried Pork Skin Strips.” The contract provided that “[International
Provisions] has agreed to license the use of such of the mark ‘Denise’ for Fried Pork Skins and
Fried Pork Skin Strips by [Denise Snacks, LL.C] during the pendency of this agreement. Such
license to automatically terminate upon termination of this agreement.” The contract further
provided that “Denise [Snacks, LL.C] may continue to use the Denise Packaging for any products
not manufactured or sold by [International Provisions], and which were distributed by [Denise
Snacks, LLC].” The contract also provided that the terms of the agreement shall be binding upon
and inure to the benefit of the heirs, successors, representatives, and assigns of Denise Snacks,
LLC, and Provisions. By assignment dated September 28, 2009, International Provisions Inc.
assigned all of its right, title, and interest in the aforesaid contract to the Applicant, International
Group, Inc., an affiliate of International Provisions.

In 2009, Denise Snacks, LLC, and/or its successors, and/or assigns, breached the
agreement by selling competing pork skin products under the “Bemar” brand name, and by
failing to pay monies due under the contract. Such breach islcontinuing and has not been cured.
By operation of the contract, Denise Snacks, LL.C’s, and/or its successors’, and/or assigns’
license to use the mark which is the subject of the Application has terminated.

The Hernandez companies, including Denise Snacks, LLC, the signatory to the contract

governing the rights to use the Applicant’s Mark, cach filed requests for extension of time to




oppose the Applicant’s Mark. Of the three Hernandez companies that filed such extensions,
Denise Snacks, L1.C, the only Hernandez Company to have been granted a right to use the
Applicant’s Mark, was the only company not to oppose registration of the Applicant’s Mark.
ARGUMENT
I. THE APPLICANT’S MOTION TO DISMISS, PURSUANT TO FRCP 12(b)(1),
SHOULD BE GRANTED BECAUSE THE TRADEMARK TRIAL AND APPEAL
BOARD DOES NOT HAVE JURISDICTION TO DECIDE ISSUES CONCERNING
RIGHT TO USE A MARK.

The Opposition seeks a determination of the rights to the use of the “Denise Snacks”
mark. Consequently, the Opposition must be dismissed because the Trademark Trial and Appeal
Board (“TTAB”) does not have jurisdiction to decide issues of the right to use a mark. The
TTAB is an administrative court of limited jurisdiction. The TTAB can decide issues of
registrability of a mark and ownership of a mark; however, the TTAB was not granted
jurisdiction to decide issues of infringement, unfair competition, or the right to use a mark.
TBMP § 102.01. Such issues can only be decided in State or Federal courts.

Denise Snacks, LL.C and Provisions entered into a contract which provided for, among
other things, the right for Denise Snacks, LL.C to use the Applicant’s Mark. The contract
provided that the provisions of the contract would be binding on the heirs, successors, assigns,
and/or representatives of the parties to the contract. See Exhibit A. The Hernandez Companies
are related companies sharing common ownership, management, and control. Consequently, all
Hernandez Companies are bound by the terms of the distribution agreement between Provisions
and Denise Snacks, L1.C. As such, the true issue here is whether the Hernandez Companies have

a right to use the Applicant’s Mark, not whether the Opposers will be harmed by registration of

the Applicant’s Mark.




It should be noted that Denise Snacks, LLC filed for an extension of time to oppose
registration of the Applicant’s Mark. Hernandez has intentionally omitted Denise Snacks, LLC
as a party to this proceeding in order to bypass the jurisdictional barrier to determination of the
right to use the Applicant’s Mark and to further bypass the broad-based arbitration clause in the
contract between Denise Snacks, LLC and the Applicant.

II. THE APPLICANT’S MOTION TO DISMISS, PURSUANT TO FRCP 12(b)(7),
SHOULD BE GRANTED BECAUSE THE OPPOSERS HAVE FAILED TO JOIN A
NECESSARY PARTY IN THE OPPOSITION.

The TTAB cannot afford complete relief among the existing parties without Denise
Snacks, LLC, a necessary party, therefore the Opposition must be dismissed. Pursuant to FRCP
19, a person must be joined as a party if “in that person’s absence, the court cannot accord
complete relief among existing parties.” FRCP 19(a)(1). When joinder is not feasible, the Court
my dismiss the action. FRCP 19(b). The Federal Circuit has dismissed declaratory judgment
actions for failure 1o join a necessary party. BP Chemicals Lid. v. Union Carbide Corp., 4 F.3d
975 (Fed. Cir. 1993).

In the instant case, the TTAB cannot accord completé relief among the existing parties.
The Applicant is the sole and rightful owner of the Applicant’s Mark, as a mark for fried pork
skin and fried chicken skin products. The Opposers’ claim of ownership of the mark cannot be
determined without first determining Denise Snacks, LLC’s ownership of the mark. Such
determination requires that Denise Snacks, LLC be joined as a party herein.

The TTAB must dismiss the present action. Denise Snacks, LLC cannot be joined as a
party herein becausc the time for Denise Snacks, LLC to oppose registration of the Applicant’s
Mark has expired. As previously set forth, Denise Snacks, LLC, filed a request for extension of

time to oppose registration of the Applicant’s Mark. Denise Snacks, LLC had a full and fair




opportunity to challenge registration of the Applicant’s Mark. It can only be surmised that
Hernandez did not file a notice of opposition on behalf of Denise Snacks, LLC, in order to
bypass Denise Snacks LLC’s contractual obligations or to extort a cash settlement from the
Applicant.

Furthermore, the risk of inconsistent obligations is high by not joining Denise Snacks,
LLC herein. It is conceivable that the TTAB may decide that the Applicant’s Mark is not
registrable based on any of the allegations set forth in the Opposition. However, it is likely that a
Federal Court will decide that the Applicant is the true owner of the Applicant’s Mark for use in
connection with fried pork skin and fried chicken skin products because of the contract between
Denise Snacks, LLC and International. The Federal Court will also likely determine that because
the Hernandez Companies share common ownership and control, all of the Hernandez
Companies are bound by the contract between Denise Snacks, LLC and International. It is
therefore possible for the Applicant to be the true owner of the Applicant’s Mark for use in
connection with fried pork skin and fried chicken skin products, and that such use is not an
infringing use, but that the Applicant’s Mark would be denied registration by the TTAB based on
the Opposers’ allegations. Thus the Opposition should be dismissed for failure to join a

necessary party.
III. THE APPLICANT’S MOTION TO DISMISS, PURSUANT TO FRCP 12(b)(6),
SHOULD BE GRANTED BECAUSE THE OPPOSERS HAVE FAILED TO FAILED TO
STATE A CLAIM FOR WHICH RELIEF CAN BE GRANTED.

The Applicant’s Motion to Dismiss, pursuant to FRCP 12(b)(6), should be granted
because the Opposers have failed to state a claim for which relief can be granted. If a trade name

is not registered on the Principal Register as a trademark or service mark, the Opposers must

plead facts sufficient to establish prior use and proprietary rights in the mark, or that the mark is




inherently distinctive or has acquired distinctiveness pursuant to the Trademark Act § 2(f),
otherwise the opposition must be dismissed. Fluid Energy Processing & Eq. Co. v. Fluid
Energy, Inc. [Fluid Energy], 212 USPQ 28, 35 (TTAB 19815. A trade name that is generic or
merely descriptive and without secondary meaning provides no basis for opposition. Avtex
Fibers Inc. v. Gentex Corp., 223 USPQ 625, 626 (TTAB 1984).

The Opposers have failed to plead facts sufficient to establish proprietary rights in the
Applicant’s Mark or in the “Denise” mark. The Opposers have not pleaded when they first used
the Applicant’s Mark in commerce. The Opposers merely plead that they have used an unrelated
mark, the “Denise” mark allegedly since 1993. The Opposers never sold any product under the
Applicant’s Mark, including in connection with pork skins, until after June 2003, and then the
Opposers only sold goods bearing the Applicant’s Mark as a secondary purchaser in the stream
of commerce from the Applicant’s licensee, Denise Snacks, LLC. Even under the liberal
pleading standards of the FRCP, the Opposers have not pleaded facts sufficient to put the
Applicant on notice as to when the Opposers allegedly first used the Applicant’s Mark in
commerce. See Fluid Energy, 212 USPQ at 35. The Opposers’ deceptive and intentionally
misleading allegations are insufficient to survive the Applicant’s Motion to Dismiss.

The Opposers also attempt to plead prior use by use of an unrelated mark. “Denise” by
itself is a generic or merely descriptive mark not entitled to protection that provides no basis for
an opposition. See Avtex Fibers Inc., 223 USPQ at 626. Furthermore, the “Denise” mark is not
registered on the principal register, and the Opposers have not pleaded that the Opposers have
proprietary rights in the “Denise” mark, or that the “Denise” mark is inherently distinctive or has
acquired distinctiveness. See Fluid Energy, 212 USPQ 28. The Opposers attempt to establish

prior use by tacking the alleged use of the unrelated “Denise” mark to the use of the Applicant’s




Mark must fail. Consequently, the Opposition must be dismissed for failure to state a claim for

which relief can be granted.

IV. THE APPLICANT’S MOTION TO DISMISS, PURSUANT TO FRCP 12(b)(6),
SHOULD BE GRANTED BECAUSE THE OPPOSERS ARE GUILTY OF LACHES.

The Opposition should be dismissed with prejudice because the Opposers are guilty of
laches. An Opposition should be dismissed if the Opposers have unreasonably delayed in

asserting their rights, and the Applicant is prejudiced by that delay. See Klise Manufacturing

Co. v. Braided Accents, LLC, Cancellation No. 92045607 (TTAB Jul. 3, 2008). The TTAB has

found laches in a 62 month delay in asserting rights to a mark. See Klise Manufacturing Co.

Denise Snacks, LI.C, entered in to the contract with the Applicant and licensed the use of
the Applicant’s Mark from the Applicant in 2003, and the Opposers allege use of an unrelated
mark, “Denise,” since 1993. The Opposers, sharing common control and ownership with Denise
Snacks, LLC, have known of the existence of the use of the Applicant’s Mark, and have
distributed pork skins and chicken skins bearing the Applicant’s Mark for the Applicant since
2003 without complaint or claim of ownership. The Opposers waited more than 6 years after
Denise Snacks started licensing the Applicant’s Mark to contest the ownership of the Applicant’s
Mark. In that 6 years, the Applicant has invested substantial money in the development of the
mark and has generated substantial goodwill in the industry and with consumers. The Opposers
have used such delay to the prejudice of the Applicant by permitting the Applicant to continue
building on the goodwill of the Applicant’s Mark and seeking to challenge ownership of the

Applicant’s Mark after the Applicant has invested substantial time and money into the

Applicant’s Mark.




The Opposition should be dismissed with prejudice because the Opposers have waited
over 6 years to assert any right to the Applicant’s Mark and the Applicant has suffered prejudice

therefrom.

CONCLUSION

Based on the foregoing, the Applicant, the International Group, Inc., demands that the
Trademark Trial and Appeal Board dismiss the Opposers’ Opposition with prejudice, grant
registration of the Applicant’s mark, and grant such other and further relief as equity dictates.

Dated: Woodbridge, Connecticut
August 9, 2010

HARRYXSCHOCHAT, ESQ.

Attorney Yor The International Group, Inc.
8 Lunar Drive

Woodbridge, CT 06525

(203) 397-0052

(212) 766-1427




CERTIFICATE OF SERVICE

This is to certify, in accordance with Rule 2.1 01(b) of the Trademark Rules of Practice,
that on August 9, 2010, I served the foregoing Motion to Dismiss and Memorandum of Law in
Support, on the Opposers, by depositing a true and correct copy of same, enclosed in a post-paid,
properly addressed wrapper, in a post-office/official depository under the exclusive care and
custody of the United States Postal Service, addressed to:

Mr. Bruce W. Baber

1180 Peachtree Street, N.E.
Atlanta, GA 30309-3521

Dated: Woodbridge, Connecticut
August 9, 2010 ‘b%

HARR CHOCHAT ESQ
8 Lunar
Woodbndge CT 06525
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DISTRIUTION AGREEMENT
7
This agreemeant, mads and entered fnto this  day of June, 2003 by and betwoen Denise

Suscks, LLC,, & New York Limited Lishility Compeny, hereinafier referred to as "Distibuter
end International Provisions, Inc. a Connecticut Corporation hereinafter referred to a8

"Manufacturer,

WHEREAS, Manufacturer is engzaged in the mamfacture of processed meat products and
snack foods under the “Howard's” and “International” brand names; snd

WHEREAS, Mamufacturer seeks to increase the distribution of such products in the
States of New York and New Jersey; and

WHEREAS, Distributor is presently engeged in the distribution of such food products in
New York and New Jersey; and g,
. ' "T
WHEREAS, Distributor has proposed that it distribute Manufactiter's products under the
tradename “Denise” (sometimes bereinafter refarred to as “Denise Packaging™); and

WHEREAS, Distributor has agreed to provide and maintain 2 distribution network and
syvier acceptable to Manufacturer; and '

WHEREAS, Distributor acknowledges that the Distributorship of Manufacturer's product
Line herein contemplated is a valuable right and asgst of manufacturer; and

S, Distri rees 0 co to turer'y requirgments as they maibe
P jine to fime, for gpfas ofu}émmyg
subdistfih , afd o ision§ herej sel forth:

NOW THEREFORE, the parties agree as follows:

)

A, Manufacturer. ’&'

1. Teritory - Distributer has not been assigned an exclusive or specific terri tory, but
agrees not 10 engage in sales in Gamnecticut, Camden or Trenton New Jersey, and Philadelphia
and Chester, Pennsylvania, :

2. Term - This agreement may be canceled by either party upon 60 days written notice.
(See paragraph D(S) for Notice provisions). ‘
3. Manufacturer shall s=ll its product line to Distributer at its standard wholesaie price,
subject to revision witt}ua otice, payable within 7 dayz of delivery. In addition, Distributor shall
o ASYS

|

:
Ty
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n:;!

pay the cost of “Denisc Packaging.” Distributor shall receive a credit for the actual costs of the
“Deniss Packaging” as such packaging is used,

B. Distributor.

C. Packaginp.

1. The “Denise’ packaging design, but not the trade nxme “Denise” Fxhibit A shall be
the exclusive property of Mamuficturer as a mark for Fried Pork Skins and Fried Pork Skin
Strips. Should Manufacturer obtain & copyright registration for such packaging design, such
copyright shall be the exclusive property and right of Manufacturer as to gied Pork Skins and
Fried Pork Skin Strips. e

8y ‘
2. Mannfacturer has waﬁ;::;e use of such of the mark “Denise” for Fried Pork
Sidns and Fried Pork Skin Strips % distributor during the pendency of this agreement. Such
license to automatically terminate upon termination of this agreement,

3. Ip the event, this agresment is termingted or canceled, for whatever reason, Distributor
may self or distribute its rezoaining Manufacturer's products and thercafter ceass the use of the
“Denise Packaging™ for its fried pork skins and fried pork skin strips.

4. Upon termination of this sgreement any inventory of the “Denise Packaging” shall
become the property of Manufacturer. Distributor authorizes manufacturer to destray any
remaining paclkaging bearing the “Denise” trade name in its possession,

5. Notwithstanding any other provisions of this contract, Denise ;aay continue to use the
Denise Packaging for any products not manufactured or sold by manufar/#ver, and which were
distributed by Distributor. T

D. Other Provisions.

1. Ardiggation - Ay dispate under this agreement shall be settled by arbitration in New

Haven, Connecticut pursuant to the rules of the American Arbitration Associgtion, Commercial
Division. o

2. Assignment - This agreement may not be trangferred or assigned without the express
written consent of the Mamifacturer. For purposes of assignment of this agreement, any transfer
of the capital stock of the Distributor shall constitute an assignment or tranafer of this agresment
and i subject to Maoufacturer's consent,

/
%
4
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b
3. Default - Distriburor shall be in default under this agresment Lfﬁ;i

8) It fails to pay monics due Manufacturer and fals to cure such default within 10
days after receiving notice of defant, ‘ '

b) Distributor files'a petition in bagkuptcy, or assigns its assets 10 a receiver, or

1ts creditors,

¢) Assigns the distribution rights upder this agreement to z third pexty without the
wTitten consent of Manufacturer.

d) Distributes any Fried Pork Skins or Fried Pork Skin Strips other than those
manufactired by manufacturer.,

e} Distributor falls to e&mply with any provisions of this fentract,

4. Remedieg wpop Default - In the event Distributor defsults under this aé-'aement, Manufscturer,
at its option, may:

2) Extend Distributor's time to cure any default provided such extension shall be
in writing and shall not aperate as & waiver of Manufacturer's right 1o proceed
upon such default if the same is not cured within the period of extension.

b) Immediately terminate this agreement end discontinue sales of Manufacturer's
Pproducts to Distributor upon any act of default.
5. Sonstruction - This agreement shall be construed in ecoordance with the Laws of the State of
Comecticut, and its courts shall have jurisdiotion over any disputes herein, but subject to the
arbitration ¢lause of paragraph D (1) above,

6. Independence - This agresment shall not constituts or imply o, relatior.hip between
Monufacturer and Distributor of principal and agent, parmership or join’c*nture. Distributor

i

further ropresents that it is the business of anack food distribution and is Fidependent of
Manufacturer.

7.W-Magrummtis&eenﬁremdastmdh§goﬁhepuﬁes wnd all prior

8. Qﬂ,@ﬂmmgggm - Except as recited in this agrecment, no change of this

agreement or weiver of any provision thoreof, ahall be effective nnless in a writing signed by the

Bo04/005




. Thisiumemsbnnrmminfunﬁammdeﬁ‘oot.undlmhn&n_thisinsmmm
* onoeled of modified by a written tpatrumens, tigand by all parties in interest of until such time 2

heroto of their snccessors in interest. Upon the ocourrence of any of ssid events, (except for the
wrtten modification of this instrument), this instrument ghall become 11all end void and all
mmm,mmmﬂmmwm instrument shall

terminste.

9. Natice. Written notice of any default by Disuibutor shall be given by Magufactuzer to
Distritutor, by certified or tegistered mall, amd addressed to Distributor at 70-30 $0* Strest #36,
Glendsle, New York 11385, ar to such other address as Distributor may hexeafiar designaie 1©
Magufactuyer in writing, such notice shall be desmed served upon mailing, snd deemed recetved
five (5) days after the date of the postnarked recsipt obtained. Magufacturer shall have the
:bnlmmquumddght.tomnmdmmwthﬁuﬁﬂnmrmdy,mmelmm
paymmotmobﬂmmwdmﬂutmmmortoum v other yight or remedy
permitted by law or under this agreement. ?’}

- Wﬁmmuwmmnmuwbeumuywuﬁdomgmmmma
addressed to Manufactorer at 6 Industrial Circle, Hamden, Conpecticut 66517.

IO.W-mmofﬁsmthbc binding upon and inure to the
Wtofmebdmmmmmﬂﬁm.Mnm of the parties hereof.

IN WITNESS WHERECF, thcpuﬁelhmmmthdrhm snd scals on the day
and year first abovs Written. .

DENISE SNACKS, LLC.,

[ 4%4 bz
CTASS ¢

T, President

el

INTERNATIONAL PROVISIONS, INC.

(CHL %Z . /z 3 / 07
BY: CHARLES OUN, Vice President
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