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IN THE UNITED STATES PATENT AND TRADEMARK TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial Nos. 77/833,401 and 77/833,386 for the mark
“SENSIBLE PORTIONS” Published in the Official Gazette of February 16, 2010.

Applicant : World Gourmet Marketing, LLC
Assignee : FCC, LLC DBA First Capital
Mark : SENSIBLE PORTIONS

Serial No. 77/833,401 & 77/833,386

Filed : September 23, 2009

SENSIBLE FOODS, LLC
Opposition No. 91195262
Opposer/Petitioner

V.

WORLD GOURMET MARKETING, LLC &
WORLD GOURMET ACQUISITION
Applicants and Assignors

FCC, LLC, DBA First Capital

i i G . T WL N

Assighee

MOTION TO AMEND OPPOSITION NO. 91195262 AS PER FEDERAL RULES OF
CIVIL PROCEDURE 15 (a)(1)(A) AND TRADEMARK RULES §§ 315 AND 507

The Opposer hereby amends its pleading under Opposition No. 91195262 to include this
petition for cancellation. A party may amend its pleading as in any civil action. TBMP § 315
(citations omitted). A party may amend its pleading once within 21 days of filing. Fed. R. Civ.
Pro. 15 (a)(1)(a) (citations omitted).

The Opposer hereby requests that the Board establish a single opposition and cancellation
proceeding under Opposition No. 91195262 and amend Opposition No. 91195262 with this

petition for cancellation of Registration No. 3,915,083 for the mark “SENSIBLE PORTIONS.”



The Board, may order, upon its own initiative, the consolidation of the above referenced
cases which is meant to ensure consistent treatment of related proceedings. See Fed. R. Civ. P.
42(a) and TBMP § 511 (citations omitted). Here, the Opposer/Petitioner, Sensible Foods, LLC
seeks to combine this petition for cancellation of the mark “SENSIBLE PORTIONS” under
Registration No. 3,915,083 which involves the same parties, marks and issues as Opposition No.
91195262. The combination will consolidate proceedings that will save time, effort and expense
for all parties.

Opposer, Sensible Foods, LLC, a California Limited Liability Company, with a business
address of P.O. Box 750832, Petaluma, CA, 94975, United States, organized under the laws of
the state of California, believes that it has been and is being damaged by Principal Registration
No. 3,195,083 for the mark SENSIBLE PORTIONS owned by FCC, LLC a Florida limited
liability company doing business as First Capital with its principle place of business as 3520
NW 58th Street Oklahoma City, Oklahoma 73112, via assignment as per paragraph 5 below and
hereby petitions to cancel the same pursuant to 15. U.S.C §§ 1064 and 1052.

As grounds in support of the petition to cancellation, Opposer asserts as follows:

29. Continued from Notice of Opposition.

30. On information and belief, on or about April 12,2010 Assignors, World Gourmet
Marketing and World Gourmet Acquisition, assigned their interests in Registration No.
3,195,083, Application No. 78/596,051 to FCC, LLC a Florida limited liability company
doing business as First Capital with its principle place of business as 3520 NW 58th
Street Oklahoma City, Oklahoma 73112.

30.1. The assignment was Recorded April 26,2010 Reel/Frame 4192/0110.



31. On or about June 22,2007, World Gourmet Marketing, LLC filed Application No.
77/210,120 for the mark “SENSIBLE SNACKS.”

32. On September 21, 2007 the examining attorney mailed an office action memo to Alison P.
Grossman attorney for applicant World Gourmet Marketing, LLC regarding Application
No. 77/210120 for the mark “SENSIBLE SNACKS?” stating among other findings:

“Registration Refusal —Likelihood of Confusion 2(d): The examining attorney refuses

registration under Trademark Act Section 2(d), 15 U.S.C. §1052(d), because the

applicant’s mark, when used on or in connection with the identified goods/services, so

resembles the marks in U.S. Registration Nos. 3,024,683 and 2,861,273 as to be likely to

cause confusion, to cause mistake, or to deceive. TMEP §§1207.01 et seq.”

32.1. The Opposer/Petitioner is the owner of both Registration Nos. 3,024,683 and
2,861,273 for the mark “SENSIBLE FOODS” and “SENSIBLE FOODS” with a
design.

33. No. 32 continued: “Registration Refusal -Similarity of Marks: The applicant’s mark is

SENSIBLE SNACKS. The registrant’s marks are SENSIBLE FOODS and SENSIBLE

FOODS with a design. The marks are similar in sound, appearance and commercial

impression because they each contain the dominant term SENSIBLE. Further, the terms

SNACKS and FOODS convey a highly similar commercial impression.”

33.1. The Opposer/Petitioner is the owner of both Registration Nos. 3,024,683 and
2,861,273 for the mark SENSIBLE FOODS and SENSIBLE FOODS with a
design.

34. No. 33 continued: “Registration Refusal -Similarity of Goods/Services: The applicant’s

goods/services are “protein-based nutrient-dense snack bars; soy-based food bars; soy-



35.

36.

based snack foods; potato-based snack foods; snack food dips; potato chips; soy chips;

soy nuts; vegetable-based snack foods; pellet snacks” and “crackers; cookies; corn chips;

tortilla chips; bakery goods; ready to eat, cereal-derived food bars; granola-based snack
bars; chocolate-based ready to eat food bars; grain-based chips; cheese flavored snacks,
namely, cheese curls; corn-based snack foods; popcorn; caramel popcorn; glazed
popcorn; pita chips”. The registrant’s goods are Dried Fruits, Dried Vegetables and

Dried fruit snacks respectively. The goods are related because these goods are all snack

foods which would be marketed and sold to similar consumers using the same channels

of trade.”

34.1. The Opposer/Petitioner is the owner of both Registration Nos. 3,024,683 and
2,861,273 for the mark SENSIBLE FOODS and SENSIBLE FOODS with a
design.

On April 28,2008 the Commissioner for Trademarks mailed an Abandonment Notice for

the mark “SENSIBLE SNACKS” under Application No. 77/210120 stating in part: “The

trademark application identified below was abandoned in full because a response to the

Office Action mailed on Sep 21, 2007 was not received within the 6-month response

period.”

The Description of Goods under Application No. 78/596,051 for the mark SENSIBLE

PORTIONS consists of a sub-set of the Description of Goods under Application No.

77/210,120 for the mark SENSIBLE SNACKS, which was rejected by the Commissioner

of Trademarks and abandoned by the Applicant; namely: IC:29 Protein-based, nutrient-

based snack bars; soy-based food bars; soy-based snack foods; potato-based snack foods;

snack-food dips; potato chips; soy chips; soy nuts. IC:30 Crackers; cookies corn chips;
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tortilla chips; bakery goods; ready to eat, cereal-derived food bars; granola-based snack
bars; chocolate-based, ready to eat food bars.

The filing date of this amendment and petition for cancellation, June 23, 2010, is within
five years of the registration date for Applicant’s Trademark Registration No. 3,195,083

the subject of Application No. 77/596,051, which was January 2, 2007.

. As per paragraphs 31-35, the examining attorney should have rejected Application No.

77/596,051 for the same reasons under the same authorities cited in the September 21,
2007 Office Action.

The applicant has a legal duty to select a mark which is totally dissimilar to trademarks
already being used.

Opposer has sold fruit and vegetable-based snack foods under the mark SENSIBLE
FOODS since at least as early as April 8, 1997, well before any date upon which
Applicant may rely; especially in light of the discrepancy between Applicant’s “intent-to-
use” date of March 28, 2005 for Application No. 78/596,051 and its claimed date of first
use of July 01, 2003, for the same mark and the same or similar goods. Opposer’s use of
the SENSIBLE FOODS mark has been continuous.

The filing dates of Opposer’s federal trademark applications that matured into the
SENSIBLE FOODS registrations predate either July 1, 2003 or March 28, 2005 the
alleged date of first use and the filing date; respectively, for Application No. 78/596,051,
which matured into Registration No. 3,195,083 for the mark SENSIBLE PORTIONS.
Since prior to either July 1,2003 or March 28, 2005, the alleged date of first use and the

filing date for Application No. 78/596,051 that matured into Registration No. 3,195,083

for the mark SENSIBLE PORTIONS, Opposer has widely advertised and promoted the
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SENSIBLE FOODS marks in connection with Opposer’s goods, with the result that
Opposer has built-up a valuable reputation and tremendous goodwill in the SENSIBLE
FOODS Marks belonging exclusively to Opposer.

As per paragraphs 31 through 35, Applicant’s mark SENSIBLE PORTIONS, so
resembles Opposer’s SENSIBLE FOODS Marks, as to already have caused confusion as
used in connection with Applicant’s Goods and to be likely, when used in connection
with the Applicant’s Goods, to continue to cause confusion, to cause mistake, or to
deceive. Consumers have believed, will continue to incorrectly believe, and are likely to
believe in the future that Applicant’s use of SENSIBLE PORTIONS in connection with
Applicant’s Goods is in some way associated or connected with or sponsored, authorized
or approved by Opposer. Any objection or fault found with Applicant’s Goods offered
and provided under the mark SENSIBLE PORTIONS would reflect upon and seriously
injure the reputation that Opposer has established in the SENSIBLE FOODS Marks.

As per the above, Pursuant to 15 U.S.C §§ 1064 and 1052, Opposer believes that it has
been and will continue to be damaged by the continued Registration of SENSIBLE
PORTIONS in connection with Applicant’s goods in Int. Classes 29 and 30.

Applicant’s mark SENSIBLE PORTIONS is registered for use in connection with goods
in Int. Classes 29 and 30 that are related to Opposer’s Goods and are also among the

natural scope of expansion of Opposer’s Goods.



WHEREFORE, the Opposer/Petitioner, Sensible Foods, LLC, prays that

Opposition No. 91195262 be amended to include this petition for cancellation of Registration

No. 3,195,083 for the mark SENSIBLE PORTIONS, that Registration No. 3,195,083 be

cancelled and for such other relief which the Board deems proper.

Date June 23,2010

Appearing per se:

Respectfully submitted,

By:

/ [
John Rarick
Vice President
Sensible Foods, LLC
P.O. Box 750832
Petaluma, CA
94975
ir@sensiblefoods.com

415.606.1689
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Appeals (ESSTA) and via the US Postal Service, postage prepaid, the following:

MOTION TO AMEND OPP

1195262 AS PER FEDERAL RULE

OF CIVIL PROCEDURE 15 (a)(1)(A) AND TRADEMARK RULES §§ 315 AND 507
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Applicant and Co-Assignor

World Gourmet Marketing, LLC, C/O
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Co-Assignor

World Gourmet Acquisition, LLC
2870 Yellow Goose Rd.
Lancaster, Pennsylvania 17601

Assignee

FCC, LLC, DBA First Capital C/O
Maren Perry/Leason Ellis, LLP

81 Main Street, Suite 503

White Plains, NY 10601

John Rarick / /



