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DESCRIPTION OF THE RECORD

The evidence of record consists of the following:*

TESTIMONIAL DEPOSITION TRANSCRIPTS

The certified transcripts of the testimonia depositions of the following witnesses:

William E. Hooper, Senior Advisor to the Marketing Groups and Board Member of GFA
Brands, taken on April 12, 2013, and filed with the Board on September 13, 2013
(including public and confidential portions), including Applicant’s Exhibits 1-18 and
Opposers Exhibits 48-53;

Philip Johnson, Chief Executive Officer of Leo J. Shapiro & Associates and GFA
Brands' survey expert, taken on April 18, 2013, and filed with the Board on September
13, 2013, including Applicant’s Exhibits 1-5;

Timothy Kraft, Senior Vice-President, Associate General Counsel at GFA Brands, taken
on April 26, 2013, and filed with the Board on September 13, 2013, including
Applicant’s Exhibits 70-76

Leon Kaplan, President and CEO at Princeton Research and Consulting Center and GFA
Brands' survey expert, taken on April 23, 2013, and filed with the Board on September
13, 2013, including Opposers’ Exhibits 1-2; and

William Shanks, Investigations Manager and Designated L ead Investigator at Marksmen,
Inc., taken on April 23, 2013, and filed with the Board on September 13, 2013, including

Applicant’s Exhibits 6-13.

1 A detailed index of the evidence made of record by GFA is attached as Appendix A.

1
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GEA’'SNOTICE OF RELIANCE

GFA’s Notice of Reliance, filed April 29, 2013, including the exhibits submitted

therewith, which introduced the following:

USPTO records for Applicant’'s SMART BALANCE registrations (U.S. Reg. Nos.
2,200,663, 2,276,285, 2,952,127, 3,649,833, 3,747,526, 3,865,917, and 3,958,463);
USPTO records for various third party registrations (U.S. Reg. Nos. 3,140,426,
3,945,900, 2,916,503, 2,338,871, 2,773,155, 2,686,279, 1,874,796, 3,522,138, 1,555,954,
3,420,245, 1,367,966, 4,183,609, 3,592,893, 2,107,921);

Printouts from the website of third parties General Mills, Betty Crocker, Prego, Plum
Smart, HP Hood LLC, Lightlife Foods, Orville Redenbacher, Kellogg Co., Glaceau,
Smartfood, Inc., Gerber, New World Pasta Company, and Little Debbie;

Printouts from Amazon.com and Barnesandnoble.com for third party cookbooks and
other books using the term “ Smart;”

Packaging for third party products, including BISQUICK HEART SMART pancake and
baking mix, PREGO HEART SMART Italian sauce, SUNSWEET PLUM SMART plum
juice cocktail, HOOD SIMPLY SMART chocolate fat free milk, LIGHTLIFE SMART
DELI veggie protein siices, ORVILLE REDENBACHER'S SMART POP! gourmet
popping corn, KELLOGG'S SMART START cereal, GLACEAU SMARTWATER
bottled water, SMARTFOOD POPCORN popcorn, GERBER SMARTNOURISH
ORGANIC baby cereal, RONZONI SMART TASTE enriched white pasta, and LITTLE

DEBBIE fig bars; and
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The discovery deposition of corporate representative of Opposer, Marion Findlay, Senior
Marketing Manager, conducted on January 17, 2012 and exhibits nos. 1 through 11
thereto.

OPPOSERS NOTICE OF RELIANCE

Heinz's Notices of Reliance, filed March 12, 2013, including the exhibits submitted

therewith, which introduced the following:

GFA Brands, Inc.’s Response to ProMark Brands Inc.’s First Set of Interrogatories Nos.
5,6, 7,21, 29, 30, and 31;

GFA Brands, Inc.’s Response to ProMark Brands Inc.’s Requests for Admission Nos. 1-
136;

Select pages from the website www.eatyourbest.com, as of March 11, 2013;

The April 24, 2012 discovery deposition transcript and accompanying exhibits of Dr.
Leon B. Kaplan, who testified as an expert witness on behalf of Applicant GFA Brands,
Inc; and

The December 18, 2012 discovery deposition transcript and accompanying exhibits of
Philip Johnson, who testified as an expert witness on behalf of Applicant GFA Brands,
Inc.

APPLICATION FILESAND PLEADINGS

Pursuant to 37 C.F.R. § 2.122(b), the files of the trademark applications (U.S. Ser. Nos.

77/864,268 and 77/864,305) involved and the pleadings in this consolidated opposition are

deemed to be of record.
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OBJECTIONSTO OPPOSERS EVIDENCE

Asexplained in Applicant’ s Response to Opposer’ s Evidentiary Objections, GFA
Brands' only objection is a conditional motion to strike directed to testimony from Heinz's
proffered survey expert, Barry Sabol, who gave about thirty pages of trial testimony listing
opinions he had formed about the competing Eveready survey preformed by GFA Brands' expert
Philip Johnson, which showed only 2% of the relevant consumers would be confused. Sabol had
not disclosed opinions critical of the Johnson survey in areport or discovery deposition. GFA
Brands' survey experts Messrs. Johnson and Kaplan responded to Sabol’ s previously undisclosed
opinionsin their trial testimony. If their testimony is stricken, as Heinz has requested, then
Sabol’ s undisclosed opinions should then be stricken as well.

STATEMENT OF THE ISSUES

GFA Brands agrees that Heinz has accurately stated the issues.

RECITATION OF FACTS

GFA BRANDS, THE SMART BALANCE MARKSAND GOODS

GFA Brands and its SMART BALANCE trademark are not new to the market. Rather,
GFA Brands manages multiple trademarks, multiple products, and has successfully marketed its
SMART BALANCE trademark in coexistence with Heinz’s SMART ONES products since at
least 1996.

Bob Harris started what is now GFA Brands about seventeen years ago, when he
developed a butter substitute that he sold under the SMART BALANCE trademark. (Hooper Tr.
9:16-25.) Over time, GFA Brands expanded its product line and now offers a variety of health
related food products, including gluten free products under the GLUTINO trademark and natural

products sold under the EARTH BALANCE trademark.
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GFA Brands also expanded the goods offered under the SMART BALANCE trademark.
While SMART BALANCE was first used in 1996 on butter substitutes, GFA has since sold
cooking oil, milk, popcorn, peanut butter, mayonnaise, eggs, and sour cream under the SMART
BALANCE mark. (Hooper Tr. 13:8-20:24; Kraft Tr. 6:4-9.) In addition to its common law
rights, GFA Brands has obtained several trademark registrations for SMART BALANCE.
William E. Hooper, GFA’s Senior Advisor and member of the Board of Directors, authenticated
the registrations for and the ownership, use, and registration status of the following SMART
BALANCE marks:

e SMART BALANCE for butter substitutes, cheese, lowfat and nonfat cheese substitutes,
margarine, lowfat and nonfat margarine substitutes, shortening, lowfat and nonfat

shortening, snack food dips, and vegetable oils, first used as early as October 1996 (Reg.
No. 2,200,663);

e SMART BALANCE for mayonnaise, lowfat and nonfat mayonnaise substitutes,
mayonnaise style dressings and salad dressings, first used as early as February 1999
(Reg. No. 2,276,285);

e SMART BALANCE for popped and processed popcorn, first used as early as September
2002 (Reg. No. 2,952,127);

e SMART BALANCE for peanut butter, first used as early as 2005 (Reg. No. 3,649,833);
and

e SMART BALANCE for milk, first used in 2007 (Reg. No. 3865917).
Mr. Hooper also authenticated product packaging, product pictures, and advertisements

for the physical products that GFA Brands has sold in connection with these trademarks, thus
establishing concurrent use of these marks with the SMART ONES marks. (Hooper Tr. 12-32,
Exs. 2, 4, 6, 8, 10, 12, 14, 15, 16.)

At issuein this opposition is GFA’ s intent to use applications and desire to expand its
SMART BALANCE product offerings to include frozen entrees and snack foods that will
include the SMART BALANCE “better for you” fat profiles, which the trademark has come to

symbolize. Specifically, at issue are application number 77/864,305 for SMART BALANCE in

QB\22587096.1



connection with frozen appetizers primarily containing poultry, meat, seafood or vegetables;
frozen entrees primarily containing poultry, meat, seafood or vegetables; frozen entrees
consisting primarily of pastaor rice; and application 77/684,268 for SMART BALANCE in
connection with soy chips and yucca chips; snack mixes consisting primarily of processed fruits,
processed nuts, raisins and/or seeds; nut and seed-based snack bars; cake mix, frosting, cakes,
frozen cakes, cookies, coffee, tea, hot chocolate, bread rolls, crackers, pretzels, corn chips, snack
mixes consisting primarily of crackers, pretzels, nuts and/or popped popcorn, spices, granola-
based snack bars; pita chips.

. GFA BRANDS SALES, ADVERTISING, AND PROMOTION OF SMART
BALANCE PRODUCTS

GFA Brands and Heinz have coexisted in the market for seventeen years while using the
same advertising methods, promotional channels and even selling product in the exact same
stores under the SMART BALANCE and SMART ONES marks. GFA Brands sellsits SMART
BALANCE products nationally through three major classes of trade, conventional grocery
stores, mass merchants such as Wal-Mart, and club stores such as Costco or Sam’s Club.
(Hooper Tr. 21:16-23.) More specifically, GFA Brands sellsits SMART BALANCE productsin
97% of al storesthat sell groceries, including grocery store chains such as Safeway, Kroger,
Publix, Wakefern, SuperValu, and Fred Meyer. (Hooper Tr. 21:24-22:7.) With respect to mass
merchants, GFA Brands sellsits SMART BALANCE productsin Wal-Mart and Target.
(Hooper Tr. 21:16-23.) These are the same grocery store chains and mass-market storesin
which Heinz sells products under the SMART ONES mark. (Gray Tr. 28:17-29:2.)

Similarly, GFA Brands and Heinz have historically used the same advertising and
promotional toolsto reach consumers of their products are sold under the SMART BALANCE

and SMART ONES marks. Specificaly, GFA Brands uses all forms of mass media, including
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national television, national magazines as well as websites, social media, and Facebook to reach
its consumers. (Hooper Tr. 26:9-27:9.) Representative samples of the advertisements and
coupons that GFA Brands has used to promote the SMART BALANCE brand were introduced
during Mr. Hooper’ s testimony deposition as Exhibits 12, 14, 15, 16. (Hooper Tr. 25-32.) These
are some of the same methods used by Heinz to market its SMART ONES brand. In fact, the
SMART ONES and SMART BALANCE brands have historically coexisted in some of very
same retailer promotional circulars. (Hooper Tr. Ex. 49.)

GFA Brands has committed significant financial resources to market its SMART
BALANCE brand. Confidential data regarding GFA Brands advertising expenses was
introduced during Mr. Hooper’ s testimony deposition and is found in Confidential Exhibit 13,
and the confidential testimony related thereto. (Hooper Tr. 29-36.) Specifically, GFA Brands
typically spends atotal of [l on advertising including television, print and local
advertising as well as coupons. (Hooper Tr. 34:8-20.) GGG
|
I  (+iooper Tr. 32:9-19.)

1. THE STRENGTH OF GFA’'SSMART BALANCE TRADEMARK

The advertising efforts of GFA Brands have been successful, resulting in substantial
gross sales for products bearing the SMART BALANCE trademark and impressive brand
awareness statistics. Confidential information regarding GFA Brands' sales was introduced
during Mr. Hooper’ s testimony deposition and is found in Confidential Exhibit 11 and the
confidential testimony related thereto. (Hooper Tr. 23.) From 2010 to 2012, GFA Brands gross

sales for products bearing SMART BALANCE ranged from || o I <ch

year, or [ for the three year period.
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Confidential information regarding GFA Brands consumer tracking and brand strength
was introduced during Mr. Hooper’ s testimony deposition and is found in Confidential Exhibits
17 and 18, and the confidential testimony related thereto. (Hooper Tr. 36-47.) Specifically,
tracking data establishes that in 2010 SMART BALANCE had a|Jjjj brand awareness for its
butter products, | (Hooper Tr.
41:8-16, Ex. 17.) Today, GFA Brands SMART BALANCE marks have approximately a [}
brand awareness. (Hooper Tr. 41:8-19.) Additionally, [ IEGczcEIEINININHGEIIIE
N, (Hooper

Tr. 45:9-10.)

V. DIFFERENCESBETWEEN THE MARKSIN SIGHT, SOUND, AND MEANING

SMART BALANCE and SMART ONES are different trademarks. The marks are
different in how they appear on the page -- 12 lettersvs. 9 letters. They are different in sound
and different in meaning. The SMART BALANCE trademark communicates balance,
specifically the right balance of great taste and good health, with a primary emphasis on heart

health. (Hooper Tr. 25:5-11.) In contrast, Ms. Findlay, Heinz' s corporate representative,

testified that |
e
I (/oo Not. of Rel. Conf. Ex. 70, Findlay Dep. 68:18-69:23) ||}
I (~op. Not. of Rel. Conf. Ex. 70,
Findlay Dep. 69:21-23) [
e
]
I (A oo Not. of Rel. Conf. Ex. 70, Findlay Dep. 71:14-72:6.)
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V. HEINZ'S CONFUSION SURVEY AND GFA BRANDS RESPONSIVE SURVEY

Heinz commissioned a deeply flawed survey from a purported expert, Barry Sabol. In
response, GFA Brands retained Philip Johnson, a nationally known survey expert, who designed
and supervised a survey following the Eveready format. Mr. Johnson’s survey corrected the
flawsin Sabol’ s survey and contradicted the Sabol survey’s conclusion by proving no likelihood
of confusion. GFA Brands also retained a separate survey expert, Leon Kaplan, who did not
perform asurvey of his own, but supplied a point-by-point critique of the Sabol survey.

VI. THIRD PARTY USE OF SMART TRADEMARKS

Consumers have in recent years been bombarded with SMART marks on food sold at the
grocery store. In addition to GFA’s use of the SMART BALANCE mark on various food
products since 1996, other third party use of the term “Smart” for food and other health related
goodsis extensive. William Shanks, a private investigator retained by GFA Brands, testified
about third party use of the SMART mark in grocery stores and authenticated documents related
to the investigation preformed by his employer, Marksmen. (Shanks Tr. 8-25, Exs. 6-13).
Additionally, to further substantiate the use of “Smart” in other trademarks found in grocery
stores, GFA Brands has submitted packaging for various third party products, including: (1)
BISQUICK HEART SMART pancake and baking mix; (2) PREGO HEART SMART Italian
sauce; (3) SUNSWEET PLUM SMART plum juice cocktail; (4) HOOD SIMPLY SMART
chocolate fat free milk; (5) LIGHTLIFE SMART DELI veggie protein dices; (6) ORVILLE
REDENBACHER’'S SMART POP! gourmet popping corn; (7) KELLOGG'S SMART START
cereal; (8) GLACEAU SMARTWATER bottled water; (9) SMARTFOOD POPCORN popcorn;
(10) GERBER SMARTNOURISH ORGANIC baby cereal; (11) RONZONI SMART TASTE

enriched white pasta; and (12) LITTLE DEBBIE fig bars.

QB\22587096.1



Examples of third party use of “Smart” can also be found in the trademark registry as

well asthe websites of the owners of such registered trademarks as summarized in the following

table:

Owner/Goods &
Services

Registration/Mark

Website

General Mills, Inc.
Baking mixes
(App. Not. of Rel. at

2 and Exs. 8, 22 and
58.)

Reg. No. 3140426

BISQUICK HEART SMART

http://www.generalmills.com/en/Brands/Baking_Pro
ducts/Bisquick.aspx

http://www.bettycrocker.com/products/bisquick/pro
ducts/bisquick_heart_smart

“ppmesrs

CSC Brands LP
Campbell Finance 2
Corp.

Sauces
(App. Not. of Rel. at

3and Exs. 9, 23 and
59.)

Reg. No. 3945900

srart )

http://www.prego.com/products/healthy-and-
delicious/heart-smart-traditional

Sunsweet Growers
Inc.

Fruit juice
(App. Not. of Rel. at

3 and Exs. 10, 24
and 60.)

Reg. No. 2916503

PLUMSMART

QB\22587096.1
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Owner/Goods & Registration/Mark Website
Services
HP Hood LLC Reg. No. 2338871 http://www.hood.com/Products/prodListColl.aspx?id

Dairy products,
namely ultra-
filtrated low-fat and
fat free milk

(App. Not. of Rel. at
3 and Exs. 11, 25
and 61.)

SIMPLY SMART

=862

ConAgra Foods
RDM, Inc.

Soy based meat
substitutes and soy
based hot dog
substitute

(App. Not. of Rel. at
3 and Exs. 12, 26

Reg. No. 2773155

SMART DELI

http://www.lightlife.com/Vegan-Food-Vegetarian-
Diet/Smart-Deli-Turkey

ﬁ%ﬂl{a

Deh ,.

and 62.)
ConAgra Foods Reg. No. 2686279 http://www.lightlife.com/Vegan-Food-Vegetarian-
RDM, Inc. Diet/Veggie-Hot-Dogs

Soy based hot dog
substitute

(App. Not. of Rel. at
3 and Exs. 13 and
27.)

SMART DOGS

Lightlige.

Smartfoods, Inc.
unpopped popcorn
(App. Not. of Rel. at

3 and Exs. 14, 28
and 63.)

Reg. No. 1874796

SMART POP

http://www.orville.com/healthy-microwave-popcorn-
smartpop

QB\22587096.1
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Owner/Goods &
Services

Registration/Mark

Website

ConAgra Foods
RDM, Inc.

Soy based food
products used as
sausage substitutes

(App. Not. of Rel. at
3 and Exs. 15, and
29.)

Reg. No. 3522138

SMART SAUSAGES

http://www.lightlife.com/Vegan-Food-Vegetarian-
Diet/Smart-Sausages-Italian-Style

Lihtlife.

Kellogg Company
Corporation

Cereal-derived food
product to be used
as breakfast food,
[cereal bar], snack
food or ingredient
for making food

(App. Not. of Rel. at
4 and Exs. 16, 30
and 64.)

Reg. No. 1555954

SMART START

http://www.kelloggs.com/en_US/SmartStart.html

o can

5 T

et SMART
L START

S
“M

l =2 %, 4

Smart Start®

Lightly sweetened, toasted multi-grain flakes and crunchy oat clusters.

— -
£

Energy Brands Inc.

Bottled drinking
water

(App. Not. of Rel. at
4 and Exs. 17, 31
and 65.)

Reg. No. 3420245

s
@
=
i<
=

http://www.glaceau.com/

ater

Smartfoods, Inc.
Popped popcorn
(App. Not. of Rel. at

4 and Exs. 18, 32
and 66.)

Reg. No. 1367966

SMARTFOOD

http://www.smartfood.com

QB\22587096.1
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Owner/Goods &
Services

Registration/Mark

Website

Société des Produits
Nestlé S.A.

Blend of nutrients
and minerals sold as
an ingredient in
food for babies;
Infant Formula;
Food and food
substances for
babies

(App. Not. of Rel. at
4 and Exs. 19, 33
and 67.)

Reg. No. 4183609

SMARTNOURISH

ttp://www.gerber.com/allstages/products/puree_ba
by _food/2nd_foods_purees_vegetable_risotto.aspx

New World Pasta
Company
Corporation

Pasta
(App. Not. of Rel. at

4 and Exs. 20, 34
and 68.)

Reg. No. 3592893

SMART TASTE

http://ronzonismarttaste.newworldpasta.com/pasta_
story.cfm

RONZN!

Smart Taste

McKee Foods
Kingman, Inc.

cakes, snack cakes,
cookies, [donuts,
candy,] pies,
[pastries, rolls,
crackers, buns] and
other bakery goods
(excluding bread);
[breakfast cereal,
ready to eat cereal
derived food bars;
granola and granola
bars]

(App. Not. of Rel. at
4 and Exs. 21, 35
and 69.)

Reg. No. 2107921

SNACK SMART

QB\22587096.1
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The use of the term “Smart” in commerce on many of the above-identified products was

also confirmed by the testimony of Mr. Tim Kraft, who authenticated pictures of third party

packaging and discussed purchasing or seeing various “ Smart” products during his own shopping

experiences, including SMART POP popcorn, SMART START cereal, SSMPLY SMART milk,

and HEARTSMART BISQUICK pancake mix. (Kraft Tr. 9:15-13:17, Exs. 70-75.)

In addition to use on food products, authors and publishers extensively use the term

“Smart” in connection with diet and health related cookbooks. Examples of such use include the

following:

Book

Cover

American Diabetes Association and Canolalnfo, The
Heart-Smart Diabetes Kitchen: Fresh, Fast, and
Flavorful Recipes Made with Canola Oil, 2009,
http://www.amazon.com/Heart-Smart-Diabetes-
Kitchen-Flavorful-
Recipes/dp/158040331X/ref=sr_1_24?s=books&ie=
UTF8&qid=1364934746&sr=1-24 (accessed and
printed on April 15, 2013)

(App. Not. of Rel. at 6 and Ex. 36.)

Kathy Smart, Live the Smart Way: Gluten Free
Cookbook, 2011, http://www.amazon.com/Live-
Smart-Way-Gluten-Cookbook/dp/0987700308/
ref=sr_1 457?s=books&ie=UTF8&qid=1364934872&
sr=1-45 (accessed and printed on April 16, 2013)

(App. Not. of Rel. at 6 and Ex. 37.)

LIVE THE

% Smart
Way

Gluten Free Cookbook:

over 5O simgply
gy el

14
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Book Cover

Bettina Newman R.D., Lose Weight the Smart Low-
Carb Way: 200 High-Flavor Recipes and a 7-Step
Plan to Stay Slim Forever (Prevention Health
Cooking), 2002, http://www.amazon.
com/Lose-Weight-Smart-Low-Carb-Way/dp/
BO03D7JXIC/ref=sr_1_66?s=books&ie=UTF8&qid=1
364935099&sr=1-66 (accessed and printed on April 1
16, 2013) low

REVENTION
-
S -
F- % :
‘B %' a

(App. Not. of Rel. at 6-7 and Ex. 38.)

Margaret Pfeiffer, Smart 4 Your Heart Four Simple
Ways To Easily Manage Your Cholesterol, 2009,
http://www.amazon.com/
Smart-simple-easily-manage-cholesterol/dp/097
9962625/ref=sr_1_847?s=books&ie=UTF8&qid=1364
935190&sr=1-84 (accessed and printed on April 16,
2013)

(App. Not. of Rel. at 7 and Ex. 39.)

Mika Shino, Smart Bites for Baby: 300 Easy-to-
Make, Easy-to-Love Meals that Boost Your Baby
and Toddler's Brain, 2012, http://www.
amazon.com/Smart-Bites-Easy---Make--Love/
dp/0738215554/ref=sr_1_4?s=books&ie=UTF8&qid
=1364934424&sr=1-4 (accessed and printed on R
April 16, 2013) Lo ey )

(App. Not. of Rel. at 7 and Ex. 40.)

Sandra Woodruff, Smart Bread Machine Recipes: Smart
Healthy, Whole Grain & Delicious, 1994, Br‘&ad Machine
http://www.amazon.com/Smart-Bread-Machine- Recipes
Recipes-Delicious/dp/0806906901/

ref=sr_1 117?s=books&ie=UTF88&qid=1364934424&
sr=1-11 (accessed and printed on April 16, 2013)

—

(App. Not. of Rel. at 7 and Ex. 41.)

. Sandra 1. Wosdruff

15
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Book

Cover

Jane Kinderlehrer, Smart Chicken: 101 Tasty and
Healthy Poultry Dishes, Plus Stuffings and
Accompaniments, 1991, http://www.amazon.
com/Smart-Chicken-Stuffings-Accompanim
ents-Kinderlehrer/dp/1557040737 /ref=sr_1_93
?s=books&ie=UTF8&qid=1364935526&sr=1-93
(accessed and printed on April 16, 2013)

(App. Not. of Rel. at 7-8 and Ex. 42.)

101 Tasty & Henlthy Poultey Dishes
Plics Stuffings & Acconipariimierils

Jane Kinderlehrer, Smart Cookies: 80 Recipes for
Heavenly, Healthful Snacking, 1985,
http://www.amazon.com/Smart-Cookies-Heavenly-
Healthful-Snacking/dp/0937858625/
ref=sr_1_101?s=books&ie=UTF8&qid=1364935587
&sr=1-101 (accessed and printed on April 16, 2013)

(App. Not. of Rel. at 8 and Ex. 43.)

Covert Bailey and Ronda Gates, Smart Eating:
Choosing Wisely, Living Lean, 1996,
http://www.amazon.com/Smart-Eating-Choosin
g-Wisely-Living/dp/039585492X/ref=sr_1_14?
s=books&ie=UTF8&qid=13649344248&sr=1-14
(accessed and printed on April 16, 2013)

(App. Not. of Rel. at 8 and Ex. 44.)

By el beat sclbing awtbor of

OVERTBAILEY

& RONDA GATES

Smart kating

Choosing Wisely, Living Lean

Jane lbbetson, Smart Eating Made Simple, 2012,
http://www.amazon.com/Smart-Eating-Made-
Simple-lbbetson/dp/1468566598/ref=sr_

1 497s=books&ie=UTF8&qid=1364934966&sr=1-49
(accessed and printed on April 16, 2013)

(App. Not. of Rel. at 8 and Ex. 45.)

Smarfééﬁng

Made Simple

16
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Book Cover

Carol Heading Munson, Smart Pressure Cooker _ASmart | W
Recipes, 1998, http://www.amazon.com/Pressur PI'("RSI.I eAy
e-Cooker-Recipes-Heading-Munson/dp/0806 }(t‘._l' .
999853 /ref=sr_1_407?s=books&ie=UTF8&qid=13649 f
35432&sr=1-40 (accessed and printed on April 16,
2013)

(App. Not. of Rel. at 8-9 and Ex. 46.)

Mary Curtis, Eat Smart: Low - Fat Vegetarian
CookBook, 2007, http://www.barnesandnoble.
com/w/eat-smart-mrs-mary-curtis/1112402492?
ean=9781257681631&itm=18&usri=9781257681631
(accessed and printed on April 16, 2013)

(App. Not. of Rel. at 9 and Ex. 47.)

Kate Wood, Eat Smart, Eat Raw: Creative
Vegetarian Recipes for a Healthier Life, 2006, .
http://www.barnesandnoble.com/w/eat-smart-eat- eats
raw-kate-wood/1113943087?ean=97807570 '
02618&itm=1&usri=9780757002618 (accessed and
printed on April 16, 2013)

(App. Not. of Rel. at 9 and Ex. 48.)

Graham Kerr, Graham Kerr’s Smart Cooking, 1991,
http://www.barnesandnoble.com/w/
graham-kerrs-smart-cooking-graham-
kerr/1000078238?ean=9780385420747&itm=1&us
ri=9780385420747 (accessed and printed on April
16, 2013)

GRAHAM KERIS

/1IN

(App. Not. of Rel. at 9 and Ex. 49.)
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Book Cover

Maya Angelou, Great Food, All Day Long: Cook
Splendidly, Eat Smart, 2010,
http://www.barnesandnoble.com/w/great-food-all-
day-long-maya-angelou/1100300048?ean=9
780679604372&itm=1&usri=9780679604372
(accessed and printed on April 16, 2013)

9

: 1
af 0QJd;
all day'fong

coak splendidly, eat smart

I, 8 a4
(App. Not. of Rel. at 9-10 and Ex. 50.) i gre

Henry Ford and Heart and Vascular Inst. Staff, Heart
Smart Cookbook, 1994, http://www.barne
sandnoble.com/w/heart-smart-cookbook-henry-
ford/1015887423?ean=9780836280593&itm=18&us
ri=9780836280593 (accessed and printed on April
17, 2013)

(App. Not. of Rel. at 10 and Ex. 51.)

JoAnna M. Lund, The Heart Smart Healthy

Exchanges Cookbook, 1999, http://www.barnes
andnoble.com/w/heart-smart-healthy-exchanges —
-cookbook-joanna-m-lund/1100170456?ean= %Eﬁ%ﬁ gﬂ‘&ﬁ?
9780399524745&itm=18&usri=9780399524745 COOKBOOK -

(accessed and printed on April 17, 2013)

(App. Not. of Rel. at 10 and Ex. 52.)

Julie Van Rosendaal, One Smart Cookie: All Your
Favorite Cookies, Squares, Brownies and
Biscotti...With Less Fat, 2007, http://www.barn
esandnoble.com/w/one-smart-cookie-julie-van-
rosendaal/1101996996?ean=9781552859124&itm=
1&usri=9781552859124 (accessed and printed on
April 17, 2013)

(App. Not. of Rel. at 10 and Ex. 53.)

18
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Book Cover
Jane Kinderlehrer, Smart Baking Cookbook: L - :
Muffins,Cookies,Biscuits and Breads, 2002, - - -

. Jane Kinderlehr
http://www.barnesandnoble.com/w/smart-baking- oo -
cookbook-jane-kinderlehrer/110250555 -
8?ean=9781557045225&itm=1&usri=97815570452
25 (accessed and printed on April 17, 2013)

(App. Not. of Rel. at 10 and Ex. 54.)
Better Homes & Gardens, Smart Diet, 2000, Better Homes and Gardens
http://www.barnesandnoble.com/w/smart-diet- P S T} ™ 4+
better-homes-gardens/1008404626?ean=97806 Smatrw (ol 'g I
96211737&itm=1&usri=9780696211737 (accessed S -
and printed on April 17, 2013) = "‘m
(App. Not. of Rel. at 11 and Ex. 55.) z’
4 \|
the right approach to weight loss
A i g e i = T e s ]
S 5y
Alisa Fleming, SMART SCHOOL TIME RECIPES: The SMART
Breakfast, Snack, and Lunchbox Cookbook for H‘
Healthy Kids and Adults, 2010, SC OOL TIME
http://www.barnesandnoble.com/w/smart-school-
time-recipes-alisa-fleming/1026901529?
€an=9780979128639&itm=1&usri=9780979128639
(accessed and printed on April 17, 2013)
(App. Not. of Rel. at 11 and Ex. 56.)
Andrew Rainier, The Smart Carb Diet Recipes, 2012,
http://www.barnesandnoble.com/w/the-smart-
carb-diet-recipes-andrew-rainier/11116
47528?ean=9781105775802&itm=18&usri=9781105 s
775802 (accessed and printed on April 17, 2013) The Smart Carb
Diet Recipes
(App. Not. of Rel. at 11 and Ex. 57.)
19
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VII. LACK OF CONFUSION WITH OTHER SMART MARKS

Despite coexisting in the market place since 1996, there has been no customer confusion
between the SMART ONES products and the SMART BALANCE products, afact that was
repeatedly confirmed by Heinz's own witnesses. (Hudson Tr. 92:18-22; Gray Tr. 76:10-16.)
GFA Brands witnesses were also unaware of any instances of actual confusion between
SMART ONES and SMART BALANCE despite nearly 17 years of coexistence in the market.
(Kraft Tr. 14:22-15:1; Hooper Tr. 13:3-7, 13:17-22, 16:1-5, 18:6-10, 18:25-19:4, 20:25-21:12.)
Similarly, despite or perhaps because of the extensive use of the term “Smart” on other food
products, Heinz' s witnesses were unaware of any actual confusion between products bearing a
SMART ONES trademark and any other products bearing any SMART mark. (Gray Tr. 76:17-
77:6; Hudson Tr. 94:5-96:10.)

ARGUMENT

GFA ISENTITLED TO REGISTER THE SMART BALANCE MARKS
BECAUSE THERE ISNO LIKELIHOOD OF CONFUSION.

A. Heinz has not met its burden under the DuPont factors.

Heinz has not met its burden of proving that thereis alikelihood of confusion. West Fla.

Seafood v. Jet Rests. Inc., 31 F.3d 1122, 1125, 31 U.S.P.Q.2d 1660, 1662 (Fed. Cir.

1994)(opposer must prove likelihood of confusion by a preponderance of the evidence). Heinz
must prove that there is alikelihood of confusion, not just possible confusion, and it has not done

s0. Witco Chem. Co. v. Whitefield Chem. Co., 418 F.2d 1403, 1405, 164 U.S.P.Q. 43, 44-45

(C.C.P.A. 1969).
To assess likelihood of confusion, the Board considers the thirteen DuPont factors. Inre

E.I. DuPont De Nemours & Co., 476 F.2d 1357, 1361, 177 U.S.P.Q. 563 (C.C.P.A. 1973). Of

those factors, the following are particularly relevant to this proceeding: Factor 1 — similarity or

20
QB\22587096.1



dissimilarity of the marksin their entirety as to appearance, sound, connotation and commercia
impression; Factor 4 — conditions under which, and the buyers to whom, sales are made, i.e.,
“impulse’ vs. careful, sophisticated purchasing; Factor 6 —the number and nature of similar
marks in use on similar goods; Factor 7 — the nature and extent of any actual confusion; and
Factor 8 — the length of time during and conditions under which there has been concurrent use
without evidence of actual confusion.

As explained below, and contrary to Heinz' s assertions, an evaluation of the DuPont
factors proves that confusion is unlikely to occur. Because Heinz has not offered persuasive
evidence to the contrary, let aone a preponderance of the evidence, this Proceeding should be
dismissed. GFA Brands' applications should be granted.

B. Factor 1: Themarksaredissimilar.

Allowing GFA to register SMART BALANCE for frozen measwill not cause a
likelihood of confusion because the term “balance” is different than the term “ones,” creating an
overall difference between the SMART BALANCE and SMART ONES trademarks when the
marks are viewed as awhole. Asthe Federal Circuit explained, “one DuPont factor may be
dispositivein alikelihood of confusion analysis, especially when that single factor is the

dissimilarity of the marks.” Champagne L ouis Roederer, SA. v. Delicato Vineyards, 148 F.3d

1373, 1375, 47 U.S.P.Q.2d 1459, 1460-61 (Fed. Cir. 1998) (affirming dismissal of opposition
based on dissimilarity of CRISTAL and CRY STAL CREEK). The dissimilarity between the
marks here is an appropriate factor upon which to rule in GFA Brands' favor.

Pursuant to the “ anti-dissection rule,” the parties marks must be compared as awhole,

rather than by their component parts. Frank Mint Corp. v. Master Mfg. Co., 667 F.2d 1005,

1007, 212 U.S.P.Q. 233, 234 (Fed. Cir. 1981). Because a mark must be considered as awhole,
the mere fact that marks share elements, even dominant elements, does not compel a conclusion

21
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of likely confusion. Genera Mills, Inc. v. Kellogg Co., 824 F.2d 622, 627, 3 U.S.P.Q.2d 1442,

1445 (8th Cir. 1987) (“[t]he use of identical, even dominant, words in common does not
automatically mean that the two marks are similar.”). Infact, the TTAB and the Federal Circuit
have repeatedly held there is no likelihood of confusion between marks that share a common first
element when the marks as awhole are dissimilar:

e LEAN LIVING alowed to register over LEAN CUISINE in Stouffer Corp. v. Health

Valley Natural FoodsInc., 1 U.S.P.Q.2d 1900 (T.T.A.B. 1986);

e QUICK ‘N CRISPY alowed over QUICK ‘N BUTTERY and QUICK ‘N SAUCY in

United Foods Inc. v. J.R. Simplot Co., 4 U.S.P.Q.2d 1172 (T.T.A.B. 1987);

e RED RAVE alowed over RED BULL in Red Bull Gmbh v. Cochran, Opposition No.

91152588, 2004 WL 2368486 (T.T.A.B. 2004); and

e SPICE ISLAND alowed over SPICE GARDEN in Burns Philp Food Inc. v. Modern

Prods., Inc., 24 U.S.P.Q.2d 1157 (T.T.A.B. 1992).

Thus, while both the Heinz and GFA Brands marks contain the term “ Smart,” the inquiry
about the similarity of the marks cannot end there. The additional terms BALANCE and ONES
that comprise the marks have trademark and market significance, resulting in two marks that,
when taken as awhole, have different appearances, sounds, connotations, and commercial

impressions. See Shen Mfg. Co. v. Ritz Hotel, Ltd., 393 F.3d 1238, 1245, 73 U.S.P.Q.2d 1350,

1356-57 (Fed. Cir. 2004).

Furthermore, that the term “Smart” is both laudatory and extensively used by third
parties means that the term is weak and must be given less weight in the trademark analysis. It
has been repeatedly held that laudatory terms are descriptive or highly suggestive. TMEP

81209.03(k) (“Laudatory terms, those that attribute quality or excellence to goods or services, are
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merely descriptive under 82(e)(1).”). Thus, if ahighly laudatory termis used, the user cannot
complain of the use by another of alaudatory expression of similar connotation. Heyer, Inc. v.

Popper & Sons, Inc., 152 U.S.P.Q. 196 (T.T.A.B. 1966).

Heinz has admitted that “ Smart” as used in SMART ONES is alaudatory or
complimentary term. Specifically, Ms. Findlay, Heinz's Senior Marketing Manager, |||l
T
I (/oo Not. of Rel. Conf. Ex. 70, Findlay Dep. 68:18-21.)

Any significance of the shared term “Smart” is minimal for the additional reason that
“Smart” has been both used and registered by many third parties as an element of alarger
trademark in the consumer packaged goods industry. (App. Not. of Rel. Exs. 8-35 & 58-69.) As
aresult, the term “ Smart” as one element of atrademark is not truly distinctive or source
signifying. The common use of the term certainly can form no rational basis for contending that
the marks as awhole are likely to be viewed as closely similar or as coming from the same or a

related source. See In re Broadway Chicken, Inc., 38 U.S.P.Q.2d 1559, 1565-66 (T.T.A.B.

1996) (“Evidence of widespread third-party use, in aparticular field, of marks containing a
certain shared term is competent to suggest that purchasers have been conditioned to look to the

other elements of the marks as a means of distinguishing the source of goods or servicesin the

field”); Seealso Inre Bed & Breakfast Registry, 791 F.2d 157, 159, 229 U.S.P.Q. 818, 819 (Fed.
Cir. 1989) (“The record shows that alarge number of marks embodying the words ‘ bed and
breakfast’ are used for similar reservation services, a factor that weighsin favor of the
conclusion that BED & BREAKFAST REGISTRY and BED & BREAKFAST
INTERNATIONAL are not rendered confusingly similar merely because they share the words

‘bed and breskfast.’”).
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Finally, the marks at issue are distinct because they provide consumers with a different
impression or connotation. When two conflicting marks each have an aura of suggestion, but
each suggests something different, this tends to indicate alack of confusion. For example, the
Federal Circuit explained that despite the undisputed similarity of two COACH marks, the marks
had different meanings and created distinct commercial impressions -- one in reference to
luggage and a stage coach and the other in the context of an educational coach or tutor. Coach

Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369, 101 U.S.P.Q.2d 1713, 1721-22

(Fed. Cir. 2012).
Aswith the COACH example, SMART ONES and SMART BALANCE have different
meanings and create distinct commercial impressions, which minimize the likelihood of

confusion. Heinz's own corporate designee agrees with thisanaysis. For example, Ms. Findlay

I (~\pp. Not. of Rel.
conf. Ex. 70, Findlay Dep. 68:22-24.) | IEIEGIGNINININININININENENENENENNNEEEEEEE
I (~p. Not. of Rel. Conf. Ex. 70,
Findlay Dep. 71:14-19.) G - (cstified
that the SMART BALANCE trademark is positioned to communicate “the balance, the
appropriate, right balance of great taste and good health, with primary emphasis on heart health.”
(Hooper Tr. 25:5-11.)

Thus, given the difference in sound, look, and connotation, the overall commercial
impressions of SMART BALANCE and SMART ONES are markedly different.

C. Factor 4. Customersfor these products exer cise consider able care.

The TTAB and the courts have recognized that cal orie-conscious customers are not
impulse purchasers. Thus, Heinz's argument regarding the degree of care has explicitly been
rejected by the TTAB and contradicted by Heinz's own witness. Specifically, whenthe TTAB
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previously evaluated frozen prepared entrees in the context of an opposition involving the marks
LEAN CUISINE and LEAN LIVING, it rejected the argument Heinz advances and instead held
that although frozen entrees are generally inexpensive, because they are targeted to calorie-
conscious consumers and are not generic food products, they are not purchased on impulse.
Stouffer Corp., 1 U.SP.Q.2d at 1902. Asthe TTAB explained, “even in the hustle and bustle
atmosphere of a supermarket, diet-conscious purchasers of these prepared entrees are a special
class of purchasers who may be expected, at least, to examine the front of the packages in order
to determine what kind of entree is contained therein and its calorie content.” 1d. The Eighth
Circuit adopted this same analysis of sophistication among frozen entree purchasers when it
affirmed the judgment of no infringement and no dilution between LEAN N’ TASTY and LEAN

CUISINE. Luigino’s, Inc. v. Stouffer Corp., 170 F.3d 827, 831-32, 50 U.S.P.Q.2d 1047, 1050

(8th Cir. 1999).
Heinz's own witnesses confirmed that its products are targeted to health conscious
customers and that such customers are not making impulse purchases, directly contradicting the

arguments Heinz' s lawyers make in their brief. Specifically, Ms. Marion Findlay, Heinz's

corporate representative at Heinz's Rule 30(b)(6) discovery deposition, || GcNGEEE
|
N (~pp.
Not. of Rel. Conf. Ex. 70, Findlay Dep. 53:11-24.) Similarly, Heinz'sin-house counsel, Ms.
Sabrina Hudson, confirmed that products sold under the SMART ONES marks were in the
“frozen nutritional category,” which she described as a category of “mostly meals that are
somehow better for you.” (Hudson Tr. 12:21-13:8.) Ms. Hudson went on to explain that these

products could be better for you because “they are portion control or they have lower calories,
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lower fat, probably as aresult maybe lower in what people consider nutritionals that are not
necessarily good for you but have nutritionals that are better for you, whole grains and things
likethat.” (Hudson Tr. 13:1-8.) Customers would understandably take time to read the product
label to identify the relevant “ better for you” characteristics and make sure they are purchasing
the correct product for their health needs, || | | . ': fo/lows that the fourth
DuPont factor favors GFA Brands.

D. Factor 6 —Third party use of theterm “Smart” in the consumer packaged

goodsindustry precludes“ Smart” from having sour ce indicating significance
or trademark strength.

Factor 6, the number and nature of similar marks in use on similar goods, strongly favors
GFA Brands. Intoday’s market, “Smart” is alaudatory term used on awide variety of products
ranging from smart cars, to smart phones, to smart water. In the food industry, the term * Smart”
has been commonly used to convey a healthy product and to attract consumers looking for
“better-for-you” foods. Many products sold in the same grocery stores as SMART ONES
branded products use the term “Smart” to suggest healthy food. GFA Brands has introduced
evidence of at least 14 other such products in addition to products sold under the SMART
BALANCE mark using “Smart,” as summarized in the fact section V1 above.

Additionally, the word “ Smart” isin printed publications discussing “ Smart” food
decisions, and is aterm that is widely registered by third parties for food products. GFA Brands
has introduced evidence of at least 22 such publications. A review of these book titles
demonstrates that the authors used the word “ Smart” in their titles to convey that the books are
about diet and nutrition, eat healthy, or eating “ Smart.” (App. Not. of Rel. Exs. 36-57.))

That the SMART ONES mark has coexisted with so many products sold in some of the
very same stores proves that Heinz' s rights are narrowly defined and strongly suggests that
expanding the products offered under the SMART BALANCE trademark isnot likely to lead to

26
QB\22587096.1



confusion. SeelnreHartz Hotel Servs. Inc., 102 U.S.P.Q.2d 1150, 1153-55 (T.T.A.B. 2012).

(recognizing the extensive third party use of GRAND HOTEL and alowing the registration of
GRAND HOTELSNY C over prior registration for the mark GRAND HOTEL).

In asimilar case involving extensive third-party use, where the Board evaluated the
registration of NATURE' S PLUS for vitamins, the applicant introduced evidenced of fifteen

third-party registrations for marks containing the term PLUS. Plus Prods. v. Natural Organics,

Inc., 204 U.S.P.Q. 773 (T.T.A.B. 1979). The Board drew the following inferences from the co-
existence of these registrations: (1) The Trademark Office has historically registered PLUS
marks for vitamins to different parties so long as there has been some difference, not necessarily
created by a distinctive word, between the marks asawhole, e.g. VITAMINS PLUS and IRON
PLUS,; (2) anumber of different trademark owners have believed, over along interval of time,
that various PLUS marks can be used and registered side-by-side without causing confusion
provided there are minimal differences between the marks. 1d. at 779. The rationale of these
inferencesis further confirmed by prior decisions addressing third party use explaining that
third-party registrations “reflect a belief, at least by the registrants, who would be most
concerned about avoiding confusion and mistake, that various * STAR’ marks can coexist

provided that there isa difference.” Jerrold Elecs. Corp. v. The Magnavox Co., 199 U.S.P.Q.

751, 758 (T.T.A.B. 1978).
The use by numerous third parties in a market desensitizes consumers to the use of the
term by reducing the individual distinctiveness of similar marks and making confusion unlikely.

See General Mills, Inc. v. Health Valley Foods, 24 U.S.P.Q.2d 1270, 1277 (T.T.A.B. 1992).

Thus, when evaluating breakfast cereals high in fiber, there was no likely confusion between

FIBER ONE and FIBER 7 FLAKES due in part fact that the field of “FIBER” composite marks
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for food was crowded, allowing consumers to distinguish between the other composite portions
of the marks. 1d.

Heinz cannot minimize the impact of this extensive third-party use. (Opp. Br. at 31.)
Third-party registrations and printed publications are admissible to demonstrate how amark is

used in ordinary parlance. Institut Nat'| Des Appellations D’ Originev. Vintners Int’l Co., 958

F.2d 1574, 1582, 22 U.S.P.Q.2d 1190, 1196 (Fed. Cir. 1992). Moreover, when third party
registrations are used to show amark is descriptive, it isirrelevant whether the marks are in

current use. See Spraying Sys. Co. v. Delevan, Inc., 762 F. Supp. 772, 778, 19 U.S.P.Q.2d 1121,

1125 (N. D. 111. 1991). Asnoted above, registrations are widely recognized as evidence that the
Trademark Office, by registering multiple marks with a common term, believed that the identical
portions of the composite marks were weak and not likely to cause confusion. 6 J. THOMAS
MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 11:90 (4th ed. 2013)

(hereinafter “MCcCARTHY”); Rocket Trademarks Pty Ltd. v. Phard S.p.A., 98 U.S.P.Q.2d 1066,

1075 (T.T.A.B. 2011) (no confusion was likely between senior ELEMENT and junior ZU
ELEMENTS for apparel because third party registrations evidenced that “element” was
suggestive of clothing).

Heinz's claim that confusion islikely given its exclusive use of the SMART mark for
frozen mealsis based on an arbitrary distinction when one considers that many competitive food
products are sold using the SMART mark. For example, Heinz sells frozen desserts under the
SMART ONES mark, while Bryers sells BREY ERS CARB SMART ice cream bar, yet no
confusion has resulted. (Hudson Tr. 94:21-95:11, Ex. 6.) The argument that SMART ONESis

the only “frozen food” to have a federal trademark registration for a similar mark (Opp. Br. at
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32) iswrong and meaningless when one considers Bryers's actual use of the CARB SMART
mark.

Similarly, Heinz sells breakfast items under the SMART ONES trademark that contain
eggs. (Hudson Tr. 92:10-17.) GFA Brands has sold eggs in connection with its SMART
BALANCE mark. (Kraft Tr. 6:4-9.) Logically, aconsumer seeking breakfast items may
consider purchasing refrigerated eggs as well as frozen prepared eggs. That SMART ONES
eggs are located in the refrigerated section while SMART ONES breakfast items are located in
the frozen section is an arbitrary distinction that would be unlikely to prevent confusion if the
term “Smart” were actually unique for goods in the breakfast category. Inredlity, it isnot
unique. Infact, Kellogg has been using the SMART START mark for breakfast cereal since
1988, well before SMART ONES entered the breakfast market. (App. Not. of Rel. Ex. 16.)

Here, the many third-party registrations incorporating the term “ Smart” as well asthe
evidence of use of the term in commerce and in diet and health related books |eads consumers to
understand the inference that the term “ Smart” has not been exclusively appropriated by any one
entity in the field, and that customers distinguish between these marks when other terms are

used. InreHartz Hotel Servs., Inc., 102 U.S.P.Q.2d at 1153-55. Thus, as aresult of the addition

of the terms BALANCE and ONES, the marks when taken as awhole are unlikely to lead to
confusion.

E. Factors 7 and 8: Thereisno evidence of actual confusion.

Factors 7 and 8, the nature and extent of actual confusion and the length of time during
and conditions under which there has been concurrent use without confusion, strongly favor
GFA Brands and favor afinding that confusion isnot likely. GFA Brands began using its
SMART BALANCE mark in 1996. (Hooper Tr. 11:17-19.) Heinz began using its SMART
ONES mark in 1992. In about seventeen years of co-existence there have been no reported

29
QB\22587096.1



instances of actual confusion. (Gray Tr. 76:10-16.) In fact, there have been no reported
instances of actual confusion between SMART ONES and any other SMART mark in the
grocery store. (Gray Tr. 76:17-77:6.)

Where, as here, the parties marks have coexisted in the market for many years, the
absence of asingle instance of actual confusion strongly indicates that confusion is unlikely.

King Candy Co. v. Eunice King's Kitchen, Inc., 182 U.S.P.Q. 108, 110 (C.C.P.A. 1974)

(absence of confusion for over twenty years supports a finding that confusion is not likely); G.H.

Mumm & Ciev. Desnoes & Geddes, Ltd., 16 U.S.P.Q.2d 1635, 1638 (Fed. Cir. 1990) (affirming

dismissal of opposition and noting despite over a decade of marketing in the United States,

opposer was unable to offer any evidence of actual confusion); Mr. Hero Sandwich Sys., Inc. v.

Roman Meal Co., 228 U.S.P.Q. 364, 367 (Fed. Cir. 1989) (concurrent use of the marks for

approximately twenty years with no reported instances of confusion suggests that the marks are
not likely to cause confusion). By spending tens of millions of dollars in advertising the
SMART BALANCE mark, if GFA Brands presence in the grocery store was likely to cause
confusion, confusion likely would have manifested at some point in the past fifteen years. That
it has not strongly favors a finding that confusion is unlikely to occur as GFA Brands further
expands the product line sold under the SMART BALANCE mark.

F. Factor 13: Other Probative Facts— GFA’s Enforcement Strategy

Heinz's claim that GFA has “essentially admitted” confusion and dilution is agross
mischaracterization of GFA’s former enforcement policy, which has no probative value in this
proceeding. (Opp. Br. at 34.) Seventeen years ago when GFA was a new company with a new
mark, GFA was concerned about the possibility of confusion with other marks using the term
“Smart.” (Kraft Tr. 9:4-10.) As GFA better understood the market place and realized that
confusion is unlikely, its enforcement strategy has changed dramatically. Inthe words of GFA’s
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in-house counsel, Mr. Kraft, GFA’s enforcement strategy “has had to evolve’ because of the
“rampant proliferation of the use of ‘ Smart’ marks’ in the marketplace. (Kraft Tr. 9:1:3.)
GFA'’s current internal enforcement guidelines suggest enforcement against marks for similar
categories of goodsin which the term “Smart” is coupled with aword that beginswith “B,” such
as“SMART BLEND.” (Kraft Tr. 7:4-22.) Rather than being “essentialy an admission” that
registration of the SMART BALANCE for frozen foods would confuse purchases and dilute the
SMART ONES mark, the change in GFA’ s enforcement strategy is evidence that the SMART
portion of the SMART ONES mark has become a weak, descriptive term for healthy eating
choices.

Further, the Board has previously recognized the limited value of a party’s early
enforcement strategies have explaining that it would be merely “one fact to be considered

together with all of the other facts of record.” Domino’s Pizzalnc. v. Little Caesar Enters., Inc.,

7 U.S.P.Q.2d 1359, 1988 WL 252360 at *6 (T.T.A.B. 1988). Inthiscase, the changein GFA’s
enforcement position was a thoughtful response to the changing status of the term “ Smart” in the
marketplace, which has rendered that portion of the SMART ONES mark weak and descriptive.

1. THE SURVEY EVIDENCE PROVESTHERE ISNO LIKELIHOOD OF
CONFUSION.

A. The Il mportance of Properly Conducted Confusion Surveys.

A consumer survey can provide important evidence about whether confusion is likely.
The advantage of a survey over analyzing the DuPont factors one-by-oneis that a proper survey
tests the combined effect of the of DuPont factors from the perspective of the relevant
consuming public, which is the key to determining likelihood of confusion. See MCCARTHY,
supraat 8 32:158 (consumer surveys are important because trademark disputes “turn largely on

factual issues of customer perception”).
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Consumer survey evidence is useful, however, only if the survey is done in accordance
with generally accepted standards. Those standards are set forth in recognized authoritative
works, including MCCARTHY and SHARI DIAMOND, “Reference Guide on Survey Research,”
REFERENCE MANUAL ON SCIENTIFIC EVIDENCE (2d ed. 2000) (hereinafter “DIAMOND”). See also
MANUAL FOR COMPLEX LITIGATION (4th) p. 103 (2004).

The survey evidence developed by Barry Sabol, upon which Heinz relies, fails nearly
every one of the standards for survey admissibility. Sabol’s survey should be given little if any
weight. On the other hand, the survey performed by GFA’s Brands' survey expert, Philip
Johnson, the CEO of Leo J. Shapiro & Associates, followed the standard Eveready format, which

the Board and courts have repeatedly held to bereliable. See Starbucks U.S. Brands, LLC v.

Ruben, 780 U.S.P.Q.2d 1741, 1753 (T.T.A.B. 2006) (“[G]iven the way in which this survey
carefully follows the Ever-Ready likelihood of confusion survey format, we find that it is reliable
and therefore of probative value on the issue of likelihood of confusion herein.”). Mr. Johnson’'s
survey shows no likelihood of confusion and should be given considerable weight. The Johnson
survey confirms that the proliferation of SMART marks, the difference in the marks as awhole,
and the care exercised by consumers when purchasing the goods in question leads to there being
no likelihood of confusion.

B. Wasthe Survey Conducted by an Appropriatdy Skilled and Experience
Survey Expert? Nofor Heinz; Yesfor GFA Brands.

An important factor in assessing the validity of a survey iswhether the expert who
designed and implemented the survey was appropriately experienced. See DIAMOND, supra at
375. A survey should be conducted by an expert “who demonstrates an understanding of the
foundational, current and best practices in survey methodology, including sampling, instrument

design (questionnaire and interview construction), and statistical analysis.” Id. Heinz's survey
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expert, Barry Sabol, does not satisfy this requirement. (Kaplan Tr. 55:14-57:19.) Sabol hasa
stunning lack of experience with confusion surveys used in litigation. He admitted he has never
read any portion of the leading treatise on trademark law, MCCARTHY ON TRADEMARKS AND
UNFAIR COMPETITION, which includes alengthy discussion of survey evidence. (Sabol Tr.
101:18-20.) Nor could herecall reading any of Professor Shari Diamond’ s writings on the
standards for admissibility of survey evidencein litigation. (Sabol Tr. 101:1-103:4.)

Sabol does not even know what an Eveready survey is. (Sabol Tr. 101:8-13.) As
McCARTHY explains, the Eveready format is the “ standard survey format” for confusion cases
such asthis. MCCARTHY, supraat 8 32:174. Although he spent about 30 pages of histrial
testimony attacking Johnson’s Eveready survey, Sabol had not even tried to familiarize himself
with the benefits or elements of such asurvey. Sabol’stotal lack of experience with Eveready
surveys and the leading authoritative works on surveysis reflected in his criticism of this
standard format and in the many ways his own survey deviates from accepted practice.

GFA Brands, by comparison, retained Philip Johnson, a nationally known authority on
consumer surveys generally and litigation surveysin particular. Given hislong experiencein
this area, Johnson -- unlike Sabol -- has been reading MCCARTHY and Dr. Diamond’ s writings
about surveys since they were first published many years ago. (Johnson Tr. 12:5-20.)

Mr. Johnson has testified in evidentiary hearings, trials, or TTAB trial proceedings about 80
times, with more than half focusing on the issue of likelihood of confusion. (Johnson Tr. 12:20-
13:7.) He has never been excluded as an expert on survey research methodol ogies, and none of

the surveys he has performed have been excluded from evidence. (Johnson Tr. 12:21-13:15.)
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C. Was the Survey Universe Properly Chosen and Defined? No for Heinz, Yes
for GFA Brands.

Thefirst step in designing a survey is to determine the population or “universe” to be
studied. MCCARTHY, supraat 8§ 32:159. Selecting the universe isimportant because even if
proper questions are asked in a proper manner, if the wrong people are asked, the results are
likely to beirrelevant.

A fundamental error in Sabol’s survey isthat he excluded alarge group of respondents
whose states of mind are relevant to the issue of confusion, namely potential purchasers of the
junior user’ s products who were not aware of the senior user’s mark. See MCCARTHY, supraat 8
32:161. Through screening questions, Sabol excluded respondents who, by his own admission,
were less likely to be confused, with the result of increasing the percent of confusion his survey
allegedly represents.

To qualify as arespondent, Sabol required a“yes’ answer to a question asking whether
they had personally purchased any frozen mealsin the past 30 days and “yes’ to a question
about whether they had ever heard of Heinz’s SMART ONES brand products. The first question
isproblematic initself. (Kaplan Tr. 27:5-29:1.) But the second screening question, requiring
previous knowledge of the SMART ONES brand, caused Sabol’ s universe to be blatantly under
inclusive and improper. As explained in MCCARTHY, in atraditional case of forward confusion,
such as aleged here, “the proper universe to survey is composed of the potential buyers of the
junior user’s goods or services, not the senior user’s customers.” 8§ 32:159 (emphasisin
original.) Making awareness of the SMART ONES brand a part of the definition of Sabol’s
universe iswrong because it excludes a segment of the relevant market for GFA Brands

products, namely potential purchasers who are not aware of the SMART ONES brand.
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Sabol’ s under inclusive universe was intentional, and it skewed his results toward
confusion. Sabol’ stestimony reflects that it was a purposeful attempt on his part to increase the
number of respondents “who might be confused by the introduction of Smart Balance ....”
(Sabol Tr. 20:3-20; see Kaplan Tr. 29:3-25.)

Mr. Johnson’ s survey, on the other hand, did not limit the universe to those potential
buyers who were aware of the Smart Ones brand. See MCCARTHY, supra at 8 32:159. (Johnson
Tr. 22:23-27:6.) Although there are many other flaws with Sabol’ s survey, the results of
Johnson’ s survey of a properly defined universe shows only 2% indicated any possibility of
confusion. This de minimus result proves thereis no likelihood of confusion among the relevant
consumers. (Johnson Tr. 55:2-57:5.) Sabol’ s incorrect universe, therefore, is not smply a
harmless error. Itisaflaw that contributed to the widely divergent results of the two surveys at
issue.

D. Werethe Survey Questions Clear and Not L eading? No for Heinz; Yesfor
GFA Brands.

Although there are several problems with the format of the questions in Sabol’ s survey
instrument, some of the most severe problems are with Question 3, which isleading and
suggestive: “If you were to see a brand of frozen mealsin the frozen food section of a
supermarket named Smart Balance, would you think it was associated with, licensed by, owned
by or in any way connected to Smart Ones? Y ou may answer yes, no, or don’'t know.” As
explained in MCCARTHY, phasing the key confusion inquiry in the form of a close-ended
guestion such as thisistypically improperly leading. MCCARTHY, supraat § 32:175. Sabol’s
format, which somewhat resembles the basic Squirt format (Kaplan Tr. 15:11-16:1), has been
repeatedly criticized because, as MCCARTHY explains, “it appears to suggest a connection which

had never before occurred to the respondent.” § 32:172; Kaplan Tr. 17:4-22.
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The problem of Question 3 being leading and suggestive is compounded by Sabol’ s
failure to ask an open-ended “why” type question or to use acontrol. See MCCARTHY, supraat 8
32.172 n.9 (lack of acontrol is particularly problematic with a Squirt-type format); Kaplan Tr.
42:18-45:3. AsDr. Diamond explains, a“consumer’ s response to any question on the survey
may be the result of information or misinformation from sources other than the trademark the
respondent is being shown.” DIAMOND, supra at 256-57. One standard way to address that
problem isto ask an open-ended “why” type question to find out whether ayes answer to a
Question 3 -- type question is caused by a perceived similarity in the two marks or for some
other reason. (Johnson Tr. 43:16-45:13; Kaplan Tr. 38:3-42:14.) Furthermore, “why” questions
are sometimes “the most illuminating and probative parts of asurvey.” MCCARTHY, supraat 8§
32:178. Yet, Sabol failed to ask any such open-ended questions.

Johnson, on the other hand, followed the accepted practice of asking open-ended
guestions. He did so to obtain the important “cause” information that cannot be captured by
Sabol’ s close-ended Question 3. (Kaplan Tr. 40:13-42:14.)

E. Did the Survey Include a Control to Correct for “Noise” and to make sure

any Confusion is Dueto Trademark-Relevant Reasons? No for Heinz; Yes
for GFA Brands.

A control group is an additional way to assure that positive responses in a confusion
survey are caused by trademark-relevant reasons, and not because of “noise” or other irrelevant
reasons. (Kaplan Tr. 20:15; 21:10.) A control group is an additional group of respondents who
meet the same screening criteria and go through the same interview as the test group, except they
are asked a confusion question about a different brand than the one aleged to infringe. Any
confusion observed in the control group can be attributed to irrelevant, non-trademark issues, and

that percentage is subtracted from the level of confusion observed in the test cell. J. Jacoby,
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Experimental Design and Selection of Controls and Trademark and Deceptive Advertising

Surveys, 92 Trademark Reporter 890, 905 (2002).

Because Sabol’ s study did not have a control group or open-ended questions, it lacked a
mechanism to estimate and adjust for error or “noise” in the resulting data. “Noise” in the Sabol
study can take many forms, including the interview experience itself, aspects of the questionnaire
and guessing by the respondents. Any noise would inflate the level of confusion measured in the
test cell. (Sabol Tr. 97:21-99:4.)

Sabol admitted that including a control group would have either reduced the percentage
of people his study indicated were confused or kept the number the same. (Sabol Tr. 97:22-
99:4.) It appears that Heinz restricted the budget for Sabol’ s survey to an unusually small sum,
which may have influenced Sabol’ s decision to omit a control. (See Johnson Tr. 39:7-40:8;
Sabol Tr. 99:5-1-1:3))

Regardless of the reasons, Sabol’ s failure to control for noise or ask an open-ended
“why” question yielded affirmative responses to Question 3 that are ambiguous and, therefore,

largely meaningless. (Kaplan 42:8-45:3; Johnson 56:19-57:5) See Nat'l Football L eague Props.,

Inc. v. Prostyle, Inc. 57 F. Supp. 2d 665, 668-672 (E.D. Wis. 1998) (survey that omitted a control

group was excluded).

The Johnson survey, on the other hand, included both an open ended “why” question as
well as a properly constructed control group. (Johnson Tr. 35:17-38:4; 43:16-45:13.) Johnson’s
survey also took the customary steps to make sure respondents knew that a*“don't know” answer
isalegitimate answer. Experienced survey experts know that respondents are often reluctant to
admit that they do not know an answer to a question, for fear of appearing uninformed. Itis

therefore standard practice to tell respondents that it is acceptable if they do not know the answer
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to aquestion. (Kaplan Tr. 31:18-37:15; Johnson Tr. 32:25-33:22.) It iscustomary to include a
statement, such as Johnson included in his survey, explaining to the respondents that there are no
right or wrong answers to the questions and that if they do not know the answer they should
simply say so. Sabol, on the other hand, included no such statement.

Sabol’ s opinion, which surfaced for the first time during his direct trial testimony, that
Johnson intentionally designed his survey to obtain “don’t know” answersis based entirely on
speculation and reveals Sabol’ s lack of experience with litigation surveys. (Sabol Tr. 70:2-17.)
Unlike Sabol, the two experts with extensive litigation experience, Mr. Johnson and Mr. Kaplan,
explained that Johnson’s survey was done in accordance with accepted methods. Johnson
addressed the “don’t know” issue exactly the way it alwaysis handled in litigation surveys of
thissort. (Kaplan Tr. 31:18-37:15; Johnson Tr. 32:25-33:22.)

F. Other Flawsin the Sabol Survey.

Sabol’ s survey isriddled with other flaws and deviations from standard practice. For
example, Sabol failed to report any attempt to validate the interviews he relied upon for his
survey data. In litigation, a survey expert typically attempts to demonstrate that an interviewer
actually conducted the interviews, that the interviews were conducted properly and that the
respondents were qualified to participate in the study. (Kaplan Tr. 47:21-49:17.) Sabol’ s report
failsto discuss validation at all, calling into question the reliability of hisentire study. See Paco

Sports, Ltd. v. Paco Rabanne Parfums, 86 F. Supp. 2d 305, 323-24, 54 U.S.P.Q.2d 1205, 1220-

1221 (S.D.N.Y. 2000) aff’d. 234 F.3d 1262 (2d Cir. 2000). Sabol conceded that hisfailure to
include any validation in his report was an error. He also claimed he conducted a validation,
albeit unreported. (Sabol Tr. 47:19-48:17.) Sabol’ s validation, however, did not use an
independent party, which is not sufficient for asurvey used in litigation. (Kaplan Tr. 47:21-
49:17.) Johnson, on the other hand, employed a thorough, independent validation process for his
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survey. (Johnson Tr. 47:5-49:20.) Unlike Sabol, he also reported the results of hisvalidationin
his expert report.

Other flaws in Sabol’ s survey procedure have been addressed in the trial testimony and
reports submitted by Messrs. Kaplan and Johnson. They also addressed in their testimony the
other misguided criticisms Sabol had of the Johnson survey.

Although it has been said that there is no such thing as a*“ perfect” survey, Sabol’ s survey
is so flawed that it should be given little if any weight. Johnson’s survey, on the other hand,
follows the standard Eveready format for confusion surveys, was conducted with non-leading
guestions, and with all of the control, validation, double-blind and other safeguards customarily
used by survey experts. It was also designed, overseen, and presented by a highly qualified
survey expert. The Johnson survey, showing no likelihood of confusion, directly contradicts the
results of Sabol’ s survey, confirms the foregoing analysis of the DuPont factors and should be
given considerable weight in the confusion analysis.

1.  GEA'SUSE OF THE SMART BALANCE TRADEMARK WILL NOT DILUTE
THE SMART ONESTRADEMARK.

A. Heinz Has Not Proven the Stringent Standards for a Dilution Claim.

Heinz has not come close to proving its dilution claim. Dilution by blurring occurs when
consumers identify a single mark with two different sources. See MCCARTHY, supra at 824:69.
For dilution to occur, the relevant public must connect one mark with two separate users, rather
than mistakenly attribute two similar marksto asingle source. MCCARTHY, supraat §24.72.
Thisimpairs the distinctiveness of the mark and weakens the ability of the opposer’s mark to
serve asa“uniqueidentifier.” Id.; seeaso 15 U.S.C. §1125(c)(2)(B). Thus, dilution and
likelihood of confusion are based on “inconsistent states of customer perception.” MCCARTHY,

supra at 824:72 (citing RESTATEMENT (THIRD) OF UNFAIR COMPETITION § 25, cmt. f (1995)).
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When amark is being diluted, the public “intuitively knows, because of the context of the junior
user’ s use, that there is no connection between the owners of the respective marks.” 1d.
(emphasis added).

A claim for dilution requires that the opposer prove (1) opposer’ s mark isfamous; (2) ina
proceeding opposing an intent-to-use application, that opposer’ s mark became famous before the
filing date of the application; and (3) applicant’ s useislikely to cause dilution of the distinctive
quality of opposer’s mark or lessen the capacity of the mark to identify and distinguish opposer’s

goods or services. See Toro Co. v. ToroHead Inc., 61 U.S.P.Q.2d 1164, 1172-1173 (T.T.A.B.

2001); PolarisIndus. Inc. v. DC Comics, 59 U.S.P.Q.2d 1798, 1800 (T.T.A.B. 2000). Heinz has
not proven that its mark was famous before GFA Brands filed its intent-to-use applications in
2009, because virtually all of its evidence post-dates 2009. Similarly, Heinz cannot prove that its
mark would be diluted by adding one more SMART-branded food product to the plethora of
SMART-branded food products already present in the marketplace. The“Smart” portion of
Heinz’s SMART ONES mark had been rendered weak and descriptive of healthy eating choices
by the proliferation of the term “Smart” in food product brands. Heinz's claim for dilution
should be denied.

B. Opposer s have not shown that the SMART ONES mark met the high
dilution fame standard before thefiling date of GFA Brands' intent-to-use

applications.

The bar for establishing fame under a dilution analysisis set extremely high. See Toro

Co., 61 U.S.P.Q.2d at 1170; Coach Servs,, Inc., 101 U.S.P.Q.2d at 1724, (citing 4 MCCARTHY 8§

24:104 (4th ed. 2011)). Unlike fame under alikelihood of confusion analysis, which can vary
along a spectrum from very strong to very weak, amark is either famous or it is not famous for

the purposes of dilution, see Coach Servs., Inc., 101 U.S.P.Q.2d at 1720. Dilution fame requires

a showing that when the general public encountersin the plaintiff’s mark “in amost any context”
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it initially associates the term with the Opposer. See Toro Co., 61 U.SP.Q.2d at 1181. The
Opposer’s marks must have become “household terms [with] which amost everyoneis
familiar.” 1d. To provethat its mark isfamous, the opposer must essentially “demonstrate that
the English language has changed,” and that its mark has become part of the vernacular. Id. at
1180.

A mark is defined under 8 1125(c)(2)(A) as “famous’ for dilution purposesif it iswidely
recognized by the general consuming public of the United States as a designation of source of the
goods or services of the mark's owner. In determining whether a mark possesses the requisite
degree of recognition, the Board may consider all relevant factors, including: (1) the duration,
extent, and geographic reach of advertising and publicity of the mark, whether advertised or
publicized by the owner or third parties, (2) the amount, volume, and geographic extent of sales
of goods or services offered under the mark, (3) the extent of actual recognition of the mark, and
(4) whether the mark was registered under the Act of March 3, 1881, or the Act of February 20,
1905, or on the principal register. However, evidence showing the transformation of aterm into
atruly famous mark may include recognition by the other party, intense media attention, and
surveys. SeeToro Co., 61 U.S.P.Q.2d at 1181.

The quantum of evidence required to prove that a mark has reached “dilution fame” is
extraordinary. Examples of well-known marks that have not met the dilution fame requirement
include the TORO mark for professional lawn care equipment;? the IN-N-OUT BURGER mark
for fast food service;® the BEGGIN' STRIPS mark for dog treats;* and the COACH mark for

luxury products including women’s handbags.”

2 See Toro Co., 61 U.S.P.Q.2dat 1181 (evidence of sales and advertising did not show that the public associated the
term “Toro” with the Torro Co. in “every context.”)

3 IN-N-OUT Burgersv. Fast Lane Car Wash & Lube, Opposition No. 91183888, 2013 WL 3188897 (T.T.A.B. Mar.
14, 2013) (nonprecedential).
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The quantity and quality of evidence needed to establish fame under adilution analysisis

reflected in the evidence introduced in NASDAQ Stock Mkt. Inc. v. AntarticaS.r.l., 69

U.S.P.Q.2d 1718 (T.T.A.B. 2003). Inthat case, the Board found that the NASDAQ mark had
achieved dilution fame because the record included market studies showing that awareness of the
NASDAQ stock market jumped from about 20% in 1990 to more than 80% in 1999, the
NASDAQ website received seven million daily views, its daily market results appeared in
hundreds of newspapers, broadcasting stations and websites, and its NASDA Q-listed companies

received separate and significant media coverage as NASDAQ traded companies. |d. at 1729;

see 7-Eleven, Inc. v. Wechder, 83 U.S.P.Q.2d 1715, 1727-1728 (T.T.A.B. 2007) (citing
NASDAQ as an example of the extraordinary amount and quality of evidence required to show

dilution fame); see also Virgin Enters. Ltd. v. Moore, 2012 WL 03992908 (T.T.A.B. 2012)

(nonprecedential) (same). In 7-Eleven, Inc. v. Wechdler, the Board, citing NASDAQ, found that

the BIG GULP mark had achieved the very high standard for dilution fame through extensive
media attention, particularly those references identifying the mark as a symbol of American
culture such as an article entitled “The Big Gulp is asymbol of American haste and greed,” and a
73% unaided awareness among all consumers, including non-users of the opposer’s services.

See 83 U.S.P.Q.2d 1715, 1727(T.T.A.B. 2007). In Research in Motion Ltd. v. Defining Presence

Mktg. Grp., Inc., the Board found that the BLACKBERRY mark for smartphones was famous
because of the “ground breaking role of this device in shaping the culture and technology of the
early twenty-first century, the incredible volume of sales, opposer’ s extensive promotion and

advertising expenditures within the United States, and evidence of widespread media attention.”

* Societe Des Produits Nestle SA. v. Midwestern Pet Foods, Inc., 2011 WL 1495460 (T.T.A.B. 2011)
(nonprecedential) aff’d 685 F.3d 1046 (Fed. Cir. 2012).

® Coach Servs. Inc. v. Triumph Learning LLC, 96 U.S.P.Q.2d 1600 (T.T.A.B. 2010); aff’d 668 F.3d 1356 (Fed. Cir.
2012).
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See 102 U.S.P.Q.2d 1187, 1197 (T.T.A.B. 2012). The Board aso found that BLACKBERRY
has surmounted the dilution fame requirement because before the Applicants’ intent-to-use
applications were filed, BLACKBERRY branded goods had “kicked-off a technology revolution
in the United States.” 1d.

In contrast to the extraordinary level of evidence of fame found sufficient in NASDAQ,

7-Eleven, and Research in Motion, Heinz has provided no evidence of media attention, no

evidence that GFA has admitted the SMART ONES mark is famous for dilution purposes, and
no survey evidence addressing the proper time frame. In fact, Heinz has produced only one
piece of relevant evidence that pre-dates the filing date of GFA Brands' intent-to-use
applications. Heinz's evidence falls far short of meeting the high standard for dilution fame.
Heinz was required to prove that its mark became famous before the filing date of GFA
Brands' intent-to-use applications. See Toro Co., 61 U.SP.Q.2d at 1173. GFA Brandsfiled
intent-to-use applications serial nos. 77/864,305 and 77/864,268 on November 3, 2009.
Therefore, al evidence that Heinz supplied from after November 3, 2009 is inapplicable to the

Board' s determination of the mark’s famous character. See, e.g. Coach Servs. Inc., 101

U.S.P.Q.2d at 1725 (opposer’ s advertising figures, unsolicited media mentions, and survey data
that post-date Applicant’s intent-to-use application did not evidence dilution fame).

For example, Henz' s allegations that recognition of the SMART ONES brand is high and
that the brand has a strong reputation are based on testimony of the deponents’ present awareness
of the brand when they were deposed in 2013, and based on two articles from 2013. (Opp’rs. Br.
at p. 12 (citing Gray Conf. Tr. 69:22-25, 24:11-14, and Hudson Tr. 17:11-21, 79:6-81:18 and EXx.
35.)) Evenif they were directed toward the proper time frame, “[f]ame for FTDA purposes

cannot be shown with general advertising and sales figures and unsupported assertions of fame
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by the party.” Toro Co., 61 U.S.P.Q.2d at 1179. Similarly, the brand awareness study Heinz
cites was conducted in 2010, making it in applicable to the dilution fame analysis. (Opp’rsBr. at
p. 38 (citing Gray Conf. Tr. Ex. 46)). That aside, the study found 53% unaided awareness for
SMART ONES entrees, only 6% unaided awareness for breakfast items, and only 6% unaided
awareness for desert items -- which are far below the 80% and 73% awarenessin NASDAQ and
7-Eleven. (Opp. Br. pp. 12-13 (citing Gray Conf. Tr. 63:21-65:9 and Ex. 46)) Heinz's survey
expert, Barry Sabol, conducted a study that also post-dated November, 2009 and did not assess
unaided awareness at all. (Sabol. Tr. Ex. 1.) The other evidence that Heinz citesin its attempt to
prove fameisrelated to visits to the SMART ONES website was from fiscal years 2010 and
2011 -- again, after GFA Brands' applicationswerefiled. (Gray Conf. Tr. Ex. 44.)

Heinz's argument that GFA has admitted that the SMART ONES brand is famous is not
true. While GFA Brands' in-house counsel Timothy Kraft said that 75% or greater awareness
would indicate as strong brand (Opp. Br. at p. 13), Heinz's survey showed that the SMART
ONES brand achieved only 53%, 6%, and 6% unaided awarenessin 2010. Although Mr. Kraft
also stated that, he believed the SMART ONES brand was “well-known” (Opp. Br. at p. 13), that
is not even close to stating that SMART ONES has reached the level of fame for dilution.
Finally, Heinz' s dlegation that GFA Brands Chief Marketing Officer stated that the SMART
ONES brand isa“market dominator” was made in 2010, again after GFA’ s intent-to-use
applications werefiled. (Opp. Br. p. 13, Hooper Tr. Ex. 52.)

In fact, the only piece of evidence that Heinz has referred to initstrial brief that pre-dates
the filing of GFA Brands' intent-to-use applicationsis asingle exhibit that sets forth the number
of physical containers of SMART ONES products shipped in 2008 and 2009. (Opp. Br. p. 15,

Gray Tr. Ex. 45.) Evenif thissingle piece of evidence were sufficient to show that SMART
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ONESisatop selling brand, “[m]erely providing evidence that amark isatop-selling brand is
insufficient to show this general fame without evidence of how many persons are purchasers.”

See Coach Servs. Inc., 101 U.S.P.Q.2d at 1729 (quoting Toro Co., 61 U.S.P.Q.2d at 1181).

Heinz has provided no evidence of how many people purchased SMART ONES products before
GFA Brandsfiled its applications -- merely how many units were shipped.

C. GFA Brands SMART BALANCE mark isnot likely to dilute the
distinctiveness of the SMART ONES mark when it is applied to fr ozen food

products.

There are six, non-exclusive statutory factors for determining the likelihood of blurring in
adilution case: (1) the degree of similarity between the mark or trade name and the famous
mark, (2) the degree of inherent or acquired distinctiveness of the famous mark; (3) the extent to
which the owner of the famous mark is engaging in substantially exclusive use of the mark; (4)
the degree of recognition of the famous mark; (5) whether the user of the mark or trade name
intended to create an association with the famous mark; and (6) any actual association between
the mark or trade name and the famous mark. 15 U.S.C. 8§ 1125(c)(2)(B). Inits brief, Heinz has
already conceded that there is nothing in the record suggesting that GFA Brands intended to
create an association between the SMART BALANCE and SMART ONES marks. (Opp. Br. p.
40.) Each remaining factor is addressed in turn:

1 The degree of similarity between the mark or trade name and the
famous mark.

For this factor to favor Heinz, it must prove that the SMART ONES mark and the

SMART BALANCE mark are “highly similar.” See Research in Mation, Ltd.,102 U.S.P.Q.2d at

1197. Whilethe dilution similarity analysisis not strictly the same as alikelihood of confusion
analysis for similarity, the Board still considers the degree of similarity or dissimilarity of the

marks in their entireties as to appearance, sound, connotation and commercia impression. See
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id., (citations omitted). As GFA Brands has shown in its likelihood of confusion analysis of
these factors (App. Br. p. 20-31 above), the SMART ONES mark and the SMART BALANCE
mark are not “highly similar.” As GFA Brands has already shown, the terms ONES and
BALANCE haveindividua trademark and market significance, the term SMART is laudatory
and used extensively by third parties, which has rendered the term deserving of less weight in the
trademark analysis, and the two marks provide consumers with different impressions -- the
SMART BALANCE mark suggests a balance of ingredients, while the SMART ONES mark
suggests that the consumer made a correct food selection.

2. The degree of inherent or acquired distinctiveness of the famous
mark.

Opposers entire argument that its mark is distinctive rests on its registration on the
Principal Register without a Section 2(f) clam. (Opp. Br. pp. 38, 40.) While the type of
registration is one factor the Board considers in assessing distinctiveness, an overall
distinctiveness analysis is made “even when it is undisputed that opposer's mark is registered on

the Principal Register.” Citigroup Inc. v. Capital City Bank Grp. 94 U.S.P.Q.2d 1645 (T.T.A.B.

2010) (citing NASDAQ StockMarket Inc. v. AntarticaSir.l., 69 U.S.P.Q.2d 1718, 1735

(T.T.A.B. 2003)); Toro Co., 61 U.S.P.Q.2d at 1176. In addition to a mark’s registration, the
Board considers other factors that show the mark is weak, such as other uses of the term by third
parties. See Nike Inc., 100 U.S.P.Q.2d at 1028. Heinz has argued in a separate portion of its
brief that the record is “totally devoid” of evidence showing third party use of “SMART-
formative marks in connection with similar products.” (Opp. Br. at 25.) However, GFA Brands
has provided a great deal of evidence that the term “ Smart” is consistently used in relation to
food products, and has acquired a descriptive meaning connoting a healthy eating choice. (App.

Br. pp. 9-19) (showing extensive third party use through tables of third party registrations,
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product packaging bearing the term “ Smart,” websites, and cookbooks incorporating the word
“Smart,” showing that third party use of the term “Smart” on consumer packaged goods
precludes the term from having a source indicating trademark strength, and explaining that the
“Smart” portion of the SMART ONES mark is laudatory and descriptive.))

That the word “smart” has become a descriptive term in the marketplace for healthy
eating choicesis further evidenced by the change in GFA Brands own enforcement strategy.
Timothy Kraft testified that GFA Brands no longer polices every trademark containing the word
“Smart” related to food products because “the marketplace is seeing this rampant proliferation of
the use of * Smart’ marks, our strategy has had to evolve ... in today’ s marketplace, we don’t
think it’s as practical to try to police every use of theword ‘Smart.”” (Kraft Tr. 9:1:3.) Simply
put, the proliferation of the word “ Smart” in the food industry has rendered it a descriptive term
for healthy eating choices.

3. The extent to which the owner of the famous mark isengaging in
substantially exclusive use of the mark.

As GFA Brands has explained above, Heinz is only one of avast number of users of the
term “Smart” to connote healthy eating choicesin the food industry. Because the term “ Smart”
has proliferated in the food industry by appearing on “healthy” food product names other items
related to healthy eating choices -- including SMART BALANCE branded products— Heinz's

SMART ONES mark has already been diluted. See Citigroup, Inc. v. Capital City Bank Group,

Inc., 94 U.S.P.Q.2d 1645 (T.T.A.B. 2009)(“the term ‘ City Bank’ frequently has been adopted
and used by third parties. In essence, to the extent that opposer is correct in arguing that the
mere use of the words ‘ City Bank’ in another mark would dilute opposer’ s mark, such mark has

already been diluted and the registration of applicant’s marksis not likely to cause additional
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blurring of CITIBANK.”) Adding one more SMART BALANCE product into the mix of
SMART-branded food products will not dilute the SMART ONES mark further.

4, The degr ee of recognition of the famous mark.

If amark has been determined to be famous “ as a prerequisite for dilution protection,”
this factor requires the Board to apply a sliding scale to determine the extent of that protection.
See Citigroup, Inc., 94 U.S.P.Q.2d at 1668. Because Heinz has not provided sufficient evidence
to show that its mark was famous before GFA Brands filed its intent-to-use applicationsin
November, 2009, Heinz has not met the prerequisite for consideration of this factor.

Accordingly, because the SMART ONES mark does not meet the dilution fame requirement, this
factor also favors GFA Brands.

5. Any actual association between the mark or trade name and the
famous mark.

Thisfinal factor also favors GFA Brands. Despite being marketed in the same stores,
through the same channels of trade, and appearing in the very same stores, neither party is aware
of any instances of actual consumer confusion between the SMART BALANCE mark and the
SMART ONES mark -- or for that matter, any other product bearing the word “ Smart,”
including confusion between SMART BALANCE and SMART POP! unpopped popcorn and
SMART BALANCE and SIMPLY SMART branded milk. (Kraft Tr. 15:2:6; 29:12-30:2)

Furthermore, after GFA Brands' survey expert, Philip Johnson, concluded on the basis of
his Eveready format survey that thereis“no likelihood of confusion whatsoever about the use of
the Smart Balance name as a name for frozen meal entrees that are sold in a supermarket or other
places that sell frozen foods.” (Johnson Tr. 6:5-9 and Ex. 2; see also Johnson Tr. 55:2:20.) Mr.

Johnson holds that opinion with certainty. (Id.) Thus, thisfactor, like the other five factors,
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favors GFA Brands. Heinz's trademark dilution arguments fail on all elements of this final
prong of the dilution test.

CONCLUSION

For the foregoing reasons, GFA Brands respectfully submitsthat Heinz has failed to carry
its burden of proving alikelihood of confusion and dilution. The opposition should be dismissed
with prejudice.

Dated this 16th day of September, 2013.

/s/ Johanna M. Wilbert
David R. Cross
Marta S. Levine
Johanna M. Wilbert
Quarles & Brady LLP
411 East Wisconsin Avenue, Suite 2040
Milwaukee, Wisconsin 53202-4497
Telephone: (414) 277-5495
Facsimile: (414) 978-8942
Email: DRC@quarles.com
Email: martalevine@quarles.com
Email: jwilbert@quarles.com

Attorneys for Applicant,
GFA Brands, Inc.
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APPENDIX A

UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PROMARK BRANDSINC. and H.J. Opposition Nos. 91194974 (Par ent)
HEINZ COMPANY and Opposition No. 91196358
Opposers, U.S. Trademark Application 77/864,305
For the Mark SMART BALANCE
2
U.S. Trademark Application 77/864,268
GFA BRANDS, INC., For the Mark SMART BALANCE

Applicant.

APPLICANT’'SRESPONSE TO OPPOSERS EVIDENTIARY OBJECTION AND IN
SUPPORT OF APPLICANT'SCONDITIONAL OBJECTION TO SABOL'S
TESTIMONY ABOUT JOHNSON'S SURVEY

SUMMARY OF ARGUMENT

Heinz' s Evidentiary Objections and requests to strike the expert report and testimony of
Philip Johnson and portions of the testimony of Dr. Leon Kaplan and Philip Johnson should be
denied. First, HeinZ's arguments against the admissibility of Mr. Johnson’s survey turn in part
on amatter of semantics and on Heinz's confusion of the “rebuttal” phase of a TTAB trial with
the concept of an expert report served under Rule 26(a)(2)(D)(ii) to “contradict or rebut” an
opposing expert. While Mr. Johnson’s survey certainly contradicts or rebuts the results of Dr.
Sabol’ s survey, Mr. Johnson’ s survey is offered in GFA’s case-in-chief, not in its rebuttal case.
As the applicant, GFA Brands has no rebuttal trial period, only a period for its case-in-chief.
Johnson’ s survey was disclosed entirely in accordance with all of the Board' s scheduling
requirements, is admissible, is not offered as part of the rebuttal phase of the trial and can be

used to support GFA’ s argument of no likelihood of confusion.



Second, Mr. Johnson'’ s testimony about Sabol’ s survey and in response to Sabol’s
testimony criticizing the Johnson survey, aswell as Mr. Kaplan’s testimony responding to
Sabol’ s criticisms of the Johnson survey, should be admitted because the testimony was both
justified and harmless. Mr. Johnson’ s testimony was disclosed in his discovery deposition in
response to questions by Heinz's own lawyer, after which Heinz had more than sufficient time to
prepare for Mr. Johnson’ strial testimony covering the same ground. Furthermore, Heinz opened
the door to Messrs. Johnson’s and Kaplan’ s testimony by eliciting more than thirty pages of
testimony from Sabol criticizing Mr. Johnson, without previously supplementing Sabol’ s expert
report.

Finally, if for whatever reason the Board is inclined to grant Heinz’'s motion to strike
Messrs. Kaplan's and Johnson’ s testimony addressing Sabol’ s 30 pages of direct tria testimony
about the Johnson survey, Sabol’ s testimony should also be stricken.

l. CHOROLOGY OF EVENTSRELATED TO THISMOTION.

Discovery opened on July 29, 2010. (TTABVUE Doc. No. 2 at 2.)" After a series of
extensions requested at different times by both parties, the Board set the expert disclosure
deadline for May 1, 2012, and also required GFA to discloseits first expert to Heinz by March
21,2012. (TTABVUE Doc. No. 29.) GFA disclosed the report of its first expert, Leon Kaplan,
to Heinz on March 16, 2012, and the survey of its second expert, Philip Johnson, to Heinz on
April 28, 2012, satisfying both expert disclosure deadlines. (Opp. Br. at 3.) Both disclosures
also occurred within the discovery period, which did not close until May 31, 2012. (TTABVUE

Doc. No. 29.)

! Discovery for Opposition No. 91196358, which was later consolidated into Opposition No. 91194974, opened on
November 11, 2010 (TTABVUE Opp. No. 91196358 Doc. No. 2 at 2.) The two oppositions were consolidated on
January 27, 2011. (TTABVUE Doc. No. 11.)
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Heinz did not notice Mr. Johnson’ s discovery deposition before May 31, 2012.
Discovery was reopened from June 21, 2012 through July 21, 2012 to alow Heinz to take
additional expert discovery of Mr. Johnson. (TTABVUE Doc. No. 35.) On July 13, 2012 Heinz
requested a 45 day extension to take the deposition of Mr. Johnson. (TTABVUE Doc. Nos. 36-
37.) Ultimately, the parties agreed to extend the deadline for Opposers’ pretrial disclosures until
January 8, 2013, to allow Heinz to depose Mr. Johnson. (TTABVUE Doc. Nos. 43-44.)

Opposerstook Mr. Johnson’s discovery deposition on December 18, 2012 -- more than
seven months after GFA disclosed the Johnson survey to Heinz. During that ample time, and
despite acknowledging the opportunity to do so (TTABVUE Doc. No. 34, p. 2), Heinz decided
not to prepare a responsive report to the Johnson survey. After Mr. Johnson’s discovery
deposition, Heinz had four more months to prepare to cross-examine Mr. Johnson during his trial
testimony, which was not taken until April 18, 2013.

1. PHILIPJOHNSON'SSURVEY ISADMISSIBLE, ISNOT BEING INTRODUCED
DURING THE REBUTTAL TRIAL PHASE, AND MAY BE USED AS PROOF
THAT CONFUSION ISNOT LIKELY.

Heinz' s motion to exclude the Johnson survey and related testimony is pettifoggery
disguised as an evidentiary objection. Heinz's argument that the Johnson survey isinadmissible
in GFA’s case-in-chief because it indisputably contradicts or rebuts Sabol’ s survey is
nonsensical. The Johnson survey is not being offered in GFA’ s rebuttal case -- it is evidence that
contradicts Sabol’ s survey and is being offered at the only point GFA can offer it -- in GFA’s
case-in-chief. GFA disclosed Mr. Johnson’s survey to Heinz during the discovery period, not

during the rebuttal trial period or any other phase of thetrial. In fact, as applicant GFA is not

entitled to arebuttal period during thetrial. All of GFA’s evidence should be admissible to
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support GFA’s case-in-chief because that is GFA’ s only opportunity to present evidence -- in its
casein chief.

The Board has drawn a“fine line” between the proper use of an opposer’s evidence
offered in itsrebuttal case to bear on the validity and probative value of an applicant’s survey,
and the improper use of such evidence to support the opposer’s case-in-chief. See Helene Curtis

Indistries Inc. v. Suave Shoe Corp., 13 U.S.P.Q.2d 1618, 1625 at n. 33 (T.T.A.B. 1989). Butin

all such cases where the Board drew such a“fineline,” the survey was proffered by the opposer
after discovery closed. Here, by contrast, the Johnson survey was disclosed before the close of
expert discovery and is offered in the applicant’ s case-in-chief, not in the rebuttal phase of the
trial.

For example, in Helene Curtis, the plaintiff/opposer introduced a likelihood of confusion
survey for the first time during its rebuttal trial period, in response to the defendant/applicant’s
survey that showed that the likelihood of confusion was very low. Seeid. Ultimately, the Board
admitted the plaintiff’s survey but determined that neither survey was credible, and in what
appears to be dicta stated in a footnote that it limited the plaintiff’s use of the survey to discredit

the defendant’ s survey. |Id. at 1626-27, n. 38. Similarly, in Bridgestone Firestone N.Am. Tire,

LLC v. Federal Corp. 673 F.3d 1330 (Fed. Cir. 2012), the Board, citing the Helene Curtis

footnote, admitted the opposer’ s likelihood of confusion survey, which opposer offered during its
rebuttal trial period, to the extent the rebuttal survey bore on the validity and probative value of
applicant’ s survey. See Opp. No. 91168556, 2010 WL 985350, at *2 (T.T.A.B. Feb. 24,

2010)(nonprecedential), rev’ d on other grounds 673 F.3d 1330 (Fed. Cir. 2012).

In the Board' s recent decision in Sheetz of Delaware, Inc. v. Doctor’ s Associates Inc., the

Board again admitted the opposer’ s survey because it bore on the validity and probative value of
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the applicant’ s survey, but did not consider it for the primary issue in dispute of secondary
meaning, citing the “fineline” language from the footnote, established in Helene Curtis. See
Opp. No. 91192657, slip op. at *12 (T.T.A.B. Sept. 5, 2013)(precedential). Unlike the Johnson
survey here, the survey was disclosed by the opposer after discovery closed and was introduced
during the trial phase. Seeid. at *11.

In contrast, when an applicant disclosed during discovery aresponsive survey under Rule
26(a)(2)(D)(ii), the Board did use the survey’ s results to support the applicant’ s case-in-chief,

even though the survey was not initially disclosed along with the expert’ sfirst critique of the

opposer’ s expert report. In AMBEYV v. The Coca-Cola Company, asin the present case, the
applicant’ s expert offered afirst report critiquing the survey of the opposer’s expert, and later
prepared a survey report that was independent of the opposer’ s survey. See Opposition Nos.
91178953, et al., 2012 WL 1881492 at *2 (T.T.A.B. May 2, 2012) (nonprecedential).? The
Board, again citing the Helene Curtis footnote, stated that would allow the applicant’s survey
because it sought to deny or discredit the opposer’s survey. Id. Importantly, the Board also
considered the survey for the purpose of supporting the applicant’ s case-in-chief on the issue of
secondary meaning. Id. at *10-11. Referring to the applicant’ s secondary meaning survey,
which had been prepared by Simonson, the Board wrote:

Wefind that the Simonson survey validates the significant

sales and advertising number s discussed above. Consumers

have been exposed to TCCC’s ZERO products and advertising on

television, over the radio, via print media, and in every conceivable

retail outlet. Billions of the products have been sold since 2004.

Ambev’ s attempt to show that the ZERO marks have not acquired

distinctiveness simply failsin light of the scope of TCCC's

significant sales and marketing numbers.

Id. at 9 (emphasis added).

2 All nonprecedential decisions of the TTAB discussed in this brief are cited for their persuasive value only.
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Any reference that the Board in AMBEV or GFA’s counsel in this case may have made
to either the Simonson survey or Mr. Johnson’ s report as “rebuttal” evidence was mere semantics
derived from the discovery Rule 26 reference to expert reports that “ contradict or rebut” an
opposer’ s expert. Aswith the survey in AMBEV, the Johnson survey that Heinz seeks to
exclude is contradictory evidence that was properly disclosed well before the close of discovery
and is properly offered in Applicant’s cases-in-chief.

The underlying expert report that the Board analyzed in AMBEYV is available on the
TTABVUE website. The survey that the Board considered to be admissible evidence was
entitled “A Test of Relevant Consumers to Determine the Level of Secondary Meaning of the
Term ‘Zero' as Part of a Name with Respect to Soft Drinks.” (See AMBEV, TTABVUE Doc.
86, Ex. 2.) In the *background and purpose” statement of the AMBEV survey, the applicant’s
expert did not ever mention the opposing survey or expert. Rather, he stated that “[t]he law firm
of King and Spalding commissioned Simonson Associates, Inc. to conduct a survey to determine
the level of secondary meaning of the term ZERO as part of a name with respect to soft drinks.”
Id., at Ex. 2, p. 1. Infact, the applicant’s expert in AMBEV never mentioned the opposer’s
survey at al in hissurvey report. Id. at Ex. 2.

Likethe AMBEV study, Mr. Johnson’s survey is admissible evidence based on its
function, not based on any magic words in itstitle or the report’ s description of hiswork. Mr.
Johnson used atitle and task description that was very similar to thetitle and task description
used by the expert in AMBEV.> Like the AMBEV expert, Mr. Johnson did not need to entitle

his survey in any particular way or mention the other party’s survey because the entire survey

3 Mr. Johnson's report was titled “Promark Brands, Inc. (Opposer) vs. GFA Brands, Inc. (Applicant) A Study of
Likelihood of Confusion. Mr. Johnson described histask in thisway: “Counsel asked whether | could design and
conduct a study that would measure the extent, if any, to which the Smart Balance name that has been objected to by
ProMark, isor isnot likely to cause confusion when relevant consumers are exposed to it in connection with frozen
meal products. | agreed and proceeded to design and conduct such a study.”

6
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itself functions to contradict or rebut Sabol’ s survey by demonstrating that the deficienciesin
Sabol’ s flawed survey yielded results much different than the results of a properly designed
survey. Likethe expertin AMBEV, Mr. Johnson did not discuss the opposers expert in his
report, but rather stated later in histrial testimony that he was asked to “design and conduct a
survey that would essentially be in rebuttal” to Dr. Sabol’s survey. (Johnson Tr. 4:17-22.)
Providing a survey with different resultsis a perfectly acceptable way to “contradict or rebut” a
flawed survey with different results presented by the other side.*

GFA did not “wait[] to prepare an expert report long after the deadline,” as Heinz claims.
(Opp. Br. at 7.) GFA disclosed the Johnson survey in accordance with the Board’ s scheduling
order and in accordance with the applicable Federal Rules of Civil Procedure. Disclosure of
expert testimony must occur in the manner and sequence provided in Federal Rule of Civil
Procedure 26(a)(2) unless alternate directions have been provided by the Board. 37 CFR
§2.120(a)(2). Rule 26(a)(2)(D)(ii) requires that a party disclose expert testimony within 30 days
of the other party’ s disclosure if the evidence is intended solely to “contradict or rebut” evidence
on the same subject matter identified by another party.

As explained in the comments to §401.03 of the TTAB Manual of Procedure, parties to
TTAB proceedings are not required to anticipate all expert testimony that may be used by their
opponents. Confusion surveys, for example, are expensive and are not required of opposers, and
many opposers do not commission them. But if an opposer does disclose a confusion survey, an
applicant should be allowed to disclose and introduce in its case a survey that has contradictory

results. See Rule 26(a)(2)(D)(ii); § 401.03 TBMP.

* Despite Heinz' s contention, GFA never said that is would not use the Johnson survey in its case-in-chief.
(Opposer’s Objections, App. A p. 3) GFA has only a case-in-chief trial phase, with no rebuttal phase, so any such
statement is nonessential and was never made.
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Thereisno unfairnessin doing so. Heinz had ample opportunity to take discovery about
the Johnson survey, prepare aresponsive report of itsown if it desired, and prepare a cross-
examination of Johnson at trial. True unfairness would occur if, due to an overly restrictive view
of therole of an applicant’s responsive survey, a probative survey isignored when it would have
tipped the balance to adifferent end. Thistrial, asareall trids, isasearch for the truth. When
there is probative evidence that will fairly help achieve that godl, it should be considered. Asthe
Federal Rules of Evidence state: “These rules should be construed so as to administer every
proceeding fairly, eliminate unjustifiable expense and delay, and promote the development of
evidence law, to the end of ascertaining the truth and securing a just determination.” Rule 102,
F.R.E. It followsthat the Johnson survey should be admitted not simply to neutralize the Sabol
survey but should also be considered as support for the ultimate conclusion -- there is no
likelihood of confusion.

1. THE TESTIMONY OF MR. JOHNSON AND MR. KAPLAN ISADMISSIBLE.

Heinz's motion directed to portions of the testimony of Philip Johnson criticizing Sabol’s
survey and portions of the testimony of Leon Kaplan supporting Johnson’s survey methods and
criticizing Sabol’ s survey should also be denied. The testimony of Messrs. Johnson and Kaplan
is admissible because providing the testimony without amending their expert reports was
substantially justified and harmless. Mr. Johnson’ s testimony is also admissible because the
subject matter of the testimony was disclosed in his discovery deposition; by giving that
testimony in his discovery deposition he functionally supplemented his earlier report.

The omissions of Mr. Kaplan’'s opinions supporting Mr. Johnson’ s survey, and Messrs,
Kaplan’'s and Johnson’ s opinions discrediting Sabol’ s survey, from expert reports were

substantially justified and harmless under the exceptions to the expert report supplementation
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requirements set forth in Fed. R. Civ. P. 37(c)(1). Information not disclosed in an expert report
may still be used at trial if the omission from the expert report was “ substantially justified or is
harmless.” Fed. R. Civ. P. 37(c). The Board considers five factors when determining whether an
omission was substantially justified or harmless:

(2) the surprise to the party against whom the witness was to have testified;

(2) the ability of the party to cure that surprise;

(3) the extent to which allowing the testimony would disrupt the trial;

(4) the explanation for the party’ s failure to name the witness before trial; and

(5) the importance of the testimony.

See Genera Council of the Assemblies of God v. Heritage Music Foundation, 97 U.S.P.Q.2d

1890, 1892 (T.T.A.B. 2011), citing MicroStrategy, Inc. v. Business Objects, S.A., 429 F.3d

1344,1357, 77 U.S.P.Q.2d 1001 (Fed. Cir. 2005).

All of the applicable factors favor the admission of Messrs. Johnson's and Kaplan's
testimony. First, Heinz could not have been surprised by Mr. Johnson’s testimony about Sabol’s
survey or about Mr. Kaplan's critique of that survey. In Mr. Johnson’s discovery deposition, he
stated that in preparation for his discovery deposition, he reviewed Sabol’ s report and Mr.
Kaplan’s criticism of that report. (Opp. Not. of Rel. Ex. F at 6:22-25; 7:4-9.) Mr. Johnson went
on to explain that he was asked to prepare a survey in response to Sabol’ s survey, and in doing so
he was unable to simply re-run the survey by correcting afew fatal flaws. Rather, the survey
was so flawed that he had to “start from scratch with what | consider to be atrue likelihood of
confusion study in thismatter.” 1d., 10:9-11:2. Heinz could not have been surprised that Mr.
Johnson criticized Sabol in histrial testimony because it was Heinz' s own attorney who initially

asked Mr. Johnson, in his discovery deposition “what was wrong with Dr. Sabel’ s [sic] survey?’,
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“what was wrong with the universe?’, and “what were the other criticisms that you had?’ 1d.,
11:3-16.

Additionally, Heinz could not have been surprised that either Messrs. Johnson or Kaplan
offered a criticism of Sabol’s survey, or, in the case of Mr. Kaplan, validated the method used by
Mr. Johnson, because Heinz elicited nearly thirty pages of trial testimony from Sabal, criticizing
Mr. Johnson’s survey. (Sabol Tr. 67:9-92:10.) Nowherein Sabol’s report did he so much as
mention the Johnson survey. If this portion of Sabol’s testimony is allowed to stand, as Heinz no
doubt believesit should, certainly Messrs. Kaplan's and Johnson’ s response to it should aso be
allowed.

The second factor also favors admissibility, because Heinz had every opportunity to cure
any purported surprise. Heinz's attorneys had the opportunity to question Mr. Johnson about his
opinions on Sabol’ s survey throughout his discovery deposition - and they did so. The Board has
recently found that a party cannot be “surprised” by an expert (coincidentally, Phillip Johnson)
when that party has more than a month to prepare between the disclosure of atopic by an
opposing expert and the date of a deposition, particularly when that party’ s own expert offersa

critique of the opposing expert on that topic. See Sheetz of Delaware, Inc., at *12 (any surprise

to applicant by opposer’ s failure to give applicant technical notice of Mr. Johnson’ s rebuttal
survey was ameliorated by applicant having more than one month to prepare for Mr. Johnson’s
deposition; moreover, applicant submitted the declaration of Dr. Cogan critiquing Mr. Johnson).
Heinz' s lawyers had four months to prepare to cross examine Mr. Johnson between the
time they first asked him questions about his critique of Sabol’s survey during his discovery
deposition on December 18, 2012 and the time HeinzZ' s lawyer cross examined Mr. Johnson

during histrial testimony on April 18, 2013. Sabol al so offered more than thirty pages of
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critique of Mr. Johnson’ s survey, none of which had been included in Sabol’ s report or in any
discovery deposition testimony. (Sabol Tr. 67:9-92:10.) Because Heinz was not surprised, there
is no need to reopen discovery and disrupt trial at this point. It follows that the third factor also
favors admissibility.

The fifth factor, which goes to the importance of the testimony, also favors the
admissibility of both Messrs. Johnson’s and K aplan's testimony.® While direct evidence of
actual confusion such as misdirected letters or phone callsis the best evidence of likelihood of

confusion, see e.g. Thompson v. Haynes, 305 F.3d 1369, 64 U.S.P.Q.2d 1650 (Fed. Cir. 2002)

(“[T]he best evidence of alikelihood of confusion in the marketplace is actual
confusion.”)(citations omitted), evidence of actual confusion is not available in cases such as this
where the applicant has not yet begun marketing its products under the mark. In such cases,
survey evidence allows the fact finder to “make informed inferences about the likelihood of
confusion that will take place.” See McCarthy §32:184.

GFA'’s products have not yet been marketed in the frozen food section under the SMART
BALANCE mark, making a properly performed survey important evidence about whether there
isalikelihood of confusion. Without criticisms of the survey evidence -- by experts from both
parties for that matter -- the Board could be left to determine the merits of competing surveysin
avacuum. Allowing the experts to critique the other side’ s surveys will aid the Board’ s analysis
of the merits of each party’s arguments. Thus, the fifth and final factor also favors the admission
of both Mr. Johnson’s and Mr. Kaplan’s testimony.

Mr. Johnson’ s testimony criticizing Sabol’ s report is also admissible because the subject

matter of that testimony was disclosed to Heinz through its own lawyer’ s questioning during Mr.

® The fourth factor, which seeks an explanation for a party’s failure to name awitness before trial is not applicable
here.
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Johnson'’ s discovery deposition. The Advisory Committee Notes to Rule 26(e) explain that there
IS “no obligation to provide supplemental or corrective information that has been otherwise made
known to the parties in writing or during the discovery process, as when awitness not previously
disclosed is identified during the taking of a deposition or when an expert during a deposition
corrects information contained in an earlier report.” See Fed.R.Civ.P. 26, Advisory Committee
Note (1993 Amendments, Subdivision (€)). The Board has also held that “there isno need, asa
matter of course, to submit a supplemental disclosure to include information already revealed by

awitness in adeposition or otherwise through formal discovery, including the identity of the

witness.” General Council of the Assemblies of God, 97 U.S.P.Q.2d. at 1861. Asdiscussed
above, Mr. Johnson provided criticisms of Sabol’s survey in his discovery deposition, effectively
supplementing his earlier report.

CONCLUSION

The disclosure rules were not intended to provide opportunities for one party to find
procedural deficiencies or technical failures upon which to obtain an advantage over its

adversary. General Council of the Assemblies of God, 97 U.S.P.Q.2d at1893 (T.T.A.B. 2011).

Parties are discouraged from filing objections -- such as Heinz' s objections in this case -- that are

not outcome determinative. See Rule 707.03(a), see also Carefirst of Maryland Inc. v.

FirstHealth of the Carolinas, Inc., 77 U.S.P.Q.2d 1492, 1501 (T.T.A.B. 2005). Heinz opened the
door to survey evidence by disclosing and then relying upon Sabol’ s survey in its case-in-chief.
GFA then disclosed the Johnson survey well before the close of expert in discovery under Rule
26(a)(2)(D)(ii) and in accordance with the schedul e set by the Board, “to contradict or rebut”

Sabol’ s flawed survey. Heinz had ample opportunity to and did take discovery about Johnson’s
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survey. GFA now offers the Johnson survey in its case-in-chief, where the Board can and should
useit for all purposes, asit didin AMBEV.

Similarly, Heinz opened the door for Mr. Johnson to criticize Sabol’ s survey, and for Mr.
Kaplan to buttress Mr. Johnson’ s survey by providing more than thirty pages of previously
undisclosed criticism of Johnson’s survey during Sabol’ strial testimony. Ultimately, such
criticisms by both sides allow the Board to make an informed determination about which survey
deserves the most weight when analyzing whether there is alikelihood of confusion. Mr.
Johnson’s survey and the testimony of both of GFA’s survey experts provide important
information for the Board. The Johnson survey and the testimony of both of GFA’s experts are
admissible as proper and timely evidence in GFA’ s case-in-chief. Heinz's evidentiary objections
should be denied.

If for whatever reason the Board is inclined to grant Heinz's motion to strike Messrs.
Kaplan's and Johnson'’ s testimony addressing Sabol’ s criticism of the Johnson survey, then
Sabol’ s testimony on this point should also be stricken.

Dated this 16th day of September, 2013.

/s Johanna M. Wilbert

David R. Cross

Marta S. Levine

Johanna M. Wilbert

Quarles & Brady LLP

411 East Wisconsin Avenue, Suite 2040
Milwaukee, Wisconsin 53202-4497
Telephone: (414) 277-5495

Facsimile: (414) 978-8942

Email: DRC@quarles.com

Email: marta.levine@quarles.com
Email: jwilbert@qguarles.com

Attorneys for Applicant,
GFA Brands, Inc.
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APPENDIX B

UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PROMARK BRANDSINC,, & H.J. Opposition Nos. 91194974 (Par ent)
HEINZ COMPANY, and Opposition No. 91196358
Opposers, U.S. Trademark Application 77/864,305
For the Mark SMART BALANCE
V.
U.S. Trademark Application 77/864,268
GFA BRANDS, INC,, For the Mark SMART BALANCE

Applicant.

APPLICANT’'SEVIDENCE OF RECORD

APPLICANT'STESTIMONY DEPOSITIONS

A.

William E. Hooper, Senior Advisor to the Marketing Groups and Board Member

of GFA Brands, taken on April 12, 2013, and filed with the Board on September 13, 2013
(including public and confidential portions), including Applicant’s Exhibits 1-18 and Opposers

Exhibits 48-53

Public Exhibits:

App’'s U.S. Registration No. 2,200,663 for SMART BALANCE, and TSDR Status Info

Exhibit 1

App’s Photos of SMART BALANCE product packaging for goods and services for Reg. No.

Exhibit2 | 2,200,663, GFA000069, GFA000174, GFA000188-189,GFA 000075, GFA000205,
GFA000206, GFA000088, GFA000171, GFA000120, GFA000144-145, GFA000153-
154, GFA000194

App’'s U.S. Registration No. 2,276,285 for SMART BALANCE, and TSDR Status Info

Exhibit 3

App’'s Photos of SMART BALANCE product packaging for goods and services for Reg. No.

Exhibit4 | 2,276,285, GFA000082, GFA000201-204

App's U.S. Registration No. 2,952,127 for SMART BALANCE, and TSDR Status Info

Exhibit 5

App’'s Photos of SMART BALANCE product packaging for goods and services for Reg. No.

Exhibit 6 | 2,952,127, GFA000079, GFA000081, GFA000084, GFA000220, GFA000217-219
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App’s U.S. Registration No. 3,649,833 for SMART BALANCE, and TSDR Status Info

Exhibit 7

App’s Photos of SMART BALANCE product packaging for goods and services for Reg. No.

Exhibit 8 | 3,649,833, GFA000073, GFA000077, GFA000214, GFA000216, GFA000213,
GFA000215

App’'s U.S. Registration No. 3,865,917 for SMART BALANCE, and TSDR Status Info

Exhibit 9

App’'s Photos of SMART BALANCE product packaging for goods and services for Reg. No.

Exhibit 10 | 3,865,917, GFA000085, GFA000134-135, GFA000086, GFA000162, GFA000087,
GFA000160-161,

App’'s Draft advertisement for SMART BALANCE product, GFA000003

Exhibit 12

App's Advertisement circular with coupons for SMART BALANCE products, GFA000017

Exhibit 14

App’'s Advertisement circular with coupon for SMART BALANCE product, GFA000014

Exhibit 15

App’'s Advertisement circular with coupon for SMART BALANCE products, GFA000018

Exhibit 16

Opprs TESS printout for Ser. No. 77864305, SMART BALANCE

Exhibit 48

Opprs Store Circular showing SMART BALANCE product GFA021855

Exhibit 49

Opprs Store Circular showing SMART BALANCE product GFA023564

Exhibit 50

Confidential Exhibits:

App’s Gross Sales, Total Marketing and Total Trade Spend for SMART BALANCE mark
Exhibit 11 | GFASB022353

App’'s Total Media Spend 2007-2011 SMART BALANCE Déliveries GFA043236-37
Exhibit 13

App's SMART BALANCE Tracking Research, Wave 7 Tracking Full Report, December 13,
Exhibit 17 | 2010, GFA014065-GFA 014182

App’s SMART BALANCE RD Survey Results, June 20, 2009, GFA043239-GFA043272
Exhibit 18

Opprs 3/30/2010 E-mail attaching Project Best Life Landscape Omnibus Frozen Meals and
Exhibit 51 | Meal Replacements Full Report, March 29, 2009 GFA047579-GFA 047607

Opprs 2/8/2010 E-mail re: frozen meals GFA028226-27

Exhibit 52

Opprs SMART BALANCE Brand Extension Program presentation, February 3, 2010,
Exhibit 53 | GFA014829-GFA014987
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B.

Philip Johnson, Chief Executive Officer of Leo J. Shapiro & Associates and

GFA Brands' survey expert, taken on April 18, 2013, and filed with the Board on September 13,
2013, including Applicant’s Exhibits 1-5

Public Exhibits:

App’'s

H.J. Heinz Company Likelihood of Brand Confusion Between Smart Ones and Smart

Exhibit 1 | Balance Resulting from the Introduction of Smart Balance Frozen Meals, A Brand
Confusion Survey, December 2011

App's LJS Strategic Research, A Study of Likelihood of Confusion, April 2012, by Philip
Exhibit 2 | Johnson
App’s Philip Johnson, Curriculum Vitae
Exhibit 3
App's “Critique of Likelihood of Brand Confusion Between Smart Ones and Smart Balance
Exhibit 4 | Resulting from the Introduction of Smart Balance Frozen Meals,” by Leon B. Kaplan
App’s Notice of Opposition, No. 91194974, filed 5/20/2010, ProMark Brands, Inc., Opposer
Exhibit5 | v. GFA Brands, Inc., Applicant.

C. Timothy Kraft, Senior Vice-President, Associate General Counsel at GFA

Brands, taken on April 26, 2013, and filed with the Board on September 13, 2013, including
Applicant’s Exhibits 70-76

Public Exhibits:

App’'s
Exhibit 70

Photo of Simply Smart milk, GFA043166

App’'s
Exhibit 71

Photo of SMART BALANCE and Simply Smart milk products, GFA043120

App’'s
Exhibit 72

Photo of Kellogg's SMART START, GFA043169

App’'s
Exhibit 73

Photo of Smartwater bottle, GFA043152

App’'s
Exhibit 74

Photo of Orville Redenbacker’s SMART POP! popcorn, GFA043172

App’'s
Exhibit 75

Photo of Heart Smart Bisquick, GFA043153

Confidential Exhibits:

App’s
Exhibit 76

SMART BALANCE Brand Extension Program presentation, February 3, 2010,
GFA014829-GFA 014987
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D. L eon Kaplan, President and CEO at Princeton Research and Consulting Center
and GFA Brands' survey expert, taken on April 23, 2013, and filed with the Board on September
13, 2013, including Opposers Exhibits 1-2

Public Exhibits:

Opprs Weight WatchersInt’l, Inc., v. Souffer Corp., 744 F. Supp. 1259, 19 U.S.P.Q. 2d 1321
Exhibit 1 | (S. D. N.Y. Aug. 30, 1990)

Opprs Weight WatchersInt’l, Inc., v. Souffer Corp., 744 F. Supp. 1259, 19 U.S.P.Q. 2d 1321
Exhibit2 | (S.D.N.Y. Oct 12, 1990)

E. William Shanks, Investigations Manager and Designated Lead Investigator at
Marksmen, Inc., taken on April 23, 2013, and filed with the Board on September 13, 2013,
including Applicant’s Exhibits 6-13

Public Exhibits:

App’'s Marksmen Report, July 15, 2011, GFA043139-GFA043143

Exhibit 6

App’'s Marksmen Report documentation and spreadsheet, GFA043131-GFA 043136
Exhibit 7

App’'s Marksmen Report photos, GFA043108-GFA 043124

Exhibit 8

App’'s Marksmen Report, July 13, 2011, GFA043205-GFA 043206

Exhibit 9

App’'s Marksmen Investigative Report, June 30, 2011, GFA043187-GFA043192
Exhibit 10

App’'s Photos of products purchased, GFA043145-GFA 043160

Exhibit 11

App's Photos of products purchased, GFA043161-GFA043173

Exhibit 12

App's Photos of products purchased, GFA043174-GFA 043185

Exhibit 13

. GFA’'SNOTICE OF RELIANCE

App’'sNot. of | Trademark Status and Document Retrieval (“TSDR”) document for Applicant’s
Rel. Ex. 1 SMART BALANCE mark, Registration No. 2200663, showing a status as
renewed as of May 9, 2009 (printed April 2, 2013) and indicating Applicant as the
Current Owner

App’'sNot. of | TSDR document for Applicant’s SMART BALANCE mark, Registration No.
Rel. Ex. 2 2276285, showing a status as renewed as of September 16, 2009 (printed April 2,
2013) and indicating Applicant as the Current Owner
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App’'sNot. of | TSDR document for Applicant’s SMART BALANCE mark, Registration No. 2952127,

Ral. Ex. 3 showing a status as “ Sections 8 and 15 combined declaration has been accepted and
acknowledged” as of July 13, 2010 (printed April 2, 2013) and indicating Applicant as
the Current Owner

App'sNot. of | TSDR document for Applicant’s SMART BALANCE mark, Registration No.

Rel. Ex. 4 3649833, showing a status as registered as of July 7, 2009 (printed April 2, 2013)
and indicating Applicant as the Current Owner

App'sNot. of | TSDR document for Applicant’'s SMART BALANCE mark, Registration No.

Rel. Ex. 5 3747526, showing a status as registered as of February 9, 2010 (printed April 2,
2013) and indicating Applicant as the Current Owner

App'sNot. of | TSDR document for Applicant’s SMART BALANCE mark, Registration No.

Rel. Ex. 6 3865917, showing a status as registered as of October 19, 2010 (printed April 2,
2013) and indicating Applicant as the Current Owner

App'sNot. of | TSDR document for Applicant’'s SMART BALANCE mark, Registration No.

Rel. Ex. 7 3958463, showing a status as registered as of May 10, 2011 (printed April 2,
2013) and indicating Applicant as the Current Owner

App'sNot. of | TSDR document for BISQUICK HEART SMART, athird-party registration,

Rel. Ex. 8 Registration No. 3140426

App'sNot. of | TSDR document for HEART SMART, athird-party registration, Registration No.

Rel. Ex. 9 3945900

App'sNot. of | TSDR document for PLUMSMART, athird-party registration, Registration No.

Rel. Ex. 10 2916503

App'sNot. of | TSDR document for SIMPLY SMART, athird-party registration, Registration

Rel. Ex. 11 No. 2338871

App'sNot. of | TSDR document for SMART DELI, athird-party registration, Registration No.

Rel. Ex. 12 2773155

App'sNot. of | TSDR document for SMART DOGS, athird-party registration, Registration No.

Rel. Ex. 13 2686279

App'sNot. of | TSDR document for SMART POP, athird-party registration, Registration No.

Rel. Ex. 14 1874796

App'sNot. of | TSDR document for SMART SAUSAGES, athird-party registration,

Rel. Ex. 15 Registration No. 3522138

App'sNot. of | TSDR document for SMART START, athird-party registration, Registration No.

Rel. Ex. 16 1555954

App'sNot. of | TSDR document for GLACEAU SMARTWATER, athird-party registration,

Rel. Ex. 17 Registration No. 3420245

App’'sNot. of | TSDR document for SMARTFOOQOD, athird-party registration, Registration No.

Rel. Ex. 18 1367966
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App’sNot. of

TSDR document for SMARTNOURISH, athird-party registration, Registration

Rel. Ex. 19 No. 4183609
App'sNot. of | TSDR document for SMART TASTE, athird-party registration, Registration No.
Rel. Ex. 20 3592893
App'sNot. of | TSDR document for SNACK SMART, athird-party registration, Registration
Rel. Ex. 21 No. 2107921
App'sNot. of | Genera Mills
Rel. Ex. 22 (http://www.general mills.com/en/Brands/Baking_Products/Bisquick.
aspx) and Betty Crocker’s
http://www.bettycrocker.com/products/bi squi ck/products/
bisquick_heart_smart) websites as of April 22, 2013
App'sNot. of | Prego’s website (http://www.prego.com/products/healthy-and-delicious/heart-
Rel. Ex. 23 smart-traditional) as of April 22, 2013
App'sNot. of | Plum Smart’ s website (http://www.plumsmart.net/) as of April 22, 2013
Rel. Ex. 24
App'sNot. of | HPHood LLC' swebsite
Rel. Ex. 25 (http://www.hood.com/Products/prodListColl.aspx?d=862) as of April 22, 2013
App'sNot. of | Lightlife Foods website (http://www.lightlife.com/V egan-Food-V egetarian-
Rel. Ex. 26 Diet/Smart-Deli-Turkey) as of April 23, 2013
App'sNot. of | Lightlife Foods website (http://www.lightlife.com/V egan-Food-V egetarian-
Rel. Ex. 27 Diet/Veggie-Hot-Dogs) as of April 22, 2013
App'sNot. of | Orville Redenbacher’ s website (http://www.orville.com/healthy-microwave-
Rel. Ex. 28 popcorn-smartpop) as of April 22, 2013
App'sNot. of | Lightlife Foods website (http://www.lightlife.com/V egan-Food-V egetarian-
Rel. Ex. 29 Diet/Smart-Sausages-Italian-Style) as of April 22, 2013
App'sNot. of | Kellogg Co.’s website (http://www.kelloggs.com/en_US/SmartStart.html) as of
Rel. Ex. 30 April 22, 2013
App'sNot. of | Glaceau' s website (http://www.glaceau.com/) as of April 22, 2013
Rel. Ex. 31
App'sNot. of | Smartfood, Inc.’s website (http://www.smartfood.com) as of April 23, 2013
Rel. Ex. 32
App’'sNot. of | Gerber’s website (http://www.gerber.com/all stages/products/puree_baby food/
Rel. Ex. 33 2nd_foods purees vegetable risotto.aspx) as of April 22, 2013
App’'sNot. of | New World Pasta Company’ s website (http://ronzoni smarttaste.newworl dpasta.
Rel. Ex. 34 com/pasta_story.cfm) as of April 22, 2013
App'sNot. of | Little Debbie’s website (http://www.littledebbie.com/products/bars.asp) as of
Rel. Ex. 35 April 23, 2013
App’'sNot. of | Amazon.com, Inc.’s website American Diabetes Association and Canolalnfo, The
Rel. Ex. 36 Heart-Smart Diabetes Kitchen: Fresh, Fast, and Flavorful Recipes Made with

Canola Oil, 2009, http://www.amazon.com/Heart-Smart-Diabetes-Kitchen-
Flavorful-Recipes/dp/158040331X /ref=sr_1 247?s=books& ie=UTF8& qid=13649
34746& sr=1-24 (accessed and printed on April 15, 2013)
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App’sNot. of

Amazon.com, Inc.’swebsite, Kathy Smart, Live the Smart Way: Gluten Free

Rel. Ex. 37 Cookbook, 2011, http://www.amazon.conVLive-Smart-Way-Gluten-
Cookbook/dp/0987700308/ref=sr_1 457?s=books& ie=UTF8& qid=1364934872&
sr=1-45 (accessed and printed on April 16, 2013)

App’'sNot. of | Amazon.com, Inc.’s website, Bettina Newman R.D., Lose Weight the Smart

Rel. Ex. 38 Low-Carb Way: 200 High-Flavor Recipes and a 7-Step Plan to Stay Slim Forever
(Prevention Health Cooking), 2002, http://www.amazon.com/L ose-Weight-
Smart-L ow-Carb-Way/dp/B003D7JX I C/ref=sr_1 66?s=books& ie=UTF8& qid=
1364935099& sr=1-66 (accessed and printed on April 16, 2013)

App'sNot. of | Amazon.com, Inc.’s website, Margaret Pfeiffer, Smart 4 Y our Heart Four Simple

Rel. Ex. 39 Ways To Easily Manage Y our Cholesterol, 2009,
http://www.amazon.com/Smart-simpl e-easily-manage-chol esterol /dp/097
9962625/ref=sr_1 847?s=books&ie=UTF8& qid=1364935190& sr=1-84 (accessed
and printed on April 16, 2013)

App’'sNot. of | Amazon.com, Inc.’s website, Mika Shino, Smart Bites for Baby: 300 Easy-to-

Rel. Ex. 40 Make, Easy-to-Love Meals that Boost Y our Baby and Toddler's Brain, 2012,
http://www.amazon.com/Smart-Bites-Easy---M ake--
Love/dp/0738215554/ref=sr_1 47?s=books&ie=UTF8& id=1364934424& sr=1-4
(accessed and printed on April 16, 2013)

App'sNot. of | Amazon.com, Inc.’s website, Sandra Woodruff, Smart Bread Machine Recipes:

Rel. Ex. 41 Healthy, Whole Grain & Delicious, 1994, http://www.amazon.com/Smart-Bread-
M achine-Recipes-Delicious/dp/0806906901/ref=sr 1 117s=books&ie=UTF8
& id=1364934424& sr=1-11 (accessed and printed on April 16, 2013)

App'sNot. of | Amazon.com, Inc.’s website, Jane Kinderlehrer, Smart Chicken: 101 Tasty and

Rel. Ex. 42 Healthy Poultry Dishes, Plus Stuffings and Accompaniments, 1991,
http://www.amazon.com/Smart-Chicken-Stuffings-A ccompaniments-
Kinderlehrer/dp/1557040737/ref=sr_1 937?s=books& ie=UTF8& qid=1364935526
& sr=1-93 (accessed and printed on April 16, 2013)

App'sNot. of | Amazon.com, Inc.’s website, Jane Kinderlehrer, Smart Cookies. 80 Recipes for

Rel. Ex. 43 Heavenly, Healthful Snacking, 1985, http://www.amazon.com/Smart-Cookies-
Heavenly-Healthful-Snacking/dp/0937858625/ref=sr 1 101?s=books& ie=
UTF8& id=1364935587& sr=1-101 (accessed and printed on April 16, 2013)

App'sNot. of | Amazon.com, Inc.’s website, Covert Bailey and Ronda Gates, Smart Eating:

Rel. Ex. 44 Choosing Wisely, Living Lean, 1996, http://www.amazon.com/Smart-Eating-
Choosing-Wisely-Living/dp/039585492X /ref=sr 1 147s=books&ie
=UTF8& qid=1364934424& sr=1-14 (accessed and printed on April 16, 2013)

App'sNot. of | Amazon.com, Inc.’s website, Jane |bbetson, Smart Eating Made Simple, 2012,

Rel. Ex. 45 http://www.amazon.com/Smart-Eating-Made-Simple-

| bbetson/dp/1468566598/ref=sr_1 49?7s=books& ie=UTF8& qid=1364934966& sr
=1-49 (accessed and printed on April 16, 2013)
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App'sNot. of | Amazon.com, Inc.’s website, Carol Heading Munson, Smart Pressure Cooker

Rel. Ex. 46 Recipes, 1998, http://www.amazon.com/Pressure-Cooker-Reci pes-Heading-
Munson/dp/0806999853/ref=sr 1 407s=books& ie=UTF8& qid=1364935432& sr
=1-40 (accessed and printed on April 16, 2013)

App’'sNot. of | Barnesandnoble.com LLC’swebsite, Mary Curtis, Eat Smart: Low - Fat

Rel. Ex. 47 V egetarian CookBook, 2007, http://www.barnesandnoble.com/w/eat-smart-mrs-
mary-curtis/1112402492?ean=9781257681631& itm=1& usri=9781257681631
(accessed and printed on April 16, 2013)

App’'sNot. of | Barnesandnoble.com LLC’ s website, Kate Wood, Eat Smart, Eat Raw: Creative

Rel. Ex. 48 Vegetarian Recipes for a Healthier Life, 2006,
http://www.barnesandnoble.com/w/eat-smart-eat-raw-kate-
wo00d/1113943087?ean=9780757002618& itm=1& usri=9780757002618
(accessed and printed on April 16, 2013)

App'sNot. of | Barnesandnoble.com LLC' s website, Graham Kerr, Graham Kerr's Smart

Rel. Ex. 49 Cooking, 1991, http://www.barnesandnoble.com/w/graham-kerrs-smart-cooking-
graham-kerr/10000782387ean=9780385420747& itm=1& usri=9780385420747
(accessed and printed on April 16, 2013)

App'sNot. of | Barnesandnoble.com LLC' s website, Maya Angelou, Great Food, All Day Long:

Rel. Ex. 50 Cook Splendidly, Eat Smart, 2010, http://www.barnesandnoble.com/w/gresat-
food-all-day-long-maya-angel ou/11003000487ean=9780679604372& itm=
1& usri=9780679604372 (accessed and printed on April 16, 2013)

App'sNot. of | Barnesandnoble.com LLC' swebsite, Henry Ford and Heart and Vascular Inst.

Rel. Ex. 51 Staff, Heart Smart Cookbook, 1994, http://www.barnesandnoble.com/w/heart-
smart-cookbook-henry-ford/10158874237ean=9780836280593& itm=1& usri=
9780836280593 (accessed and printed on April 17, 2013)

App'sNot. of | Barnesandnoble.com LLC’ swebsite, JoAnna M. Lund, The Heart Smart Healthy

Rel. Ex. 52 Exchanges Cookbook, 1999, http://www.barnesandnoble.com/w/heart-smart-
healthy-exchanges-cookbook-joanna-m-lund/1100170456?ean=
9780399524745& itm=1& usri=9780399524745 (accessed and printed on April
17, 2013)

App'sNot. of | Barnesandnoble.com LLC’ s website, Julie Van Rosendaal, One Smart Cookie:

Rel. Ex. 53 All Y our Favorite Cookies, Squares, Brownies and Biscotti...With Less Fat,
2007, http://www.barnesandnobl e.com/w/one-smart-cookie-julie-van-
rosendaal/11019969967ean=9781552859124& itm=1& usri=9781552859124
(accessed and printed on April 17, 2013)

App’'sNot. of | Barnesandnoble.com LLC’ s website, Jane Kinderlehrer, Smart Baking

Rel. Ex. 54 Cookbook: Muffins,Cookies,Biscuits and Breads, 2002,

http://www.barnesandnobl e.com/w/smart-baking-cookbook-jane-
kinderlehrer/1102505558?ean=9781557045225& itm=1& usri=9781557045225
(accessed and printed on April 17, 2013)
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App’sNot. of

Barnesandnoble.com LLC' s website, Better Homes & Gardens, Smart Diet, 2000,

Rel. Ex. 55 http://www.barnesandnobl e.com/w/smart-di et-better-homes-
gardens/1008404626?ean=9780696211737& itm=1& usri=9780696211737
(accessed and printed on April 17, 2013)

App’'sNot. of | Barnesandnoble.com LLC’s website, Alisa Fleming, SMART SCHOOL TIME

Rel. Ex. 56 RECIPES: The Breakfast, Snack, and L unchbox Cookbook for Healthy Kids and
Adults, 2010, http://www.barnesandnobl e.com/w/smart-school-time-recipes-
alisa-fleming/10269015292ean=9780979128639& itm=1& usri=9780979128639
(accessed and printed on April 17, 2013)

App'sNot. of | Barnesandnoble.com LLC'swebsite, Andrew Rainier, The Smart Carb Diet

Rel. Ex. 57 Recipes, 2012, http://www.barnesandnoble.com/w/the-smart-carb-diet-recipes-
andrew-rainier/1111647528?ean=9781105775802& itm=1& usri=9781105775802
(accessed and printed on April 17, 2013)

App'sNot. of | Photo of BISQUICK HEART SMART product packaging

Rel. Ex. 58

App'sNot. of | Photo of HEART SMART product packaging

Rel. Ex. 59

App'sNot. of | Photo of PLUMSMART product packaging

Rel. Ex. 60

App'sNot. of | Photo of SIMPLY SMART product packaging

Rel. Ex. 61

App'sNot. of | Photo of SMART DELI product packaging

Rel. Ex. 62

App'sNot. of | Photo of SMART POP product packaging

Rel. Ex. 63

App'sNot. of | Photo of SMART START product packaging

Rel. Ex. 64

App'sNot. of | Photo of GLACEAU SMARTWATER product packaging

Rel. Ex. 65

App'sNot. of | Photo of SMARTFOOD product packaging

Rel. Ex. 66

App'sNot. of | Photo of SMARTNOURISH product packaging

Rel. Ex. 67

App'sNot. of | Photo of SMART TASTE product packaging

Rel. Ex. 68

App'sNot. of | Photo of SNACK SMART product packaging

Rel. Ex. 69

App'sNot. of | Deposition of Marion Findlay, attached hereto as Exhibit 70, conducted on

Rel. Ex. 70 January 17, 2012 and exhibits nos. 1 through 11 thereto
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Coach Services, Inc. v. Triumph Learning LLC, 668 F.3d 1356 (2012)

101 U.S.P.Q.2d 1713

668 F.3d 1356
United States Court of Appeals,
Federal Circuit.

COACH SERVICES, INC., Appellant,
V.
TRIUMPH LEARNING LLC, Appellee.

No. 2011—-1129. | Feb. 21, 2012.

Synopsis

Background: Holder of “COACH" mark appealed from
decision of the United States Patent and Trademark Office,
Trademark Trial and Appeal Board, 2010 WL 3798519,
dismissing its opposition to use-based applicationsto register
mark “COACH” for educational materials used to prepare
students for standardized tests.

Holdings: The Court of Appeals, O'Malley, Circuit Judge,
held that:

[1] Board's decision to exclude public corporation's annual
reports was not abuse of discretion;

[2] test preparation company's use of mark was not likely to
cause confusion;

[3] opposer failed to establish that its “COACH” mark for
fashion accessories was famous for dilution purposes;

[4] opposer had standing to challenge company's use of mark;

[5] substantial evidence supported Board's decision that
company's use of mark was merely descriptive; and

[6] remand waswarranted so Board could assesswhether term
had acquired secondary meaning.

Affirmed in part, vacated in part, and remanded.

West Headnotes (36)

[1] Trademarks
&= Scope of review

Mext

(2]

(3]

382T Trademarks

382TVII Registration

382TVII(B) Proceedings Concerning Federal
Registration

382Tk1315 Judicial Review or Intervention
382Tk1322 Scope of review

Court of Appeals reviews Trademark Tria and
Appeal Board'slegal conclusionsde novo and its
factual findings for substantial evidence.

Trademarks

&= Scope of review

382T Trademarks

382TVII Registration

382TVII(B) Proceedings Concerning Federal
Registration

382Tk1315 Judicia Review or Intervention
382Tk1322 Scope of review
Court of Appeals reviews evidentiary rulings by
Trademark Trial and Appea Board for abuse
of discretion, and will reverse only if Board's
evidentiary ruling was: (1) clearly unreasonable,
arbitrary, or fanciful; (2) based on erroneous
conclusion of law; (3) premised on clearly
erroneous findings of fact; or (4) record contains
no evidence on which Board could rationally
base its decision.

Trademarks

o= Admissibility

382T Trademarks

382TVII Registration

382TVII(B) Proceedings Concerning Federal
Registration

382Tk1306 Evidence

382Tk1309 Admissibility

Trademark Trial and Appea Board's decision
to exclude public corporation's annual reports
as evidence of its annual sales figures and
amount it expended in advertising, design, and
promotion of its trademarked products was
not abuse of discretion, even though reports
were available on internet, where rule in effect
a time of hearing precluded admission of
corporate annual reports without authentication,
corporation's witness was not shown annual
reports during her deposition and did not
authenticate documents at issue, and documents
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[4]

(3]

lacked identifying information such as online
source and date accessed. 37 C.F.R. § 2.122(e).

Trademarks

&= Scope of review

382T Trademarks

382TVII Registration

382TVII(B) Proceedings Concerning Federal
Registration

382Tk1315 Judicia Review or Intervention
382Tk1322 Scope of review
Although Court of Appeals reviews Trademark
Trial and Appeal Board's findings as to DuPont
factors regarding likelihood of confusion in
trademark infringement suit for substantial
evidence, it reviews its overall determination
of likelihood of confusion without deference.
Lanham Act, § 2(d), 15 U.S.C.A. § 1052(d).

2 Cases that cite this headnote

Trademarks

&= Strength or fame of marks; degree of
distinctiveness
Trademarks

&= Appearance, sound, and meaning

Trademarks
&= Particular goods and services, relationship
between

Trademarks [6]
&= Trade channels, sales, advertising, and
marketing

Trademarks
&= Persons confused; circumstances of sale

382T Trademarks

382TIIl Similarity Between Marks; Likelihood of
Confusion

382Tk1090 Nature of Marks

382Tk1092 Strength or fame of marks; degree of
distinctiveness

382T Trademarks

382TIIl Similarity Between Marks; Likelihood of
Confusion

382Tk1093 Relationship Between Marks
382Tk1098 Appearance, sound, and meaning
382T Trademarks

382TIIl Similarity Between Marks; Likelihood of
Confusion

(7]

382Tk1100 Relationship Between Goods or
Services Underlying Marks

382Tk1103 Particular goods and services,
relationship between

382T Trademarks

382TIIl Similarity Between Marks; Likelihood of
Confusion

382Tk1107 Nature and Circumstances of Use of
Marks

382Tk1110 Trade channels; sales, advertising,

and marketing

382T Trademarks

382TIIl Similarity Between Marks; Likelihood of
Confusion

382Tk1112 Persons confused; circumstances of
sale

Test preparation company's use of mark
“COACH” for educational materials used to
prepare students for standardized tests was not
likely to cause confusion as to luxury good
manufacturer's prior use of “COACH" mark for
fashion accessories, and thus mark could be
registered, even though prior mark was famous,
marks were identical in sound and appearance,
and classes of consumers might overlap, where
prior mark brought to mind traveling by carriage,
and applied-for mark brought to mind someone
who instructed students, parties goods were
unrelated, and channels of trade were distinct.
Lanham Act, § 2(d), 15 U.S.C.A. § 1052(d).

Trademarks

o= Levelsor categories of distinctivenessin
genera; strength of marksin genera
382T Trademarks
382TIl Marks Protected
382Tk1033 Levelsor categories of distinctiveness
in general; strength of marksin general
“Famous’” mark is one that has extensive public
recognition and renown. Lanham Act, § 2(d), 15
U.S.C.A. §1052(d).

Trademarks
&= Levelsor categories of distinctivenessin
general; strength of marksin general

382T Trademarks
382TIl Marks Protected
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8]

[10]

382Tk1033 Levelsor categories of distinctiveness
in general; strength of marksin general

In determining mark's fame, relevant factors
include sales, advertising, length of use of
mark, market share, brand awareness, licensing
activities, and variety of goods bearing mark.
Lanham Act, § 2(d), 15 U.S.C.A. § 1052(d).

Trademarks

&= Presumptions and burden of proof
382T Trademarks
382TVII Registration
382TVII(B) Proceedings Concerning Federal
Registration
382Tk1306 Evidence
382Tk1308 Presumptions and burden of proof
Party asserting that its mark isfamous has burden
to prove it. Lanham Act, § 2(d), 15 U.S.CA. §
1052(d).

Trademarks

&= Strength or fame of marks; degree of
distinctiveness

382T Trademarks

382TIll Similarity Between Marks; Likelihood of
Confusion

382Tk1090 Nature of Marks

382Tk1092 Strength or fame of marks; degree of
distinctiveness
Fame of prior mark is insufficient, standing
done, to establish likelihood of confusion
precluding registration of mark. Lanham Act, §
2(d), 15 U.S.C.A. § 1052(d).

1 Cases that cite this headnote

Trademarks
&= Examination and comparison; construction
asentirety

382T Trademarks

382TIIl Similarity Between Marks; Likelihood of
Confusion

382Tk1093 Relationship Between Marks
382Tk1097 Examination and comparison;
construction as entirety

In conducting likelihood of confusion analysis, it

is improper to dissect mark, and marks must be

(11]

[12]

[13]

viewed intheir entireties. Lanham Act, 8§ 2(d), 15
U.S.C.A. §1052(d).

Trademarks

&= Examination and comparison; construction
as entirety
382T Trademarks
382TIll Similarity Between Marks; Likelihood of
Confusion
382Tk1093 Relationship Between Marks
382Tk1097 Examination and comparison;
construction as entirety
In conducting likelihood of confusion analysis
in trademark case, proper test is not side-by-
side comparison of marks, but instead whether
marks are sufficiently similar in terms of their
commercia impression, such that persons who
encounter marks would be likely to assume
connection between parties. Lanham Act, § 2(d),
15U.S.C.A. §1052(d).

1 Cases that cite this headnote

Trademarks

&= Similarity or dissimilarity in genera
382T Trademarks
382TIIl Similarity Between Marks; Likelihood of
Confusion
382Tk1093 Relationship Between Marks
382Tk1095 Similarity or dissimilarity in genera
If parties goods are closely related, lesser degree
of similarity between marks may be sufficient to
giverisetolikelihood of confusion. Lanham Act,
§ 2(d), 15 U.S.C.A. § 1052(d).

Trademarks
&= Relationship Between Goods or Services
Underlying Marks

Trademarks
&= Trade channels; sales, advertising, and
marketing

382T Trademarks

382TIIl Similarity Between Marks; Likelihood of
Confusion

382Tk1100 Relationship Between Goods or
Services Underlying Marks

382Tk1101 In general
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[14]

[15]

382T Trademarks

382TIIl Similarity Between Marks; Likelihood of
Confusion

382Tk1107 Nature and Circumstances of Use of
Marks

382Tk1110 Trade channels, sales, advertising,

and marketing

When analyzing similarity of goodsin trademark
case, it is not necessary that parties’ products be
similar or even competitive to support finding
of likelihood of confusion; instead, likelihood of
confusion can befound if respective products are
related in some manner and/or if circumstances
surrounding their marketing are such that they
could give rise to mistaken belief that they
emanate from same source. Lanham Act, § 2(d),
15U.S.C.A. §1052(d).

1 Cases that cite this headnote

Trademarks

&= Similarity or dissimilarity in general
382T Trademarks
382TIIl Similarity Between Marks; Likelihood of
Confusion
382Tk1093 Relationship Between Marks
382Tk1095 Similarity or dissimilarity in general
When trademarks would appear on substantially
identical goods, degree of similarity necessary to
support conclusion of likely confusion declines.
Lanham Act, 8 2(d), 15 U.S.C.A. § 1052(d).

Trademarks
&= Reduction of Mark's Capacity to Identify;
Blurring

Trademarks
&= Creation of Unfavorable Associations;
Tarnishment

382T Trademarks

382TVIII Violations of Rights
382TVI1II(B) Dilution

382Tk1462 Reduction of Mark's Capacity to
Identify; Blurring

382Tk1463 Ingenerd

382T Trademarks

382TVIII Violations of Rights
382TVI1I1(B) Dilution

382Tk1465 Creation of Unfavorable
Associations; Tarnishment

[16]

[17]

382Tk1466 In general

To prevail on dilution claim under Trademark
Dilution Revision Act (TDRA), plaintiff must
show that: (1) it owns famous mark that
is distinctive; (2) defendant is using mark
in commerce that allegedly dilutes plaintiff's
famous mark; (3) defendant's use of its mark
began after plaintiff's mark became famous; and
(4) defendant's use of its mark is likely to cause
dilution by blurring or by tarnishment. Lanham
Act, §43(c)(1), 15 U.S.C.A. § 1125(c)(1).

2 Cases that cite this headnote

Trademarks
&= Strength or fame of marks; degree of
distinctiveness

Trademarks

&= Marks protected; strength or fame
382T Trademarks
382TIII Similarity Between Marks; Likelihood of
Confusion
382Tk1090 Nature of Marks
382Tk1092 Strength or fame of marks; degree of
distinctiveness
382T Trademarks
382TVIII Violations of Rights
382TVIII(B) Dilution
382Tk1468 Marks protected; strength or fame
Fame for likelihood of confusion and fame for
dilution are distinct concepts, and dilution fame
reguires more stringent showing, such that mark
can acquire sufficient public recognition and
renown to be famous for purposes of likelihood
of confusion without meeting more stringent
requirement for dilution fame. Lanham Act, 88
2(d), 43(c)(2), 15 U.S.C.A. 88 1052(d), 1125(c)
D).

2 Cases that cite this headnote

Trademarks
&= Marks protected; strength or fame

382T Trademarks

382TVIII Violations of Rights

382TVIII(B) Dilution

382Tk1468 Marks protected; strength or fame

To establish that mark is famous for dilution
purposes, owner of allegedly famous mark must
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[18]

[19]

show that its mark became famous prior to filing
date of trademark application or registration
against which it intends to file opposition or
cancellation proceeding. Lanham Act, § 43(c)
(1), 15U.S.C.A. 81125(c)(2).

3 Cases that cite this headnote

Trademarks

&= Marks protected; strength or fame

382T Trademarks

382TVIII Violations of Rights

382TVIII(B) Dilution

382Tk1468 Marks protected; strength or fame
To establish requisite level of fame to warrant
protection under Trademark Dilution Revision
Act (TDRA), mark's owner must demonstrate
that common or proper noun uses of term and
third-party uses of mark are now eclipsed by
owner'suse of mark. Lanham Act, § 43(c)(1), 15
U.S.C.A. 81125(c)(D).

1 Cases that cite this headnote

Trademarks

= Marks protected; strength or fame

382T Trademarks

382TVIII Violations of Rights

382TVIII(B) Dilution

382Tk1468 Marks protected; strength or fame
Luxury good manufacturer failed to establish
that its “COACH” mark for fashion accessories
was famous, for dilution purposes, and thus
that test preparation company's use of mark
“COACH” for educational materials used to
prepare students for standardized tests violated
Trademark Dilution Revision Act (TDRA), even
if manufacturer had sixteen federal trademark
registrations, its sales exceeded $1 hillion per
year, and its mark had achieved substantial
degree of recognition among women ages 13—
24, where many unsolicited media references
to mark were limited to mentioning one of
manufacturer's COACH products among other
brands, and there was no evidence of brand
awareness among women generally or among
men. Lanham Act, § 43(c)(1), 15 U.S.CA. §
1125(c)(2).

[20]

[21]

[22]

[23]

Federal Courts
&= Tria denovo
170B Federa Courts
170BVIIl Courts of Appeals
170BVIII(K) Scope, Standards, and Extent
170BVIII(K)1 In Genera
170Bk776 Tria de novo
Standing isquestion of law that Court of Appeals
reviews de novo.

Administrative Law and Procedure
&= Right of Review
15A Administrative Law and Procedure
15AV Judicial Review of Administrative
Decisions
15AV(A) In Generd
15Ak665 Right of Review
15Ak665.1 In genera
Constitutional case and controversy restrictions
on standing do not apply to matters before
administrative agencies. U.S.C.A. Const. Art. 3,
§2,c. 1.

Trademarks

o= Persons entitled to oppose; standing;
parties

382T Trademarks

382TVIl Registration

382TVII(B) Proceedings Concerning Federal
Registration

382Tk1290 Opposition

382Tk1294 Persons entitled to oppose; standing;
parties
To establish standing to oppose trademark
registration, opposer must show: (1) real interest
in proceeding; and (2) reasonable basis for
believing that it would suffer damage if mark is
registered. Lanham Act, § 13(a), 15 U.S.C.A. 8
1063(a).

Trademarks

o= Persons entitled to oppose; standing;
parties

382T Trademarks

382TVIl Registration
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[24]

[25]

[26]

382TVII(B) Proceedings Concerning Federal
Registration

382Tk1290 Opposition

382Tk1294 Persons entitled to oppose; standing;
parties

To satisfy real interest requirement for standing
to oppose trademark registration, opposer must
have legitimate personal interest in opposition.

Lanham Act, § 13(a), 15 U.S.C.A. 8 1063(a). (27
Trademarks

&= Grounds; issues

382T Trademarks

382TVII Registration

382TVII(B) Proceedings Concerning Federal

Registration

382Tk1290 Opposition

382Tk1292 Grounds; issues

Once party opposing trademark registration

meets requirements for standing, it can rely on
any statutory grounds for opposition. Lanham [28]
Act, 88 2, 13(a), 15 U.S.C.A. 88 1052, 1063(a).
Trademarks

&= Persons entitled to oppose; standing;

parties

382T Trademarks

382TVIl Registration

382TVI1I(B) Proceedings Concerning Federal

Registration

382Tk1290 Opposition

382Tk1294 Persons entitled to oppose; standing; [29]
parties

Luxury good manufacturer had standing to

challenge test preparation company's use of

mark “COACH” for educational materials

on descriptiveness grounds, even though it

was not seeking to use mark descriptively,

where manufacturer had established standing to

challenge registration on grounds of likelihood

of confusion and dilution. Lanham Act, § 13(a),

15U.S.C.A. §1063(a).

Trademarks

&= Descriptive Terms or Marks

382T Trademarks

[30]

382TIl Marks Protected

Mext

382Tk1035 Descriptive Terms or Marks
382Tk1036 In general

Marks that are merely descriptive of goods and
services are not entitled to protection. Lanham
Act, 82,15U.S.C.A. §1052.

Trademarks
&= Descriptive Terms or Marks

382T Trademarks

382TIl Marks Protected

382Tk1035 Descriptive Terms or Marks
382Tk1036 In general

Mark is merely “descriptive,” and thus not
entitled to protection, if it immediately conveys
knowledge of quality, feature, function, or
characteristic of goods or services with which it
isused. Lanham Act, § 2, 15 U.S.C.A. § 1052.

Trademarks

&= Descriptive Terms or Marks
382T Trademarks
382TIl Marks Protected
382Tk1035 Descriptive Terms or Marks
382Tk1036 In general
Mark may be merely descriptive even if it does
not describe full scope and extent of applicant's
goodsor services. Lanham Act, 82,15U.S.C.A.
§1052.

Trademarks

&= Descriptive Terms or Marks
382T Trademarks
382TIl Marks Protected
382Tk1035 Descriptive Terms or Marks
382Tk1036 In genera
Mark's descriptiveness is not considered in
abstract, but instead must be considered in
relation to particular goodsfor which registration
is sought, context in which it is being used, and
possible significance that term would have to
average purchaser of goods because of manner
of its use or intended use. Lanham Act, § 2, 15
U.S.C.A. §1052.

Trademarks
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[31]

[32]

[33]

&= Scope of review

382T Trademarks

382TVII Registration

382TVII(B) Proceedings Concerning Federal
Registration

382Tk1315 Judicia Review or Intervention
382Tk1322 Scope of review

Determination that mark is merely descriptive
is factual finding that Federal Circuit reviews
for substantial evidence. Lanham Act, § 2, 15
U.S.C.A. §1052.

Trademarks

&= Descriptive Terms or Marks

382T Trademarks

382TIl Marks Protected

382Tk1035 Descriptive Terms or Marks
382Tk1036 Ingenerd
Substantial  evidence supported Trademark
Trial and Appeal Board's decision that test
preparation company's use of mark “COACH"
for educational materials used to prepare
students for standardized tests was merely
descriptive, for purposes of determining whether
it could be registered; company's use of term fell
within scope of dictionary definitions of word
“coach,” and third parties used term in similar
manner in connection with test preparation.
Lanham Act, 82, 15 U.S.C.A. § 1052.

Trademarks

&= Acquired distinctiveness, secondary
meaning

382T Trademarks

382TIl Marks Protected

382Tk1035 Descriptive Terms or Marks
382Tk1037 Acquired distinctiveness; secondary
meaning

Descriptive mark can be registered if it has
acquired secondary meaning. Lanham Act, §
2(f), 15 U.S.C.A. § 1052(f).

Trademarks

&= Acquired distinctiveness; secondary
meaning

382T Trademarks
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[34]

(35]

382TIl Marks Protected

382Tk1035 Descriptive Terms or Marks
382Tk1037 Acquired distinctiveness; secondary
meaning

To establish that descriptive mark has acquired
secondary meaning, or acquired distinctiveness,
applicant for trademark registration must show
that in minds of public, primary significance of
product feature or term is to identify product's
source rather than product itself. Lanham Act, §
2(f), 15 U.S.C.A. § 1052(f).

Trademarks

&= Acquired distinctiveness and secondary
meaning in general

382T Trademarks

382TIl Marks Protected

382Tk1029 Capacity to Distinguish or Signify;
Distinctiveness

382Tk1032 Acquired distinctiveness and

secondary meaning in general
To determine whether mark has acquired
secondary meaning, courts consider: advertising
expenditures and sales success; length and
exclusivity of use; unsolicited media coverage;
copying of mark by defendant; and consumer
studies. Lanham Act, § 2(f), 15 U.SCA. §
1052(f).

Trademarks

&= Determination and disposition

382T Trademarks

382TVII Registration

382TVII(B) Proceedings Concerning Federal
Registration

382Tk1315 Judicial Review or Intervention
382Tk1326 Determination and disposition
Trademark Trial and Appeal Board's failure to
consider all pre-decision third-party use of term
“coach” for educational materials undermined
its analysis of whether term, as used by test
preparation company in material sused to prepare
students for standardized tests, had acquired
secondary meaning, and thus required remand
so that Board could assess extent to which
those titles might cut against company's claim
of substantially exclusive use, where Board
found five titles of record that arguably related
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to company's subject matter, but improperly
disregarded them based on their publication
dates, and there was no admissible testimony in
record regarding company'searlier use of termin
its catalogs and marketing. Lanham Act, § 2(f),
15U.S.C.A. § 1052(f).

[36] Trademarks
&= Alphabetical listing
382T Trademarks
382TXI| Trademarks and Trade Names
Adjudicated
382Tk1800 Alphabetical listing
COACH.
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Before NEWMAN, O'MALLEY, and REYNA, Circuit
Judges.

Opinion
O'MALLEY, Circuit Judge.

Coach Services, Inc. (“CSl") appeals from the final decision
of the Trademark Trial and Appea Board (“the Board")
dismissing its opposition to Triumph Learning, LLC's
(“Triumph”) use-based applications to register the mark
COACH for educational materials used to prepare students
for standardized tests. The Board found that: (1) there was
no likelihood of confusion between the parties COACH
marks; (2) CSl failed to prove likelihood of dilution; and
(3) athough Triumph's marks are merely descriptive, they
have acquired secondary meaning, and thus are entitled to
registration. Coach Services, Inc. v. Triumph Learning LLC,

Mext

96 U.S.P.Q.2d 1600 (T.T.A.B. Sept. 17, 2010) (“Board
Decision”). For the reasons discussed below, wefind no error
inthe Board'sdecisionsregarding likelihood of confusion and
dilution, and thus affirm as to those grounds. With respect
to the Board's acquired distinctiveness analysis, however, we
find that certain evidentiary errors require us to vacate and
remand solely with respect to the Board's determination of
Triumph's “substantially exclusive and continuous use” of
itsmarks. Accordingly, we affirm-in-part, vacate-in-part, and
remand this matter for further proceedings.

BACKGROUND

A. Triumph's Use of the COACH Mark

Triumph publishes books and software used to assist teachers
and students in preparing for standardized tests. Triumph
claims that it has used the COACH mark in connection with
its products since at least 1986. According to Triumph: (1)
the “market for test preparation materials for state-sponsored
standardized tests is highly specific and targeted”; and (2)
much of the marketing takes place through face to face
contact with sales representatives or in the form of direct
mailings to previoudy identified educational department
heads. Appellee's Br. 6.

Triumph explains that, when Congress passed the No
Child Left Behind Act in 2001, which mandated that all
states administer standardized tests to monitor academic
advancement, Triumph made additional investments in its
marketing. It began focusing on the style of its brand
and developed a mascot—a cartoon coach—and a slogan:
“Americas best for student success.” Triumph invested
significantly in its marketing efforts, and, according to
Triumph, it has had substantial commercial success selling
products under its COACH mark.

In December 2004, Triumph filed use-based applications
for three marks: (1) the COACH word mark (Seria No.
78/535,642); (2) a stylized COACH mark (Serid No.
78/536,065); and (3) a COACH mark and design (Serial No.
78/536,143) (referred to collectively as “ Triumph's COACH
marks’). The COACH mark with adesign appearsasfollows:
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*1361 Each of the applicationsisfor the following goodsin
International Classes 9 and 16:

Computer software for use in child and adult education,
namely, softwareto assist teachersand studentsat all levels
in mastering standards-based curriculaand in preparing for
standardized exams; prerecorded audio and video tapesin
the field of child and adult education, featuring materials
to assist teachers and students at all levels in mastering
standards-based curriculaand in preparing for standardized
exams, in Class 9; and

Printed materials in the field of child and adult
education, namely, textbooks, workbooks, teacher guides
and manuals, posters and flashcards, all featuring materials
to assist teachers and students at all levels in mastering
standards-based curriculaand in preparing for standardized
exams, in Class 16.

Triumph's COACH marks were published for opposition on
September 20, 2005.

B. CSI'sCOACH Marks

CSl advertises and sells a wide variety of “accessible
luxury” products, including handbags, luggage, clothing,
watches, eye glasses, and wallets. It has been using the
COACH mark in connection with its products since at

least December 28, 1961.1 CS| owns sixteen incontestable
trademark registrations for the COACH mark, all but one
of which issued before Triumph's applications were filed in
December 2004.

CSl sellsits COACH productsin its own 400 retail stores, in
department stores, and over the Internet through its website.
It also promotes its goods by catalogs. CSl advertises and
markets its COACH line of products throughout the United

Mext

States using “magazine and newspaper ads, billboards and
bus and phone kiosks.” Appellant's Br. 5. For example, CSl's
COACH brand products have been advertised in nationa
fashion publications, including Elle, Vogue, Mademoiselle,
and Vanity Fair.

Although CSl's briefing to this court includes advertising
and salesfigures from 2000-2008, including a representation
that its sales exceeded $10 billion over that time frame, as
discussed below, this evidence was not properly submitted
to the Board and thus was not considered. In fact, the
Board found that CSl introduced evidence of its advertising
and sales only for 2008. Specifically, CSlI introduced the
testimony deposition of Carole P. Sadler, the former Vice
President, General Counsel, and Secretary of CSI, who
testified that, in 2008: (1) CSl's annual sales were roughly
$3.5 hillion; and (2) CSI spent about “30-60 million ayear”
on advertising. Joint Appendix (“J.A.") 3659-60.

To further support the popularity and commercial success
of its COACH mark, *1362 CSl points to: (1) its joint
marketing efforts with other popular brands, including
LEXUS and CANON; (2) unsolicited media attention from
the fashion press; (3) an internal market study conducted
in June and July 2007 of persons between the ages of 18—
24, which showed that the COACH brand had 96% aided
awareness, and (4) thefact that CSI hastaken stepsto enforce
its trademark rights against past infringers.

It is undisputed that CSl is not in the education or test-
preparation industry, doesnot consider Triumph acompetitor,
and did not present any evidence of any actua confusion
stemming from Triumph's use of the Coach mark in
conjunction with its educational materials.
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C. TTAB Opposition Proceedings

On March 17, 2006, CSl filed a Notice of Opposition
opposing registration of all three of Triumph's COACH marks
on grounds of likelihood of confusion under 15 U.S.C. §
1052(d) and dilution under 15 U.S.C. § 1125(c). On October
5, 2006, CSl amended its Notice to add a claim that COACH
is merely descriptive when used on goods in the educational
and test preparation industries, such that the mark is not
registrable to Triumph pursuant to 15 U.S.C. § 1052(e).

On September 17, 2010, the Board issued a judgment
dismissing CSl's opposition. Specificaly, the Board found
that there was: (1) no likelihood of confusion between the
parties marks;, and (2) no likelihood of dilution of CSl's
COACH mark for lifestyle goods by Triumph's COACH
marks for educational materials. While the Board found that
CSl's COACH mark was famous for likelihood of confusion
purposes, it concluded that CSl failed to provide sufficient
evidence of fame to support its dilution claim under the
Trademark Dilution Revision Act of 2006 (“TDRA"), 15
U.S.C. § 1125(c). Findly, the Board held that, although
Triumph's COACH marks were merely descriptive, they
had acquired secondary meaning and thus were entitled to
registration.

CSl timely appealed to this court. We have jurisdiction
pursuant to 28 U.S.C. § 1295(a)(4)(B).

STANDARD OF REVIEW

[1] Wereview the Board'slegal conclusionsde novo and its
factual findings for substantial evidence. In re Pacer Tech.,
338 F.3d 1348, 1349 (Fed.Cir.2003). Substantial evidenceis
“ ‘more than a mere scintilla and ‘such relevant evidence
as a reasonable mind would accept as adequate’ to support
a conclusion.” Id. (quoting Consol. Edison v. Nat'l Labor
Relations Bd., 305 U.S. 197, 229, 59 S.Ct. 206, 83 L.Ed. 126
(1938)).

DISCUSSION

CSl's primary arguments on appeal fall into three categories.
It argues that the Board erred when it: (1) improperly
balanced thefactors set forthin Inre E.I. DuPont DeNemours
& Co., 476 F.2d 1357, 1361 (C.C.P.A.1973), to find no
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likelihood of confusion; (2) ignored substantial evidence
showing that CSl's COACH mark was famous for dilution
purposes, including corporate annual reports that CSl had
attempted to introduce via a notice of reliance; and (3) found
that Triumph's descriptive COACH marks have acquired
distinctiveness.

In response, Triumph argues that the Board correctly found:
(1) no likelihood of confusion “in light of the vast differences
in the parties respective goods, the channels of trade
through which those goods are sold, and the vastly different
commercial impressions made by the marks on consumers’;
(2) no likelihood of dilution because CSl did not meet the
stringent standards for fame under the TDRA and *1363

because“itsmark hasnot becomethe principa meaning of the
word ‘coach’ ”; and (3) that Triumph's marks have attained
secondary meaning. Appellee's Br. 12-13.

For the reasons set forth bel ow, we find Triumph's arguments
regarding likelihood of confusion and likelihood of dilution
well-taken. Because we find that the Board made evidentiary
errors with respect to its acquired distinctiveness analysis, we
vacate that portion of the Board's decision and remand for
further proceedings on that issue alone.

A. Evidentiary Ruling Regarding
CSl's Notice of Reliance

On appedl, CSI takes issue with the Board's decision to
exclude the corporate annual reports it attempted to admit
through a notice of reliance. According to CSl, the Board
should have considered its 2000-2008 annual reports as
evidence of CSl's annual sales figures and the amount
it expended in advertising, design, and promotion of its
COACH products. In response, Triumph argues that the
Board properly struck the documentsfrom the record because
they were not submitted in accordance with the Board's
rules and were not otherwise authenticated. We agree with
Triumph.

[2] This court reviews evidentiary rulings for abuse of
discretion. Crash Dummy Movie, LLC v. Mattel, Inc., 601
F.3d 1387, 1390 (Fed.Cir.2010) (citing Chen v. Bouchard,
347 F.3d 1299, 1307 (Fed.Cir.2003)). We will reverse
only if the Board's evidentiary ruling was. (1) “clearly
unreasonable, arbitrary, or fanciful”; (2) “based on an
erroneous conclusion] ] of law”; (3) premised on “clearly
erroneous findings of fact”; or (4) the record “contains
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no evidence on which the Board could rationally base its
decision.” Id. at 1390-91.

The Trademark Rules of Practice, which govern inter partes
trademark proceedings beforethe Board, provide, in part, that
“printed publications” which are “available to the general
public in libraries or of genera circulation among members
of the public or that segment of the public which is relevant
under an issue in a proceeding ... may be introduced in
evidence by filing a notice of reliance on the material being
offered.” 37 C.F.R. § 2.122(e). Historically, corporate annual
reports were not considered printed publications available
to the general public and thus were not admissible via a
notice of reliance without any authentication. See Jeanne—
Marc, Inc. v. Cluett, Peabody & Co., Inc., 221 U.S.P.Q.
58, 59, n. 4 (T.T.A.B.1984) (“It is well settled that annual
reports do not fall within the category of printed publications
as contemplated” under the Trademark Rules); see also
Midwest Plastic FabricatorsInc. v. Underwriters Labs. Inc.,
12 U.SP.Q.2d 1267, 1270 n. 5 (T.T.A.B.1989) (“[P]rinted
material in the nature of annual reports is not considered
printed publications available to the general public such that
it may be relied on pursuant to Rule 2.122(e). Rather, such
material must beintroduced in connection with the deposition
testimony of a competent witness.”); VTech Holdings Ltd.
v. Varian Semiconductor Equip. Assocs., Inc., Opp. No.
91156936, 2007 WL 2972233, at *4, 2007 TTAB LEXIS
245, at *11 (T.T.A.B. Sept. 21, 2007) (“Opposer's corporate
annual reports, newsletters and other house publications are
not self-authenticating printed publications or official records
and may not be made of record by notice of reliance. We
sustain applicant's objection to all such documents and shall
give them no consideration.”) (internal citations omitted).

In a 2010 decision, however, the Board expanded the types
of documents that can be introduced by way of a notice of
reliance. Safer Inc. v. OMS Investments Inc., 94 U.S.P.Q.2d
1031, 1039 (T.T.A.B.2010). In Safer, the Board held that:

*1364 if a document obtained fromthe Internet identifies
its date of publication or date that it was accessed and
printed, and its source (e.g., the URL), it may be admitted
into evidence pursuant to a notice of reliance in the same
manner as a printed publication in general circulation in
accordance with Trademark Rule 2.122(€) ... The Board
will henceforth deem a document obtained from the
Internet displaying a date and its source as presumptively
true and genuine. Of course, the document must be publicly
available. The date and source information on the face

Mext

of Internet documents allow the nonoffering party the
opportunity to verify the documents.

Id. (emphasisinoriginal). In afootnote, the Board recognized
that documents could betreated differently depending on their
format. For example, “a corporate annual report available
only in paper form may not be admissible through a notice of
reliance because it is not a document in general circulation,”
while a report “in digital form publically available over the
Internet would be admissible through a notice of reliance
because its publication on the Internet places it in genera
circulation.” 1d. at 1039 n. 18.

Here, CSl's First Notice of Reliance, which was dated
October 20, 2008, listed its annual reports from 2002 to

2008. 2 Triumph objected on grounds that “annual reports
may not be introduced through a notice of reliance, but must
be introduced and authenticated by competent testimony.”
Board Decision, 96 U.S.P.Q.2d at 1603. The Board, relying
on Trademark Rule 2.122(e) and therel ated cases cited above,
indicated that “corporate annual reports are not considered to
be printed publications available to the general public.” 1d. In
afootnote, the Board acknowledged the recent Safer decision
and found that, “[b] ecause the annual reportswere not printed
from the Internet, they may not be admitted into evidence
pursuant to a notice of reliance.” Id. at 1603 n. 2 (citing
Safer, 94 U.S.P.Q.2d at 1039 n. 18). The Board further noted
that CSI did not have any witness testify to the authenticity
of the reports. Accordingly, the Board sustained Triumph's
objection and gave CSl's annual reports no consideration.

On appeal, CSI arguesthat the Board should have considered
the annual reports in light of the Safer decision. According
to CSl, because its annual reports from 2001 to 2008
were available online, the Board should have accepted the
printed versions of the reports. In the alternative, CSl argues
that, if the court agrees with the Board that the paper
versions of the annua reports are not admissible via a
notice of reliance, but that “identical copies printed off the
Internet are admissible, Coach submitted the testimony of its
Vice President and General Counsel that Coach's sales and
advertising information is reported publicly because it is a
public company.” Appellant's Br. 29-30.

The record reveals that CSl's former Vice President and
General Counsel—Carole Sadler—testified as follows:

Q. About how much does Coach spend on advertising
every year?
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A. Currently we spend about 30 to $60 million a year. If
you include design and promotional expenditures with
advertising, it is closer to 125 million.

Q. Annually?

A. Annually, yes.

*1365 Q. And isthat information available publicly?
A. Yes, itisinour annual report.

Q. What are Coach's sales approximately today?
A. About three-and-a-half billion dollars.

Q. Isthat information available publicly?
A.Yes

Q. Is Coach a public company?
A.Yes

Q. So it reports that information publicly?
A.Yes

J.A. 3659-60. According to CSl, this testimony corroborates
that the advertising spending and sales figures from 2000 to
2008 are publicly available through the annual reports CSI
proffered. It is undisputed, however, that Ms. Sadler was not
shown the annual reports during her deposition and did not
authenticate the documents at issue.

[3] Despite CSl's contentions to the contrary, we find that
the Board'sdecision to exclude theannual reportsisconsi stent
with both the Trademark Rules and the Board's related case
law. It is significant, moreover, that CSI submitted its Notice
of Reliance in October 2008, and the Board did not decide
Safer until 2010. At the time the Notice of Reliance was
submitted, therefore, the Board's rules and existing case law
were clear that corporate annual reports were not admissible
viaanoticeof reliance. Even under the Board's Safer decision,
moreover, CSl's printed versions of its annual reports could
not be admitted into evidence pursuant to a notice of reliance
because they lacked identifying information such as the
online source and date accessed. Indeed, Safer specifically
contemplated this situation where a corporate annual report
is“inadmissible in paper form by way of a notice of reliance
because it is not a document in general circulation whereas
the same annual report in digital form, publicly available
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over the internet, would be admissible through a notice of
reliance because its publication on the internet places it in
genera circulation.” Gary D. Krugman, Trademark Trial &
App. Board Prac. & Proc. 8 3.138 (2011).

With respect to Ms. Sadler's testimony, the Board found that
her statementswere limited to 2008 because she specified that
her sales and advertising estimates were “current” estimates,
and her deposition was taken in 2008. And, as Triumph notes
and CSI concedes, the sales figure Ms. Sadler quoted during
her testimony was for worldwide sales, not sales within the
United States, and there was no indication as to whether
the advertising figures quoted were limited to the United
States. Simply put, there was no testimony authenticating the
annual reports or independently establishing the information
contained therein.

Although the Board's requirements for admission of evidence
via a notice of reliance are specific, and do not mirror the
Federal Rules of Evidence, they can be readily learned and
easily satisfied. Because CSl offered only paper versions of
its annual reports, which are not self-authenticating, we find
that the Board did not abuse its discretion when it excluded
those reports. Accordingly, we affirm the Board's evidentiary
ruling.

B. Likelihood of Confusion

[4] Next, CSlI argues that the Board erred in finding
no likelihood of confusion under the factors articulated in
DuPont. Likelihood of confusion is a legal determination
based on underlying facts. Cunningham v. Laser Golf Corp.,
222 F.3d 943, 945 (Fed.Cir.2000); see also M2 Software, Inc.
v. M2 Commc'ns, Inc., 450 F.3d 1378, 1381 (Fed.Cir.2006)
(“Likelihood of confusion is a question of law, based on
*1366 findingsof relevant underlying facts, namely findings
under the DuPont factors.”). Although we review the Board's
findings asto the DuPont factors for substantial evidence, we
review its overall determination of likelihood of confusion
without deference. In re Chatam Int'l Inc., 380 F.3d 1340,
1342 (Fed.Cir.2004)

Under Section 2(d) of the Lanham Act, the Patent and
Trademark Office (“PTQO") may refuseto register atrademark
if it is so similar to aregistered mark “as to be likely, when
used on or in connection with the goods of the applicant,
to cause confusion, or to cause mistake, or to deceive.” 15
U.S.C. § 1052(d). Whether a likelihood of confusion exists
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between an applied-for mark and a prior mark is determined
on a case-by-case basis applying the thirteen non-exclusive

factors set forth in DuPont.3 Citigroup Inc. v. Capital
City Bank Group, Inc., 637 F.3d 1344, 1349 (Fed.Cir.2011)
(citation omitted). “Not all of the DuPont factors are relevant
to every case, and only factors of significanceto the particular
mark need be considered.” In re Mighty Leaf Tea, 601
F.3d 1342, 1346 (Fed.Cir.2010). For example, the Board
can “focus ... on dispositive factors, such as similarity of
the marks and relatedness of the goods.” Herbko Int'l, Inc.
v. Kappa Books, Inc., 308 F.3d 1156, 1164 (Fed.Cir.2002)
(citation omitted).

Here, the Board focused on the following DuPont factors:
(1) the strength or fame of CSl's COACH marks; (2) the
similarity of the goods; (3) the channels of trade; (4) the
classes of consumers; and (5) the similarity of the marks
in their entireties. The Board weighed each of these factors
and found that there was no likelihood of confusion because
the parties marks “have different meanings and engender
different commercial impressions,” and the goods involved
“are not similar or related in any way.” Board Decision, 96
U.S.P.Q.2d at 1609.

[5] CSl argues that the Board failed to give proper weight
to: (1) the fame of its COACH mark; (2) the identical nature
of the parties marks; and (3) the “ overlap between the parties
goods and the overlap and lack of sophistication of the
parties customers.” Appellant's Br. 19. We address each of
the challenged determinations in turn and find that they are
supported by substantial evidence. After careful review and
balancing of the DuPont factors, we conclude that the Board
correctly found no likelihood of confusion.

1. Strength or Fame of CSI's Coach Mark

[6] The fame of the registered mark plays a “dominant”
role in the DuPont *1367 analysis, as famous marks
“enjoy a wide latitude of legal protection.” Recot, Inc. v.

M.C. Becton, 214 F.3d 1322, 1327 (Fed.Cir.2000); see also
Palm Bay Imports Inc. v. Veuve Clicquot Ponsardin Maison

Fondee En 1772, 396 F.3d 1369, 1374 (Fed.Cir.2005) (“[A]

strong mark ... casts along shadow which competitors must

avoid” (citation omitted)). A famous mark is one that has
“extensive public recognition and renown.” Bose Corp. V.

QSC Audio Prods. Inc., 293 F.3d 1367, 1371 (Fed.Cir.2002)

(citation omitted).
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[71 [8] Fame for purposes of likelihood of confusion is
a matter of degree that “varies along a spectrum from very
strong to very weak.” Palm Bay, 396 F.3d at 1375 (quoting In
re Coors Brewing Co., 343 F.3d 1340, 1344 (Fed.Cir.2003)).
Relevant factors include sales, advertising, length of use of
the mark, market share, brand awareness, licensing activities,
and variety of goods bearing the mark. Recot, 214 F.3d at
1326; seealso Bose, 293 F.3d at 1371 (“[O]ur casesteach that
the fame of amark may be measured indirectly, among other
things, by the volume of sales and advertising expenditures of
the goods traveling under the mark, and by the length of time
those indicia of commercial awareness have been evident.”).
The party asserting that its mark is famous has the burden
to proveit. Leading Jewelers Guild, Inc. v. LJOW Holdings,
LLC, 82 U.S.P.Q.2d 1901, 1904 (T.T.A.B.2007) (“It is the
duty of a party asserting that its mark is famous to clearly
proveit.”).

[9] Itiswell-established that fame is insufficient, standing
alone, to establish likelihood of confusion. Univ. of Notre
Dame Du Lac v. J.C. Gourmet Food Imports Co., Inc.,
703 F.2d 1372, 1374 (Fed.Cir.1983) (“Likely ... to cause
confusion means more than the likelihood that the public
will recall a famous mark on seeing the same mark used
by another.”) (internal quotations omitted). Although fame
cannot overwhelm the other DuPont factors, we are mindful
that it “deserves its full measure of weight in assessing
likelihood of confusion.” Recot, 214 F.3d at 1328 (noting that
“fame alone cannot overwhelm the other DuPont factors as a
matter of law”).

To show the strength and fame of its mark, CSl introduced
the following evidence before the Board:

 CSl began using the COACH mark at least as early as
December 28, 1961.

e There are approximately 400 COACH retail stores
throughout all 50 states.

* CSI's COACH products are sold by approximately 1,000
third-party retailers throughout the US.

* In 2008, CSl's annual sales were roughly $3.5 billion.

* In 2008, CSl spent “about $30-60 million a year” on
advertising.

» CSl has advertised in magazines such as Elle, Vogue,
Vanity Fair, and The New Y orker.



Coach Services, Inc. v. Triumph Learning LLC, 668 F.3d 1356 (2012)

101 U.S.P.Q.2d 1713

* CSl has advertised in newspapers in major metropolitan
aress.

e CSl's COACH products have received unsolicited
publicity from newspapers and magazines discussing
fashion trends.

* CSl hasbeen the subject of articlesthat refer to therenown
of its products.

* CSl's interna brand awareness study, which issued in
March 2008, showed a high level of awareness of the
COACH brand for women between the ages of 13-24.

 CSlI's COACH products are the subject of counterfeiting.

Based on this evidence, the Board found that CSI's COACH
mark is famous for purposes of likelihood of confusion.
Substantial evidence supports this finding. As discussed
below, however, the Board found *1368 that the other
factors, on balance, dispel any likelihood of confusion
between the parties' marks.

2. Similarity of the Marks

Under the next DuPont factor, the Board must consider the
“similarity or dissimilarity of themarksintheir entiretiesasto
appearance, sound, connotation and commercial impression.”
476 F.2d at 1361. CSl arguesthat the substantial similarity of
the marks should have weighed heavily in favor of likelihood
of confusion. Triumph responds that, although the marks for
both companies contain the word “Coach,” “when viewed in
their commercial contexts, together with the relevant designs
and in connection with their respective goods, they convey
entirely different commercial impressions.” Appellee's Br.
36-37.

[10] It is well-established that it is improper to dissect a
mark, and that marks must be viewed in their entireties.
In re Shell Qil Co., 992 F.2d 1204, 1206 (Fed.Cir.1993)
(“The marks are considered in their entireties, words and
design.”); see also Sports Auth. Mich., Inc. v. PC Auth.,
Inc., 63 U.S.P.Q.2d 1782, 1792 (T.T.A.B.2002) (same). In
some circumstances, however, “one feature of a mark may
be more significant than another, and it is not improper to
give more weight to this dominant feature in determining
the commercial impression created by the mark.” Leading
Jewelers Guild, 82 U.S.P.Q.2d at 1905; see also In re Nat'l
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Data Corp., 753 F.2d 1056, 1058 (Fed.Cir.1985) (“[T]hereis
nothing improper in stating that, for rational reasons, more or
less weight has been given to a particular feature of a mark,
provided the ultimate conclusion rests on consideration of the
marksin their entireties.”).

[11] [12] The proper testisnot a side-by-side comparison
of the marks, but instead “whether the marks are sufficiently
similar in terms of their commercial impression” such that
persons who encounter the marks would be likely to assume
a connection between the parties. Leading Jewelers Guild,
82 U.SP.Q.2d at 1905. In this fact-specific inquiry, if
the parties goods are closely related, a lesser degree of
similarity between the marks may be sufficient to give rise
to a likelihood of confusion. In re Inca Textiles, LLC, 344
Fed.Appx. 603, 606 (Fed.Cir.2009) (citing Century 21 Real
Estate Corp. v. Century Life of Am., 970 F.2d 874, 877
(Fed.Cir.1992)). Even where the marks at issue are identical,
or nearly identical, the Board has found that differences
in connotation can outweigh visual and phonetic similarity.
See Blue Man Prods. Inc. v. Tarmann, 75 U.S.P.Q.2d
1811, 1820-21 (T.T.A.B.2005) (finding that BLUE MAN
GROUP “has the connotation of the appearance of the
performers’ and that applicant's BLUEMAN mark “has no
such connotation for cigarettes or tobacco. Thus, the marks
differ in their connotations and commercia impressions’);
seealsoInre Sears, Roebuck & Co., 2U.S.P.Q.2d 1312, 1314
(T.T.A.B.1987) (considering CROSSOVER for brassieres
and CROSSOVER for ladies' sportswear and finding that,
“[a]s a result of their different meanings when applied to
the goods of applicant and registrant, the two marks create
different commercial impressions, notwithstanding the fact
that they are legally identical in sound and appearance”).

Here, the Board found that, although the marks are identical
in terms of sight and sound, they differ as to connotation and
commercial impression. The Board stated that, in assessing
connotation and commercial impression, “we are compelled
to consider the nature of the respective goods and services.”
Board Decision, 96 U.S.P.Q.2d at 1609 (citing TBC Corp.
v. Holsa, Inc., 126 F.3d 1470 (Fed.Cir.1997)). Applying this
analysis, the Board found that:

*1369 Opposer's COACH mark,
when applied to fashion accessoriesis
clearly either arbitrary or suggestive
of carriage or travel accommodations
(eg., stagecoach, train, motor
coach, etc.) thereby engendering the
commercial impression of a traveling
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bag (e.g., a coach or carriage bag).
Ontheother hand, applicant's COACH
marks cal to mind a tutor who
prepares a student for an examination.

Id. Giventhe" completely different meaningsand commercial
impressions engendered by the marks,” the Board concluded
that Triumph's COACH marks are not similar to CSl's
COACH mark. Id.

As noted, Triumph's applications seek to register COACH
in standard character form, COACH in a stylized font, and
COACH with a mascot and the tagline “Americas Best
for Student Success.” It is undisputed that the word marks
for both parties are identical in sound and appearance:
they both use the word “Coach.” This fact is significant
to the similarity inquiry. We, nevertheless, agree with the
Board that, despite their undisputed similarity, the marks
have different meanings and create distinct commercial
impressions. This is particularly true given that the word
“coach” is a common English word that has many different
definitions in different contexts.

Specifically, we find that substantial evidence supports the
Board's determination that Triumph's COACH mark, when
applied to educational materials, brings to mind someone
who instructs students, while CSlI's COACH mark, when
used in connection with luxury leather goods, including
handbags, suitcases, and other travel items, brings to mind
traveling by carriage. We agree with the Board that these
distinct commercial impressions outweigh the similaritiesin
sound and appearance, particularly since, as discussed below,
the parties goods are unrelated. See Blue Man Prods., 75
U.S.P.Q.2d at 1820-21 (“Weconsider these differencesinthe
connotations and the commercial impressions of the marksto
outweigh the visual and phonetic similarity.”). Accordingly,
this factor favors Triumph.

3. Similarity of the Goods

With respect to the DuPont factor assessing the similarity
of the goods, the Board found, and we agree, that the
parties goods are unrelated. Thisfactor requiresacomparison
between the goods or services described in the application and
those described in the registration. See M2 Software, 450 F.3d
at 1382 (noting that, when reviewing the relatedness of the
goods, this court considers “the applicant's goods as set forth
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in its application, and the opposer's goods as set forth in its
registration”).

[13] [14] When anayzing the similarity of the goods, “it
is not necessary that the products of the parties be similar
or even competitive to support a finding of likelihood of
confusion.” 7-Eleven Inc. v. Wechdler, 83 U.S.P.Q.2d 1715,
1724 (T.T.A.B.2007). Instead, likelihood of confusion can be
found “if the respective products are related in some manner
and/or if the circumstances surrounding their marketing are
such that they could give rise to the mistaken belief that
they emanate from the same source.” Id. When trademarks
would appear on substantially identical goods, “the degree
of similarity necessary to support a conclusion of likely
confusion declines.” Citigroup Inc. v. Capital City Bank
Group, Inc., 637 F.3d 1344, 1355 (Fed.Cir.2011) (citing
Century 21 Real Estate, 970 F.2d at 877).

The Board found “ clear and significant differences’ between
the parties goods. Board Decision, 96 U.S.P.Q.2d at 1608.
While Triumph's applicationsidentify computer software and
printed materials for *1370 use in preparing students for
standardized exams, the various products identified in CSl's
registrations include handbags, fashion accessories, luggage,
and clothing. The Board further noted that, although CSI uses
its mark on many different types of goods, it does not use
COACH on educational products.

On appeal, CSI concedes that the parties' products are not the
same, but contends that there is some overlap between their
goods becauseit “ has used the mark in connection with books
and audio and videotapes and in connection with tote bags,
capsand shirts.” Appellant'sBr. 49. Thisalleged overlap does
not help CSl's position, however, particularly since there is
no evidence in the record regarding the sales or marketing of

these items. 4

Finally, although CSI argues that the parties products are
related because Triumph uses its marks on shirts, caps,
and tote bags, the Board correctly noted that Triumph's
applications do not seek to register its COACH marks for
those items, and likelihood of confusion must be based on
the goods identified in the application. Board Decision, 96
U.S.P.Q.2d at 1608. And, there is no evidence that Triumph
sells these products, which, according to Triumph, are worn
by its sales agents to market Triumph's test preparation
materials.
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Based on the foregoing, substantial evidence supports the
Board's conclusion that the parties’ goods are not related.

4. Channels of Trade and Classes of Customers

Next, we consider the similarity or dissimilarity of the
trade channels in which the parties goods are sold and
the purchasers to whom the parties goods are marketed.
The Board correctly recognized that, because Triumph's
description of goods is not limited to sales to educational
professionals, the goods are presumed to travel in al normal
channels and to all prospective purchasers for the relevant
goods. See Packard Press, Inc. v. Hewlett—Packard Co., 227
F.3d 1352, 136061 (Fed.Cir.2000) (“When the registration
does not contain limitations describing a particular channel of
trade or class of customer, the goods or services are assumed
to travel in all normal channels of trade.”).

With respect to the trade channels, the Board noted that
CSl sdls its products through its 400 retail stores and
through third-party retailers. It al so advertisesin newspapers,
fashion magazines, and catal ogs that target female consumers
between the ages of 2565 in all income brackets. For its part,
Triumph markets its products through catalogs, direct mail,
and personal sales representatives.

With respect to the classes of customers, CSl argues that
customers of both products are ordinary consumers, including
teachers, “who may buy the products at issue without a
great deal of thought.” Appellant's Br. 48. The Board found,
however, that Triumph targets educational professionals
with responsibility for purchasing educational materials.
The Board *1371 further found that, although educational
professionals “may include females between the ages of 25—
65,” the products are “not sold under circumstances likely to
giveriseto the mistaken belief that the products emanatefrom
the same source.” Board Decision, 96 U.S.P.Q.2d at 1608.
In fact, the Board found that educational professionals are
likely to exercise a high level of care in making purchasing
decisions, which would minimize likelihood of confusion.

Under these circumstances, the Board did not er in
concluding that the goods are not related and the channels
of trade are distinct. Although there could be some overlap
in the classes of purchasers for the parties products, we
agree it is unlikely that, in the circumstances in which the
products are sold, customers would associate CSl's COACH
brand products with educational materials used to prepare
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students for standardized tests. And, there is nothing in the
record to suggest that apurchaser of test preparation materials
who also purchases a luxury handbag would consider the
goods to emanate from the same source. See Sports Auth.
Mich., 63U.S.P.Q.2d at 1794 (“ Thereisnothing in therecord,
however, to suggest that merely because the same consumer
may purchase these items, such consumer would consider the
goods as likely to emanate from the same source or have
the same sponsorship.”). Accordingly, substantial evidence
supports the Board's decision that thisfactor favors Triumph.

5. Balancing the DuPont Factors

The Board found that two of the DuPont factors weighed
in favor of CSl, in whole or in part: (1) CSl's COACH
mark is famous for likelihood of confusion; and (2) the
classes of consumers may overlap. In contrast, the Board
found that the following factorsweighed in favor of Triumph:
(1) the goods of the parties are not similar or related; (2)
the goods move in different trade channels; (3) the marks
used by the parties have different meanings and engender
different commercia impressions; and (4) Triumph markets

to sophisticated purchasers. 5 After balanci ng these factors,
the Board determined that no likelihood of confusion would
arise between the parties marks.

On appeal, CSl argues that the Board should have given
more weight to its determination that its COACH mark
was famous. As the Board correctly found, however, fame,
while important, is insufficient standing alone to establish
likelihood of confusion. On the record before us, and after
weighing the relevant DuPont factors de novo, we agree with
the Board that customer confusion is not likely between the
parties respective COACH marks. Although CSI's COACH
mark is famous for likelihood of confusion purposes, the
unrelated nature of the parties goods and their different
channels of trade weigh heavily against CSI. Absent overlap
as to either factor, it is difficult to establish likelihood of
confusion. Because the DuPont factors favoring Triumph
outweigh the factors favoring CSl, the Board was correct in
finding no likelihood of confusion.

C. Dilution

[15] The TDRA, which was signed into law on October 6,
2006, amended Section 43(c) of the Lanham Act, 15 U.S.C.
§ 1125(c). It provides that:
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the owner of a famous mark that
is distinctive, inherently or through
acquired *1372 distinctiveness, shall
be entitled to an injunction against
another person who, at any time
after the owner's mark has become
famous, commences use of a mark
or trade name in commerce that is
likely to cause dilution by blurring or
dilution by tarnishment of the famous
mark, regardless of the presence or
absence of actual or likely confusion,
of competition, or of actual economic
injury.

15 U.S.C. § 1125(c)(1). Therefore, to prevail on a dilution
claim under the TDRA, a plaintiff must show that: (1) it
owns a famous mark that is distinctive; (2) the defendant is
using amark in commercethat allegedly dilutesthe plaintiff's
famous mark; (3) the defendant's use of its mark began after
the plaintiff's mark became famous; and (4) the defendant's
use of its mark is likely to cause dilution by blurring or by
tarnishment.

The TDRA defines dilution by blurring as an “association
arising from the similarity between amark or trade name and
afamous mark that impairs the distinctiveness of the famous
mark.” 15 U.S.C. § 1125(c)(2)(B). Dilution by tarnishment is
defined as“an association arising from the similarity between
a mark or trade name and a famous mark that harms the
reputation of the famous mark.” 15 U.S.C. § 1125(c)(2)(C).

In its Opposition, CSI argued that Triumph's marks would
blur the distinctiveness of its COACH mark and tarnish its
reputation. On appeal, however, CSI abandons its dilution
by tarnishment claim and focuses its arguments solely on

blurring. 8 The Board found that CSI could not succeed on its
dilution claimsbecauseit failed to show that its COA CH mark
was famous for dilution purposes. For the reasons explained
below, we agree. Because we find that CSl failed to prove
fame for dilution, we need not address the other statutory
factors courts can consider to determine whether a mark is
likely to cause dilution by blurring.

1. Famefor Dilution
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A threshold question in afederal dilution claim iswhether the
mark at issueis“famous.” Under the TDRA, amark isfamous
if it “is widely recognized by the general consuming public
of the United States as a designation of source of the goods
or services of the mark's owner.” 15 U.S.C. § 1125(c)(2)(A).
By using the “general consuming public” as the benchmark,
the TDRA eliminated the possibility of “niche fame,” which
some courts had recognized under the previous version of the

statute.  See Top Tobacco, LP v. N. Atl. Operating Co., 509
F.3d 380, 384 (7th Cir.2007) (noting that the reference to the
general public “eliminated any possibility of ‘niche fame,
which some courts had recognized before the amendment”).
The TDRA lists four non-exclusive factors for courts to
consider when determining whether amark is famous:

(i) The duration, extent, and geographic reach of
advertising and publicity of the mark, whether
advertised or publicized by the owner or third parties.

(ii) The amount, volume, and geographic extent of
sales of goods or services offered under the mark.

(iii) The extent of actual recognition of the mark.

*1373 (iv) Whether the mark was registered under
the Act of March 3, 1881, or the Act of February
20, 1905, or on the principal register.

15 U.S.C. § 1125(c)(2)(A). Whether a mark is famous
under the TDRA is a factual question reviewed for
substantial evidence.

[16] Famefor likelihood of confusion and fame for dilution
are distinct concepts, and dilution fame requires a more
stringent showing. 4 J. Thomas McCarthy, McCarthy On
Trademarks and Unfair Competition § 24:104 at 24-290
(4th ed. 2011) (“The standard for the kind of ‘fame’ needed
to trigger anti-dilution protection is more rigorous and
demanding than the ‘fame’ which is sufficient for the classic
likelihood of confusion test.”). While fame for dilution “is
an either/or proposition”—it either exists or does not—fame
for likelihood of confusion is a matter of degree along a
continuum. Palm Bay, 396 F.3d at 1374-75. Accordingly, a
mark can acquire “sufficient public recognition and renown
to be famous for purposes of likelihood of confusion without
meeting the more stringent requirement for dilution fame.” 7—
Eleven, 83 U.S.P.Q.2d at 1722.

[17] It is well-established that dilution fame is difficult
to prove. See Toro Co. v. ToroHead Inc., 61 U.S.P.Q.2d
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1164, 1180 (T.T.A.B.2001) (“Fame for dilution purposes is
difficult to prove.”); Everest Capital, Ltd. v. Everest Funds
Mgnt. LLC, 393 F.3d 755, 763 (8th Cir.2005) (“Thejudicial
consensus is that ‘famous' is a rigorous standard.”); see also
4 McCarthy, 8§ 24:104 at 24-286, 24-293 (noting that fame
for dilution is “a difficult and demanding requirement” and
that, although “all ‘trademarks are ‘distinctive' —very few
are ‘famous ). Thisis particularly true where, as here, the
mark is a common English word that has different meanings
in different contexts. Importantly, the owner of the allegedly
famous mark must show that its mark became famous “ prior
to the filing date of the trademark application or registration
against which it intends to file an opposition or cancellation
proceeding.” Toro, 61 U.S.P.Q.2d at 1174.

[18] As noted, fame for dilution requires widespread
recognition by the general public. 15 U.S.C. § 1125(c)(2)(A).
To establish the requisite level of fame, the “mark's owner
must demonstrate that the common or proper noun uses of the
term and third-party uses of the mark are now eclipsed by the

owner's use of the mark.” Toro, 61 U.S.P.Q.2d at 1180. 8 An
opposer must show that, when the general public encounters
the mark “in almost any context, it associates the term, at
least initially, with the mark's owner.” Id. at 1181. In other
words, a famous mark is one that has become a “household
name.” Nissan Motor Co. v. Nissan Computer Corp., 378 F.3d
1002, 1012 (9th Cir.2004) (quoting Thane Int'l, Inc. v. Trek
Bicycle Corp., 305 F.3d 894, 911 (9th Cir.2002)). With this
framework in mind, we turn to CSl's evidence of fame.

2. CSl Failed to Introduce Sufficient
Evidence of Famefor Dilution

[19] The Board found that CSl's evidence of fame was
insufficient to support a dilution claim. On appeal, CSI
arguesthat the same evidence establishing famefor likelihood
of confusion also establishes fame for dilution purposes.
Specifically, CSl arguesthat the Board disregarded: (1) sales
and advertising figures for years 2000-2008; (2) its sixteen
federal trademark registrations; (3) unsolicited media *1374
attention; (4) joint marketing efforts; (5) two Second Circuit
decisions finding the Coach hangtag, which features the
COACH mark, to be famous; and (6) CSl's internal brand
awareness survey showing awareness among 18-24 year old
consumers. We address each category of evidence in turn.
For the reasons set forth below, we find substantial evidence
supporting the Board's decision that CS| failed to show the
requisite level of fame for dilution.
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Turning first to CSl's evidence of sales and advertising
expenditures, CSl arguesthat the Board erred when it ignored
the annual reports that were attached to a Notice of Reliance.
As previously discussed, however, the Board correctly held
that these reportswere unauthenticated and thusinadmissible.
The only sales and advertising figures in the record via Ms.
Sadler'stestimony werefor oneyear—2008—which, notably,
is after Triumph filed its use-based applications in December
2004. We agree with the Board that this limited evidence of
sales and advertising is insufficient to show fame. Even if
the Board had considered the annual reports, moreover, such
evidence, standing aone, would beinsufficient. See Toro, 61
U.S.P.Q.2d at 1181 (“Merely providing evidence that a mark
isatop-selling brand isinsufficient to show this general fame
without evidence of how many persons are purchasers.”).

With respect to CSl's registrations, the Board found that
the mere existence of federally registered trademarks is
insufficient to show that the mark is famous for purposes
of dilution because ownership of a registration is not proof
of fame. On appeal, CSl argues that the Board erred in this
determination because one of the statutory factorsacourt can
consider in thefame analysisiswhether the mark isregistered
on the principal register. See 15 U.S.C. § 1125(c)(2)(A)(iv).
As Triumph points out, however, “[o]ne cannot logically
infer fame from the fact that a mark is one of the millions
on the Federal Register.” 4 McCarthy, § 24:106 at 24-310.
While ownership of atrademark registration isrelevant to the
fame inquiry, and—to the extent the Board decision implies
otherwise—the Board erred on this point, proof of registration
is not conclusive evidence of fame.

With respect to media attention, the Board found that CSl's
evidence fell short of showing “widespread recognition of
opposer'smark [by] the general population.” Board Decision,
96 U.S.P.Q.2d at 1611. Specifically, the Board found that:

the vast majority of unsolicited media
recognition for opposer's COACH
mark comprises a reference to one of
opposer's products as one of many
different fashion buys or trends, and
the news articles noting opposer's
renown are too few to support a
finding that opposer's mark has been
transformed into a household name.

Id. On appeal, CSl argues that the Board ignored hundreds
of unsolicited articles mentioning the COACH mark over
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the years. CSl points to several examples, including the
following:

« “In fact, Coach's growth ... has been phenomenal. When
Saral eeacquired thefirmin 1985, its volumewas about
$18 million. In SaraLee'slatest fiscal year, which ended
last June 30, Coach's sales exceeded $500 million. The
name also resonates with consumers. The brand ranked
eighth among the top 10 in accessories firms in the
latest Fairchild 100 consumer survey of fashionlabels, in
1995.” J.A. 3607 (Women's Wear Daily, May 5, 1997).

« “Coach, one of the top makers of status handbags in the
United States ...” J.A. 3598 (The New Y ork Times, Jan.
27, 1999).

*1375 « “Coach's creative director has helped transform
the 60—year old company into a must-have American
icon.” JA. 3156 (Women's Wear Daily, June 2001).

 “Will Coach Become Too Popular? ... Coach, the maker
and retailer of stylish handbags, just had a blowout
season.... Clearly Coach has recorded some of the best
growth numbers of any retailer or accessories maker in
recent years.” J.A. 3543 (Business Week, Jan. 24, 2007).

Looking at the media attention in the record, there is
certainly evidence that CSl's COACH mark has achieved
a substantial degree of recognition. That said, many of the
articlessubmitted are dated after Triumphfileditsregistration
applications and thus do not show that CSl's mark was
famous prior to the filing date. See Toro, 61 U.S.P.Q.2d at
1174 (“an owner of an allegedly famous mark must establish
that its mark had become famous prior to the filing date
of the trademark application” which it opposes). And, there
is substantial evidence supporting the Board's determination
that many of the references are limited to mentioning one of
CSl's COACH products among other brands. Accordingly,
even though there is some evidence of media attention,
substantial evidence supports the Board's conclusion that
the media evidence submitted fails to show widespread
recognition.

With respect to joint marketing efforts, CSl argued that
other popular brands, including LEXUS and CANON, have
used the COACH mark in connection with their products.
The Board found that CSl “failed to provide any testimony
regarding the success of the joint marketing efforts and the
effect of those efforts in promoting opposer's mark.” Board
Decision, 96 U.S.P.Q.2d at 1611, n. 37. We agree. Without
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evidence asto the success of these efforts or the terms of any
contracts involved, they have little value here.

Next, the Board found that CSl's 2008 brand awareness study
was “of dubious probative value’ because it did not offer a
witnesswith first-hand knowledge of the study to explain how
it was conducted. Id. at 1611. The Board further noted that,
although the study showed a high level of brand awareness
among women ages 13-24, it provided no evidence of brand
awareness among women generally, or among men. See Top
Tobacco, 509 F.3d at 384 (noting that the TDRA eliminated
the possibility of “niche fame” as a basis for finding a
mark famous). And, the survey was conducted in 2007,
several years after Triumph filed its applications. Given these
circumstances, wefind no error inthe Board'sdecision to give
this survey limited weight.

CSl also argues that the Board failed to adequately consider
two Second Circuit decisions finding that the hangtag
attached to its various handbags, which features the COACH
mark, is distinctive. See Coach Leatherware Co., Inc. v.
AnnTaylor, Inc., 933 F.2d 162, 166 (2d Cir.1991) (finding
that Coach's lozenge-shaped leather tags embossed with the
name “Coach Leatherware,” which are attached to Coach's
handbags by beaded brass chains, “have become distinctive
and valuable through Coach's promotional efforts and by
virtue of its upscale reputation”); see also Coach, Inc. v.
We Care Trading Co., Inc., 67 Fed.Appx. 626, 630 (2d
Cir.2002) (affirming the jury's dilution verdict on grounds
that “the jury's determination that the hang tag was famous
and distinctive was not unreasonable” and “the substantial
similarity of the two marks here coupled with the use of
Coach's very distinctive hang tag shape amply justified the
jury's verdict”). Although the Board did not specifically
address these cases, we agree with Triumph *1376 that they
areunrelated and irrelevant, particularly because: (1) the 1991
case did not involve adilution claim; and (2) both cases focus
on the hangtag feature on CSl's handbags, not on the alleged
fame of the COACH mark generally.

Based on the foregoing, we agree with the Board that CSI
failed to provide sufficient evidence of fame for dilution
purposes. Absent a showing of fame, CSl's dilution claim
fails, and we need not address the remaining statutory factors
for dilution by blurring.

Before moving on, we pause to emphasize the fact-specific
nature of our holding today. While the burden to show fame
in the dilution context is high—and higher than that for
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likelihood of confusion purposes—it is not insurmountable.
We do not hold that CSI could never establish the requisite
level of fame for dilution purposes. We hold only that, on the
record presented toit, the Board had substantial support for its
conclusion that CSl's evidentiary showing was just too weak
to do so here.

D. Whether Triumph'sMarks Were Registrable

As an dternative ground for opposition, CSl argued that
Triumph's COACH mark is merely descriptive and thus not
registrable under 15 U.S.C. § 1052(€). The Board found that,
although CSl had standing to oppose Triumph's applications
on descriptiveness grounds, Triumph demonstrated that its
COACH marks had acquired distinctiveness.

Both parties take issue with portions of the Board's decision
on descriptiveness. For itspart, Triumph arguesthat the Board
incorrectly found that CS| had standing to opposeregistration
on descriptiveness grounds. In contrast, CSI argues that it
had standing and that “there was no evidence in the record
to support a finding that Triumph's descriptive ‘Coach’
marks have acquired distinctiveness.” Appellant'sBr. 19. We
address the parties argumentsin turn.

1. Standing

[20]  [21]
reviews de novo. Under Article Ill of the United States
Condtitution, a plaintiff must show a “case or controversy”
between the parties to establish standing. Ritchie v. Smpson,
170 F.3d 1092, 1094 (Fed.Cir.1999). The “case” and
“controversy” restrictions do not, however, apply to matters
before administrative agencies. 1d. Instead, for an agency such
asthe PTO, standing is conferred by statute. Here, standing is
conferred by Section 13 of the Lanham Act, which provides,
in pertinent part, that “[alny person who believes that he
would be damaged by the registration of a mark ... may,
upon payment of the prescribed fee, file an opposition in the
Patent and Trademark Office, stating the grounds therefor.”
15U.S.C. § 1063(a). The purpose of the standing requirement
is “to prevent litigation where there is no real controversy
between the parties, where aplaintiff, petitioner or opposer, is
no more than an intermeddler.” Lipton Indus., Inc. v. Ralston
Purina Co., 670 F.2d 1024, 1028-29 (C.C.P.A.1982).
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Standing is a question of law that this court

[22] [23] In addition to meeting the broad requirements
of Section 13, an opposer must satisfy two judicialy-
created standing requirements. Ritchie, 170 F.3d at 1095.
Specifically, an opposer must show: (1) a “real interest” in
the proceeding; and (2) a “reasonable basis’ for believing
that it would suffer damage if the mark is registered. Id.
Under the “real interest” requirement, an opposer must have
“a legitimate persona interest in the opposition.” 1d. With
respect to the second inquiry, the opposer's belief of damage
“must have a reasonable basis in fact.” 1d. at 1098 (citation
and quotation omitted).

*1377 Here, the Board found that, “[b]ecause opposer's
registrations are of record, opposer has established its
standing.” Board Decision, 96 U.S.P.Q.2d at 1604. Although
this case is unusual because CS| asserted likelihood
of confusion, dilution, and mere descriptiveness, without
asserting that it hasthe right to use the mark descriptively, the
Board found “no question that opposer has established areal
interest in preventing the registration of applicant's mark.”
Id. a 1605. In reaching this decision, the Board noted that
“standing and grounds may be related, but they are distinct
inquiries.” Id. (citation omitted).

On appeal, Triumph argues that: (1) CSl's only witness
testified that it would not be harmed from the “alleged

descriptive nature” of Triumph's mark; 9 (2) CSl “failed
to establish that it uses the mark COACH in a descriptive
fashion or in amanner to describeits goods’; and (3) because
CSl does not have an interest in using the Triumph marks
descriptively, it lacks standing to oppose Triumph's marks
on descriptiveness grounds. Appellee's Br. 46-47. Triumph's
arguments are not persuasive.

[24] As the Board noted in its decision, this court has
previously found that, “[o]nce standing is established, the
opposer is entitled to rely on any of the grounds set forth in
section 2 of the Lanham Act which negate applicant's right
to its subject registration.” Jewelers Vigilance v. Ullenberg
Corp., 823 F.2d 490, 493 (Fed.Cir.1987) (citation omitted);
see also Enter. Rent—A—Car Co. v. Advantage Rent—A—Car,
Inc., 330 F.3d 1333, 1345 (Fed.Cir.2003) (“Once standing
is established, in order to state a claim, an opposer must
base its ground of opposition on a statutory claim found in
the Lanham Act.”); see also Estate of Biro v. Bic Corp., 18
U.S.P.Q.2d 1382, 138586 (T.T.A.B.1991) (noting that, once
the opposer shows “a personal interest in the outcome of
the case ... the opposer may rely on any ground that negates
applicant's right to the registration sought”). Accordingly,
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in this context, once an opposer meets the requirements for
standing, it can rely on any of the statutory grounds for
opposition set forth in 15 U.S.C. § 1052.

[25] Triumph does not challenge CSl's standing to assert
claims for likelihood of confusion and dilution, and instead
focusesits standing arguments solely on CSl'sdescriptiveness
challenge. Thereis no question that CSl has a persona stake
in the outcome of the opposition and has asserted it will be
harmed by registration of Triumph's marks. Therefore, any
theory that would prevent Triumph from registering its marks
would necessarily prevent the alleged harm to CSI. Because
CSl has established a real interest and reasonable basis for
believing registration of Triumph's marks will cause harm in
the form of likelihood of confusion or dilution, it aso has
standing to assert a claim on descriptiveness grounds.

2. Mere Descriptiveness

[26] [27] [28]
goods and services are not entitled to protection. In re Abcor
Dev. *1378 Corp., 588 F.2d 811, 813 (C.C.P.A.1978).
A mark is merely descriptive “if it immediately conveys
knowledge of a quality, feature, function, or characteristic
of the goods or services with which it is used.” In re Bayer
Aktiengesellschaft, 488 F.3d 960, 963 (Fed.Cir.2007) (“ Bayer
") (citing In re Gyulay, 820 F.2d 1216, 1217 (Fed.Cir.1987)).
A mark may be merely descriptive “even if it does not
describe the ‘full scope and extent’ of the applicant's goods
or services.” Inre Oppedahl & Larson LLP, 373 F.3d 1171,
1173 (Fed.Cir.2004) (citation omitted).

[29] [30]
a mark is not considered in the abstract.” Bayer, 488 F.3d
at 963-64. Instead, the mark must be “considered in relation
to the particular goods for which registration is sought, the
context inwhichitisbeing used, and the possible significance
that theterm would haveto the average purchaser of the goods
because of the manner of its use or intended use.” Id. at 964.
Evidence that aterm is merely descriptive “may be obtained
from any competent source, such as dictionaries, newspapers,
or surveys.” Bayer, 488 F.3d at 964 (quoting In re Bed &
Breakfast Registry, 791 F.2d 157, 160 (Fed.Cir.1986)). A
determination that a mark is merely descriptive is a factual
finding that thiscourt reviewsfor substantial evidence. Bayer,
488 F.3d at 964.
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It is well-established that “[d]escriptiveness of

The Board found that COACH is merely descriptive when
used in connection with educational materials used to prepare
students for standardized tests because it “immediately
conveys to purchasers the purpose of the materials.” Board
Decision, 96 U.S.P.Q.2d at 1617. In support of this finding,
the Board pointed to dictionary definitions of the word
“coach,” which include: (1) “a private tutor who prepares
a student for an examination”; (2) “a person who trains an
athlete”’; and (3) “to give instruction or advice in the capacity
of acoach; instruct.” 1d. at 1616-17. The Board alsorelied on
evidence of third-party use of theterm “coach.” For example,
CSl introduced forty-three titles of books and software
incorporating the word “coach,” including: “The Business
Coach” and “My SAT Coach.” Based on the evidence of
record, the Board concluded that the word “coach” is “a
personification of the act of instructing or tutoring for an
examination.” 1d. at 1616-17.

[31] Substantial evidence supportsthe Board's decision that
Coach is merely descriptive. Specifically, we agree that the

Marks that are “merely descriptive’ of dictionary definitionsin the record, coupled with evidence of

third parties that use the term “coach” to describe services
that are similar to those identified in Triumph's application,
support the Board's descriptiveness finding.

3. Secondary Meaning

Although the Board found that Triumph's marks were
merely descriptive when used in connection with its goods,
it concluded that Triumph provided sufficient evidence
showing that its COACH marks had acquired secondary
meaning through use in commerce.

[32] It is well-established that a descriptive mark can be
registered if it has acquired secondary meaning. Section 2(f)
of the Lanham Act provides, in part, that:

nothing herein shall prevent the
registration of a mark used by
the applicant which has become
distinctive of the applicant's goods in
commerce. The Director may accept as
primafacie evidence that the mark has
become distinctive, as used on or in
connection with the applicant's goods
in commerce, proof of substantialy
exclusive and continuous use thereof
as a mak by the applicant in
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commerce for the *1379 five years
before the date on which the claim of
distinctiveness is made.

15 U.S.C. § 1052(f).

[33] [34]

distinctiveness, an applicant must show that “in the minds
of the public, the primary significance of a product feature
or term is to identify the source of the product rather than
the product itself.” In re Dial-A-Mattress Operating Co.,
240 F.3d 1341, 1347 (Fed.Cir.2001) (citation omitted). To
determine whether a mark has acquired secondary meaning,
courts consider: advertising expenditures and sales success;
length and exclusivity of use; unsolicited media coverage;
copying of the mark by the defendant; and consumer studies.
Inre Seelbuilding.com, 415 F.3d 1293, 1300 (Fed.Cir.2005).
Acquired distinctiveness is a question of fact which is
“reviewed under the clearly erroneous standard.” Yamaha
Int'l Corp. v. Hoshino Gakki Co., Ltd., 840 F.2d 1572, 1581
(Fed.Cir.1988).

Asthe Board noted, Triumph raised acquired distinctiveness
asitssixth affirmative defensein itsanswer to CSl'samended
notice of opposition. Based on the record before it, the Board
made the following factual findings:

 Triumph isthe largest publisher of educational materials
for preparing for standardized tests and COACH is its
primary trademark;

« Between 2003—-2008, Triumph's advertising expenditures
quadrupled and exceeded six figures;

» Between 2003-2007, Triumph's revenues have reached
seven figures;

* Triumph has been promoting COACH as the name of its
series of books since at least 1989.

Board Decision, 96 U.SP.Q.2d at 1617. CSl chalenged
Triumph's evidence on grounds that: (1) there was no direct
evidence of consumer recognition; (2) Triumph introduced
and relied upon self-serving, uncorroborated testimony from
its Vice President of Marketing: Jane Fisher; (3) Triumph's
sales success is not necessarily indicative of acquired
distinctiveness; (4) Triumph's use has not been substantially
exclusive; and (5) Triumph did not present evidence of media
recognition. The Board rejected each of these arguments
and found that Triumph met its burden of showing that its
COACH marks have acquired distinctiveness.
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To establish secondary meaning, or acquired

First, the Board stated that, contrary to CSl's contention,
Triumph was not required to introduce a consumer survey
and that the Board could determine consumers' reactions to
the mark based on inferences from the record. Next, the
Board found that Ms. Fisher's testimony was subject to cross-
examination and found her testimony—which deat with
Triumph's advertising expenditures and revenue between
2003 and 2008—credible. The Board further found that
Triumph's use of its COACH mark in connection with
educational materials for preparing for standardized tests “is,
and has been, substantially exclusive.” Board Decision, 96
U.S.P.Q.2d at 1619. And, the Board concluded that Triumph
has been “promoting itself as the ‘Coach’ brand since 1989
through its references to ‘ Coach series,” ‘Coach Books and
Software,” and ‘the Coach.” ” Id. Based on the foregoing, the
Board found Triumph established its affirmative defense of
acquired distinctiveness.

On appeal, CSlI argues that Triumph's sales figures are
insufficient to prove secondary meaning and that Triumph's
use of the COACH mark is not “substantially exclusive,”
particularly given that there was “evidence of 43 different
book and software titles showing use of the designator
‘Coach’ for coaching materials.” Appellant's Br. 53-54.
CSl daso argues that, in finding that Triumph has used
its COACH marks “since 1989,” the Board improperly
relied on evidence it said it would not consider because
it was not authenticated. *1380 Specifically, CSl argues
that: (1) Triumph's witness, Ms. Fisher, lacked any personal
knowledge of certain marketing documents because she was
not working for Triumph at the time the materials allegedly
were used; and (2) “review of the alleged brand since 1989
would show that Triumph did not seek to use ‘Coach’ as a
‘brand’ until Fall 2003.” Appellant's Reply 14. We address
CSl'sargumentsin turn.

[35] With respect to the forty-three book and software titles
not affiliated with Triumph that include the word “ coach,” the
Board found no evidence in the record as to their sales and
that most of thetitlesdo not relate to educational materialsfor
preparing for standardized tests. Although the Board found
five titles of record that arguably relate to Triumph's subject
matter—including “A Writer's Coach”, “My SAT Coach”,
and “My Word Coach”—it dismissed those titles at least in
part on grounds that they were published after Triumph filed
its applications in 2004. The Board cites no authority for its
decision to disregard these titles based on their publication
dates, and Triumph has offered none. Indeed, the Board has
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previously noted that “[a]cquired distinctiveness and buyer
recognition is to be tested in an opposition proceeding as of
the date the issue is under consideration. The filing date is
not a cutoff for any evidence developing after that time.”
Target Brands, Inc. v. Hughes, 85 U.S.P.Q.2d 1676, 1681
(T.T.A.B.2007) (citing McCormick & Co. v. Summers, 53
CCPA 851, 354 F.2d 668 (1966); Harsco Corp. v. Electrical
Sciences, Inc., 9 U.SP.Q.2d 1570, (T.T.A.B.1988)). We
conclude that the Board's failure to consider all pre-decision
third-party use of the term “coach” for educational materials
undermines its secondary meaning analysis and requires
remand so that the Board can assess the extent to which those
titles might cut against a claim of “substantially exclusive
use.”

With respect to Triumph'suse of the COACH mark, the Board
concluded that Triumph has been promoting itself as “the
‘Coach’ brand since 1989.” Board Decision, 96 U.S.P.Q.2d at
1619. Triumph offered Ms. Fisher'stestimony to authenticate
advertising materials dating back to the early 1990s. Because
Ms. Fisher did not beginworking for Triumph until July 2003,
CSl objected to her testimony “regarding any matters other
than the identification of business records prior to July 2003
on the ground that she lack[ed] persona knowledge about
applicant'sbusiness prior to that date.” 1d. at 1603. The Board
sustained CSl's objection, stating that it would consider Ms.
Fisher's testimony regarding pre-July 2003 matters “only for
purposes of authenticating documents kept by applicant in the
ordinary course of business.” Id.

On appeal, CSl argues that: (1) “there was no testimony
authenticating these documents as business records of
Triumph”; and (2) Ms. Fisher “had no personal knowledge
of where, when, to whom and how many of the materials
were distributed.” Appellant's Br. 55 n. 23. On these points,
CSl is correct. Review of the relevant testimony reveals that
Ms. Fisher identified certain catalogs, indicated that those
catalogs were actually used to market and sell products,

Footnotes

and testified as to when the catalogs were used. Nowhere
is a foundation laid to establish that the catalogs identified
actually were prepared and kept as business records of
Triumph. Given the Board's ruling excluding testimony by
Ms. Fisher about marketing activities of which she had
no personal knowledge, moreover, there is no admissible
testimony in therecord regarding the actual use of the catalogs
or the fact of marketing prior to 2003. Accordingly, on
remand, the Board must address the weight, if any, to be
given to pre-July 2003 documents in the absence of any
testimony authenticating *1381 them or addressing their
use. The Board must then assess whether these apparent gaps
in Triumph's proofsimpact the Board's determination that the
mark was in continuous use during any relevant period.

Because the Board's evidentiary errors call into question
the validity of its secondary meaning analysis, we vacate
the Board's decision solely on its finding of acquired
distinctiveness and remand for further proceedings.

CONCLUSION

For the foregoing reasons, and because we find that CSl's
remaining arguments are without merit, we affirm the
Board's decision dismissing CSl's opposition on likelihood
of confusion and dilution grounds. With respect to acquired
distinctiveness, however, we vacate and remand for further
proceedings consistent with this opinion.

AFFIRM ED-IN-PART,
REMANDED

VACATED-IN-PART,

Parallel Citations

101 U.SP.Q.2d 1713

1 CSl claimsthat its predecessor first began using the COACH mark in 1957.
2 Although its Notice of Reliance listed its annual reports for 2002—2008, in its briefing, CSI argues that the Board should have
considered its annual reports from 2001 to 2008. This discrepancy is irrelevant, however, given the Board's decision to exclude all

of the reports on grounds that they were improperly introduced.

3 The DuPont factors include:

(1) The similarity or dissimilarity of the marks in their entireties as to appearance, sound, connotation and commercia
impression. (2) The similarity or dissimilarity and nature of the goods or services as described in an application or registration
or in connection with which a prior mark isin use. (3) The similarity or dissimilarity of established, likely-to-continue trade
channels. (4) The conditions under which and buyers to whom sales are made, i.e., “impulse” vs. careful, sophisticated
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purchasing. (5) The fame of the prior mark (saes, advertising, length of use). (6) The number and nature of similar marks in
use on similar goods. (7) The nature and extent of any actual confusion. (8) The length of time during and conditions under
which there has been concurrent use without evidence of actual confusion. (9) The variety of goods on which amark isor isnot
used (house mark, “family” mark, product mark). (10) The market interface between applicant and the owner of aprior mark....
(11) The extent to which applicant has aright to exclude others from use of its mark on its goods. (12) The extent of potential

confusion, i.e., whether de minimis or substantial. (13) Any other established fact probative of the effect of use.
DuPont, 476 F.2d at 1361.

AsTriumph correctly points out, CSI provided no evidence asto the sales of these books, any marketing efforts, when the books were

last sold, or whether CSI generated revenue from the books. For example, during Ms. Sadler's deposition, she testified that CS| has
published books about its history including a book called “Portrait of a Leather Goods Factory.” J.A. 3647. On cross-examination,
however, Ms. Sadler could not provide any information regarding the sales of this book or whether it was even sold by CSI. JA.

3675-76. With respect to CSl's “audio and video tapes,” the record reveals that these are materials it prepares and providesto U.S.
Customs to intercept counterfeit goods. Thereis no evidence that CS| sells these tapes.
Although the Board did not make any explicit findings on these DuPont factors, Triumph also points out that: (1) CSI provided no
evidence of actual confusion between the marks; and (2) there was more than 20 years of concurrent use.
During oral argument, counsel for CSI specifically indicated that CSl is not pursuing a tarnishment claim on appeal. See Oral
Argument at 0:49, available at http://www.cafc.uscourts.gov/oral-argument-recordings/2011-1129/al (“We are not pursuing a
tarnishment claim on appeal ... we are going to limit it to blurring.”).

The previous version of the statute, prior to the 2006 revision, was the Federal Trademark Dilution Act of 1995 or “FTDA.”
Although the Board's Toro decision predates the TDRA, its discussion of fame for dilution purposes remains relevant.
During her deposition, Sadler testified as follows:

Q. You believe that a descriptive use of the word “Coach” by someone is going to cause your company harm?
A. No.

Q. Soitisdilution and likelihood of confusion that would cause your company harm, correct?
A. Correct.

Mr. Zivin: Objection. Mischaracterization.
J.A. 3672: 4-13. We do not view this testimony as an admission that registration of Triumph's marks would not harm CSl.

End of Document © 2013 Thomson Reuters. No claim to original U.S. Government Works.
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2012 WL 1881492 (Trademark Tr. & App. Bd.)
THISOPINION ISNOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

COMPANHIA DE BEBIDAS DAS AMERICAS - AMBEV
V.
THE COCA COLA COMPANY

Opposition Nos. 91178953; 91180439; 91180442; 91183447, 91183448; 91183452; 91183464, 91183465

91183467; 91185734; 91185739; 91185750; 91186620; 91186661; 91188229; 91188396; and 91189018
May 2, 2012
*1 W. Mack Webner and Jody H. Drake of Sughrue Mion, PLLC for Companhia de Bebidas das Américas- AMBEV
Bruce W. Baber of King & Spalding LLP for The Coca-Cola Company

Before Bucher, Zervas, and Shaw
Administrative Trademark Judges
Opinion by Shaw

Administrative Trademark Judge

The Coca-Cola Company (“TCCC” or “applicant”) has filed seventeen applications for the following marks, all containing,
inter alia, the term ZERO for use on “beverages, namely soft drinks; syrups and concentrates for the making of the same,”
in International Class 32.

SPRITE ZERO?

COCA-COLA ZERO®

FANTA ZERO*

COKE ZERO®

VAULT ZERO®

PIBB ZERO’

COKE ZERO ENERGY 8

COKE ZEROBOLD®

COKE CHERRY ZERO°

CHERRY COCA-COLA ZERO !

COCA-COLA CHERRY ZERO*?
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CHERRY COKE ZERO 3
COCA-COLA VANILLA ZERO*
VANILLA COKE ZERO ™
VANILLA COCA-COLA ZERO 6
POWERADE ZERO Y/

FULL THROTTLE ZERO 18

In each of these applications TCCC has claimed that ZERO has acquired distinctiveness under Section 2(f) of the Trademark
Act, 15 U.S.C. § 1052(f).

Companhia de Bebidas das Américas - AMBEV (“Ambev” or “opposer”) has opposed registration of each application on the
same grounds, namely, that the term ZERO is merely descriptive and that the evidence of acquired distinctivenessisinsufficient
to permit registration on the Principal Register under Section 2(f).

Applicant, in its answer, denied the salient allegations of the notice of opposition. The caseisfully briefed and an oral hearing
was held on October 5, 2011.

The Record
The evidence of record, as fully referenced in the parties briefs, is voluminous, consisting of the pleadings, the files of the
involved applications, third party registrations of marksincluding the term ZERO, surveys and testimony depositions on behalf
of opposer and applicant, respectively, al with accompanying exhibits, and numerous additional exhibits made of record by

the parties' notices of reliance (NOR).

Opposer's Evidentiary Objections

*2 Ambev has made two objections to TCCC's evidence.

First, Ambev objects to the survey and testimony of TCCC's expert witness, Dr. Simonson, as improper rebuttal because he
was identified only as a rebuttal witness, not as awitness for TCCC's case in chief. 19

As background, we note that during its main testimony period, opposer introduced the testimony deposition of Dr. Thomas D.
Dupont, former President of D2 Research, acompany that specialized in designing and conducting surveysto measure consumer
perception. Dr. Dupont, through D2 Research, conducted a survey to determine “the main function of the word “zero” . . . in
the brand name Coca-Cola Zero.” Dupont testimony at 6.

Applicant introduced the testimony deposition of Dr. Alex Simonson, applicant's expert witness regarding surveys. Dr.
Simonson wasidentified by applicant initsexpert disclosuresasarebuttal witness. Applicant'sBr. at 29. Dr. Simonson critiqued
the survey conducted by Dr. Dupont and opined asto how the survey should have been conducted. Dr. Simonson al so conducted
a“standard secondary meaning survey asto ZERO.” Id at 12.
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Ambev argues that the Simonson survey and testimony should be excluded because it constitutes improper rebuttal in that it
did not “test the same question that was posed in the Ambev survey it purports to rebut.” Opposer's Br. at 7, n.2. Ambev is
correct that TCCC identified Simonson as arebuttal witness and therefore his survey and testimony should be limited to rebuttal.
However, the rebuttal survey and testimony need not be limited to the same question that was posed in Ambev's survey. The
purpose of rebuttal isto “introduce facts and witnesses appropriate to deny, explain or discredit the facts and witnesses adduced
by the opponent. . . .” Royal Crown Cola Co. v. Bakers Franchise Corp., 150 USPQ 698, 700 (TTAB 1966), affirmed, 160
USPQ 192, (CCPA 1969).

Because Dr. Simonson's survey and testimony regarding that survey are proper rebuttal to the extent that they bear on the
validity and probative value of the Dupont survey, Ambev's abjection is not well taken. Moreover, the fact that evidence might
have been offered in chief does not preclude its admission as rebuttal. Data Packaging Corp. v. Morning Sar, Inc., 212 USPQ
109, 113 (TTAB 1981). Accordingly, we have considered the Simonson survey and testimony to the extent that they seek to
“deny, explain or discredit” Ambev's survey and testimony. Helene Curtis Industries Inc. v. Suave Shoe Corp., 13 USPQ2d
1618, 1625 n.33 (TTAB 1989). To that extend, Ambev's objection is overruled.

*3 Second, Ambev objects to the portion of TCCC's notice of reliance that was filed on Ambev's responses to Applicant's
Requests for Documents and Things. Opposer's Br. at 7, n.3. Ambev argues that responses to document requests are not
admissible under anotice of reliance. TCCC responds that it is not relying on any documents produced but only upon Ambev's
written responses, which are properly submitted through a notice of reliance. Applicant's Br. at 11, n.2.

Documents produced in response to document requests may not be submitted viaanotice of reliance except to the extent they are
admissible by notice of reliance under Trademark Rule 2.122(e) (printed publications and official records). Conversely, written
responses to document production requests, for example, indicating that no responsive documents exist, may be submitted viaa
notice of reliance. See L.C. Licensing Inc. v. Berman, 86 USPQ2d 1883, 1886 at n.5 (TTAB 2008). Since TCCC isonly relying
on Ambev's written responses, the objection is overruled.

Preliminary | ssues

A. Whether Genericnesswas Tried by the Parties

Asindicated above, opposer pleaded in its notice of opposition that the term ZERO is merely descriptive of applicant's goods
and that opposer, by virtue of being in the beverage industry, “isin a position to use in the future the term ZERO descriptively
initsordinary descriptive sensein connection with its beverage products.” Notice of Opposition dated August 15, 2007. Ambev
did not raise the issue of genericness in any of its seventeen notices of opposition. Ambev arguesin its brief that that “ZERO
defines a genus of soft drink and is incapable of becoming a trademark for Coke's colas and other soft drinks.” Opposer's
Br. at 19. TCCC objects to this characterization of the issues before the Board on the ground that Ambev is raising the issue
of genericness for the first time and the issue was neither pleaded nor litigated by the parties. Applicant's Br. at 38. TCCC's
objection iswell taken.

Since Ambev did not raise the issue of genericness in any of its notices of opposition, we may consider the issue only if we
find that the issue was tried by the consent of the parties. Implied consent to the trial of an unpleaded issue can be found only
where the nonoffering party (1) raised no objection to the introduction of evidence on the issue, and (2) wasfairly apprised that
the evidence was being offered in support of the issue. There must be no doubt that the non-moving party was aware that the
issue was being tried. TBMP § 507.03(b) (3d ed. 2011) and cases cited therein.

We find no evidence that TCCC was aware that Ambev intended to argue genericness until opposer filed its brief. Ambev
argues that the very nature of the term ZERO and TCCC's use of ZERO makes the issue “obvious.” Opposer's Reply Br. at
6. However, much of the evidence discusses ZERO only when used as part of phrases such as ZERO-CALORIE, or ZERO-
CARB and not by itself, or even as used by TCCC, with its other marks such as COKE, SPRITE, and FANTA. Thus, we do
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not find the issue to be as obvious as Ambev claims and it would be unfair to permit opposer to raise genericness at this late
date. See The U.S. Shoe Corp. v. Kiddie Kobbler Ltd., 231 USPQ 815, 817 (TTAB 1986); Long John Slver's, Inc. v. Lou Scharf
Inc., 213 USPQ 263, 266 (TTAB 1982). We conclude that genericness was not tried by either implied or express consent and
is not an issue in this opposition.

B. Whether Mere Descriptivenessisan Issuein this Opposition

*4 TCCC statesthat one of theissuesin thisopposition iswhether “the preponderance of the evidence establish[es] that ZERO
in the TCCC ZERO marks either is suggestive (and inherently distinctive) or has acquired distinctiveness.” Applicant's Br. at
5. The suggestiveness (or inherent distinctiveness) of theterm ZERO as part of TCCC's marksis not an issuein this opposition.
All of TCCC's ZERO marks published showing a claim of acquired distinctiveness of the term ZERO under Section 2(f) of
the Trademark Act. Publication under Section 2(f) is a concession that the relevant term or matter is not inherently distinctive.
“Where, as here, an applicant seeks a registration based on acquired distinctiveness under Section 2(f), the statute accepts a
lack of inherent distinctiveness as an established fact. Yamaha Int'l Corp. v. Hoshino Gakki Co., 840 F.2d 1571, 6 USPQ2d
1001, 1005 (Fed. Cir. 1988) (emphasisin original).

TCCC argues that its claim of acquired distinctiveness “was made in the alternative and did not constitute a concession by
TCCC that ZERO, as used in the ZERO marks, is not inherently distinctive.” Applicant's Br. at 15. TCCC cites to TMEP
§ 1212.02(c) for support for this proposition but this section is of no avail. Section 1212.02(c) applies to the examination
stage prior to publication and allows applicants to argue against a finding of descriptiveness while also submitting evidence of
acquired distinctiveness. There is no evidence that TCCC complained to the Office after the Office published its applications
that the Office had made a mistake showing that applicant claimed acquired distinctivenessin part asto the term ZERO. Having
accepted publication of its ZERO marks under Section 2(f), TCCC may not now argue that ZERO isinherently distinctive or
suggestive. Yamaha, 6 USPQ2d at 1005; TMEP Section 1212.02(c) (8th ed. 2011).

Accordingly, the only issue in this consolidated opposition is whether ZERO in each of TCCC's marks has acquired
distinctiveness under Section 2(f).

The Parties

Ambev is a Brazilian company that manufactures and sells soft drinks and beers “throughout North and South America.”
Opposer's Br. at 2. Ambev also has filed an application to register the mark GUARANA ANTARCTICA ZERO ACUCAR

and design for soft drinks. 20

Applicant is The Coca-Cola Company, “the world's largest beverage company.” Applicant's Br. at 13. Beginning in 2005,
applicant (hereinafter, “TCCC") began marketing and selling COCA-COLA ZERO aswell as SPRITE ZERO, FANTA ZERO,
and number of other beverages, all including the term ZERO.

Standing

“Any person who believes that he would be damaged by the registration of a mark upon the principal register . . . may, file an
opposition . . . stating the grounds therefor.” Section 13 of the Trademark Act of 1946, 15 U.S.C. § 1063(a). Thus, a party has
standing to oppose in a Board proceeding if it can demonstrate areal interest in the proceeding. Lipton Indus., Inc. v. Ralston
Purina Co., 670 F.2d 1024, 213 USPQ 185 (CCPA 1982), citing Universal Oil Prods. Co. v. Rexall Drug and Chem. Co., 463
F.2d 1122, 174 USPQ 458 (CCPA 1972).

*5 It is recognized that a party need not be a manufacturer or seller of the goods in connection with which a descriptive,
misdescriptive, or merely ornamental designation is used in order to object to the registration thereof. It is sufficient that the
party objecting to such registration be engaged in the manufacture and/or sale of the same or related goods and that the product
in question be one that could be produced in the normal expansion of that person's business. If the designation in question
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is found to be merely descriptive, merely ornamenta or the like, damage is presumed since a registration thereof with the
statutory presumptions afforded the registration would be inconsistent with the right of another person to use these designations
or designsin connection with the same or similar goods asit would have theright to do when and if it so chooses. Thus, opposer
as a competitor of applicant, is aproper party to challenge applicant's right of registration.

Federal Glass Co. v. Corning Glass Works, 162 USPQ 279, 282-83 (TTAB 1969). See also 3 J. Thomas McCarthy, McCarthy
on Trademarks and Unfair Competition, § 20:11 (4th ed. 2007) (* Standing to oppose is presumed when the mark sought to
be registered is allegedly descriptive of the goods and the opposer is one who has a sufficient interest in using the descriptive
term in his business.”).

Ambev has introduced evidence that it is a beverage company engaged in the marketing and sale of beverages in the United
Statesand that it hasfiled an application for atrademark including the term ZERO for soft drinks. Ambev's application has been
suspended pending the outcome of this proceeding. In view thereof, and because opposer's potential interest in using the term
ZERO on beverages sold in the United States is sufficient to demonstrate that opposer has a real interest in this proceeding,
opposer has established its standing.

Acquired Distinctiveness

As Yamaha explains, when matter proposed for registration under Section 2(f) is approved by the United States Patent and
Trademark Office for publication, there is a presumption that the examining attorney found a prima facie case of acquired
distinctiveness by the applicant for registration. Yamaha, 6 USPQ2d at 1004. In an opposition, “the opposer has the initial
burden to establish prima facie that the applicant did not satisfy the acquired distinctiveness requirement of Section 2(f).” 1d.
“If the opposer does present its prima facie case challenging the sufficiency of applicant's proof of acquired distinctiveness,
the applicant may then find it necessary to present additional evidence and argument to rebut or overcome the opposer's
showing. . ..” Id. However, under thisanalysis, the “ ultimate burden of persuasion” ison the applicant. Id. Finally, the standard
for applicant to meet is preponderance of the evidence, “athough logically that standard becomes more difficult to meet asthe
mark's descriptivenessincreases.” Yamaha, 6 USPQ2d at 1008.

*6 As discussed above, descriptiveness is not an issue given applicant's resort to Section 2(f) of the Trademark Act.
Nonetheless, it is necessary to determine, at the outset, the degree of descriptiveness of ZERO as used in connection with the
identified goods given that this determination will have a direct bearing on the amount of evidence necessary to show acquired
distinctiveness. InreMerrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 4 USPQ2d 1141 (Fed. Cir. 1987). The amount
and character of evidence required to establish acquired distinctiveness depends on the facts of each case and particularly on
the nature of the mark sought to be registered. See Roux Labs., Inc. v. Clairol Inc., 427 F.2d 823, 829, 166 USPQ 34, 39 (CCPA
1970). Typically, more evidence is required where amark is so highly descriptive that purchasers seeing the matter in relation
to the named goods or services would be lesslikely to believe that it indicates source in any one party. See, e.g., Inre Bongrain
Int'l Corp., 894 F.2d 1316, 1318, 13 USPQ2d 1727, 1729 (Fed. Cir. 1990).

There is no question that the beverage industry, including the soft drink industry, commonly uses the term ZERO in direct
association with nutritional facts or the names of ingredients such as“ calories,” “carbohydrates,” “ carbs,” or “sugar” to identify
the contents of soft drinks. Both parties have introduced ample evidence to show that terms such as “zero-calorie,” “zero-
carb,” “zero-sugar,” and the like are widely used by soft drink manufacturers. The testimony of Mary Krizan, Ambev's witness
who testified that she purchased numerous beverages bearing the term ZERO, disclosed products such as ROCKSTAR ZERO
CARB energy drink; EATING RIGHT, a*“zero calorie” enhanced water beverage; ZEVIA, adiet sodawith “ZERO calories’;
and PEPSI MAX, a“zero calorie cola.” Krizan Test. P. 5, Exh. Nos. 2, 18, 26, 64, and 72.

Ambev also introduced anumber of third party trademark registrations for beverage marksincluding the disclaimed term ZERO
such as “NO-CAL ZERO CALORIE SODA POP’ and design (non-alcoholic beverages), “NO CARBS ZERO CALORIES’
and design (drinking water with vitamins), “ZERO CALORIE SARATOGA SPLASH (flavored spring water beverages),”
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and “ZERO CAL" and design (soft drinks). Ambev's second NOR, dated April 28, 2010. While we do not consider these
registrations as evidence proving use, these third party registrations can be considered in the manner of a dictionary to show
the descriptive nature of ZERO for soft drinks.

Similarly, TCCC introduced product samples for a number of its beverages featuring the term ZERO in direct association with
nutritional ingredients, such as*“zero calorie cola,” *zero sugar lemon lime soda,” and “zero calorie sports drink.” Baker Test.,
Exh. Nos. 1, 3, and 15.

*7 While the foregoing evidence demonstrates that ZERO is treated as merely descriptive when used in connection with the
nutritional facts or the names of ingredients of a variety of beverages including soft drinks, some of the evidence of record
is more ambiguous. During the examination of Serial No. 78580598 for the mark COCA-COLA ZERO, TCCC introduced a
number of third party registrationsfor beverage marksincluding theterm ZERO on the Principal Register without adisclaimer of
ZERO. Thus, LACTO ZERO (milk), BRUT ZERO (sparkling wines), SUB ZERO (a coholic drinks), ZERO MANIPULATION
(wines), TRIPLE ZERO (tequila and liqueurs), and ZERO LIMIT (smoothies) are all registered for various beverages without
adisclaimer of zero. Application Serial No. 78580598, applicant's Response to Office Action, dated October 3, 2005.

These instances tend to show that when ZERO is not used in direct association with beverage ingredients, the treatment of
ZERO as merely descriptive is mixed, at best. The evidence indicates that while ZERO may describe the particular amount of
an ingredient or the nutritional content, by itself, ZERO only describes a general absence of some ingredient normally present.
Thus, we are convinced that while ZERO merely describesafeature or characteristic of soft drinks, it isnot so highly descriptive
asto identify a product category.

Acquired distinctiveness may be shown by direct and/or circumstantial evidence. Direct evidence includes actua testimony,
declarations or surveys of consumers as to their state of mind. Circumstantial evidence is evidence from which consumer
association might beinferred, such asyears of use, extensive amount of salesand advertising, and any similar evidence showing
wide exposure of the mark to consumers. There is no fixed rule for the amount of proof necessary to demonstrate acquired
distinctiveness. Yamaha, 6 USPQ2d at 1008 (evidence required to show acquired distinctivenessis directly proportional to the
degree of non-distinctiveness of the mark at issue). Thus, even long periods of substantially exclusive use may not be sufficient
to demonstrate acquired distinctiveness. Moreover, the burden is particularly heavy when that use has not been exclusive. In
re Gibson Guitar Corp., 61 USPQ2d 1948, 1952 (TTAB 2001) (66 years of use not sufficient given similarity of configuration
to other guitars).

We first consider opposer's claim that applicant's evidence is insufficient to establish acquired distinctiveness. Ambev argues
that TCCC must prove acquired distinctiveness as of the date the Section 2(f) claim was made, and not as of the pendency of
these proceedings. Opposer'sBr. at 22. Thisisincorrect. It iswell-settled that acquired distinctiveness and buyer recognition are
to be tested in an opposition proceeding as of the date the issue is under consideration. The filing date or even the publication
date is not a cutoff for any evidence developing after that time. Evidence of sales and advertising after the filing date of the
application will be considered. See McCormick & Co. v. Summers, 354 F.2d 668, 148 USPQ 272 (CCPA 1966); Harsco Corp.
v. Elec. i, Inc., 9 USPQ2d 1570 (TTAB 1988); and Kaiser Aluminum & Chem. Corp. v. Am. Meter Co., 153 USPQ 419
(TTAB 1967).

*8 TCCC's eight years of continuous use since at least 2004 on SPRITE ZERO, COCA-COLA ZERO and the other ZERO
marksismorethan five years contemplated by Section 2(f), but thisis not necessarily conclusive or persuasive on the showing of
acquired distinctiveness. In prior casesinvolving usage of comparable or even longer duration, and with some of these useseven
being coupled with significant sales and advertising expenditures (not to mention direct evidence of customers' perceptions),
the Board or its primary reviewing court has found a failure to demonstrate acquired distinctiveness within the meaning of
Section 2(f). SeeInre Andes Candies, Inc., 478 F.2d 1264, 178 USPQ 156, 158 (CCPA 1973); and In re Packaging Specialists,
Inc., 221 USPQ 917, 920 (TTAB 1984).
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Applicant's sales, on the other hand, suggest that applicant has enjoyed a substantial degree of success with its ZERO line
of beverages. In application Ser. No. 78580598 for the mark COCA-COLA ZERO, TCCC identified sales in the two years
preceding its 2007 claim of acquired distinctiveness as exceeding one billion dollars, with over one-third of that amount
attributable to sales of COCA-COLA ZERO aone. By 2007, over fifty million 288-fluid ounce cases of COCA-COLA ZERO
had been sold by Applicant. Application Serial No. 78580598, applicant's Response to Office Action, dated January 27, 2007,
Baker Test. at 62, Exh. 19. These are significant nhumbers by any measure. Furthermore, according to the non-confidential
portions of the Baker testimony, sales of the ZERO line of beverages, including COCA-COLA ZERO, SPRITE ZERO, PIBB
ZERO, FANTA ZERO, and other ZERO beverages have increased in the ensuing years to over four billion dollars, with over
eight hundred and sixty million cases of COCA-COLA ZERO being sold. Baker Test. at 67, 70.

Advertising expenditures since 2004 likewise are a substantial sum. By early 2007, TCCC claimed that it had spent

in excess of one hundred fifty million dollars advertising and promoting its ZERO family of beverage products, which includes
COCA-COLA ZERO, SPRITE ZERO, FANTA ZERO, VAULT ZERO, and PIBB ZERO, through amyriad of advertising and
promotional channels. Applicant has spent over one hundred million dollars advertising and promoting COCA-COLA ZERO
alone.

Application Serial No. 78580598, applicant's Response to Office Action, dated January 27, 2007. Again, we note that these are
significant numbers by any measure. According to the non-confidential portions of the Baker testimony, TCCC's advertising
expendituresfor itsentireline of ZERO line of beverages had risen to five hundred and thirty seven million dollars by mid-2010.
Baker Test. at 111-112.

TCCC aso has submitted avariety of advertising samples showing how the ZERO line of beveragesis presented to consumers.
The following representative example is from the Section 2(f) showing in application Serial No. 78580598:
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*9 Application Serial No. 78580598, applicant's Response to Office Action, dated January 27, 2007. We agree with TCCC
that such advertisements attempt to convey to the consumer that ZERO as used on the goodsisintended to servein a“trademark
sense as part of the product brand name” and not merely as conveying nutritonal information. Applicant's Br. at 21.

Both during examination and during this proceeding, TCCC submitted numerous articles demonstrating unsolicited media
coverage of its ZERO line of marks. Most of these fall into the category of press releases picked up by media outlets or stories
about marketing campaigns. Nevertheless, the articles show that the ZERO line of beverages and TCCC's numerous marketing
campaigns have been widely discussed in the media.

Finally, both parties submitted surveys. Ambev introduced the survey and testimony deposition of Dr. Dupont who sought to
determine “the main function of the word “zero” . . . in the brand name Coca-Cola Zero.” Dupont testimony at 6. The concern
with the Dupont survey is that it is a survey more of meaning than source identification. The source identifying function of
a trademark and the “main function” - as Dr. Dupont put it - of aword in that mark are not necessarily the same things. If,
as Ambev argues, the term ZERO is merely descriptive, it would not be inconsistent for consumers to view the term ZERO
as both describing a characteristic of COCA-COLA ZERO while still perceiving the term to be a source indicator. The “main
function” premise of the survey and source identification are not mutually exclusive. Put another way, it is possible that a“main
function” of ZERO in TCCC's marks isto identify a characteristic of applicant's goods, but consumers nevertheless may have
come to recognize that applicant isthe only entity that identifies the characteristic of its goods in that manner. It is not enough
that consumers merely know that ZERO means “ something” is missing from COCA-COLA ZERO. The survey needs to test
whether consumers view ZERO in the marks as indicating a source of the goods.
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TCCC'srebuttal survey was more on point. Rather than look for the “main function” of ZERO, the Simonson survey attempted
to rebut the Dupont survey by determining whether ZERO in COCA-COLA ZERO served atrademark function. The Simonson
survey examined acquired distinctiveness to see if ZERO was associated with one company or more than one company.
Applicant's Br. at 26. Simonson found that 61% of respondents “perceive’ that ZERO was associated with only one company
as opposed to 6% for the term DIET. Simonson Test. pp. 56-57.

We find that the Simonson survey validates the significant sales and advertising numbers discussed above. Consumers have
been exposed to TCCC's ZERO products and advertising on television, over theradio, viaprint media, and in every conceivable
retail outlet. Billions of the products have been sold since 2004. Ambev's attempt to show that the ZERO marks have not
acquired distinctiveness simply failsin light of the scope of TCCC's significant sales and marketing numbers.

*10 Opposer also argues that applicant has not enjoyed exclusive use of ZERO on beverages due to third-party use of ZERO
on avariety of beverages aswell. Opposer's Br. at 27. Asan initial matter, there is no requirement that TCCC's use be entirely
exclusive. It need only be substantially exclusive. The substantially exclusive standard makes allowance for use by others that
may be inconsequential or infringing, which does not necessarily invalidate the applicant's claim. L.D. Kichler Co. v. Davail,
Inc., 52 USPQ2d 1307, 1309 (Fed. Cir. 1999).

Opposer's evidence does not establish substantial third party use of ZERO in connection with soft drinks and/or syrups. While
several third parties may have made use of ZERO in connection with beverages and numerous third parties have used “ zero-
calorie,” “zero-carbs,” and other such highly descriptive zero-formative phrases, such use does not undercut TCCC's claim of
acquired distinctiveness. We find that the cumulative effect of TCCC's use of ZERO in connection with itsline of beveragesis
so extensive that it qualifies as “substantially exclusive” as required under Section 2(f). Kichler at 13009.

We conclude that applicant's use has been substantially exclusive and that the evidence of record is sufficient to support
registration on the Principal Register under Section 2(f).

DECISION: The oppositions are dismissed with prejudice.

Footnotes

1 Consolidated on May 5, 2008, December 24, 2008 and March 6, 2009.

2 Application Ser. No. 78316078, filed October 20, 2003, aleging first use anywhere and in commerce on September 13, 2004.
3 Application Ser. No. 78580598, filed March 4, 2005, alleging first use anywhere and in commerce on June 13, 2005.

4 Application Ser. No. 78620677, filed May 2, 2005, alleging a bonafide intent to use the mark.

5 Application Ser. No. 78664176, filed July 6, 2005, alleging first use anywhere and in commerce on June 13, 2005.

6 Application Ser. No. 78698990, filed August 24, 2005, alleging first use anywhere and in commerce on December 2, 2005.
7 Application Ser. No. 77097644, filed February 27, 2007, alleging first use anywhere and in commerce as July 2005.

8 Application Ser. No. 76674382, filed March 22, 2007, alleging a bona fide intent to use the mark.

9 Application Ser. No. 76674383, filed March 22, 2007, alleging a bona fide intent to use the mark.

10 Application Ser. No. 77175066, filed May 8, 2007, alleging first use anywhere and in commerce on January 29, 2007.

11 Application Ser. No. 77175127, filed May 8, 2007, alleging a bona fide intent to use the mark.

12 Application Ser. No. 77176279, filed May 9, 2007, alleging first use anywhere and in commerce on January 29, 2007.

13 Application Ser. No. 77176127, filed May 9, 2007, alleging a bona fide intent to use the mark.

14 Application Ser. No. 77176108, filed May 9, 2007, alleging a bonafide intent to use the mark.

15 Application Ser. No. 77176099, filed May 9, 2007, alleging a bonafide intent to use the mark.

16 Application Ser. No. 77257653, filed August 17, 2007, alleging a bona fide intent to use the mark.

17 Application Ser. No. 77309752, filed October 22, 2007, alleging first use anywhere and in commerce as May 2008.

18 Application Ser. No. 77413618, filed March 5, 2008, alleging a bonafide intent to use the mark.
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19 Neither party challenged the qualifications of the other's expert; we therefore accept that both experts are quaified to offer expert
testimony.
20 Application Ser. No. 77181474, filed May 15, 2007, pursuant to Section 1(b) of the Trademark Act.
2012 WL 1881492 (Trademark Tr. & App. Bd.)

End of Document © 2013 Thomson Reuters. No claim to original U.S. Government Works.
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2013 WL 3188897 (Trademark Tr. & App. Bd.)
THISOPINION ISNOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

IN-N-OUT BURGERS
V.
FAST LANE CAR WASH & LUBE, L.L.C.

Opposition No. 91183888 to application Serial No. 77234104
March 14, 2013
*1 Robert J. Lauson of Lauson and Tarver LLP for In-N-Out Burgers
Richard L. Schnake of The Law Firm of Neale & Newman LLP for Fast Lane Car Wash & Lube, LLC

Before Quinn, Cataldo and Hightower
Administrative Trademark Judges
Opinion by Cataldo

Administrative Trademark Judge:

Fast Lane Car Wash & Lube, L.L.C. (“applicant”) filed an application to register the mark IN & OUT CAR WASH, with“CAR
WASH” disclaimed, on the Principal Register in standard characters, for “automobile cleaning and car washing; automobile

washing; car washing; vehicle washing” in International Class 37. L Applicant filed the application based on use in commerce,
pursuant to Trademark Act 8 1(a), 15 U.S.C. § 1051(a), asserting first use anywhere and in commerce as of April 15, 2005.

Registration has been opposed by In-N-Out Burgers (“opposer”) on grounds of (1) priority and likelihood of confusion under

Trademark Act Section 2(d), 15 U.S.C. § 1052(d); and (2) dilution under Trademark Act Section 43(c), 15 U.S.C. § 1125(c). 2
Opposer, in its second amended notice of opposition, alleges that since as early as 1948, it has continuously used in interstate
commercethe mark IN-N-OUT BURGERS i n connection with drive-through restaurant services, and obtained aregistration for
its IN-N-OUT mark (Reg. No. 1085163) in connection with restaurant and carry-out restaurant services on February 7, 1978.
Since that time, opposer has obtained registrations for marks containing the wording “IN-N-OUT” in standard characters as
well as composite marks incorporating an arrow design and the wording “IN-N-OUT BURGER” for various menu items (Reg.
Nos. 1522799, 1525982, 1101628, and 1101638) and promotional goods (Reg. Nos. 2217307, 1514689 and 1960015). Opposer
also owns a composite mark incorporating an arrow design and the wording “IN-N-OUT BURGER” for financial sponsorship

of race cars and race car drivers (Reg. No. 33674713), and has subsequently acqui red ownership of aregistration for IN &
OUT in standard characters in connection with motor vehicle body repairing and painting, which has been used in commerce
since February 1981 (Reg. No. 1780587).

*2 Opposer aleges that as aresult of such use, its marks have achieved a high degree of public recognition and renown, and
have received extensive media attention. Opposer alleges, therefore, that applicant's use of its IN & OUT CAR WASH mark
in connection with car wash and related services will likely lessen the capacity of opposer's marks to identify and distinguish

opposer's services and goods, regardless of the presence or absence of competition between the parties, and is likely to cause
confusion, mistake and deception.

In its answer, applicant has denied al of the salient allegations in the second amended notice of opposition. s

The Record
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By rule, the record includes the pleadings and the file history of the subject application. Trademark Rule 2.122(b), 37 CFR §
2.122(b). In addition, the parties introduced the following testimony and evidence:

Opposer'sevidence
1. Opposer's Notice of Reliance comprising (“Opp. NOR"):
a. Transcript and exhibits from the discovery deposition of applicant's co-owner and Managing Member, Greg Byler, taken on

August 26, 2011 (“Opp. Byler Test.”).

b. Transcript and exhibits from the discovery deposition of opposer's Vice President and General Counsel, Arnold Wensinger,
taken on September 6, 2011 (“ Opp. Wensinger Test.”).

¢. Transcript and exhibits from the testimony deposition of Mr. Byler, taken on October 27, 2011 (“App. Byler Test.”).

d. Transcript and exhibits from the video conference testimony deposition of Mr. Wensinger, taken on September 21, 2010
(“App. Wensinger Test.”).

e. Applicant's response to opposer's request for admissions.
f. Applicant's response to opposer's first set of interrogatories and requests for production of documents.

g. Applicant's response to opposer's second set of interrogatories and requests for production of documents.

h. Applicant's supplemental responses to opposer'sfirst set of interrogatories and requests for production of documents. 6
i. Publicly available articles, documents, Internet materials and books relied upon to demonstrate opposer's use, fame, and

association with cars and car-culture.

2. Opposer's Notice of Reliance in Rebuttal comprising (“ Opp. Rebuttal NOR”):
a. Publicly available articles and Internet materials relied upon to demonstrate the fame of opposer's marks through unsolicited
word-of-mouth marketing.

b. DVD entitled “Californias Gold: In-N-Out Burger” relied upon to demonstrate the fame of opposer's marks through
unsolicited word-of-mouth marketing.

c. Third-party registrationsrelied upon to demonstrate that certain of applicant'stypes of servicesare offered al ongside opposer's
types of services.

*3 d. Third-party Internet evidence relied upon to demonstrate that certain of applicant'stypes of servicesare offered alongside
opposer's types of services under common law marks.

Applicant's evidence

1. Transcript and exhibits from the trial deposition of Mr. Byler, taken on October 27, 2011 (“App. Byler Test.” in opposer's
1(c) above).
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2. Applicant's Notice of Reliance comprising (“App. NOR"):
a. Excerpts from transcript and exhibits from the video conference deposition of Mr. Wensinger, taken on September 21, 2010
(“App. Wensinger Test.” in opposer's 1(d) above).

b. Specific requests from applicant's first request for admissions to opposer, deemed admitted because of opposer's failure to
respond.

c. Opposer's responses and objections to applicant's third set of interrogatories to opposer.
d. Opposer's first supplementation of its responses and objections to applicant's second set of interrogatories to opposer.
e. Opposer's responses and obj ections to applicant's second set of interrogatories to opposer.

f. Opposer's supplementation of its responses and objections to applicant's revised first set of interrogatories and requests for
production.

0. Opposer's responses and objections to applicant's revised first set of interrogatories to opposer and applicant's first revised
request for production.

h. Publicly available Internet documents and articles relied upon to demonstrate the extent of actual recognition of opposer's
marks, and that opposer's marks are not famous because they are not widely recognized by the general consuming public of
the United States.

i. Third-party registrations relied upon to demonstrate that opposer's marks are not famous because they are not widely
recognized by the general consuming public of the United States, and the extent to which opposer is engaged in substantially
exclusive use of its marks.

j. Official TTAB records for opposer's oppositions against third-party marks relied upon to demonstrate that opposer's marks
are not famous because they are not widely recognized by the general consuming public of the United States, and the extent to

which opposer is engaged in substantially exclusive use of its marks.

k. Official records from civil action proceedings in various U.S. district courts involving opposer, relied upon to demonstrate
that opposer's marks are not famous because they are not widely recognized by the general consuming public of the United

States, and the extent to which opposer is engaged in substantially exclusive use of its marks. !

Opposer and applicant filed main briefs on the case, and opposer filed areply brief.

Evidentiary M atters

Before addressing the merits of the case, certain evidentiary matters require our attention. Opposer has objected to applicant's
reliance on survey evidence, third-party registrations, and prior oppositions initiated by opposer against third parties. We note
that none of the evidence sought to be excluded or restricted with regard to the purpose for which it has been submitted is
outcome determinative. Therefore, we see no compelling reason to discuss the objectionsin a detailed fashion. Sufficeit to say
that we have considered all of the testimony and exhibits submitted by the parties. In doing so, we have kept in mind the various
objections raised by the parties, and we have accorded whatever probative value the subject testimony and exhibits merit.
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TheParties
Opposer

*4 Beginning in 1948, opposer began aregional chain of IN-N-OUT BURGER drive-through restaurants, which at the time
of trial number 262 restaurants, exclusively within the states of California, Nevada, Utah, Arizona and Texas. Opp. Brief at p.
4; Opp. Wensinger Test. at 35, 134, 136-37. Opposer also sells gift cards, apparel, and collectibles through its store locations,
catalogs and website. Opp. Brief at p. 4; Opp. Wensinger Test. at 88-91, 113-14, Exs. 640-644; App. Wensinger Test. at 36.

Opposer additionally is involved in the financial sponsorship of race cars and race car drivers, 8 Opp. Wensinger Test. at 85,
Ex. 637; App. Wensinger Test. at 49-51, Ex 10, as well as motor vehicle body repairing and painting through its controlled
licensee. Sec. Amend. Opp. at para. 9; Opp. Wensinger Test. at 98-99, Ex. 649.

Applicant

Applicant began using its IN & OUT CAR WASH mark in commerce in April of 2005. App. Byler Test. at 7. Applicant isin
the car wash business and owns two car wash facilities, the Joplin, Missouri facility that opened in 2005 and the Springfield,
Missouri facility that opened in 2007. Applicant also isin the business of providing consulting services to car wash operators.
Id. at 3-4, 7; Opp. Byler Test. at 23.

Mr. Byler had initially selected the mark “Fast Lane Car Wash & Lube” for applicant's business, but decided on IN & OUT
CAR WASH instead because a “Fast Lane Car Wash” aready existed nearby. App. Byler Test. at 26-27; Opp. Byler Test. at
26. Mr. Byler derived the concept of afaster car wash in response to acommon complaint from consulting clients that car wash
services operate slowly, so he sought amark that conveyed a message of quick car wash services. App. Byler Test. at 3, 13-15,
26-27; Opp. Byler Test. at 55-57. He ultimately selected the IN & OUT CAR WASH mark because it suggests to consumers
that their cars will be washed quickly, and that applicant's car wash services include the inside and outside of a vehicle. App.
Byler Test. at 27; Opp. Byler Test. at 27. The only clearance search that Mr. Byler conducted when deciding onthe IN & OUT
CAR WASH mark was a search for available domain names, which only revealed a similar mark for a car wash in Canada.
App. Byler Test. at 27-28; Opp. Byler Test. at 27-28. Mr. Byler had no knowledge of opposer until after applicant's car wash

opened in Joplin, when a customer visiting from California asked him if he had ever heard of In-N-Out Burger. 9 1d. at 24-26;
Opp. Byler Test. at 29.

Applicant's car wash services feature cleaning services for the interior and exterior of vehicles, including detail cleaning. App.
Byler Test. at 5, 28-30; Opp. Byler Test. at 25. The polishing services that applicant offers may involve rubbing some scratches
off a car's painted surface; however, applicant's car wash services do not include repair of scratches, dent removal, windshield
repair, or paint touchup. App. Byler Test. at 30-31; Opp. Byler Test. at 25-26.

*5 Until May 2008, applicant also provided lube services at its Joplin location, which involved basic maintenance of vehicles
in ashort amount of time, such as oil changes, fluid checks, transmission services, air filter changes, and tire setting. App. Byler
Test. at 18; Opp. Byler Test. at 24-25.

Standing

In determining whether opposer has established its standing to bring this proceeding, we first consider whether opposer has
proven that it is the owner of valid and subsisting registrations for its pleaded marks. In this case, opposer introduced a copy
of Registration No. 1780587 under Trademark Rule 2.122(d)(1) with its second amended notice of opposition on January 4,

2010.19 Sec. Amend. Opp. at para. 9. Opposer indicates it submitted copies of its other nine pleaded registrations with its
origina and two amended notices of opposition. However, no copies of opposer's other pleaded registrations were made of
record with its pleadings. Opposer further submitted a copy of its pleaded Registration No. 3367471 with its notice of reliance.
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In its answer to the second amended notice of opposition, applicant admits to opposer's ownership of several of its pleaded
registrations, but not to their status. Sec. Amend. Answer at paras. 2-9. As aresult, applicant's admissions are insufficient to
prove that opposer's pleaded registrations are valid and subsisting. In addition, applicant made of record copies of opposer's
pleaded Registration Nos. 1085163, 1522799, 1525982, 1101628, 1101638, and 2217307 showing status and title to opposer
as of 2007, and 3367471, showing status and title to opposer as of 2009. App. NOR. at 874-891. We observe that applicant
submitted these registrations as part of the official records of lawsuits involving opposer and third parties during its assigned
testimony period in November 2011 to demonstrate that the marksin opposer's pleaded registrations are not famous. However,
none of this evidence calls into question opposer's ownership of these registrations or their status as of the date the referencing
documents were created. Indeed, in their respective summaries of the record in their briefs, both opposer and applicant assert
that opposer's pleaded registrations are of record and so treat them. (Opp. Brief at 2; App. Brief at 8).

We therefore accept that opposer's pleaded Registration Nos. 1780587, 1085163, 1522799, 1525982, 1101628, 1101638,
2217307 and 3367471 are valid and subsisting and that, as a result, opposer has established its standing with regard to the

marks protected thereby and the goods or services recited therein. 1 gee cunni nghamv. Laser Golf Corp., 222 F.3d 943, 945,
55 USPQ2d 1842 (Fed. Cir. 2000); and Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 1026-1027, 213 USPQ
185 (CCPA 1982).

Priority of Use

*6 Priority is not in issue in an opposition if an opposer establishes that it is the owner of a subsisting registration on the
Principal Register. See King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974); Otter
Products, 105 USPQ2d 1252, 1254-55 (TTAB 2012), and cases cited therein. Because opposer established ownership of its
above-listed registrations, priority is not an issue with respect to Registration Nos. 1085163, 1522799, 1525982, 1101628,
1101638, 2217307, 3367471 and 1780587.

We note that opposer has acquired rights to the mark in Registration No. 1780587 by assignment as a result of a purchase and
license back agreement. Opposer is correct, and applicant does not dispute, that rightsin thisregistration accrueto opposer. Visa,
U.SA., Inc.v. Birmingham Trust Nat'l Bank, 696 F.2d 1371, 216 USPQ 649 (Fed. Cir. 1982). Therefore, opposer has established
priority with respect to this registration, notwithstanding its acquisition by opposer subsequent to the commencement of this
proceeding.

Likelihood of Confusion

Our likelihood of confusion determination under Section 2(d) is based on an analysis of al of the facts in evidence that are
relevant to the factors bearing on the likelihood of confusion issue. See InreE. |. Du Pont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563 (CCPA 1973). See also Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d
1369, 73 USPQ2d 1689 (Fed. Cir. 2005); In re Majestic Distilling Company, Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. Cir.
2003); and In re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Cir. 1997).

Family of marksnot asserted
We begin by observing that opposer does not contend that all or a portion of the marksin its pleaded registrations constitute a
family of marks. Therefore, we will determine the issue of likelihood of confusion based on the individual marks that are the

subject of opposer's registrations of record.

Opposer's Registration No. 1780587
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In our analysis, we will concentrate our discussion of the issue of likelihood of confusion on opposer's registration of record
which is most similar to that of applicant, namely, Registration No. 1780587 for the mark IN & OUT (typed or standard
characters) reciting “motor vehicle body repairing and painting” in International Class 37. If likelihood of confusion is found
between the application at issue and this registration, it will be unnecessary to determine whether confusion is likely as to
the remainder of opposer's registrations of record. Conversely, if likelihood of confusion is not found between the involved
application and this registration, we would also find that confusion is not likely with opposer's remaining pleaded registrations,
for the marks IN-N-OUT; IN-N-OUT and arrow design; and IN-N-OUT BURGER and arrow design, reciting:

*7 “restaurant services and carry-out restaurant services;”

“milk and French fried potatoes for consumption on or off the premises;”

“lemonade and soft drinks for consumption on or off the premises;”

“cheeseburgers, hamburgers, hot coffee and milkshakes for consumption on or off premises;”

“watches;”

“decals in the nature of bumper stickers, publications in the nature of house organs, gift certificates;”

“backpacks;”
“coffee mugs and thermal mugs;”
“shirts, baseball caps, letterman'’s jackets, and cooks aprons;” and

“financial sponsorship of race cars and race car drivers.”

Fame of opposer'sIN-N-OUT marks

We note that opposer has argued and introduced testimony and evidence that its IN-N-OUT marks are famous for its restaurant
services and menu items. While, as discussed above, we are concentrating our likelihood of confusion analysis on opposer's
Registration No. 1780587 for the mark IN & OUT (typed or standard characters) reciting “motor vehicle body repairing and
painting,” we nonethel ess address opposer's assertions regarding fame of its marks as to restaurant services and the menu items
served therein.

Fame plays a dominant role in the likelihood of confusion analysis due to the fact that famous marks enjoy a broad scope of
protection or exclusivity of use. A famous mark has extensive public recognition and renown. Bose Corp. v. QSC Audio Prods.,
293 F.3d 1367, 63 USPQ2d 1303, 1305 (Fed. Cir. 2002); Recot, Inc. v. Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1897 (Fed.
Cir. 2000); and Kenner Parker Toys, Inc. v. Rose Art Indus., Inc., 963 F.2d 350, 22 USPQ2d 1453, 1456 (Fed. Cir. 1992).
Fame may be measured indirectly by the volume of sales and advertising expenditures of the goods and services identified by
the marks at issue, “by the length of time those indicia of commercial awareness have been evident,” by widespread critical
assessments and through notice by independent sources of the products and services identified by the marks, as well as by the
genera reputation of the branded products and services. Bose, 63 USPQ2d at 1305-06, 1309. Although raw numbers of product
and service sales and advertising expenses may have sufficed in the past to prove fame of a mark, raw numbers alone may be
misleading. Some context in which to place raw statistics may be necessary (e.g., the substantiality of the sales or advertising
figures for comparable types of products or services). Id. at 1309.
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*8 Because of the extreme deference that we accord afamous mark in terms of the wide latitude of legal protection it receives,
and the dominant role fame plays in the likelihood of confusion analysis, it is the duty of the party asserting that its mark is
famous to prove it clearly. Leading Jewelers Guild, Inc. v. LJOW Holdings, LLC, 82 USPQ2d 1901, 1904 (TTAB 2007).

Upon careful review of the record in this case, we find that although opposer has established that its marks are strong and have
gained notoriety for its restaurant services and menu items, we are not persuaded that opposer's IN-N-OUT marks are famous
for any of its goods or services.

Opposer'ssales

Opposer operates 262 restaurant |ocations within five states, California, Nevada, Utah, Arizona and Texas, and does not have
facilitiesin any other state. Opp. Brief at p. 4; Opp. Wensinger Test. at 35, 134. Opposer's only meansfor selling food isits 262
restaurant locations. Opp. Wensinger Test. at 113-114. However, opposer sells gift cards, apparel, and collectibles through its
storelocations, catalogs and website. Opp. Brief at p. 4; Opp. Wensinger Test. at 88-91, 113-14, Exs. 640-644; App. Wensinger
Test. at 36.

Opposer statesthat becauseit isaprivate company, it isnot required to, and does not, rel ease annual salesfigures. 2 Opp. Brief
at p. 4. Therefore, opposer simply relies on Mr. Wensinger's testimony that opposer's sales figures on record are “ significantly
lower than actual,” and that sales are routinely underrepresented when ranked alongside other nationally famous brands. Opp.
Brief at p. 4; Opp. Wensinger Test. at 31-32, Ex. 608. For example, Mr. Wensinger explained that QSR Magazine ranked
opposer only 48th nationally in overall salesin 2005, but that this rank islikely much lower than opposer's actual rank in yearly
sales because opposer's sales per location are the highest in the United States. Id. Mr. Wensinger further testified that even
though opposer's sales are strong, they are not near the level of sales of arestaurant chain such as McDonalds. Opp. Wensinger
Test. at 129-30. With respect to its merchandising products, Mr. Wensinger testified that, for instance, less than 1% of its gross
sales of logo merchandise were to consumers in Missouri and Arkansas (states in which opposer does not operate restaurants)
between the years 2004 to 2008. App. Wensinger Test. at 37, 41-43.

Opposer does not offer any evidence to support its asserted sales figures or that its sales per location are indeed the highest in
the United States. Moreover, Mr. Wensinger's testimony does not provide any market share context represented by its sales,
making it very difficult for us to determine whether they are substantial for the purpose of determining fame. To the contrary,
testimony that its system-wide sales are not near McDonald's comparable sales, and that its merchandise sales to Missouri and
Arkansas only represent less than 1% of its gross merchandise sales, al indicate that opposer's sales are made to a limited
market share of the general consuming public in the United States.

Opposer's marketing and advertising

*9 Mr. Wensinger testified that opposer's current advertising budget is just under $10 million per year, and that it has spent
aminimum of $6.5 million per ayear on conventional advertising over the past ten years. Opp. Brief at 5; Wensinger Test. at
21. Mr. Wensinger a so testified that opposer's advertising is nationwide, through promotion for sporting eventsthat are picked
up for national broadcasts, as well as advertising on AM radio stations, social media outlets, opposer's website, and interstate
highway billboards seen by drivers from all across the country. Opp. Brief at 5; Wensinger Test. at 23-25, Exs. 605-606.

Closer examination of Mr. Wensinger's testimony and related exhibits, however, indicate that opposer's radio and television
advertising for 2005, which Mr. Wensinger testified isrepresentative of opposer's mediaplan for the past ten years, appearsto be
limited to geographic areaslocal to opposer's businesslocations, such asLos Angeles, LasVegas, and Phoenix. Opp. Wensinger
Test. at 23-25, Ex. 605. Similarly, opposer's interstate billboards promote specific store locations and are strategically placed
in close proximity to the respective locations with directional information. Opp. Wensinger Test. at 26, EX. 606. Based on the
evidence, consumers must be within the physical range of opposer's marketing effortsfor exposure to the advertisements. While
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non-local travelersto the area may be exposed to the advertisements, we cannot speculate as to the market share of the general
consuming public in the United States that those travelers represent.

The same is true for Mr. Wensinger's testimony and evidence that opposer has 2,000,000 fans or “likers’ on Facebook. Opp.
Wensinger Test. at 28. There simply isno supporting evidence as to where those fans are located and what share of the relevant
consuming public they represent for us to determine the question of fame. Presumably, a significant portion of opposer's
Facebook fan-base represents consumers local to opposer's business establishments who are specifically familiar with opposer.
Itisimpractica for usto determine fame based on the marketing evidence before us.

Opposer'swor d-of-mouth marketing

Mr. Wensinger testified that opposer focuses on the quality of its products and customer experience, which resultsin the word-
of-mouth advertising that opposer seeks. Opp. Wensinger Test. at 38-39. For that reason, Mr. Wensinger testified that opposer's
reputation is national in scope, even global with brand recognition reaching as far as Japan, the United Kingdom and Australia.
Opp. Wensinger Test. at 46-47. However, Mr. Wensinger's testimony is wholly unsupported and specul ative without evidence
of specific context and reference.

Unsolicited media attention and celebrity recognition

The record demonstrates that opposer is the subject of very favorable and unsolicited attention from media sources and
celebrities, and includes the following representative sample:

*10 1. Ed Levine, The Burger Takes Center Sage, N.Y. Times, Jan. 15, 2003. Opposer's NOR, para. 5, Ex. 705 (See para. 3);
2. Raymond Sokolov, The Best Burger, Wall St. J., March 10, 2007. Opposer's NOR, para. 6, Ex. 706 (See para. 19);

3. Winning Weight, People Mag., Oct. 16, 2006. Opposer's NOR, para. 7, Ex. 707 (See para. 1);

4. Editorial board information page of Glamour Mag. in Nov., 2007. Opposer's NOR, para. 9, Ex. 709;

5. Monica Eng, Fast Food that Even a Foodie Could Love, Chicago Tribune, Oct. 4, 2005. Opposer's NOR, para. 10, Ex. 710
(See paras. 3-16);

6. Deb Peterson, Local Pals Make Movie for Texas Film Festival, St. Louis Post-Dispatch, Feb. 16, 2008. Opposer's NOR,
para. 11, Ex. 711 (See para. 4); and

7. Bruce Horovitz, In-N-Out Burger Gives Ad Business to Seattle Agency, L.A. Times, Oct. 11, 1989. Opposer's NOR, para.
13, Ex. 713 (See paras. 1-9).

Whilethe evidencecertainly indicatesthat opposer hasreceived favorable mention and recognition beyond itsregional presence,
it is not an indication of how significant that recognition is with the general consuming public overall. Consumers who do not
read the specific articles, do not watch the specific Internet videos, and do not observe the celebrity attention that opposer and
its marks receive cannot be presumed to be familiar with opposer and its marks. Again, opposer has not provided any evidence
whatsoever demonstrating the level of recognition the general consuming population in the United States has of its marks.

Aswe noted in a case with some similarities (but a better developed record on fame):
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Opposer certainly has enjoyed considerable success with its restaurants. Opposer's sales in the period 1986-1992 exceed $3.3
billion, with 1992 sales of over $614 million. Opposer traditionally spends 4% of its gross sales revenues on advertising.
Opposer's figures for the period 1983-1990 show that opposer spent almost $247.5 million on advertising, with expenditures
in 1990 of $39.2 million.

The evidence of record, when taken as a whole, indicates that opposer's star marks are well known in its specific area of
operation, namely California, Arizona, Oregon and Nevada. In other words, the evidence does not establish that opposer's marks
are nationally famous. Rather, opposer has established local notoriety in itstrading area.

Carl Karcher Enters. Inc. v. Sars Rests. Corp., 35 USPQ2d 1125, 1130 (TTAB 1995).

Similarly, thetotality of opposer's evidencein this casefalls short of convincing usthat opposer's IN-N-OUT marks are famous.
While opposer undoubtedly enjoys a devoted following and business success, at least within its areas of operation, it has not
clearly shown alevel of recognition for its mark which would justify the heightened scope of protection afforded truly famous
marks.

Decisions of other courts

*11 Finally, opposer relies on adecision by the Supreme Court of the Philippines and the Bureau of Legal Affairsfindingsthat

opposer's IN-N-OUT mark is famous. Opp. Brief at 6. However, a*“decision by another court based upon a different record is
not evidence in this proceeding.” Citigroup Inc. v. Capital City Bank Group Inc., 94 USPQ2d 1645, 1665 (TTAB 2010), aff'd,
637 F.3d 1344, 98 USPQ2d 1253 (Fed. Cir. 2011). By statute, this Board has the duty to decide the right to federal registration
in an opposition. 15 U.S.C. § 1067(a). “This duty may not be delegated by the adoption of conclusions reached by another
court on a different record. Suffice it to say that an opposition must be decided on the evidence of record.” Citigroup Inc.,
94 USPQ2d at 1665.

Again, in view of the extreme deference that is accorded to a famous mark in terms of the wide latitude of legal protection it
receives, and the dominant role fame playsin the likelihood of confusion analysis, it is the duty of opposer, the party asserting
that its marks are famous, to clearly prove it. Based on the evidence presented by opposer, we cannot conclude that its marks
are famous for purposes of alikelihood of confusion analysis.

Inherent distinctivenessand mark strength

In addition to the fame or renown of a mark, we also consider the inherent distinctiveness of the mark, i.e., whereit fitsin the
continuum described as ranging from generic through fanciful. See Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d
4,189 USPQ2d 759, 764 (2d Cir. 1976). While “the lines of demarcation ... are not always bright,” id., it is axiomatic that those
marks which are highly distinctive are usually entitled to a broader scope of protection, while marks falling towards the other
end of the spectrum typically enjoy little or no protection.

We find in this case that both opposer's and applicant's marks are suggestive in that they both convey a message about the
respective services. That is, the marks both indicate to the prospective customer that the services are performed quickly, in
particular that the customer can drive “in and out.” App. Byler Test. at 27; Opp. Byler Test. at 27; Opp. Wensinger Test. at
78; App. Wensinger Test. at 12-13, 28, 30; App. NOR at para. 4, Ex. 804 (para. 53 therein); Opp. Brief at 21. In this respect,
while both marks are inherently distinctive, they are less distinctive than purely arbitrary or fanciful marks. As a result, any
similarity of the marksislesslikely to cause confusion than would be the case if the marks were arbitrary or fanciful. Sure-Fit
Prods. Co. v. Saltzson Drapery Co., 254 F.2d 158, 117 USPQ 295, 297 (CCPA 1958)(“Where a party chooses a weak mark,
his competitors may come closer to his mark than would be the case with a strong mark without violating his rights.”).

Third-party registrationsfor similar marks
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*12 In our determination of the strength of opposer's marks, we have also considered applicant's evidence and arguments that
“countless’ marks containing various permutations of theterms*“in and out” arein use by third parties. In thisregard, applicant
submitted third-party evidence in the nature of numerous registrations for marks consisting in whole or in part of theterms*“in
and out” for awide variety of goods and services. However, the probative value of this evidence is limited because applicant
presented no evidence concerning the extent to which these third-party marks are used in commerce. See Palm Bay ImportsInc.
v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 73 USPQ2d 1689, 1694 (Fed. Cir. 2005). Moreover, a
review of the third-party registrations reveal s that none recite goods or services that are particularly similar to those at issuein
this case, and most recite goods and services that are quite different. Thus, applicant's evidence does not establish that thereis
widespread use of similar marks on related goods and services such that opposer's marks are weak and entitled to only anarrow
scope of protection. This factor, therefore, is at best neutral or somewhat favors a finding of likelihood of confusion.

The similarity or dissimilarity of the marksin their entireties as to appearance, sound, connotation and commer cial
impression

We now turn to the first du Pont factor, which focuses on the similarity or dissimilarity of the marks in their entireties as to
appearance, sound, connotation and commercial impression. Seeld. In aparticular case, any one of these means of comparison
may be critical in finding the marks to be similar. See, e.g., In re White Swvan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); and
Inre Lamson Oil Co., 6 USPQ2d 1041, 1042 n.4 (TTAB 1987).

With these principlesin mind, we begin our analysis by noting that applicant'sIN & OUT CAR WASH mark fully incorporates
as its distinctive portion opposer's mark, IN & OUT. Likelihood of confusion has frequently been found where one mark
incorporates the entirety of another mark. See, e.g., Coca-Cola Bottling Co. v. Joseph E. Seagram & Sons, Inc., 526 F.2d 556,
188 USPQ 105, 106 (CCPA 1975) (BENGAL for gin and BENGAL LANCER for nonalcoholic club soda, quinine water and
ginger ale); Johnson Publ'g Co. v. Int'l Dev. Ltd., 221 USPQ 155, 156 (TTAB 1982) (EBONY for cosmetics and EBONY
DRUM for hairdressing and conditioner); and In re S. Bend Toy Mfg. Co., 218 USPQ 479, 480 (TTAB 1983) (LIL' LADY
BUG for toy doll carriagesand LITTLE LADY for doll clothing).

*13 Thewording IN & OUT in both marksisidentical in appearance and sound. Similarity in sound alone may be sufficient
to support a finding that the marks are confusingly similar. See In re White Swan Ltd., 8 USPQ2d at 1535 (TTAB 1988); and
Inre 1st USA Realty Prof'ls, Inc., 84 USPQ2d 1581, 1586 (TTAB 2007). The marks also share the same connotation of quick
services, i.e., getting “in and out” without delay.

However, because the similarity or dissimilarity of the marksis determined based on the marks in their entireties, the test for
similarity cannot be predicated on dissecting the marksinto their various components; that is, the decision must be based on the
entire marks, not just on part of the marks. Inre Nat'l Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir. 1985); and e.g.,
Franklin Mint Corp. v. Master Mfg. Co., 667 F.2d 1005, 212 USPQ 233, 234 (CCPA 1981) (“It isaxiomatic that a mark should
not be dissected and considered piecemeal; rather, it must be considered as awhole in determining likelihood of confusion.”).

Applicant contends that its mark, in its entirety, engenders a different commercial impression than that of opposer's mark.
Applicant states that the wording “CAR WASH” in its mark is a significant distinguishing factor because the “in and out”
element of the respective marksisweak. App. Brief at 26-27. However, thewording “CAR WASH” in applicant's mark clearly
isgeneric for its servicesin this case, and thus incapabl e of functioning as an indicator of source to distinguish the source of its
services from those of opposer. In re Gould Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110 (Fed. Cir. 1987); and In re Pennzoil
Prods. Co., 20 USPQ2d 1753 (TTAB 1991). Thus, notwithstanding the suggestive nature of the wording IN & OUT, it isthe
dominant wording in applicant's mark and the sole feature of opposer's. Our primary reviewing court instructs us that “[t]here
is nothing improper in stating that, for rational reasons, more or less weight has been given to a particular feature of a mark,
provided the ultimate conclusion rests on consideration of the marks in their entireties.” See In re National Data Corp., 224
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USPQ at 751. For instance, “that a particular feature is descriptive or generic with respect to the involved goods or servicesis
one commonly accepted rationale for giving less weight to a portion of amark....” Id. at 244 USPQ 751.

*14 We find, therefore, that the dominant and distinctive portion of applicant's mark is identical to opposer's mark and
that, when viewed in their entireties, the marks IN & OUT and IN & OUT CAR WASH are more similar than dissimilar in
appearance, sound, connotation and overall commercial impression. Asaresult, thisdu Pont factor favorsafinding of likelihood
of confusion.

Thesimilarity or dissimilarity and nature of the servicesin the application and the servicesin opposer'sregistration

In determining whether services arerelated, thisdu Pont factor requires that we must consider the services asthey areidentified
in the respective descriptionsin the application and registration. See, e.g., Paula Payne Prods. v. Johnson Publ'g Co., 473 F.2d
901, 177 USPQ 76, 77 (CCPA 1973). It is not necessary that the services of applicant and opposer be similar or competitive to
support aholding of likelihood of confusion. It issufficient that the servicesbe related in some manner, or that the circumstances
surrounding their use be such that they would be likely to be encountered by the same personsin situations that would giverise,
because of the marks used thereon, to a mistaken belief that they originate from or are in some way associated with the same
source. Miss Universe L.P. v. Community Mktg. Inc., 82 USPQ2d 1562, 1568 (TTAB 2007).

Here, applicant is seeking to register its mark for “automobile cleaning and car washing; automobile washing; car washing;

vehicle washing.” 13 Meanwhile opposer, through its licensee, is engaged in “motor vehicle body repairing and painting.” 14

Opposer relies on twenty-four 15 thi rd-party registrations and Internet evidence from eleven third parties to demonstrate that
car washing services originate from the same source as vehicle body repairing and painting services. Opp. Brief at 20; Opp.
Rebuttal NOR at paras. 17-40, 41-51, Exs. 817-840, 841-851. We note that anumber of thethird-party registrationsare owned by
foreign entities, and many of these in addition recite myriad goods and services in multiple classes. Because these registrations
are not based on use in commerce they have no probative value in showing the relatedness of the services, and they have not
been considered. See In re Albert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993). However, opposer's evidence includes
approximately fifteen third-party registrations owned by fourteen different entitiesthat are based on usein commerce and recite
services including those identified by both parties herein.

We observe that third-party registrations are of very limited probative value on the issue of likelihood of confusion because
they are“not evidence of what happensin the market place or that customers are familiar with them.” AMF Inc. v. Am. Leisure
Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (CCPA 1973). Seealso Inrethe Dot Communications Network LLC, 101
USPQ2d 1062, 1067 (TTAB 2011). However, opposer additionally made of record the following Internet evidence in support
of the relatedness of the services:

*15 1. Anthony's Car Wash and Detail Centers, at www.anthonyscarwash.com (last visited Nov. 16, 2011) (featuring car
wash, detail, automotive, paint and body services). Opp. Rebuttal NOR at para. 41, Ex. 841.

2. Collision Masters, at www.collisionmasters.us/I ndex.html (last visited on Jan. 16, 2011) (no specific servicesidentified other
than collision). Opp. Rebuttal NOR at para. 42, Ex. 842.

3. Starbright Auto Body, at www.yelp.com/biz/starbright-auto-body-phoenix (last visited Jan. 16, 2011) (no specific services
identified other than auto body). Opp. Rebuttal NOR at para. 43, Ex. 843.

4. Tidal Wave USA, at www.tidalwaveusa.com (last visited Jan. 16, 2011) (relevant exterior services include detailing, hand

waxing, swirl free-buffing and scratch removal, headlight restoration, overspray/graffiti removal, paintless dent repair, bumper
repair, “clear bra’ paint protection film). Opp. Rebuttal NOR at para. 44, Ex. 844.
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5. The Yard, at www.superiorcarcare.com/yard.html (last visited Jan. 16, 2011) (relevant servicesinclude hand car wash, hand
wash & wax, exterior detail, interior detail, color sanding & paint correction, bumper repair, scratch repair, paint touch up, wheel
& rim repair, paintless dent repair, windshield replacement, paint protection film). Opp. Rebuttal NOR at para. 45, Ex. 845.

6. Arapahoe Collision and Mechanical, at www.arapahoeauto.com/services.php (last visited Jan. 16, 2011) (detailing services
include steam clean, blow out air vents, clean windows & mirrors, leather treatment, steam clean, buff, polish and wax
exterior; collision repair services include mechanical repairs, paint matching, paintless dent removal, brake service, oil and
filter changes). Opp. Rebuttal NOR at para. 46, Ex. 846.

7. T&J Auto Body, at www.tandjautobody.com (last visited Jan. 16, 2011) (no specific services listed other than fixing cars).
Opp. Rebuttal NOR at para. 47, Ex. 847.

8. My Premium Car Wash, at www.mypremiumcarwash.com (last visited Jan. 16, 2011) (relevant servicesinclude hand wash,
auto detailing, power washing, pressure cleaning). Opp. Rebuttal NOR at para. 48, Ex. 848.

9. Preston Auto Body, at www.sprestonautobody.com (last visited Jan. 16, 2011) (no specific serviceslisted other than collision
repair). Opp. Rebuttal NOR at para. 49, Ex. 849.

10. Berardi's Detailing, at www.berardisdetailing.com (last visited Jan. 16, 2011) (relevant serviceslisted include auto detailing,
auto body repair, auto painting, car repair, auto glass replacement, paintless dent removal). Opp. Rebuttal NOR at para. 50,
Ex. 850.

11. River City Auto Body, at www.rivercityautobody.net (last visited Jan. 16, 2011) (no specific services listed other than
repairs). Opp. Rebuttal NOR at para. 50, Ex. 850.

Based on the information available from the evidence of record, five of the above sources state that they offer car washing,
cleaning or detail servicesin addition to auto repair or paint services. However, the probative value of such Internet documents
is limited. While they can be used to demonstrate what the documents show on their face, documents obtained through the
Internet may not be used to demonstrate the truth of what has been printed. Sece TBMP § 704.08(b) and authorities cited therein.
Thus, the Internet evidence made of record by opposer does not prove that the five above-noted entities actually provide car
washing and cleaning services as well as car repair and painting services, but simply that the third parties responsible for the
Internet postings of record state that such services are available therefrom.

*16 A party may increase the weight given website evidence by submitting testimony and proof of the extent to which a
particular website has been viewed. Id. However, opposer does not provide such testimony. Rather, Mr. Wensinger testified that,
“the primary business of acar wash businessisdistinct from the primary business of apaint and body shop . . .,” and the washing
of avehicle would be incidental to the repair or painting of avehicle. App. Wensinger Test. at 114. Thus, the testimony made
of record in this case tends to support afinding that the parties' services are unrelated, and does not support opposer's evidence.

Determinations are reached based on the evidence of record. In this case, the evidence falls short of establishing that applicant's
car wash services are in fact related to opposer's services. As a result, this du Pont factor favors a finding of no likelihood

of confusion.

Channels of trade and classes of consumers
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Asisreadily apparent, neither party'srecitation of servicescontainsany limitationsasto their channels of trade or the purchasers
towhomitsservicesare marketed. Asaresult, and in accordance with our established case law, we must presumethat applicant's
services movein all channels of trade that are normal therefor and are available to all the usual purchasers thereof.

However, and as discussed above, opposer hasfailed to introduce sufficient evidence to support afinding that its services under
its mark are related to applicant's services in its involved application. As such, we cannot presume that the channels of trade
for its services are the same as or overlapping with those in which applicant's services may be encountered. Cf. Genesco Inc.
v. Martz, 66 USPQ2d 1260, 1268 (TTAB 2003) (“Given the in-part identical and in-part related nature of the parties' goods,
and the lack of any restrictionsin the identifications thereof as to trade channels and purchasers, these clothing items could be
offered and sold to the same classes of purchasers through the same channels of trade.”).

Further, aside from incidental sales of opposer's ancillary merchandise in the State of Missouri in which applicant is located,
neither the nature of the services themselves nor the evidence of record supports afinding that such services travel in common
trade channels or are made available to the same customers.

Actual confusion

Thefinal du Pont factor discussed by the partiesis the lack of instances of actual confusion. Opposer acknowledges that there
have been noinstancesof actual confusion. App. Wensinger Test. at 16-20. Applicant assertsthat the absence of actual confusion
for seven yearsat thetime of trial suggestsno likelihood of confusion. However, as has been said many times, it isnot necessary
to show actual confusion in order to establish likelihood of confusion. See Weiss Associates Inc. v. HRL Associates Inc. 902
F.2d 1546, 223 USPQ 1025 (Fed. Cir. 1990). Furthermore, it has often been recognized that such evidence is very difficult to
obtain. See Lebanon Seaboard Corp. v. R& R Turf Supply Inc., 101 USPQ2d 1826, 1834 (TTAB 2012). Thus, while evidence
of actual confusion would mitigate in favor of afinding of likelihood of confusion, the absence thereof is not as compelling in

our determination. As aresult, this du Pont factor is neutral, or at best, dightly favors applicant. 16

Balancing the factors

*17 Wehavecarefully considered all of the evidence pertaining to the relevant du Pont factors, aswell asthe parties arguments

with respect thereto. In balancing the relevant factors, we conclude that despite the similarities between the parties marks,
there isinsufficient evidence that applicant's “ automobile cleaning and car washing; automabile washing; car washing; vehicle
washing” services are related to opposer's “motor vehicle body repairing and painting,” or that the services are offered in
common channels of trade to the same classes of consumers. Based on the foregoing, opposer has not proved likelihood of
confusion.

Dilution by Blurring

Opposer claims that use of applicant's mark would be likely to “lessen the capacity of [o]pposer's ... marks to identify and
distinguish [o]pposer's services and goods.” Sec. Amend. Opp. at para. 13. In order to prevail on aclaim of dilution, opposer
must prove, as a threshold matter, that its mark became famous prior to applicant's first use. Trademark Act § 43(c)(1). Aswe
have noted in other cases, “[flamefor dilution purposesisdifficult to prove. ... The party claiming dilution must demonstrate by
the evidence that its mark istruly famous.” Toro Co. v. ToroHead Inc., 61 USPQ2d 1164, 1180 (TTAB 2001). In other words,
the requirement for proving “fame” for dilution purposes under Trademark Act § 43(c) is considerably more stringent than the
proof of “fame” in alikelihood of confusion analysis. Moreover, while proof of the fame or renown of the plaintiff's mark is
optiona in alikelihood of confusion case, it is a statutory requirement in a dilution analysis.

As noted, we do not find opposer's marks famous for likelihood of confusion purposes. Since it is even harder to prove fame

for dilution purposes, we need go no further; because opposer has not established that its marks are famous, it cannot prevail
initsdilution claim.
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Decision: The opposition to the registration of applicant's mark is dismissed.

Footnotes

1
2

10

11

12

13

14

15

16

Application Seria No. 77234104 wasfiled on July 19, 2007 and published for opposition in the Official Gazette on January 8, 2008.
Opposer also pleaded (1) mere descriptiveness based upon its assertion that the mark directly conveys information concerning the
function, characteristics, qualities, purpose and underlying use of applicant's services within the meaning of Trademark Act § 2(e)
(1), 15 U.S.C. § 1052(e)(1), and (2) that applicant's use of its mark in connection with the services set forth in the application is not
usein“commerce” within the meaning of Trademark Act 8§45, 15 U.S.C. § 1127. However, these claims are deemed waived because
opposer failed to argue and present evidence with regard thereto at trial or in its briefs.
Opposer filed the application for Registration No. 3367471 on November 14, 2006, alleging a date of first use in commerce of 1985,
and it matured to registration on January 15, 2008.
Opposer acquired ownership of Registration No. 1780587 on March 13, 2009, after commencement of this proceeding. See
Assignment Reel/Frame 3952/0116.
Also, inits answer to the second amended notice of opposition, applicant asserts as affirmative defenses matters that are morein the
nature of amplifications of its denials of opposer's claims and have been so construed. In addition, the exhibits to applicant's answer
to the second amended notice of opposition are not evidence on behalf of applicant, except to the extent that they were identified and
introduced in evidence during applicant's period for the taking of testimony. Trademark Rule 2.122(c); and TBMP 8317 (October
2012).
Portions of the responses and documents have been designated ““ confidential.” In this decision, we have endeavored to discuss those
portions of the parties' testimony and evidence that truly contain confidential information only in general terms.
In response to an inquiry made by the Board, applicant's attorney has advised the Board that Exhibit 887 of applicant's Notice of
Reliance was not made part of the record, and requested the Board to decide the case based on the existing record.
Mr. Wensinger hastestified that opposer's financial sponsorship of race cars and race car driversis not actually a service that opposer
providesto customers, but is used to promote brand recognition for its restaurant services. App. Wensinger Test. at 53.
It is worth mentioning that the Mr. Byler's testimony about the conversation with this customer does not indicate that the customer
was confused as to the source of applicant's car wash or believed applicant's car wash services were in any way related to opposer's
drive-through restaurant services. Without testimony from the customer herself, which does not exist in the record, we cannot rely
on the conversation for any other purpose than as evidence as to when Mr. Byler first learned of opposer.
Opposer submitted its second amended notice of opposition to plead ownership of this registration, acquired by assignment as
discussed above.
Because neither party made of record copies of opposer's pleaded Registration Nos. 2285823 and 2291183, we will not consider
them in our determination herein.
We note that opposer had the option of releasing its sales figures under protective order and seal of confidentiaity. See TBMP §
412 (October 2012).
Opposer also arguesthat its services are related to applicant's oil change services. Opp. Brief at 20. However, since the application at
issue does not recite oil change services, any relationship between oil change services and motor vehicle body repairing and painting
servicesisirrelevant to our determination herein.
Opposer further argues that it is the original drive through restaurant, it sponsors auto race cars and drivers, and its image and
advertisements are immersed in “car culture,” and that, as a result of these activities, its core goods and services are related to those
of applicant. Opposer points out in addition that both it and applicant rely upon automobile traffic for their business. Nonetheless,
opposer acknowledges that it does “not have its associates wash any vehicles at [its] restaurants’ and further that its sponsorship
of race cars and drivers does not relate to car wash services. Wensinger Test. at 15-16, 52. In any event, we are not relying upon
opposer's registrations reciting these goods and services and, as aresult, the issue of their relationship to applicant's recited services
isnot before us.
The twenty-four third party registrations represent nineteen owners that identify both car washing or cleaning services and vehicle
repair or painting services.
We further note that while the “territorial separation” of the regions in which opposer and applicant operate may be relevant to the
absence of actual confusion, because both theinvolved application and cited registration are unrestricted asto their geographic scope,
the question of geographic limitationsis otherwiseirrelevant to our determination herein.

2013 WL 3188897 (Trademark Tr. & App. Bd.)
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KeyCite Yellow Flag - Negative Treatment
Declined to Extend by  Ironclad, L.P. v. Poly-America, Inc.,
July 28, 2000

57 F.Supp.2d 665
United States District Court,
E.D. Wisconsin.

NATIONAL FOOTBALL LEAGUE PROPERTIES,
INC. and Green Bay Packers, Inc., Plaintiffs,
v.
PROSTYLE, INC. and Sheri
Tanner, Individually, Defendants.

No. 96-C-1404. | April 28, 1999.

Professional football team sued clothing seller for trademark
dilution. On parties motion in limine, the District Court,
Stadtmueller, Chief Judge, held that: (1) plaintiff's expert's
survey results would be excluded as unreliable, but (2) any
prejudice to plaintiff caused by professional football player's
celebrity status did not outweigh probative value of his
testimony on behalf of defendant.

Plaintiff's motion granted in part and denied in part;
defendant's motion granted.

West Headnotes (3)

[1] Evidence
&= Results of experiments
157 Evidence
1571V Admissibility in General
157IV(E) Competency
157k150 Results of experiments
Trademark dilution plaintiff's expert's survey
evidence, in which subjects were asked what,
if anything, they thought of when they saw
alegedly diluting shirts, would be excluded as
unreliable; question was asked without further
probing and without showing of any “control”
shirt. Fed.Rules Evid.Rule 702, 28 U.S.C.A.

12 Cases that cite this headnote

[2] Evidence
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N.D.Tex.,

&= Results of experiments

157 Evidence

1571V Admissibility in General

157IV(E) Competency

157k150 Results of experiments

Noncase-specific  portion of  otherwise
excluded expert's report, regarding scientific
underpinnings of trademark dilution law, was
not of sufficient assistance to jury to warrant
admission at trial of claim that defendants
had diluted particular trademark. Fed.Rules
Evid.Rule 702, 28 U.S.C.A.

[3] Evidence
&= Tendency to mislead or confuse

157 Evidence
1571V Admissibility in General
1571V(D) Materidity
157k146 Tendency to mislead or confuse
Any prejudice to trademark dilution plaintiff
caused by professional football player's celebrity
status did not outweigh probative value of his
testimony on behalf of defendant. Fed.Rules
Evid.Rule 403, 28 U.S.C.A.

Attorneysand Law Firms

*666 Howard A. Pollack, Daniel T. Flaherty, Godfrey &
Kahn, Milwaukee, WI, Robert L. Raskopf, White & Case,
New York City, for plaintiff.

John P. Fredrickson, Nilles & Nilles, Milwaukee, WI, for
defendant.

Opinion

ORDER

STADTMUELLER, Chief Judge.

. OVERVIEW

Plaintiffs, National Football League Properties, Inc. and
Green Bay Packers, Inc., accuse defendants ProStyle, Inc.
and Sheri Tanner of unlawfully capitalizing on the Packers
success by selling unauthorized Packer merchandise. In their
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complaint, plaintiffs presented six counts for which they
claimed relief: federal unfair competition under § 43(a) of
the Lanham Act, 15 U.S.C. § 1125(a); federal trademark
infringement under 8 32(1) of the Lanham Act, 15 U.S.C. §
1114(1); federal dilution under § 43(c) of the Lanham Act, 15
U.S.C. § 1125(c); deceptive advertising law under Wis.Stat.
§ 100.18(1); common law unfair competition; common law
trademark infringement; misappropriation of trade secrets
under Wis.Stat. 8 134.90; and common law misappropriation
of trade secrets. Plaintiffs sought a temporary restraining
order and preliminary and permanent injunctions restraining
defendants' use of plaintiffs marks and ordering destruction
of infringing materials, as well as damages, including treble
damages for willful and deliberate infringement under the
Lanham Act, double damages under Wis.Stat. § 100.18(1),
and punitive damages under Wis.Stat. § 134.90(4).

On December 30, 1996, the court held a hearing on the
motion for a temporary restraining order, and on January
2, 1997, the court denied the motion. On July 25, 1997,
the court granted partial summary judgment for defendants
on plaintiffs claims of federal unfair competition, federal
trademark infringement, state unfair competition, and state
trademark infringement to the extent these claims were based
upon unregistered common law trademarks. The court denied
summary judgment for defendants on these claims to the
extent they were based upon plaintiffs registered trademarks.
The court also granted summary judgment for defendants
on plaintiffs' deceptive advertising claim under Wis.Stat. 8§
100.18(1). On May 19, 1998, the court denied plaintiffs
motion for reconsideration of that decision.

On July 31, 1998, the court considered each side'smotionsin
l[imine and, inter alia, granted defendants motion to exclude
the expert report and survey of plaintiffs expert Jacob Jacoby:

Defendants fourth argument is that the survey's confusion
question, “Do you think that, in order to put out this shirt,
the company that put it out did need to get permission,
did not need to get permission, or you have no thoughts
about this?’, improperly asked for a legal conclusion. In
Novo Nordisk of North America, Inc. v. Eli Lilly & Co., 96
Civ. 5787, 1996 WL 497018, 1996 U.S.Dist. LEXIS 12807
(S.D.N.Y. Aug. 30, 1996), asimilar question formulated by
Jacoby caused the court to “discard” his survey results. Id.
at *26, 1996 WL 497018 *6. Asin this case, Jacoby asked
whether the producer of the product shown “had *667

to get authorization” to use another's marks. Id. at *26 n.
26, 1996 WL 497018 *6 n. 26. The court in Novo Nordisk
rejected all survey answers to this question because it
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“mistakenly ask[ed] respondents what they believe is the
legal requirement (because of the use of the phrase ‘had
to’), rather than asking them merely whether they believed
that the maker of the [product] did receive authorization to
use the [marks].” Id. at *25 n. 24, 1996 WL 497018 *6 n.
24,

Plaintiffs respond that defendants are “nitpicking” and that
Jacoby had to insert the phrase “need to get permission”
or else most people would respond that they did not know
whether or not the maker got permission to make the shirt.
The court may have been more sympathetic to this position
had Jacoby himself not formulated the same survey question
rejected in Novo Nordisk and had that court not suggested
to him what would have been acceptable. However, Jacoby
apparently has not learned from his mistakes which, contrary
to plaintiffs assertions that Jacoby's surveys “have been
universally relied upon” and have never been rejected by a
court, seem to be numerous. See, e.g., Novo Nordisk, 1996
WL 497018, 1996 U.S.Dist. LEXIS 12807, at *26 n. 26;
ConAgra, Inc. v. Geo. A. Hormel & Co., 784 F.Supp. 700,
725-28 (D.Neb.1992) (holding that “the Jacoby study ...
must be significantly discounted” because of “serious flaws
in the study”), aff'd, 990 F.2d 368 (8th Cir.1993); Weight
Watchers Int'l, Inc. v. Souffer Corp., 744 F.Supp. 1259,
1274 (S.D.N.Y.1990) (criticizing Jacoby study and noting
that “[t]hisis not the first time Jacoby's survey findings have
been criticized”); Am. Home Prods. Corp. v. Barr Labs,, Inc.,
656 F.Supp. 1058, 1070 (D.N.J.) (holding that a“number of
flaws in the design of [Jacoby's| survey lead me to accord
very little weight to its results’), aff'd, 834 F.2d 368 (3rd
Cir.1987); Smith v. Ames Dep't Sores, Inc., 988 F.Supp.
827, 834 (D.N.J.1997) (holding that “Dr. Jacoby's failure
to consider data gleaned from actual consumers limits [his
opinion's] value’); Smon & Schuster, Inc. v. Dove Audio,
Inc., 970 F.Supp. 279, 291 (S.D.N.Y.1997) (holding that
because of flaws, “the Court assigns significantly reduced
weight to the Jacoby Survey's results’); Jim Beam Brands
Co., Inc. v. Beamish & Crawford, Ltd., 852 F.Supp. 196, 199
(S.D.N.Y.1994) (holding that “Dr. Jacoby's study however,
I find to have questionable value because his questions
were leading”); Indianapolis Colts, Inc. v. Metro. Baltimore
Football Club Ltd. Partnership, 34 F.3d 410, 416 (7th
Cir.1994) (criticizing “tricks of the survey researcher's black
arts’ while assessing Jacoby survey); Quality Inns Int'l, Inc.
v. McDonald's Corp., 695 F.Supp. 198, 218-19 (D.Md.1988)
(rejecting results of Jacoby survey asirrelevant); Worthington
Foods, Inc. v. Kellogg Co., 732 F.Supp. 1417, 1446 (S.D.Ohio
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1990) (noting flaws in Jacoby study and holding that “the
Court does not place great weight on Dr. Jacoby's study”).

Furthermore, defendants correctly point out that Jacoby's
conclusion regarding confusion was not stated in terms
of what consumers believed should have happened, as
the survey question was stated, but instead was phrased
in terms of what actually happened, i.e., that consumers
believed “that such shirts were sponsored or authorized
by the Green Bay Packers and/or the NFL.” Jacoby
Report at 31 (emphasis added). As the court has said
previously, it will not “accord trademark protection based
upon the public's mistaken notion of thelaw.” July 25, 1997
Decision and Order at 26. Therefore, the court will grant
defendants motion in limine regarding all survey answers
to the above question and any conclusions based on those
answers. Because all four conclusions of the Jacoby study
thus must be excluded from trial, the court will exclude his
entire report and survey.

*668 National Football League Properties, Inc. v. ProStyle,
Inc., 16 F.Supp.2d 1012, 1018-19 (E.D.Wis.1998) (footnotes
omitted). Despite excluding Jacoby's entire report and survey,
the court did not preclude him from testifying because
discovery was ongoing at that juncture. Seeid. at 1019.

A final pretrial conference was held on April 15, 1999, and
ajury trial is set to commence on May 3, 1999. On April
20, 1999, defendants moved in limine once again, this time
to exclude Jacoby's second expert report and the opinions
stated therein. Defendants point out that in response to the
court's previous decision excluding Jacoby's entire report and
survey, Jacoby did not conduct a new survey but rather used
the same survey data in a different way, allegedly to prove
dilution under § 43(c) of the Lanham Act instead of secondary
meaning and likelihood of confusion. To avoid the court's
earlier objectionsto the survey, Jacoby pared the survey down
to essentially one question (other than screening, clarifying,
and categorizing questions): when respondents were shown
several of defendants products, they were asked, “What, if
anything, do you think of when you see this shirt?" See
Fredrickson Decl., Ex. 2 (“ Jacoby's Second Report”) at 18.

On April 23, 1999, plaintiffs responded to defendants' second
motion in limine and filed their own second motion in
limine, seeking to exclude defendants expert's testimony
and report as well as trial and deposition testimony by
defendants witnesses Reggie and Sara White. The court will
now consider each side's motion in limine.
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II. DISCUSSION

A. Defendants Motion in Limine

According to the recent Supreme Court decision Kumho
Tire Company, Ltd. v. Carmichael, 526 U.S. 137, 119 S.Ct.
1167, 143 L.Ed.2d 238 (1999), the district court has a
special “gatekeeping obligation” to ensure that all expert
testimony “is not only relevant, but reliable.” 1d. at 1174
(quoting Daubert v. Merrell Dow Pharmaceuticals, Inc.,
509 U.S. 579, 589, 113 S.Ct. 2786, 125 L.Ed.2d 469
(1993)). In this spirit, defendants ask the court to exerciseits
“gatekeeping obligation” to exclude Jacoby's second report
and the opinions stated therein. The court is guided in this
task by consideration of some or all of the following factors:
whether Jacoby's “theory or technique ... can be (and has
been) tested”; whether it “has been subjected to peer review
and publication”; whether thereisahigh “known or potential
rate of error” and whether there are * standards controlling the
technique's operation”; and whether the theory or technique
enjoys “general acceptance” within a “relevant scientific
community.” Daubert, 509 U.S. at 593-94, 113 S.Ct. 2786.

[1] Thecourt concludesthat Jacoby's survey, even as edited
to avoid the court's earlier criticismsof it, is seriously flawed.
The main problem with the survey (as edited for the second
report) is that it essentially asks only one question, “What,
if anything, do you think of when you see this shirt?’,
without further probing, see 5 J. McCarthy, Trademarks
and Unfair Competition § 32:176 (1999) (“Without further
probing, such a question may well be meaningless and
irrelevant.”), and without showing any “control” shirt to any
survey respondents or asking any control questions. See, e.q.,
Major League Baseball Properties, Inc. v. Sed Non Olet
Denarius, Ltd., 817 F.Supp. 1103, 1123-24 (S.D.N.Y.1993)
(holding that “both surveys contain a complete lack of
controls rendering the data meaningless and having no
evidentiary value’), vacated pursuant to settlement, 859
F.Supp. 80 (S.D.N.Y.1994); see also McCarthy, supra,
§ 32:187 (explaining need for controls to account for
“background noise”); Shari Seidman Diamond, Reference
Guide on Survey Resear ch, in Reference Manual on Scientific
Evidence at 249252 (1994) (same); David H. Kaye & David
A. Freeman, Reference Guide on Satistics, in Reference
Manual on ientific Evidence at 348-49 (1994) (“[O]utcome
figures from a treatment group without *669 a control
group revesal very little and can be misleading. Comparisons
are essentia.”). For example, the court finds it utterly
unremarkable that more than half of Wisconsinites polled
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shortly before the Packers' first Super Bowl appearance in
nearly 30 years “thought of” the Packers when shown green
and gold shirtsthat said “ Green Bay Football” or “ Green Bay
P.” See Jacoby's Second Report at 26. The court surmisesthat,
in this state and at such a time of Packer-related frenzy, the
guestioners could have shown the survey respondents agreen
and gold Blarney stone (an example of anon-diluting use) and
more than half of them would have thought of the Packers.

Jacoby's failure to include a control group or question in his
second expert report is puzzling for several reasons. First,
Jacoby himself has emphasized in both his testimony in
other cases and in his academic writing that using a control
group in surveys is “absolutely necessary.” Jacob Jacoby,
Experimental Designs in Deceptive Advertising and Claim
Substantiation Research, 954 PLI/Corp 167, 176 (1991); see
also Jacob Jacoby, Amy H. Handlin, & Alex Simonson,
Survey Evidence in Deceptive Advertising Cases Under the
Lanham Act: An Historical Review of Comments from the
Bench, 954 PLI/Corp 83, 89 (1994) (emphasizing that “there
can be no trustworthy or valid assessment of cause and effect
unless surveys are intertwined with proper experimental
designs (which, of necessity, involve the utilization of proper
controls)”); Graham Webb Int'l v. Helene Curtis Inc., 17
F.Supp.2d 919, 930 (D.Minn.1998) (Jacoby criticized the
opposing party's expert's survey for “failure to use third party

productsasacontrol”). L Furthermore, when Jacoby hasbeen
asked to prepare surveys to test specifically for dilution in
other cases, he has used controls. See Hershey Foods Corp.
v. Mars, Inc., 998 F.Supp. 500, 518 (M.D.Pa.1998).

Jacoby's failure to use controls in his second report is even
more bedeviling considering that he had this control group
information (however imperfect, as the court will discuss) in
the survey data and in his first report but omitted it from his
second report. In hisfirst report, Jacoby noted that half of all
survey respondentswere shown defendants products and half
were shown fictitious control products saying, for example,
“Ellison Bay Football” or “Ellison Bay P” instead of “Green
Bay Football” or “Green Bay P.” See Fredrickson Decl., Ex. 1
(“Jacoby'sFirst Report”) at 4. Because Jacoby had thiscontrol
group information available to him but omitted it from his
second report, it appears logical that he chose not to use it
because it is not good news for plaintiffs: roughly 30% of
Wisconsin respondents “ thought of” the Packers when shown
the Ellison Bay shirts (a figure that would be astounding
to anyone who did not live through the all-encompassing
Packermania that gripped Wisconsin in late 1996). See
Fredrickson Decl., Ex. 8. Suddenly, the impressive 50%

Mext

or so of respondents making a mental association between
defendants' products and the Packers (see Jacoby's Second

Report at 25) shrinks to a net of roughly 20%, 2 afigure that
the court surmises would be even lower had aless misleading
and more similar control than “Ellison Bay” been used. See
Indianapolis Colts, 34 F.3d at 415-16 (criticizing Jacoby's
choice of the “Baltimore Horses” *670 as his control for
Baltimore Colts as a “trick[ ] of the survey researcher's
black arts"); seealso Cumberland Packing Corp. v. Monsanto
Co., 32 F.Supp.2d 561, 575 (E.D.N.Y.1999) (criticizing
survey in NatraT aste-NutraSweet trademark dispute because
“not one of the controls has a name sounding remotely
like NatraTaste”). In any event, the wide gap between the
“dilution” figure plaintiffs would like to present to the jury,
50%, and the net figure that one arrives at after using even
the deeply-flawed controls from Jacoby's first report, 20%,
is reason enough for the court to exercise its gatekeeping

function to exclude the survey evidence. 8

Plaintiffs present several entirely feeble explanations for
Jacoby's failure to employ any controls in his second
expert report. First, they claim that the “what do you
think of” survey question is a proper one to measure
dilution because a similar “what do you think of” question
was acceptable to the court in WAWA Inc. v. Haaf, 40
U.S.P.Q.2d 1629, 1632 (E.D.Pa.1996), aff'd, 116 F.3d 471 (3d
Cir.1997). However, the WAWA opinion nowhere describes
what questions were used in the survey in that case,

contrary to plaintiffs citation.* Plaintiffs then argue that
“dilution questions do not involve true controls within the
discipline of survey research,” Plaintiffs Brief in Opposition
to Defendants Motion in Limine to Exclude the Second
Report of Jacob Jacoby and the Opinions Stated Therein
(“Plaintiffs Opposition Brief”) at 13, an argument directly
contradicted by the fact that Jacoby has previously used
controls specifically to show dilution, asthe court has pointed
out. See Hershey Foods, 998 F.Supp. at 518.

Plaintiffs next argue that “[tlhe open-ended dilution
question itself contains an infinite number of controls—
in the very answers provided by respondents.” Plaintiffs
Opposition Brief at 13. Plaintiffs claim that answers that
are entirely unrelated to the challenged indicia, such as “the
beach, warmth, sports,” or “it's cheap,” are “automatically
discounted, thereby enabling the open-ended questions to
operate essentially as their own controls.” Id. If plaintiffs
mean by “discounted” that these answers are somehow
excluded from consideration, that is what Jacoby would call
(and has called) a“serious problem,” because “[€]liminating
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people whose answers we do not like means we have
tampered with the base of qualified respondents, namely,
the denominator that must be used when calculating the
percentage of qualified respondents who were misled.” Jacob
Jacoby, Consumer Research in FTC versus Kraft (1991):
A Case of Heads We Win, Tails You Lose?, 954 PLI/Corp
149, 157 (1996). Even if this is not what plaintiffs mean
by “discounted,” the court doubts whether a single-question
survey could contain its own controls when the whole
concept of the “control” is that there must be separation,
e.g., into groups or between questions, and then comparison
between the separated parts. See, e.g., Kaye & Freeman,
supra, in Reference Manual on Scientific Evidence (1994)
(“Comparisons are essential.”).

Plaintiffs finally argue that the “Ellison Bay” and other
shirts are not true “control” *671 shirts in any event but
instead are “comparison” shirts, because a true control shirt
“would have used, for instance, ‘ELLISON LAKE M’ in
blue and red.” Plaintiffs Opposition Brief at 13. Aside from
the irrelevance of this proposition, it is simply wrong—a
control product must be “a product that is a non-infringing
[in this case, non-diluting] product which is similar to the
products at issue.” ConAgra, 784 F.Supp. at 728 (criticizing
Jacoby study for lack of controls) (emphasis added); see also
Indianapolis Colts, 34 F.3d at 415-16 (criticizing Jacoby's
choice of the“Baltimore Horses” as his control for Baltimore
Colts as a “trick[ ] of the survey researcher's black arts’);
Cumberland Packing, 32 F.Supp.2d at 575 (criticizing survey
because “not one of the controls has a name sounding
remotely like NatraTaste”); Nabisco v. Warner—Lambert Co.,
32 F.Supp.2d 690, (S.D.N.Y.1999) (holding that plaintiffs
control product, Trident, was improper in survey measuring
confusion between “Ice Breakers’ and“ Dentynelce” because
control product “fails to capture the essence of the allegedly
confusing quality at issue, namely the ‘lIce’ term or some
variation of that theme”).

The court also notesthat plaintiffs did not citeasingle article
or paper, or for that matter any authority whatsoever, to
support any of the arguments in their opposition brief, which
is another reason to reject them: “Nor, despite the prevalence
of [this type of] testing, does anyone refer to any articles or
papersthat validate [the expert's] approach.” Kumho Tire, 526
U.S.at —— 119 S.Ct. at 1178.

The court has other concerns about the probativeness of

Jacoby's survey evidence, especialy in light of current
developments in federal dilution case law. Recently, the
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United States Court of Appeal for the Fourth Circuit held that
survey evidence must show morethan just consumers' mental
associations:

If you seek to rely for proof of dilution
only upon evidence of the mental
impressions evoked in consumers
upon viewing the marks, then those
impressions must go beyond mere
recognition of a visual similarity of
the two marks to allow a reasonable
inference that the junior mark's use has
caused actual harm to the senior mark's
selling or advertising power.

Ringling Bros. v. Utah Div. of Travel Development, 170
F.3d 449, 463. The court stated that a “ skillfully constructed
consumer survey” in a dilution case should be designed
“not just to demonstrate ‘mental association’ of the marks
in isolation, but further consumer impressions from which
actual harm and cause might rationally beinferred.” Id. at 465
(citing Patrick M. Bible, Defining and Quantifying Dilution
under the Trademark Dilution Act of 1995: Using Survey
Evidence to Show Actual Dilution, 75 U.Colo.L.Rev. 295,
327-28 (1999)).

Although plaintiffs attempt to distinguish Ringling Brothers
by pointing out that it involved non-competing products,
unlike in this case, see WAWA, 40 U.SP.Q.2d at 1632
(distinguishing asimilar casefor thisreason), the First Circuit
recently reached conclusions similar to those of the Ringling
Brothers court about the necessity of showing actual harmin
adilution case that did involve competing products. See |.P.
Lund, 163 F.3d at 49-50. Plaintiffs also argue that “where
competitive productsareat issue... harm follows by definition
from dilution, because there has been sale in commerce of
Defendants' goods, in the amount of approximately $600,000
of actual harm!” Plaintiffs Opposition Brief at 11 (emphasis
in original). However, the court cannot assume actual harm
simply because defendants have made sadles: “Certainly it
is not plausible to think that Congress intended to protect
[plaintiffs marks] by simply assuming harm or damages
based on thefact that the plaintiff will sell lessif the defendant
sells more.” I.P. Lund, 163 F.3d at 50. A simple taly of
defendants' sales does not suffice to show “actual harm and
cause.” Ringling Bros., 170 F.3d 449, 465.

*672 Thus, pursuant to Daubert and Kumho Tire, the court
will exclude Jacoby's survey evidence and any conclusionshe
hasreached based on that evidence. Plaintiffsargue, however,
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that the court need not exclude Jacoby's entire second report
because it contains not only “conclusions, generated from the
survey data, relating to dilution” (Section | of the report),
which the court will exclude, but also “overall conclusions,
based on Dr. Jacoby's extensive professional qualifications
and experience as a social scientist and professor of
marketing, concerning both dilution and likelihood of
consumer confusion” (Section Il of the report). Plaintiffs
Opposition Brief at 3-4. Defendants argue that Section |1
must be excluded because Jacoby's vague discussion in
that section does not conclude with any opinion stated
with “a reasonable degree of scientific certainty.” Lanza v.
Poretti, 537 F.Supp. 777, 785 (E.D.Pa.1982). For example,
Jacoby asserts that among those who are familiar with the
Packers, “some (likely small) proportion ... may exhibit
neither dilution nor confusion” and “some larger proportion
may exhibit confusion.” See Jacoby's Second Report at 44.

[2] Sectionll of the second report isentitled “ The Scientific
Underpinnings of Trademark Law, with Particular Reference
to Dilution and Confusion.” 1d. at 31. Throughout Section
I1, Jacoby mostly discusses general topics such as “how is
everything that we know ... stored in our minds?’ Regarding
these general topics, the court finds, following Kumho
Tire and Daubert, that this non-case-specific information,
standing alone, will not be of sufficient assistance to the jury
to warrant allowing it to be admitted at trial: “[ T]he question
beforethetria court was specific, not general. Thetrial court
had to decide whether this particular expert had sufficient
specialized knowledge to assist the jurors ‘in deciding the
particular issues in the case’ " Kumho Tire, 526 U.S. at
——, 119 S.Ct. at 1178 (citing 4 J. McLaughlin, Weinstein's
Federal Evidence { 702.05[1], at 702-33 (2d ed.1998);
Advisory Committee's Note on Proposed Fed.Rule Evid. 702,
Preliminary Draft of Proposed Amendments to the Federal
Rules of Civil Procedure and Evidence: Request for Comment
126 (1998) (stressing that district courts must “scrutinize’
whether the “ principles and methods” employed by an expert
“have been properly applied to the facts of the case”));
Daubert, 509 U.S. at 591, 113 S.Ct. 2786 (holding that the
court must consider “whether expert testimony proffered in
the case is sufficiently tied to the facts of the case that it will
aidthejury inresolving afactual dispute”) (citationsomitted).

The court also will exclude any references to the excluded
survey in Section |1, such as on pages 35 and 36 of the report
where Jacoby discusses the survey and states that “it is my
opinion that, with additional probing, a substantial number of
additional respondents would have indicated that defendant's
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garments made them think of the Green Bay Packers and/or
the NFL through the Packers.” Id. at 36.

Finally, regarding the case-specific conclusions Jacoby

reaches in Section I1,° the *673 court may apply the
Daubert factors to analyze the principles and methodology
Jacoby used to reach these conclusions. Daubert, 509 U.S. at
595, 113 S.Ct. 2786 (“ Thefocus, of course, must be solely on
principles and methodology, not on the conclusions that they
generate.”). However, the generalized and unsupported nature
of Jacoby's conclusions makes application of the Daubert
factors difficult. See Anderson v. F.J. Little Mach. Co., 68
F.3d 1113, 1119 (8th Cir.1995) (“Due to the conclusory
nature of the engineer's expert affidavit and deposition, that

determination isimpossible.”). 6

The first Daubert factor is whether Jacoby's theories or
techniques “can be (and ha[ve] been) tested.” 509 U.S. at
593-94, 113 S.Ct. 2786. In this case, Jacoby's theories can
and have been tested only in the most abstract way, in
the sense that his statements about the general concepts of,
for example, “spreading activation,” “cognitive overload,”
and “information chunking” can and have been tested. The
second factor is whether the theory “has been subjected to
peer review and publication.” Id. Again, Jacoby's theories
satisfy this factor in only the most academic, non-case-
specific way. The third factor is whether there is a high
“known or potential rate of error” and whether there are
“standards controlling the technique's operation.” 1d. Jacoby's
unsupported statements fall short on this factor; indeed, the
court does not know how his general statements could even
be subject to a“rate of error” or any other scientific standard,
for that matter. The fina prong is whether the theory or
technique enjoys “general acceptance” within a “relevant
scientific community.” Daubert, 509 U.S. at 593-94, 113
S.Ct. 2786. Again, if Jacoby's general statements satisfy this
factor, they do so only in the most abstract sense.

Regardless of whether Jacoby's theories satisfy these four
factors, “[h]elpfulnessto the trier of fact remainsthe ultimate
touchstone of admissibility.” Holbrook v. Lykes Bros. SS
Co., Inc., 80 F.3d 777, 784 (3rd Cir.1996). The court alluded
to this above in excluding the general, non-case-specific
information in Jacoby's report as it stands alone. Because
this non-case-specific information also bears little if any
relation to the unsupported conclusions at the end of Jacoby's
report, see Kumho Tire, 526 U.S. at ——, 119 S.Ct. at 1179
(holding that “nothing in either Daubert or the Federal Rules
of Evidencerequiresadistrict court to admit opinion evidence
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that is connected to existing data only by theipse dixit of the
expert”) (citations omitted), the court concludes that Section
Il of Jacoby's report must be excluded from trial.

Therefore, the court will grant defendants' motion in limine
to exclude the second report of Jacob Jacoby and the opinions
stated therein. Because Rule 37(c)(1) and Rule 26(a)(2) the
Federal Rules of Civil Procedure preclude an expert from
testifying at trial regarding opinions not previously disclosed
in an expert report, see 1st Source Bank v. First Resource
Fed. Credit Union, 167 F.R.D. 61, 66-67 (N.D.Ind.1996);
Paradigm Sales, Inc. v. Weber Marking Sys., Inc., 880
F.Supp. 1247, 1252 (N.D.Ind.1995), the court will preclude
Jacoby from offering expert testimony at trial.

B. Plaintiffs Motion in Limine

Plaintiffs move the court to preclude the tria testimony,
deposition testimony, and expert report of defendants' expert
witness *674 John A. Bunge and the trial and deposition
testimony of Reggie and SaraWhite. Because Bunge's expert
report contains only his review and evaluation of Jacoby's
survey, which has been excluded, and because defendants
state in their opposition brief that they will not call Bunge at
trial in any event, the court will grant this part of plaintiffs
motion in limine, exclude Bunge's report and deposition
testimony, and preclude him from offering expert testimony
at trial.

Plaintiffs contend that the court must exclude the trial and
deposition testimony of Reggie and Sara White because its
“probative valueis substantially outweighed by the danger of
unfair prejudice.” See Fed.R.Evid. 403. Plaintiffs argue that
the Whites cannot offer any testimony having probative value
because (1) Tanner is no longer pursuing her defamation
claim against defendants, so the Whites' testimony regarding
their opinion of Tanner's character isirrelevant; (2) plaintiffs
accept the authenticity of the licensing agreements between
Reggie White and defendants, so there is no need for him or
any other player to testify to that fact; and (3) the Whites
relationship with Tanner came only after she conceived,
designed, produced, and sold defendants' allegedly infringing
merchandise. Plaintiffs argue that any probative value of the
Whites' testimony is substantially outweighed by the unfair
prejudice caused by their celebrity statusin Wisconsin, which
would tend to sway jurors and deflect attention away fromthe
issues being tried.

Defendants respond that both Reggie and Sara White
possess knowledge of the distribution or sale of defendants
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merchandise. Defendants allege that Sara White assisted
with the operation of defendant ProStyle's business in the
latter half of 1996, as she testified at the hearing on
plaintiffs motion for a temporary restraining order, and that
by virtue of her involvement in the operation of Reggie
White's All Pro Shop (“the Shop™), which defendant Sheri
Tanner manages, SaraWhite can provide probative testimony
regarding the relationship between the Shop and ProStyle.
Defendants allege that Reggie White also has knowledge
of the distribution or sale of defendants merchandise by
virtue of his involvement with the Shop and that other
issues regarding his agreements with ProStyle besides the
agreements' authenticity (which plaintiffs concede) may arise
at trial. Regarding testimony the Whites could offer about
Tanner's character, defendants argue that it may become
relevant and admissible if Tanner's character for truthfulness
is attacked at trial, see Fed.R.Evid. 608(a), as it was at the
summary judgment stage. See Plaintiffs Brief in Opposition
to Defendants Mation for Partial Summary Judgment at 23.

[3] It appearsto the court that both Reggie and Sara White
may be able to contribute a wealth of probative testimony
a trial. More importantly, regardless of the probativeness
of their testimony, the court is not persuaded that calling a
witness at tria is unfairly prejudicial simply because that
witness happensto be acel ebrity, and the court most certainly
is not persuaded that any such prejudice could “substantially
outweigh” the probativeness of the Whites' testimony. See
People v. Cox, 53 Ca.3d 618, 280 Cal.Rptr. 692, 809
P.2d 351, 376 (1991) (“We decline to formulate a rule of
admissibility premised on the extent to which a witness may
or may not be known to thegeneral public.”), cert. denied, 502
U.S. 1062, 112 S.Ct. 945, 117 L.Ed.2d 114 (1992). Therefore,
the court will deny this part of plaintiffs motion in limine.

[11. CONCLUSION

For the aforementioned reasons, the court will grant
defendants motion in limine and will grant in part and deny
in part plaintiffs motion in limine.

Accordingly,
*675 |IT IS ORDERED that defendants motion in limine

to exclude the second report of Jacob Jacoby and the opinions
stated therein be and the same is hereby GRANTED; and
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IT ISFURTHER ORDERED that plaintiffs' second motion

Parallel Citations

in limine to preclude evidence be and the same is hereby

GRANTED in part and DENIED in part. 52 Fed. R. Evid. Serv. 1254
Footnotes
1 However, despite Jacoby's emphasis on the importance of using controls, thisis not the first time he has been criticized for not using

them. In ConAgra, the district court “significantly discounted” Jacoby's survey for itslack of controls after Jacoby admitted that “it
represented an omission, not having the control.” 784 F.Supp. at 728.
In The Gillette Company v. Wilkinson Sword, Inc., 89 CV 3586 (KMW), 1991 U.S.Dist. LEXIS 21006 (S.D.N.Y. Jan. 9, 1991), the
court approved of Jacoby'suse of this* subtraction” methodology. Seeid. at * 20-21; see also Reed—Union Corp. v. TurtleWax, Inc., 77
F.3d 909 (7th Cir.1996) (affirming finding of no infringement where survey found 25% confusion but control found “noise” of 20%).
The court's selection of the” Green Bay” and “Ellison Bay” shirtsas examplesisbeing charitable to Jacoby—if one compares Jacoby's
finding that “one out of three” respondents associated the defendants' third shirt (the player name and number shirt) with the Packers,
see Jacoby's Second Report at 26, with the control figure of 22.1-30.4%, see Fredrickson Decl., Ex. 8, the gap is even smaller.
The court also notes that the WAWA opinion relied in its dilution analysis on the so-called “Mead factors’ or “ Sweet factors’ (from
Judge Sweet's concurrencein Mead Data Central, Inc. v. Toyota Motor Sales, U.SA., Inc., 875 F.2d 1026 (2d Cir.1989)), an approach
that has since been criticized by more recent federal appellate court decisions on the subject of federal dilution. See Ringling Bros.—
Barnum & Bailey Combined Shows, Inc. v. Utah Div. of Travel Dev., 170 F.3d 449, 463 (4th Cir.1999); |.P. Lund Trading ApSv.
Kohler Co., 163 F.3d 27, 49-50 (1st Cir.1998).
Jacoby's conclusions are that among those familiar with the Packers who come across defendants products while shopping for
a football style shirt, “some (likely small) proportion of these people may exhibit neither dilution nor confusion,” “some larger
proportion may exhibit confusion of one sort or another,” and finaly,
[11f they were confused at the outset and then had this confusion rectified, or (2) if they were never confused but now came to
believe that there were two independent entities that could put out or authorize merchandise using green and yellow and saying
“Green Bay” that bore either a“P” (which made them think of the Green Bay Packers) or ayellow helmet (likewise, a Packers'
association in context), or the numeral and surname of a player for the Green Bay Packers, then such people would experience
what | understand to be trademark dilution. That is, for these people, there are now at least two independent entities in mind
who can use these indicia. Thus, the value of the registered marks of the Green Bay Packers as single source identifiers have
cometo be diluted.
Jacoby's Second Report at 44.
Plaintiffs admit in their opposition brief that Jacoby said in his deposition that “ scholarly research and theories can provide areliable
basis for predicting consumer responses, but that empirical data would be required to confirm consumers' reactions to a particular
stimulus.” Plaintiffs Opposition Brief at 8 n. 7 (emphasis added). It is Jacoby's utter lack of empirical datain Section Il that makes
application of the Daubert factors difficult.

End of Document © 2013 Thomson Reuters. No claim to original U.S. Government Works.
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2004 WL 2368486 (Trademark Tr. & App. Bd.)
THISDISPOSITION ISNOT CITABLE ASPRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

RED BULL GMBH
V.
CARL COCHRAN

Opposition No. 91152588 to application Serial No. 76302551 filed on August 22, 2001
September 29, 2004
Hearing: August 3, 2004
*1 Martin Greenstein of TechMark for Red Bull GmbH
Rod D. Baker of Peacock Myers & Adams, P.C. for Carl Cochran

Before Simms, Hairston and Bottorff
Administrative Trademark Judges
Opinion by Hairston

Administrative Trademark Judge:

Carl Cochran has filed an application to register the mark RED RAVE for “sports drinks.” L

Red Bull GmbH (an Austria corporation) has opposed registration of applicant's mark, alleging priority and likelihood of
confusion, Section 2(d) of the Trademark Act, as the ground for opposition. Opposer aleges that it is the owner of various
marks that include the term RED BULL and/or the design of ared bull for energy drinks and other non-alcoholic beverages,

that opposer isthe owner of Registration No. 2,494,093 for the mark RED BULL for, inter alia, “sports drinks’ 2 that it isthe
prior user of the mark RED BULL for such goods; that it has extensively advertised its RED BULL sports drinks and the RED
BULL mark is avaluable asset; and that applicant's mark, as applied to applicant's goods, so resembles opposer's mark as to
be likely to cause confusion, to cause mistake, or to deceive.

Applicant filed an answer wherein it denied the allegations of the notice of opposition.
Briefs have been filed and an oral hearing, attended by counsel for opposer, was held.

Opposer, as its case-in-chief, submitted the testimony deposition (with exhibits) of opposer's counsel Robert Sorensen, and
opposer's notice of reliance on, inter alia, a certified copy of its pleaded Registration No. 2,494,093. Applicant submitted his
testimony deposition (with exhibits), and a notice of reliance on printouts downloaded from the website www.bevnet.com.
The printouts contain product reviews of thirteen soft drinks and energy drinks with names that contain the word “red.” As
its rebuttal evidence, opposer submitted (pursuant to the parties' stipulation) a notice of reliance on information concerning
oppositions opposer has filed against third parties.

We note that opposer, in its brief on the case, requests that the notice of opposition be amended to allege that (1) applicant's
application is void ab initio because applicant did not make use of the mark prior to the filing date of the application and (2)
applicant committed fraud in filing his application because the specimen of use was merely an artist's mock-up of packaging
for applicant's goods and not a photograph or reproduction of an actual beverage can. Opposer maintainsthat it learned of these
grounds during applicant's testimony deposition.
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Applicant, in his brief, responded by arguing that the request to amend is untimely, that opposer has ignored the realities of the
marketplace where use in commerce of a mark may be made in advance of sales, and that any mistake made by applicant in
submitting his specimen was an innocent error and not fraud.

*2 We agree with applicant that the request to amend the opposition is untimely. Opposer failed to properly amend the
opposition after it learned of the facts which opposer contends establish these claims. To allow opposer to raise the claims at
this late date would be unfair surprise to applicant. Moreover, thisis not a case where the pleadings can be deemed amended
pursuant to Fed. R. Civ. P. 15(b) because neither of these issues was tried by the express or implied consent of applicant.

Because opposer has made of record a certified copy showing status and title of its pleaded registration, and because its
likelihood of confusion claim is not without merit, we find that opposer has established its standing to oppose registration of
applicant'smark. See: Lipton Industries, Inc. v. Ralston PurinaCompany, 670 F.2d 1024, 213 USPQ 185 (CCPA 1082). Further,
because opposer has made its pleaded registration of record, priority is hot an issue in this case with respect to the mark and
goodsidentified therein. See: King Candy Co., Inc. v. EuniceKing'sKitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

Our determination of likelihood of confusion under Section 2(d) is based on an analysis of all of the facts in evidence that
are relevant to the factors bearing on the likelihood of confusion issue. Inre E. |. du Pont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563 (CCPA 1973). In any likelihood of confusion analysis, two key considerations are the similarities between the
marks and the similarities between the goods. Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ
24 (CCPA 1976).

Opposer's withess, Mr. Sorensen, testified that RED BULL is an energy drink that has been sold in the United States since
1997. According to Mr. Sorensen, energy drinks improve physical endurance, emotional status, reaction speed, concentration,
and generally help persons makeit to the end of along game or long evening. Opposer advertisesits RED BULL energy drink
by way of television and point of sale advertisements. Opposer sponsors sporting and entertainment events and “rave” parties
which are all-night gatherings of young people involving dancing and socializing. Opposer introduced copies of news articles
that refer to the consumption of its RED BULL energy drink at “rave” parties. Opposer's sales of RED BULL energy drinksin
the United Statesfor the years 2001 and 2002 totaled over 220 and 250 million units, respectively. For the sameyears, opposer's
marketing expenditures were over $130 and $150 million, respectively.

Applicant, Carl Cochran, testified that heis a sales manager for National Distributing Company. Applicant'sRED RAVE isalso
an energy drink and it is marketed primarily to 18-25 year olds. Applicant's products are sold in convenience stores, grocery

stores, bars and nightclubs.

*3 Concerning first use of the mark, Mr. Cochran testified on direct examination as follows:
Q. And when did you first start making use of that [RED RAVE] trademark?

A. In August 2001.
Q. And what type of use did you make at that time?
A. At that time, it was for solicitation of distributors and customers and for basic generic press rel eases.

(Cochran, p. 8)

On cross-examination, Mr. Cochran testified that:
Q. Andif I understand correctly, your use of Red Rave back on August 2001 you said was for solicitation of distributors and
press rel eases?
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A.Yes

Q. When did you actually ship the product?
A. February of 2002.

Q. February 2002.

A.Yes.

(Cochran, p. 24)

Q. And | show you a copy of the specimen of use in your application.
A.Yes

Q, What isthat I'm looking at?

A. That's the Red Rave—the logo, the energy drink's logo.

Q. Isthat from acan?

A. No. It was from the artwork.

Q. Just from the artwork.

A.Yes

Q. So that's not actually used—the piece that's here is not from an actual can?
A. No.

Q. Thiswas amock up that you later applied to a can six months later?

A. Exactly.

(Cochran, pp. 52-53) 3

Mr. Cochran testified that since February 2002 he has sold approximately 30,000 cases of RED RAVE. Further, he indicated
that he was aware of opposer's RED BULL mark at that time he adopted his mark.

Insofar as the goods are concerned, there is no question that they are identical. The goods as identified in opposer's pleaded
registration and applicant's application are sports drinks and both opposer and applicant characterize their goods as energy
drinks. Further, in the absence of any restrictionsin opposer's registration and applicant's application, we must presume that the
goodsare sold in all the normal channels of trade (e.g., convenience stores and grocery stores) to the same classes of purchasers,
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namely ordinary consumers. In point of fact, Mr. Cochran testified that applicant's sports drinks are sold in these channels of
trade.

Next we turn to a determination of what we find to be the key likelihood of confusion factor in this case, whether applicant's
mark and opposer's mark, when considered in their entireties in terms of appearance, sound and connotation, are similar or
dissimilar in their overall commercial impression.

When we compare the marks in terms of appearance, we find that they are significantly different. We recognize that the marks
begin with theidentical word RED. However, RAVE and BULL are common words which would be readily recognized as such
and which are readily distinguishable from each other in terms of appearance. Thus, when the marks RED BULL and RED
RAVE are considered in their entireties, we find that they are more dissimilar than similar in appearance.

Considering next the sound of the respective marks, we find that the differences in sound between the words RAVE and BULL
suffice to render the marks different in terms of sound as awhole.

*4 Finally, when we compare the marks in terms of their respective meanings or connotations, we find that they are very
different. Again, we recognize that the marks begin with the identical word RED. However, the remainder of the marks, RAVE
and BULL are in no way similar in meaning. We judicially notice that the word “rave” is defined as averb “to speak or write

withwild enthusiasm” and asanoun “an all-night dance party, usually featuring electronically synthesized music.” 4 Purchasers

encountering applicant's mark on his goods will likely ascribe one of these meanings to the word RAVE. The word BULL,
on the other hand, connotes a male cow. Opposer's mark RED BULL does not connote wild enthusiasm or an all-night dance
party, but rather a“red bull.” Thus, we find that applicant's mark and opposer's mark are more dissimilar than similar in terms
of meaning or connotation.

We are not persuaded by opposer's argument that the similarity in the commercial impression of the marks is increased by
applicant's trade dress and the wording on applicant's can, which opposer contends is highly similar to its trade dress and the
wording on its can. To the contrary, we find that applicant's trade dressis not at all similar to opposer's trade dress. Opposer's
and applicant's beverage cans are reproduced below.
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Applicant's mark RED RAVE is depicted in large | etters and appears on ared background. The word RED is partially hidden
and the word RAVE is stylized. Opposer's mark RED BULL is depicted in smaller block letters and appears on a blue and
silver background. The design of two bulls also appears on opposer's can and no such design appears on applicant's can. The
fact that both opposer's can and applicant's can bear “Lightly Carbonated”, “ Serve chilled”, and the ingredient name “ Tauring”
does not increase the similarity in the commercial impression of the marks. This wording does not form part of either of the
respective marks and is in the nature of informational wording that any manufacturer of this type of beverage should be free
to use on its can. Further, we find that the phrase MIND-BODY -SOUL that appears on applicant's can is not so similar to the
phrase VITALIZESBODY AND MIND that appears on opposer's can asto cause the parties' respective marksto be confused.

In reaching our finding of no likelihood of confusion, we have given little weight to the third-party evidence submitted by

applicant with its notice of reliance. Applicant offered no evidence with respect to the extent of the third-party uses and this
limited evidence does not establish that opposer's mark is weak.
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We note that opposer pleaded in the notice of opposition that it has extensively advertised its RED BULL mark and that it has
considerable goodwill in the mark. Opposer did not specifically allege that its mark is famous nor did it argue famein its brief
on the case. However, even assuming that opposer's RED BULL mark isfamous as aresult of extensive sales and advertising,
we would nonetheless find no likelihood of confusion in this case due to the differencesin the marks.

*5 In sum, notwithstanding the fact that the parties are using their respective marks on identical goods which are marketed in
the same channels of trade to the same purchasers, we find that the marks are too different, especially in terms of their meanings
or connotations and their overall commercial impressions to support a determination that confusion islikely. See: Kellogg Co.
v. Pack'em Enterprises Inc., 14 USPQ2d 1545 (TTAB 1990), aff'd, 951 F.2d 330, 21 USPQ2d 1142, 1145 (Fed. Cir. 1991).

Decision: The opposition is dismissed. The application is hereby remanded to the Examining Attorney for reexamination with
respect to whether the application isvoid ab initio.

Footnotes

1 Serial No. 76302551, filed on August 22, 2001, alleging August 1, 2001 as the date of first use of the mark and the date of first
use of the mark in commerce.

2 Registration No. 2,494,093 issued on October 2001.

3 Section 45 of the Trademark Act states, in relevant part, that a mark is used in commerce on goods when “(a) it is placed in any
manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, or if the nature
of the goods makes such placement impracticable, then on documents associated with the goods or their sale, and (b) the goods are
sold or transported in commerce.” It appears from Mr. Cochran's testimony that he did not use the RED RAVE mark in commerce
on or in connection with the goods prior to August 1, 2001, the filing date of the application. Thus, the parties are advised that if
applicant ultimately prevailsherein, applicant'sinvolved application will be remanded to the Trademark Examining Attorney pursuant
to Trademark Rule 2.131 for reexamination with respect to the issue of whether the application isvoid ab initio.

4 The American Heritage College Dictionary (4th ed. 2002).

2004 WL 2368486 (Trademark Tr. & App. Bd.)

End of Document © 2013 Thomson Reuters. No claim to original U.S. Government Works.
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2011 WL 1495460 (Trademark Tr. & App. Bd.)
THISOPINION ISNOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

Societe Des Produits Nestle S.A.
v.
Midwestern Pet Foods, Inc.

Opposition No. 91163853 to application Serial No. 76563252 filed on November 21, 2003
March 31, 2011
Hearing: July 22, 2010
*1 Thomas A. Polcyn of Thompson Coburn LLP for Societe Des Produits Nestle S.A.
Timothy D. Pecsenye of Blank Rome LLP for Midwestern Pet Foods, Inc.

Before Zervas, Taylor and Wellington
Administrative Trademark Judges
Opinion by Taylor

Administrative Trademark Judge:

Midwestern Pet Foods, Inc. hasfiled an application to register onthe Principa Register themark WAGGIN' STRIPS, in standard
character format, for “pet food and edible pet treats’ in International Class 31. 1

Registration has been opposed by Societe Des Produits Nestle S.A. (“opposer”) on the grounds of (1) priority and likelihood of

confusion, 2 (2) dilution and (3) that applicant lacksabonafideintent to use the mark in commerce. Opposer, initsfirst amended
notice of opposition, specifically allegesthat since as early as 1988, it has continuously used in interstate commerce BEGGIN'
STRIPS as a trademark for dog snacks; that it is the owner of Registration No. 1529939 for the mark BEGGIN' STRIPS for

“dog snacks’; 3 and that it has promoted and sold its dog snacks under the BEGGIN' STRIPS mark prior to any alleged use by
applicant of its applied-for mark. Opposer further alleges that as a result of its use, promotion and adverting of its BEGGIN'
STRIPS mark, the mark has become well known to the trade and to the public, and has accordingly acquired significant good
will; and that prior to applicant's adoption of its mark, Opposer's BEGGIN' STRIPS mark was distinctive and became “famous”
within the meaning of 15 U.S.C. § 1125(c). Opposer then alleges that applicant's WAGGIN' STRIPS mark so resembles its
previously used, and not abandoned, BEGGIN' STRIPS mark asto be likely, when applied to applicant's listed goods, to cause
confusion or to cause mistake or to deceive the public, or to cause dilution of the distinctive quality of opposer's mark.

Opposer also alleges that “upon information and belief,” applicant never had or no longer has a bona fide intention to use the
applied-for mark in commerce in connection with any of the goods listed in the application.

Applicant, in its answer, admitted that it had yet to use its applied-for mark in commerce (Answer, 116 and 11), but otherwise

denied the essentia allegations of the notice of opposition. 4

PRELIMINARY MATTERS

Motion to Strike
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*2 On August 5, 2009, the Board deferred consideration of opposer's motion to strike one exhibit in applicant's notice of
reliance. We now consider that motion which opposer renewed in its evidentiary brief. Opposer objectsto Exhibit G, consisting
of copies of packaging from applicant's competitors, arguing that these copies cannot be submitted by a notice of reliance.

In response, applicant contends that this material merely supplements the answer to a question in the May 5, 2009 testimony

deposition of applicant's chief financial officer, Philip S. Montooth. 5 Applicant further arguesthat “[i]nformation regarding the
existence of these STRIP-denominated pet products was not provided by either party during discovery”; and that “[c]onsistent
with Federal Rule of Civil Procedure 26(g), and as soon as Applicant became aware that discovery was incomplete, Applicant
supplemented its discovery responses by submitting the aforementioned packaging in express support of the testimony....”
Appl. resp to mot. to strike p. 2.

In reply, opposer argues that the contents of Exhibit G were not discussed and were not introduced as an exhibit during Mr.
Montooth's deposition.

Documents and other evidence, not ordinarily admissible by notice of reliance, may be made of record with appropriate
identifications and introduction by the witness during the course of a testimony deposition. See generaly TBMP § 703.01(a)
(2d ed. 2004). A review of the Montooth testimony reveals that although Mr. Montooth identified several third parties that
he believed made such treats, he made no reference to, nor authenticated any product packaging for such or other third-party
treats. The objected-to materials were not introduced by applicant during the deposition. Consequently, applicant is seeking in
the first instance to make the third-party product packaging of record via the notice of reliance. Product packaging is neither
an official record nor a printed publication as described in Trademark Rule 2.122(e) and is therefore not admissible by notice
of reliance. See generally TBMP § 704.02.

Additionally, applicant's argument that the material was submitted to “supplement discovery” pursuant to Fed. R. Civ. P.
26 is unavailing. Nothing in this record supports applicant's assertion that the material, if indeed responsive to propounded
discovery, fallswithin any circumstance that would allow submission during applicant's testimony period by notice of reliance.
See Trademark Rule 2.120(j).

Accordingly, opposer's motion to strike is granted and Exhibit G to applicant's notice of reliance will not be further considered.
Evidentiary Objections

Opposer, inits brief, raised three objections to Mr. Montooth's testimony and certain exhibits introduced at his deposition. We
address each of the three objections below in turn.

*3 First, opposer objectsto Exhibits 1-6 6 , and related testimony, asirrelevant because they do not show or relate to the mark
at issue in this opposition.

In response, applicant argues that the evidence is relevant because it shows that applicant is capable of making, and does make,
“strips’ products similar to the type of goods to be sold under its applied-for mark. Thus, applicant contends, the packaging
supports applicant's bonafide intent to the use the WAGGIN' STRIPS mark. Applicant also argues that the proffered packaging
shows that the mock-up packaging submitted as Exhibit 7 to the Montooth testimony is consistent in appearance to its current
product packaging, including applicant's consistent use of its PRO PAC house mark and logo.

Opposer's objection to exhibits 1-6 is overruled. The evidence is relevant to applicant's defense to both opposer's claims of
likelihood of confusion and no bonafide intention to use the mark in commerce; in particular, the evidence relates to applicant's
intent. To the extent that applicant is arguing that the packaging demonstrates applicant's “consistent” use of its house mark
in connection with its other marks, it isirrelevant in this regard, because this proceeding only involves applicant's WAGGIN'
STRIPS mark.
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Second, opposer objectsto Mr. Montooth'stestimony regarding applicant's mock-up packaging for itsWAGGIN' STRIPS mark.
Opposer argues that the Board order issued October 17, 2008 states that “all information sought from Ms. Montgomery [an
employee in applicant's graphic arts department and the creator of the mock-up packaging] during discovery but not produced

by Applicant” would be stricken; 7 that applicant now seeks to use Mr. Montooth as a proxy for Ms. Montgomery to introduce
testimony about the mock-up packaging; and that introducing Mr. Montooth's testimony regarding the mock-up packaging is
in contravention of the Board's order. Opposer also argues that the testimony about the circumstances surrounding applicant's
selection of the WAGGIN' STRIPS mark was specifically solicited from Ms. Montgomery and should not now be allowed
into evidence.

In response, applicant maintains that opposer is placing too much reliance on the October 2008 order, which simply states
that applicant cannot refuse to produce Ms. Montgomery for deposition purposes and, at the same time, rely on her testimony.
Applicant explains that in the Board's April 5, 2008 order denying opposer's motion to compel the discovery deposition of Ms.
Montgomery, the Board ruled that the deposition of Ms. Montgomery was not justified because there is no information she
could provide that had not already been provided by Mr. Montooth. Applicant contends that the testimony provided by Mr.
Montooth at his testimony deposition was already produced during discovery, either in answer to Opposer's interrogatories or
in Mr. Montooth's 30(b)(6) deposition which opposer has made of record.

*4 We overrule the objection. Although pursuant to the Board's order, applicant may not rely on any testimony from Ms.
Montgomery, or any information sought from her but not produced, applicant is not foreclosed from relying on the testimony of
Mr. Montooth regarding the mock-up packaging and applicant's selection of the WAGGIN' STRIPS mark because, as pointed
out by applicant, this information was produced by applicant either in its responses to opposer's interrogatories or in Mr.
Montooth's discovery deposition. See Opposer's Not. of Rel. Exh P-3, and Applicant's Not. of Rel. Exh. 1.

Last, opposer objects to the Montooth Dep. Exhibits 8 and 9 (i.e., photographs of third-party pet treat product packaging), and
related testimony. Opposer objects to the admissibility of these materials arguing that the exhibits are irrelevant as they do not
relate to the marks at issuein this proceeding, and that the exhibits have not been properly identified and authenticated by Mr.
Montooth because he has no personal knowledge related to the packaging.

In response, applicant contends that the evidence is relevant to show similar marks are in use in the industry; that opposer is
objecting to evidence that opposer itself submitted into evidence; and that applicant authenticated its third party evidence in
the same manner as opposer.

Evidence of third-party use of similar marks is relevant to applicant's defense of opposer's claim of likelihood of confusion
and, in particular, the number and nature of similar marks in use on similar goods. In addition, Mr. Montooth testified that
he is familiar with applicant's competitors' products and that he had seen the packaging in retail outlets. This testimony lays
a sufficient foundation to introduce the packaging into the record. The objection is accordingly overruled and we will accord

the third-party packaging the appropriate probative value. 8

Applicant likewise raised numerous objections to opposer's notice of reliance as well as to the testimony and exhibits of
opposer's witness, Juli Plassmeyer, brand director for Beggin' Strips. Indeed, applicant objected to nearly every question and/
or answer with regard to Ms. Plassmeyer's testimony on direct examination. Most of the objections served no useful purpose
and unnecessarily interrupted the flow of the deposition. We address below only those objections that were repeated with
particularity in applicant's combined response to opposer's evidentiary objections and applicant's evidentiary objections.

First, applicant objects to, and seeks to strike, Plassmeyer Deposition Exhibits 3-43 and Exhibits P6-P132 to opposer's notice
of reliance because this evidence was regquested by applicant during discovery, but was not produced. Applicant specificaly
contends that “[g]iven that no documents were produced in response to Applicant's requests, Applicant was entitled to
reasonably rely on Opposer's certification that no documents existed.” Applicant's Combined Resp. to Opposer's Evidentiary
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Objectionsand Applicant's Evidentiary Objections p. 7. Further, applicant seeksto strike Plassmeyer testimony Exhibits 16-18,
21-29 and 38-43, i.e., evidence of applicant's advertising, sales and marketing figures, on the additional ground that they are

summary documents and opposer did not make the underlying documents available. 9 Applicant also argues that opposer has
not established that the summaries are accurate or that the underlying documents are themselves admissible.

*5 Opposer, in response, maintains that its testimony and exhibits should be admitted because: (i) the Plassmeyer testimony,
initsentirety, isbased on Ms. Plassmeyer's personal knowledge; (ii) the exhibits were either previously provided to applicant,
availablefor inspection, not sought by applicant and/or properly objected to; and (iii) applicant failed to meet and confer or move
to compel and the automatic disclosure requirements do not apply to this proceeding. “ Applicant had full and fair opportunity
for discovery of additional information however, Applicant chose not to inspect documents or make alternative arrangements
to obtain copies.” Opposer's response to Applicant's Evidentiary Brief p. 1.

Opposer particularly contends, with respect to Exhibit 43 of the Plassmeyer testimony, that it isacompilation showing BEGGIN'
STRIPS brand awareness and is not a study conducted pursuant to this matter. Opposer explains that the chart was created
from materia that opposer usesin the ordinary course of business and does not provide information on the ultimate issue to be
decided by the Board. Opposer further contendsthat even assuming that its discovery responses should have been supplemented,
applicant's claim of prejudice is “suspect.” Given applicant's disregard for the discovery process, opposer argues that it is
unlikely that applicant would have come to inspect the data underlying Exhibit 43.

We first consider Exhibit 43 - a summary chart showing brand awareness among several pet treat brands compiled from data
extrapolated from a 2004-2006 survey performed by the firm Millward Brown. This document is responsive to Applicant's
Document Request No. 3, which sought “all documents that refer, relate to, or include surveys, marketing studies, focus group
studies and polls regarding the BEGGIN' STRIPS Mark,” and note that opposer responded “none at thistime.”

The duty to supplement aresponse is governed by Fed. R. Civ. P. 26(€). Under thisrule, a party that has responded to arequest
for discovery has a duty to supplement or correct the response to include information thereafter acquired under the particular
circumstances specified by the rule. TBMP § 408.03 (2d. rev. March 2004). A responding party which, due to a failure to
supplement its response to include newly acquired information, may not thereafter rely at trial on such information that was
properly sought but not seasonably updated as required by Fed. R. Civ. P. 26(e).

We find opposer's objection to Exhibit 43 well taken. Applicant timely requested the production of survey/marketing study
materials and opposer responded that, at the time, none existed. In the absence of a supplemental response, applicant had no
reason to believe that any such material existed. In addition, we will not speculate as to whether applicant would, or would not,
have inspected the materialsif it knew such materials existed.

*6 Accordingly, Exhibit No. 43 to the Plassmeyer testimony deposition is here stricken. 10

With regard to the objection to the remaining exhibits, opposer consistently indicated in its discovery responses that: (1)
responsive documents would be produced at a mutually agreeable time and place; (2) the request was overbroad and unduly
burdensome; (3) the documents sought were irrelevant; (4) the documents sought were privileged, subject to the work product
doctrine or proprietary in nature prior to entry of a suitable protective agreement; and/or (5) the documents sought were equally
available to applicant. That is, unlike its response to applicant's Document Requests Nos. 3 and 4, opposer did not state that no
documents were it its possession or control. Additionally, with regard to the document request seeking documents relating to
opposer'sresponsesto applicant'sfirst set of interrogatories, opposer responded that theinterrogatories exceeded seventy-fivein
number. By these responses, and contrary to applicant's contention, opposer in no way led applicant to believe that no documents
satisfied applicant's discovery requests. Since applicant was unsatisfied with opposer's failure to produce any documents in
response to its requests, it was incumbent upon applicant to file a timely motion to compel or to modify its interrogatories
to comply with the number limitation. Applicant, having failed to do so, has waived its right to object to such testimony and
evidence on the ground that it was not produced during discovery. See H.D. Lee Co. v. Maidenform Inc., 87 USPQ2d 1715,
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1719 (TTAB 2008) (party that receives response it believes inadequate but failsto file amotion to test sufficiency of response,
may not thereafter complain about itsinsufficiency); Time Warner Entertainment Co. v. Jones, 65 USPQ2d 1650, 1656 (TTAB
2002) (having failed to file motion to compel, defendant will not later be heard to complain that interrogatory responses were
inadequate); and British Seagull Ltd. v. Brunswick Corp., 28 USPQ2d 1197, 1201 (TTAB 1993) (where applicant gave partial
answers and otherwise objected to requests as cumulative or burdensome but opposer did not file motion to compel, modify
discovery requests, or otherwise pursue the requested material, evidence introduced by applicant at trial was considered), aff'd,
35F.3d 1527, 32 USPQ2d 1120 (Fed. Cir. 1994). In short, it was applicant's own inaction that prevented applicant from obtaining
opposer's evidence prior to trial. Under these circumstances, applicant cannot assert prejudice.

In view of the foregoing, with the exception of Exhibit 43 to the Plassmeyer testimony deposition, applicant's objections are
overruled.

*7 Ladt, citing, inter alia, Toro Co. v. Torohead, 62 USPQ2d 1164, 1174 (TTAB 2001), applicant objectsto opposer's evidence

supporting the fame of its mark, and seeks to strike Plassmeyer test. Exhs. 16-20 and 30-43 and Exhibits P11-24, P30-74,
P124-127 and P129-132, arguing that the documents are dated after the November 21, 2003 filing date of applicant's intent-
to-use application.

We overrule this objection asit is essentially directed to the probative value to be accorded this evidence. Moreover, opposer's
notice of opposition includes claims of likelihood of confusion and dilution. Although most of the evidence may not be
particularly probative of the factor of fame with respect to opposer's dilution claim, because fame of a party's mark is not static,
thisevidenceisrelevant (and the probative value more fully discussed, infra) to the issue of likelihood of confusion. The Board
generally accepts and considers evidencerelated to likelihood of confusion for the period up to thetime of trial, and thisincludes
evidence of the fame of aplaintiff's mark.

Asto each party's remaining objectionsto the other's testimony based on relevancy, lack of foundation, improper testimony and
leading questions, they principally relate to the probative value to be accorded the testimony in question. While not addressed

specifically, we overrule them are mindful of them and have accorded the rel evant testimony the appropriate probative value. 1
THE RECORD

Inlight of the foregoing, the record consists of the pleadings and the file of application Serial No. 76563252. In addition, during
its assigned testimony periods, opposer submitted the testimony deposition of Juli Plassmeyer, with exhibits 1-42 and 44-46;
opposer's three notices of reliance (al filed on March 16, 2009) on: (a) a status and title copy of its pleaded Registration No.
1529939 ?; (b) applicant's responses to certain of opposer's discovery requests; (c) official records in the nature of a copy of
athird-party complaint filed by applicant's predecessor-in-interest and copies of four third-party registrations; and (d) printed
publications in the nature of newspaper and magazine articles; and opposer's rebuttal notice of reliance submitting dictionary
definitions of “beg” and “wag.”

During its assigned testimony period, applicant submitted the testimony declaration, with exhibits 1-9, of Philip Montooth,
applicant's chief financial officer; and applicant's notice of reliance on (a) copies of applications and registrations owned by
applicant; (b) copiesof third-party registrations; (c) dictionary definitions of theterms“wag” and “beg”; (d) opposer's responses
to applicant'sinterrogatories and document requests; and (€) portions of the Rule 30(b)(6) discovery deposition of applicant “so
as to make not misleading” what was offered by opposer in its notice of reliance on portions of that deposition.
*8 Both partiesfiled briefs on the case, including areply brief by opposer, and an ora hearing was held.

DI SCUSSION

Opposer's Standing and Priority of Use
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Because opposer has properly made pleaded Registration No. 1529939 of record, we find that opposer has established its
standing to oppose registration of applicant's mark. See Cunninghamv. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842 (Fed.
Cir. 2000); and Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185 (CCPA 1982). Moreover, because
opposer's Registration No. 1529939 is of record, Section 2(d) priority is not an issue in this case as to the mark therein and
goods covered thereby. See King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

Likelihood of Confusion

Turning now to our discussion of the issue of likelihood confusion, our determination thereof is based on an analysis of all the
probative factsin evidence that are relevant to the factors set forth in Inre E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). In considering the evidence of record on thesefactors, wekeep in mind that “[t]he fundamental inquiry
mandated by 82(d) goes to the cumulative effect of differencesin the essential characteristics of the goods and differencesin
the marks.” Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

Fame

We begin our likelihood of confusion analysis with the du Pont factor which requires us to consider evidence of the fame of
opposer's mark and to give great weight to such fame if it exists. See Bose Corp. v. QSC Audio Products Inc., 293 F.3d 1367,
63 USPQ2d 1303 (Fed. Cir. 2002); Recot Inc. v. Becton, 214 F.3d 1322, 54 F.2d 1894 (Fed. Cir. 2000); and Kenner Parker
Toys, Inc. v. Rose Art Industries, Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed. Cir. 1992).

Fame of an opposer's mark or marks, if it exists, playsa“dominant role in the process of balancing the DuPont factors,” Recot,
214 F.3d at 1327, 54 USPQ2d at 1456, and “[f]lamous marks thus enjoy a wide latitude of legal protection.” Id. Thisis true
as famous marks are more likely to be remembered and associated in the public mind than a weaker mark, and are thus more
attractive astargets for would-be copyists. Id. Indeed, “[a] strong mark ... casts along shadow which competitors must avoid.”
Kenner Parker Toys, 963 F.2d at 353, 22 USPQ2d at 1456. A famous mark is one “with extensive public recognition and
renown.” Id.

*9 Bose Corp. v. QSC Audio Products Inc., 63 USPQ2d at 1305.

In determining whether amark isfamous, we may consider sales, advertising expenditures, and the length of time the mark has
been used. Id. at 1309. Thisinformation, however, should be placed in context (e.g., a comparison of advertising figures with
competitive products, market share, reputation of the products, etc.). Id. at 1305-1306 and 1309.

We now consider the evidence introduced by opposer to establish that its BEGGIN' STRIPS mark is famous, and note that
much of it has been designated as confidential and, where necessary, will bereferred to only in general terms. We also point out
that while, at first blush, opposer's evidence appears to overwhelmingly support the fame of its BEGGIN STRIPS mark, much
of it suffers from inconsistencies or insufficient context. In particular, although opposer's witness, Ms. Plassmeyer, testified
that opposer has had tremendous sales of dog snacks under the mark, this testimony is a marked departure from its response to

Interrogatory No. 8 wherein opposer indicated that its sales were only in the “hundreds of thousands of dollars.” 13 Opposer's

proffered advertising expenditure figures are similarly inconsistent 14 and, additional ly, are absent context. Although applicant
pointed out theseinconsi stenciesin the sales and advertising figures, both during the Plassmeyer testimony and in the evidentiary
brief that accompanied its main brief, opposer never addressed the inconsistencies. Because of the unexplained discrepanciesin
the sales and advertising figures, this evidence has little probative value - we do not know which ones are accurate. In addition,
since opposer's market share information is primarily based on sales information that we have found inconsistent, it, too, is
not especialy probative.
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Wefurther find the Plassmeyer testimony, and accompanying Exhibit 21, regarding opposer'sannual “ Beggin' FSI [free standing

inserts] impressions’ 15 from 2000 to 2008 of limited probative value. Although Ms. Plassmeyer testified that the inserts were
distributed “nationwide,” there is no testimony (or exhibits) concerning any specifics such as the particular newspapers, the
areas of distribution and the length of time distributed, e.g., once or over the ten year period. That is to say, on this record, we
cannot ascertain what Ms. Plassmeyer meant by “nationwide” distribution.

Welikewisefind the evidence of annual television “impressions’ 16 from 2000-2008, excludi ng 2007 lacks context. While Ms.
Plassmeyer testified that the “impressions” were compiled from Nielsen data maintained by opposer and reviewed by her in
the course of her employment, the summary information is hearsay because the Nielsen data is not maintained by her and the
compilation was not prepared by her. Moreover, her testimony, and supporting exhibit No. 18, fail to indicate what percentage of
the“grossimpressions’ refersto discreteimpressions or the viewing markets of thoseimpressions. Asproffered, theimpressions
could refer to alimited number of households located in limited geographic locations. The evidence of the annual impressions

of the BEGGIN' STRIPS® Barkus Pet Parade (discussed more fully below) for the years 2004-2008 al so has limited probative
value. Although opposer provided a breakdown by television media outlets and viewers, the information only covers the 2007
parade, and the air dates of February 13, 2007 and February 16, 2007. Plassmeyer test. pp. 81-96, Exhs. 27 through 29.

*10 Other evidenceintherecordisprobative of thelength of useand renown of opposer's mark. Opposer hasused itsBEGGIN'
STRIPS mark since at least as early as 1988. Plassmeyer test. pp. 17-19. Goods bearing the BEGGIN' STRIPS mark have
been sold and distributed throughout the United States. Plassmeyer test. pp. 125-126. Opposer uses a variety of media outlets
to advertise and promote the BEGGIN' STRIPS mark, including newsprint, magazines, television, radio and direct mailing.
Plassmeyer test. pp. 47, 54-55 and 60-61. Commercials featuring opposer's BEGGIN' STRIPS mark have been copied by fans
and placed on the video sharing website www.Y ouTube.com. Plassmeyer test. pp. 46-47. In 2008, there were over 36,000 visits
to opposer's website, www.beggingtime.com, by which opposer advertisesits BEGGIN' STRIPS mark. Plassmeyer test. p. 61.

For the sixteen years preceding the Plassmeyer deposition, opposer has sponsored the BEGGIN STRI PS® Barkus Pet Parade
in St. Louis, Missouri, an event which receives nationwide media exposure. Plassmeyer test. pp. 80-105, exhs. 27-29, and e.g.,
not. of rel., exhs. P 11-24, 30, 33 and 51. In addition, opposer has received unsolicited media coverage in, for example, the
Chicago Sun Times, Albuquerque Journal, Greensboro News & Record, St. L ouis Post-Dispatch and The Boston Herald, albeit
primarily with regard to either the Barkus Pet Parade or a “stupid dog trick” contest, which appears to have at one time been
an event sponsored by opposer. Opposer's not. of rel. Exhs. 30-132.

Because of the extreme deference that we accord afamous mark in terms of the wide latitude of legal protection it receives, and
the dominant role fame playsin the likelihood of confusion analysis, it isthe duty of the party asserting that its mark isfamous
to clearly proveit. Leading Jewelers Guild Inc. v. LJOW Holdings LLC, 82 USPQ2d 1901, 1904 (TTAB 1961). In this case,
while opposer has demonstrated that its mark has achieved at |east a high degree of recognition, because of inconsistencies and
lack of context, the evidence is not sufficient to support a finding that the mark is famous and thus entitled to the extensive
breadth of protection accorded a truly famous mark.

Nonetheless, based on the record, we find opposer's BEGGIN' STRIPS mark distinctive and strong and entitled to abroad scope
of protection. In coming to this determination, we have considered al of the evidence relevant thereto, including applicant's
evidence, more fully discussed infra, of third-party uses of various “GIN,” “GGIN,” “GGIN"" and “N"' formative marks.

Similarity of the Goods and Services/Trade Channels/Purchasers

We next consider the du Pont factors which pertain to the similarity or dissimilarity of the goods, channels of trade and classes
of purchasers. Itiswell settled that likelihood of confusion isdetermined on the basis of the goods asidentified in the application
and in the pleaded registration. Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 62 USPQ2d 1001, 1004 (Fed. Cir.
2002). Where the goods in the application and pleaded registration are broadly identified as to their nature and type, such that
there is an absence of any restrictions asto the channels of trade and no limitation asto the classes of purchasers, it is presumed

Mext



Societe Des Produits Nestle S.A. v. Midwestern Pet Foods, Inc., 2011 WL 1495460 (2011)

that in scope theidentification encompasses not only all the goods of the nature and type described therein, but that the identified
goods are offered in al channels of trade which would be normal therefor, and that they would be purchased by all potential
buyers thereof. In re Elbaum, 211 USPQ 639, 640 (TTAB 1981).

*11 Asfor the goods, applicant's goods are identified as “pet food and edible pet treats’ and opposer's goods are identified
as “dog snacks.” We find applicant's pet food and edible pet treats are so broadly identified as to encompass opposer's dog
snacks. As such, we find them legally identical.

Further, in the absence of any limitations in applicant's application and opposer's pleaded registration as to channels of trade
and classes of purchasers, we must presume that the identical goods will be sold in the same channels of trade and to the same
classes of purchasers. See In re Elbaum, 211 USPQ at 640. Indeed, applicant does not contend otherwise and its brief is silent
on these issues. Indeed, these identical goods could be sold side by side in the same supermarkets or pet supply stores.

The du Pont factors of relatedness of the goods, channels of trade and classes of purchasers thus favor opposer.
Conditions of Sale

With respect to the conditions under which the parties' goods are or will be purchased, we note that the goods are or will be

relatively inexpensiveitems, either priced or to be priced at aslittle as $2 7 which would be purchased by ordinary consumers
who will exercise no more than ordinary care in making their purchasing decisions.

Thus, this du Pont factor favors opposer.
The Marks

We now turn to a consideration of the marks, keeping in mind that when marks would appear on identical goods, as they do
here, the degree of similarity necessary to support a conclusion of likely confusion declines. Century 21 Real Estate Corp. V.
Century Life of America, 970 F.2d 874, 23 USPQ2d 1698, 1700 (Fed. Cir. 1992). In determining the similarity or dissimilarity
of marks, we must consider the marks in their entireties in terms of sound, appearance, meaning and commercial impression.
See Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin, 396 F.3d 1369, 73 USPQ2d 1689 (Fed. Cir. 2005).

The test is not whether the marks can be distinguished when subjected to a side-by-side comparison, but rather whether the
marks are sufficiently similar in terms of their overall commercial impressions that confusion as to the source of the goods
offered under the respective marks islikely to result. The focusis on the recollection of the average purchaser, who normally
retains a general, rather than a specific, impression of trademarks. See Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106
(TTAB 1975). That is, the purchaser's fallibility of memory over a period of time must be kept in mind. See Grandpa Pidgeon's
of Missouri, Inc. v. Borgsmiller, 477 F.2d 586, 177 USPQ 573 (CCPA 1973); and Spoons Restaurant Inc. v. Morrison Inc., 23
USPQ2d 1735 (TTAB 1991); aff'd unpub'd (Fed. Cir., June 5, 1992).

*12 With these principlesin mind, we compare applicant's mark WAGGIN' STRIPS with opposer's mark BEGGIN' STRIPS.
Applicant argues that its mark differs from opposer's mark:

Given that WAGGIN' and BEGGIN', the beginning-dominant portions of Opposer's and Applicant's
marks are so dissimilar, coupled with the fact that the shared portion “STRIPS’ is generic, and given
that the appearance, sound, connotation, and commercia impression of the mark WAGGIN' STRIPS is
completely separate and distinct from Opposer's mark BEGGIN' STRIPS, consumers are not likely to
believe Applicant's WAGGIN' STRIPS pet treats and Opposer's BEGGIN' STRIPS dog snacks emanate
from the same source.
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Applicant's br. p. 22.

We disagree. Comparing the marks first in terms of appearance, we find that they look similar to the extent that both have
the same format, structure and syntax; both being comprised of two words, the first word in each ending in “GGIN”' and
the second in each being the word STRIPS. Although the words BEGGIN' and WAGGIN' include different-first two letters,
they nonetheless ook similar to the extent that both are six letter words, include “GGIN” as the final four letters and use an
apostrophe in place of the final letter “g” of present participle forming suffix “ing.” Further, even though the word STRIPS
is admittedly descriptive and has been disclaimed in each case, that does not remove the word from each mark or reduce its
contribution to the overall look of each mark. We also note that the fact that applicant seeks registration of its mark in standard
character format, as is opposer's registered mark, means that neither party is limited to any particular manner of display. See
Phillips Petroleum Co. v. C. J. Webb, Inc. 442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971) (When aword mark is registered
in typed form, the Board must consider al reasonable modes of display that could be represented.). Thus, both parties could
display their marksin similar lettering. The similarities in appearance overshadow the differences.

In terms of sound, we find the marks to be similar in rhythm and cadence, both having three syllables, the final two of which
would be pronounced the same. While “wag” and “beg” sound different, they only comprise a single syllable of each mark.
In their entireties, the marks sound similar.

Asregards connotation, since both parties goodsinclude edible pet treats, theterm “ strips” would mean the samethinginrelation

to both marks. In addition, both “WAGGIN' and BEGGIN' evoke images of, abeit somewhat different, dog behaviors. 18 As
such, both marks, as awhole, connote types of treat that elicit certain canine behavior.

Applicant has argued that the marks have “decidedly” separate and distinct meanings. Citing to the Plassmeyer testimony
deposition, applicant particularly argues that opposer's mark conveys the message that BEGGIN' STRIPS means “ bacon strips’
while its mark, by contrast, contains no wordplay and communicates no direct or hidden meaning of “bacon.” Applicant br. p.
18 citing Plassmeyer test. p. 141. The evidence, however, is not conclusive that consumers understand BEGGIN' STRIPS only
to mean bacon strips. Indeed, evenif BEGGIN' STRIPSis understood by some consumersto mean “bacon strips,” asjust noted,
the plain meaning of BEGGIN' STRIPS is of strips treats intended to elicit certain canine behavior, and that same connotation
can be attributed to applicant's WAGGIN' STRIPS mark. Moreover, applicant cited only to a portion of Ms. Plassmeyer's
response. As revealed by her complete response noted below, Ms. Plassmeyer stated that the word Beggin' is also intended to
convey “excited dog behavior.”

*13 Q. (By Mr. Braunel) What do you intend to convey with the word “Beggin”' as shown on the Beggin' Strips Bag?

A. Wdll, theword “Beggin™' -- we have done alot of consumer research, the word “Beggin”" has kind of adual meaning, which
isgreat. So it conveys bacon. So bacon strips, obviously it looks like a piece of bacon so it conveysthat. Aswell asit conveys

the dogs excitement. He is begging to get them. He is very excited to get them. He is enthusiastic to get them.” 19

Further, in considering the meanings of the marks, we must consider the meaning of opposer's mark not only when heard, but
also when read. When read, the meaning conveyed by BEGGIN' STRIPS is not “bacon strips.” As such, notwithstanding the
dual connotations that may be attributed to opposer's mark, Ms. Plassmeyer's testimony is consistent with our finding that both
opposer's mark and applicant's mark have very similar connotations.

In terms of commercia impression, we find the marks are very similar. They are two-word marks which are constructed in
the same way. They both begin with similarly spelled words that describe attributes of dog behavior and end with theidentical
word STRIPS. This significant similarity in the basic format and structure of the two marks simply outweighs the differences
in the first words of the two marks.
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While admittedly there are differences in the parties marks when viewed on a side-by-side basis, we nonetheless conclude
that the marks, when considered in their entireties are substantially similar in appearance, sound, connotation and commercial
impression. Simply put, the similarities between the marks outweigh the differences.

Before leaving this discussion, we address the following additional arguments made by applicant. First, we find unavailing
applicant's contention that in determining whether the marks are similar we must consider that opposer's BEGGIN' STRIPS
mark is generally used in connection with the Purina house mark and checkerboard design and, that if applicant ever uses
the WAGGIN' STRIPS mark, it will likely do so in connection with Applicant's PRO PAC mark and dog face logo. “[I]t is
settled that aproduct label can bear more than one trademark without diminishing the identifying portion of each portion.” Fort
James Operating Co. v. Fort Royal Paper Converting, Inc., 83 USPQ2d 1624, 1629 (TTAB 2007), citing The Proctor & Gamble
Company v. Keystone Automotive Warehouse, Inc,. 191 USPQ 468, 474 (TTAB 1976). The issue of likelihood of confusion
in this case involves applicant's applied-for mark WAGGIN' STRIPS and opposer's pleaded mark BEGGIN' STRIPS. See Hat
Corp. of Americav. John B. Stetson Co., 223 F.2d 485, 106 USPQ 200 (CCPA 1955); and ITT Canteen Corp. v. Haven Homes

Inc., 174 USPQ 539 (TTAB 1972). 20 \We have therefore not considered the additional marks that have or may appear on the
parties products.

*14 Wealso are not persuaded by applicant's arguments that “logic dictates that consumers familiar with Opposer's BEGGIN'
line of products [under the line extension marks BEGGIN' TIME, BEGGIN' CHEW, BETTIN' LITTLES, BEGGIN' WRAPS,
BEGGIN' CANADIAN CUTS, ITSBEGGIN' TIME and THERE'S NO TIME LIKE BEGGIN' TIME] are likely to believe
that a mark that does NOT include the term “BEGGIN',” e.g., WAGGIN' STRIPS, JUMPIN' STRIPS or JOGGIN' STRIPS,
must emanate from a source other than Opposer.” (Appl. br. p. 22 (emphasis supplied)). As just stated, we must compare the
marks as they appear in applicant's application and the pleaded registration.

Furthermore, to the extent that applicant and, for that matter, opposer have relied on avariety of casesto bolster their respective
contentionsthat the marks are or are not similar, asis often noted by the Board and the Courts, each case must be decided on its
own merits. SeeInreNett Designsinc., 236 F.3d 1339, 51 USPQ2d 1564, 1566 (Fed.Cir. 2001). Seea so, In re Kent-Gamebore
Corp., 59 USPQ2d 1373 (TTAB 2001); and In re Wilson, 57 USPQ2d 1863 (TTQAB 2001). Here, for the reasons discussed
above, the marks are substantially similar in appearance, sound, connotation and commercia impression.

In view thereof, the du Pont factor of similarity/dissimilarity of the mark favors opposer.
The Number and Nature of Similar Marksin Use on Similar Goods

In further support of its contention that there is no likelihood of confusion between the marks, applicant has made of
record various used-based third-party registrations which include the suffixes “GIN,” “GGIN,” “GIN',” “GGIN',” or “N"" in
combination with other matter, or incorporate pet characteristics such aswag, beg, wiggle or bark, primarily for pet food and pet
treats, to show that the “-GGIN"' portion of opposer'sisweak and entitled to a narrow scope of protection or that it is common
to incorporate animal characteristics in pet food/pet treat marks. While third-party registrations may be used to demonstrate
that a portion of a mark is suggestive or descriptive, they are not evidence that the marks shown therein are in use or that the
public is aware of them. See AMF Incorporated v. American Leisure Products, Inc., 177 USPQ 268, 269 (CCPA 1973)(“little
weight is to be given such registrations in evaluating whether there is likelihood of confusion.”). Thus, they are not proof that
consumers are familiar with such marks so as to be accustomed to the existence of similar marks in the marketplace and, as a
result, are able to distinguish between the “-GGIN"' marks based on slight differences between them. Nor are they proof that
consumers are able to distinguish between various animal characteristic marks.

*15 Moreover, of the forty registrations submitted, four are expired (Registration Nos. 2836520, 2631655, 2832081 and
2178965). Another nine are for marks which are more dissimilar to opposer's BEGGIN' STRIPS than is applicant's and cover
dissimilar goods and/or services (Registration No. 2350531 for the mark WAGGIN' WEAR and design for leashes and collars,
Registration No. 2313808 for the mark WAGGIN' CORRAL for kennels for animals, Registration No. 1073731 for the mark
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KITTY DIGGIN'S for absorbent material used for small animal litter, Registration No. 2874758 for the mark WALK THE
DOG TAIL WAGGIN' PET CARE for dog walking and pet sitting, Registration No. 3120549 for the mark GROOM WAGGIN
MOBILE PET GROOMING for animal grooming, Registration No. 1978406 for the mark WAGGIN' WHEELS for home pet
sitting, Registration No. 3224598 for the mark TAILS R WAGGIN MOBILE PET GROOMING and design for mobile non-
med pet grooming, Registration No. 2995927 for the mark RESCUE WAGGIN for charitable fundraising and Registration
No. 3309646 for the mark EMERGENCY RELIEF WAGGIN for charitable services, namely providing transportation via
commercial vehicle, of pet food and suppliesto pet animal rescue. The remaining twenty-seven registrations are for marks more
dissimilar to opposer's BEGGIN' STRIPS mark than is applicant's mark, although they pertain to similar goods (for example,
Registration Nos. 3296383, 3228640, 3428776, 3456757 and 3296382 - owned by the same entity - for marks including the
term WAGGIN' TRAIN BRAND, Registration No. 2815161 for the mark BARK N BAC'N, Registration No. 3378068 for the
mark CHICK ‘N’ CHEDDAR, Registration No. 2861354 for the mark BAC'N BAC'N, Registration No. 3227464 for the mark
UNCLE JMMY'S HANGIN' BALLS, Registration No. 3083560 for the mark BAK'N TREATS, Registration No. 2945321
for the mark BAK'N DELIGHTS, Registration No. 2875964 for the mark BAC'N'CHEESE and Registration No. 3082854 for

the mark BEGGAR'S CHOICE). %

Applicant has also made of record copies of third-party product packaging showing third-party marksfor strips-type dog treats.
The packaging isfor marksthat are more dissimilar to opposer's mark than is applicant's and applicant has provided no evidence
asto the extent of such third-party use. Accordingly, the packaging, being evidence of third party use, haslittle probative value.
See e.g., Fort James Operating v. Fort Royal Paper Converting, supra.

We thus find that applicant's evidence does not establish that there is widespread use of similar marks for pet treats such that
opposer's mark isweak, or otherwise justify the registration of another confusingly similar mark.

Applicant's I ntent

Last, opposer maintains that “Applicant knew of Nestle's BEGGIN' STRIPS mark before applicant adopted its WAGGIN'

STRIPS mark and yet adopted it anyway.” 22 Appl. br. p. 21. Opposer aso contends that applicant copied Nestle's mark when
creating preliminary mock-up packaging, and that that copying strongly suggests an intent to trade on Nestle's reputation.
Although there is some similarity between opposer's product packaging and applicant's mock up packaging with respect to
the depiction of the product itself, applicant has yet to finalize any packaging design and, further, its mock-up design closely
resembles packaging that applicant already uses in commerce for other pet treat products. Moontooth test. pp. 19-29, Exhs,
1-7. Wetherefore are not persuaded that applicant copied opposer's packaging. In addition, applicant's prior knowledge of the
opposer's mark, in and of itself, does not constitute bad faith. See Action Temporary ServicesInc. v. Labor ForceInc., 870 F.2d
1563, 10 USPQ 1307 (Fed. Cir 1989). Ava Enterprises, Inc. V. Audio Boss USA, Inc., 77 USPQ2d 1783 (TTAB 2006). On
this record, opposer did not establish that applicant intentionally sought to trade on opposers good will or otherwise has acted
in bad faith in seeking to register the applied-for mark.

*16 Even so, itissettled that one who adopts amark similar to the mark of another for the same or closely related goods does
so at hisown peril. W.R. Grace & Co. v. Herbert J. Meyer Industries, Inc. 190 USPQ 308 (TTAB 1976).

Conclusion

We have carefully considered all of the evidence pertaining to therelevant du Pont factors, aswell asall of the parties arguments
with respect thereto, including any evidence and arguments not specifically discussed in this opinion. After balancing the
relevant factors, we conclude that confusion is likely between opposer's BEGGIN' STRIPS mark and applicant's WAGGIN'
STRIPS mark. We do so principally because the goods are identical, the channels of trade and classes of purchasers are the

same, and the marks are similar in appearance, sound, connotation and commercial impression.

DILUTION
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We now consider opposer's dilution claim. The Lanham Act provides for a cause of action for the dilution of famous marks.
The fame that must attach to a mark for it to be eligible under the dilution provisions of the Trademark Act is greater than that
which qualifies amark as famous for the du Pont analysis of likelihood of confusion. Toro Co. v. ToroHead Inc., 61 at 1170,

citing I.P. Lund Trading ApSv. Kohler Co., 163 F.3d 27, 47 USPQ2d 1225, 1239 (1 s cir, 1998)(“[T]he standard for fame and
distinctiveness required to obtain anti-dilution protection is more rigorous than that required to seek infringement protection.”).
Since we have already found that, on this record, opposer's BEGGIN' STRIP mark does not have the du Pont analysis fame,

then it would follow that it does not have the fame necessary for a dilution claim. 2 Havi ng found so, we need not reach the
other factorsin adilution analysis.

BONA FIDE INTENTION TO USE THE MARK

We finally consider opposer's claim that applicant does not have a bona fide intention to use its mark in commerce. Opposer
contends that “[t]he admitted absence of the dlightest documentation of intent to use WAGGIN' STRIPS as a trademark
demonstrates Applicant's lack of bona fide intent to use the mark.” Opposer further explains that applicant has conducted no
market research, no manufacturing activities and no promotional activitiesin connection with its WAGGIN' STRIPS mark. For
these reasons, opposer maintains that the Board should rule applicant' application void.

Trademark Act Section 1(b), 15 U.S.C. 8 1051(b), states that “a person who has a bona fide intention, under circumstances
showing the good faith of such person, to use atrademark in commerce” may apply for registration of the mark. A determination
of whether an applicant has a bona fide intention to use the mark in commerce is an objective determination based on all the
circumstances. Lane Ltd. v. Jackson International Trading Co., 33 USPQ2d at 1355. Opposer has the burden of demonstrating
by a preponderance of the evidence that applicant lacked a bona fide intent to use the mark on the identified goods.

*17 Inthiscase, we find that opposer has not met its burden of demonstrating applicant's lack of a bona fide intent to use the
mark. Although the documentary evidence consists solely of mock-up product packaging, applicant's witness, Mr. Montooth,
has testified to applicant's general practice when selecting a trademark for a new product, and there is no indication that the
practice was not followed. Montooth test. pp. 16-19, and 40. Mr. Montooth testified that due to the large costs related to
manufacturing and launching new pet food and treat products, applicant does not fully develop the product or packaging until
the application has been allowed to register by the United States Patent and Trademark Office. Appl. br. p. 6, citing Montooth
test. pp. 16-19. Furthermore, because applicant's mark had yet to clear the application process, statements made by applicant

during discovery do not negate applicant's bonaintent to use the WAGGIN' STRIPS mark in commerce. 24

Unlikethe applicant in Commodore ElectronicsLtd. v. CBM Kabushiki Kaisha, 26 USPQ2d 1503 (TTAB 1993), here applicant
isnot only a competitor in the pet treat industry with the capability to manufacture strips, but applicant currently manufactures
other strips-type products and does not have numerous intent-to-use applications pending for the same goods.

Decision: The opposition is sustained asto opposer's priority and likelihood of confusion claim and dismissed asto itsdilution
and no bonafide intention claims.

Footnotes

1 Seria No. 76563252, filed on November 21, 2003, with an allegation of abona fide intention to use the recited goods in commerce.
The term “strips’ has been disclaimed.

2 As confirmed by opposer's counsel at the oral hearing held in connection with this matter, opposer's assertion in the first amended

notice of opposition that applicant's mark “falsely suggests a connection with Opposer” was in intended to be a part of opposer's
claim of likelihood of confusion, and we have considered it as such.
3 Registration No. 1529939 issued March 14, 1989, renewed. The registration includes a disclaimer of the word “ Strips.”
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Applicant also asserted the affirmative defense of unclean hands. However, since this defense was not pursued at trid, it is
considered withdrawn and will not be further considered. In addition, the remaining enumerated “affirmative defenses’ merely
amplify applicant's denials of the claims asserted in the first amended notice of opposition.

The question and response (emphasis supplied) from the Montooth testimony is as follows:

Q. Can you identify those competitor sthat you recall that make stripstreats?

A. There are anumber of strip treats out there. Milk-bone makes a bacon - a bacon strip treat. Loving Pet makes a number of treats.
Beef Eaters makes a number of strip treats. Bravo makes a humber. Ol'oy makes some strip treats. Dollar General has a brand. |
believe PETCO and PetSmart also have a brand of strip treats. ...

(Montooth test. p. 32).

Exhibits 1-6 consists of packaging of various pet treat products sold by applicant under marks other than the applied-for mark
WAGGIN' STRIPS.

The ruling was made in adecision on amation to strike the declaration of Cynthia Montgomery filed in support of applicant's motion
for summary judgment and in defense of opposer's cross-motion for summary judgment. The Board ruled that “having refused to
produce Ms. Montgomery for a deposition, arguing that any information she had is cumulative or irrelevant, applicant cannot now
fairly rely on Montgomery'stestimony ...." (October 17, 2008 order p. 10). The Board further stated that “at trial, applicant may not
seek to introduce into evidence Ms. Montgomery's testimony, and/or information sought from Ms. Montgomery during discovery
but not produced by applicant.” Id at fn. 4.

In any event, the packaging identified as Exhibit G to Mr. Montooth's testimony had already been made of record by opposer and
may be considered for whatever value it has. See Plassmeyer Exh. 44.

Applicant's additional argument that the summary documents are not the best evidence is not well taken since applicant had the
opportunity to review the underlying documents. See e.g., Marcal Paper Mills, Inc. v. American Can Co., 212 USPQ 852, 859 (TTAB
1981 (Summary exhibits were not excluded when a party “made no demand for the detailed records from which the summaries were
prepared, although they were available.”).

We add that even if we had considered this material, it would not have changed the outcome. Because Ms. Plassmeyer did not have
firsthand knowledge to testify about the brand awareness survey undertaken by Milward Brown, the compilation document has little
probative value.

In addition, applicant pointed to two other discovery requests to which opposer responded “none”’ or “none at this time.” These
requests are Document Request No. 4, which sought documents and information which refer or relate to instances of actual confusion,
or the absence of such confusion, between the BEGGIN' STRIPS Mark and the WAGGIN' STRIPS Mark, and Interrogatory Request
No. 5. We note, however, that applicant's application is based on intent-to-use and, because applicant did not make its I nterrogatories
of record, the information sought by Interrogatory Request No. 5 is unknown.

Opposer's motion to strike references in applicant's brief to the relative size of the parties and incompl ete hypothetical s asimmaterial
and impertinent is denied.

Although the title and status information regarding Registration No. 1529939 became outdated during the course of this proceeding,
we have, in accordance with Board practice, reviewed the electronic records of the Office and note that ownership remains with
opposer and that the registration is currently subsisting, having been renewed for a period of ten years on March 4, 2009.
Applicant's not. of rel. exh. H.

Id.

Ms. Plassmeyer indicated that “[i]mpressions are defined in this case by distribution. So they take the circulation of the newspapers
and times that by, you know, or add that all up basically to get your impressions across the country.” Plassmeyer test. p. 69.

Ms. Plassmeyer, in her deposition, stated that “[ijmpressions is [sic] basically the number of people that have seen the commercial
times the number of times they have seen it. So that setsthe impressions.” Plassmeyer test. p. 55.

Plassmeyer test. pp 122-123; and Applicant's Not. of rel. exh. I.

Both applicant and opposer have made definitions of the terms “wag” and “beg” of record. We have set forth the most pertinent

below, both taken from Webster's Third New International Dictionary (3rd ed. 1981) and made of record by applicant in its Not.
of rel. Exh. F:

“wag” 5a: to move with awagging or wobbling mation: WADDL E <a dog wagging down the street> b of an animal: to wag the tail
<apack of dogs - they fawned, they wagged, they growled - Helen Howe>

(p. 2568);

“beg” 4: to obtain release of esp. by entreaty ~iv ... 3 of a dog or other pet animal: to make a formalized gesture of request, esp.:
to sit erect on the haunches with the forepaws raised

(p. 198).

Plassmeyer test. p. 141.
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We also point out that the issue of likelihood of confusion before the Board concerns registrability rather than use. For this reason,
the infringement cases cited by applicant in support of its position that the Board should consider product packaging are readily
distinguishable.
Applicant also submitted six use-based third-party registrations (i.e., Registration No. 2515898 for MEATY STRIPS, Registration
No. 2867508 for LICKETY STRIPS, Registration No. 3250022 for SCHMACKOS BAKON STRIPS, Registration No. 3277971
for CHICKEN STRIPS, Registration No. 3133006 for BREATH-EZE BREATH STRIPS and Registration No. 2935635 for TASTY
STRIPS) that include theterm “STRIPS” for pet food or dental care productsto show that it, too, meritsvery littleweight inthe overall
likelihood of confusion analysis. We note that these registrations either include a disclaimer of the terms “strips,” are registered on
the supplemental register, or thetermisincorporated in aunitary design. Asdiscussed earlier, even though matter may be descriptive,
that does not reduce its contribution to the overall look of a mark. More importantly, none of these registrations include both the
terms “strips’ and “beggin”' or any variation thereof.
Nestle is one of opposer's predecessor companies, and the name Nestle was used by opposer at times during the course of this
proceeding to refer to itself.
We are compelled to comment that even if we had found that the evidence of record demonstrated fame for likelihood of confusion
purposes, it would not have been considered particularly probative to show fame for dilution purposes. Thisis so because opposer
would have had to show that its mark was famous prior to thefiling date of applicant'sintent-to use application. Toro Co. v. Torohead,
supra. Here, the overwhelming mgjority of evidence relating to opposer's fame is dated thereafter.
During discovery, Applicant stated “ Applicant has not decided to use the name on pet food and edible treats. The name has not been
and may never be used.” Opposer's not. of rel. exh. P-2, Applicant's answer to Interrogatory No. 27.

2011 WL 1495460 (Trademark Tr. & App. Bd.)

End of Document © 2013 Thomson Reuters. No claim to original U.S. Government Works.
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THISOPINION ISNOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

VIRGIN ENTERPRISES LIMITED
V.
STEVEN E. MOORE

Opposition No. 91192733
to application Serial No. 77695546
August 31, 2012
Hearing: April 10, 2012
filed on March 20, 2009
*1 Joseph V. Norvell, Joseph T. Kucala, Jr., and Sarah E. Dale, of Norvell IPLLC for Virgin Enterprises Limited
Steven E. Moore, pro se

Before Holtzman, Bergsman and Wellington
Administrative Trademark Judges

Opinion by Bergsman

Administrative Trademark Judge:

Steven E. Moore (“applicant”) filed a use-based application on the Principal Register for the mark VIRGINFARM S and design,
shown below, for “agricultural grains for planting; agricultural seeds; bulbs for agricultural purposes; plantable seed paper
comprised primarily of seeds for agricultural purposes; seeds for agricultural purposes; spores and spawn; unprocessed seeds
for agricultural use,” in Class 31.

ngin arms

Applicant disclaimed the exclusive right to use theterm “VIRGIN FARMS.”

Virgin Enterprises Limited (“opposer”) filed a notice of opposition against the registration of applicant's mark on the grounds
of likelihood of confusion pursuant to Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), and dilution pursuant to Section
43(c) of the Trademark Act, 15 U.S.C. § 1125(c). Opposer alleged ownership and prior use of forty-seven trademark and service

mark registrations that constitute or include the word “VIRGIN.” ! For purposes of this opposition, we focus on the following
six registrations for VIRGIN and VIRGIN-formative marks, because these marks are the closest to applicant's mark and cover
goodsand servicesthat, when considered vis-a-visthe applied-for mark and identified goods, are most likely to support afinding
of likelihood of confusion. See, e.g., Inre Max Capital Group Ltd., 93 U.S.P.Q.2d 1243, 1245 (TTAB 2010).

1. Registration No. 1851817 for the mark VIRGIN, in typed drawing form, for the following services: 2

Transportation of goods and passengers by road and air, freight transportation services; travel agency services, in Class 39; and
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Bars; retail store services in the fields of cameras, records, audio and video tapes, computers and electronic apparatus, and
watches, sheet music, books and photography, handbags, purses, luggage and leather goods, clothing, games, video game
machines and video game cartridges, in Class 42;

*2 2.Registration No. 2770775 for themark VIRGIN MOBILE, intyped drawing form, for thefollowing goods and services: 3

Mobile telephones, telephones and modems, and accessories therefor, namely, batteries; battery chargers; cigarette lighter
adapters; hands-free headsets; carrying cases and belt clips, in Class 9;

Providing directory information viatelephone, in Class 35; and

Telecommunications services, namely, transmission of voice, data, images, audio, video, and information viatelephone or the
Internet; personal communications services; pager services; electronic mail services; transmission or broadcast of news and
information for others viatelephone, including the Internet, in Class 38;

3. Registration No. 2808270 for the mark VIRGIN ATLANTIC, in typed drawing form, for “transportation of and arranging
transportation of goods and passengers by road and air; freight transportation services by air; transportation of human beings by
means of land vehicles; chauffeur services; travel agency services, namely, making reservations and bookingsfor transportation;

arranging and/or conducting travel tours; operation of aircraft for others,” in Class 39; 4

4. Registration No. 3188282 for the mark VIRGIN, in standard character form, for “alcoholic beverages, namely, vodka and
wine,” in Class 33; 5

5. Registration No. 3472228 for the mark VIRGIN UNITE, in standard character form, for the following services: 6

Developing promotional campaigns for business; promoting public awareness of the need for businesses to have a positive
impact on the communities and environment in which they operate and work together with the social sector to drive long
term socia change including making investments in emerging markets to accelerate positive social change through economic
development; charitable services, namely, organizing and coordinating programs for the sick, people with health problems
or issues, the homeless, drug users, those with disabilities, victims of abuse, those who are bereaved, children in need or at
risk, those with sexual problems, and underprivileged communities, and organizing and conducting volunteer programs and
community service projects; business management and administration services in connection with a charity, in Class 35;

Charitablefund raising; charitable financial servicesfor thosein need, namely, accepting and administering monetary charitable
contributions; financial sponsorship of fund raising events and events designed to raise the profile of charitable and social
issues, in Class 36; and

Educational services, namely, conducting summits, conferences, lectures and seminars in the field of social change and
charitableand social issues; training servicesinthefield of social change and charitable and social i ssues; organizing community
sporting and cultural events; educational services, namely, providing classes, lectures, seminars, workshops, and discussion
groups in the fields of sickness, health problems, homelessness, drug use, disabilities, abuse, bereavement, children's needs,
sexual problems, and poverty to young people, people with health problems or issues, the homeless, drug users, those with
disahilities, victims of abuse, those who have been bereaved, children in need or at risk, those with sexual problems, and
underprivileged communities; charitable services, namely, academic mentoring of children from underprivileged communities
and young people, in Class 41; and

*3 6. Registration No. 3541731 for the mark VIRGIN AMERICA, in standard character form, for the following services: !
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Air transportation; freight transportation services by means of air, ship, truck, and rail; airport passenger and baggage check-
in services; airport services, namely, ticketing and boarding services; travel services, namely, booking seating arrangements
for airline passengers; air transportation services featuring frequent flyer miles as a bonus program for frequent air travelers;
providing flight arrival and departure information; and transportation reservation services, in Class 39; and

Onboard in-flight entertainment services, namely, distributing movies, TV programs, and audio programs, and providing
temporary use of video games, software and personal monitors for viewing the same, in Class 41.

With respect to its claim of likelihood of confusion, opposer aleged that applicant's mark VIRGINFARMS and design so
resembles opposer's VIRGIN trade names and marks as to be likely to cause confusion. With respect to its dilution claim,
opposer aleged that its VIRGIN mark was famous prior to applicant's filing date of March 20, 2009, and that the registration
of applicant's mark islikely to dilute the distinctive quality of opposer's VIRGIN and VIRGIN-formative marks.

Applicant, in his answer, denied these allegations in the notice of opposition. Applicant also asserted severa affirmative
defenses, but did not pursue any of them by motion or at trial. The affirmative defenses, therefore, are deemed waived and

given no further consideration.

Evidentiary Matters

A. Exhibits to the Answer.

Applicant attached six exhibits to his answer to the notice of opposition, consisting of five state trademark registrations and a
state certificate to brand livestock. For such material, Trademark Rule 2.122(c) providesthat “an exhibit attached to a pleading
is not evidence on behalf of the party to whose pleading the exhibit is attached unless identified and introduced in evidence as
an exhibit during the period for the taking of testimony.” 37 C.F.R. § 2.122(c); see Trademark Tria and Appea Board Manual
of Procedure (TBMP) 88§ 317, 704.05 (3d ed., rev. 2012). Applicant did not testify during the testimony period. Opposer has
objected to the exhibits. Opposer's objection is sustained and we give no consideration to these exhibits.

B. Opposer's Submissions of Printed Publications on DV Ds and CD-ROMs.

On October 22, 2010, opposer filed anatice of reliance on asignificant volume of printed publications as evidence, submitted on
seven DV Ds (totaling more than 180,000 digital files), and on July 12, 2011, opposer submitted certain exhibits to testimonial
depositions on CD-ROMSs. Applicant has raised no objectionsto these submissions, either asto format or substance of material.

*4 Trademark Rule 2.126 governsform of submissions. 37 C.F.R. § 2.126. For sometime prior to August 31, 2007, the Board
permitted certain submissions on CD-ROM. The Board deleted from Trademark Rule 2.126 the option of filing submissionsin

CD-ROM format by amendment to Rule 2.126, effective August 31, 2007. 8 Miscellaneous Changes to Trademark Trial and
Appea Board Rules, 72 Fed. Reg. 42,242 (Aug. 1, 2007) (codified at 37 C.F.R. pt. 2). The amended rule was applicable to all
cases pending or commenced on or after that date. 72 Fed. Reg. at 42,242. Part three of the Federal Register notice of the final
package of the rule change is titled “Removal of Option to Make Submissions on CD-Rom,” and states the basis for the rule
change was that file submissionsin CD-ROM form “have presented technical problems for the ESTTA/TTABIS systems.” 72
Fed. Reg. at 42,247. The section reporting on comments includes the following response:

The Officeiswilling to reconsider allowing submissionsby CD-ROM ininter partestrademark proceedings
if technology eventually will allow such submissionsto be efficiently incorporated in the Board's el ectronic
proceeding files. The removal of the option to file materials on CD-ROM is adopted in thisfinal rule.
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72 Fed. Reg. at 42, 256. This Federal Register notice has been posted on our website since it was published. Accordingly, all
submissions of printed publicationson CD-ROMsand DV Ds® arenot evidencein this proceeding and have not been considered

in this decision. 1©

C. Statements in Applicant's Brief.

Applicant made anumber of statementsin hisbrief, including statements on the now-excluded exhibitsto hispleading. “ Factual
statements made in a party's brief on the case can be given no consideration unless they are supported by evidence properly
introduced at trial. Statements in a brief have no evidentiary value, except to the extent that they may serve as admissions
against interest.” TBMP 8 704.06(b). Applicant submitted no testimony or evidence during the testimony period. Opposer has
objected to thismaterial asinadmissible, in accordancewith Trademark Rule2.122(a), 37 C.F.R. § 2.122(a). We have considered
applicant's brief mindful that factual statements, without supporting evidence properly made of record, are without value.

D. Exhibits to the Reply Brief.

*5 Opposer attached evidence to its reply brief. “Exhibits and other evidentiary materials attached to a party's brief on
the case can be given no consideration unless they were properly made of record during the time for taking testimony.”
TBMP § 704.05(b); see, e.g., Syngenta Crop Prot., Inc. v. Bio-Chek, LLC, 90 U.S.P.Q.2d 1112, 1116 (TTAB 2009); Bass
Pro Trademarks, L.L.C. v. Sportsman Warehouse, Inc., 89 U.S.P.Q.2d 1844, 1848 (TTAB 2008); see 37 C.F.R. § 2.123(l)
(“Evidence not obtained and filed in compliance with these sections will not be considered.”). Accordingly, the evidence
attached to opposer's reply briefs has been given no consideration.

The Record
The record includes the pleadings and, by operation of Trademark Rule 2.122(b), 37 C.F.R. § 2.122(b), applicant's application
file. In addition, opposer introduced the following testimony and evidence:
1. Notice of reliance on the following items:
a. Photocopies of opposer's pleaded registrations printed from the electronic database records of the U.S. Patent and Trademark
Office, showing that the registrations are subsisting and owned by opposer (Opposer's Exs. 1-44);

b. Photocopiesof 67 non-precedential Board decisionsinvolving oppositions brought by opposer and granted in favor of opposer
(Opposer's Exs. 45-111); and

c. Photocopies of 62 court judgmentsin civil actionsfiled by opposer and granted in favor of opposer (Opposer's Exs. 112-173).
2. Testimony deposition of Christine Choi, Director of Corporate Communications for Virgin Management USA, an affiliate
company of opposer, with attached exhibits (Dep. Exs. 1-5, 11-12, 14-41).

3. Testimony deposition of Mark James, Intellectual Property Manager for Virgin Management Limited, an affiliate company

of opposer, with attached exhibits (Dep. Exs. 1-3, 36-37, 39, 40, and 42-56).

Applicant did not introduce any testimony or evidence during his testimony period. As noted above, applicant has not properly
entered any evidenceto therecord. The partiesbriefed the case, and opposer requested and appeared at an oral hearing. Applicant
did not attend the testimony depositions or the hearing.

Standing
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As opposer has properly made its pleaded registrations of record, opposer has established its standing. Cunningham v. Laser
Golf Corp., 222 F.3d 943, 55 U.S.P.Q.2d 1842, 1844 (Fed. Cir. 2000); Lipton Indus., Inc. v. Ralston Purina Co., 670 F.2d 1024,
213 U.S.P.Q. 185, 189 (C.C.P.A. 1982).

Priority
As opposer's pleaded registrations are of record, Section 2(d) priority isnot an issue in this case as to the marks and the goods
and services covered by the registrations. King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 U.S.P.Q. 108,
110 (C.C.P.A. 1974).

Likelihood of Confusion

*6 Our determination under Section 2(d) is based on an analysis of all of the probative facts in evidence that are relevant to
the factors bearing on the issue of likelihood of confusion. InreE. |. Du Pont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q.
563, 567 (C.C.P.A. 1973).

A. The Fame of Opposer's Marks.

The fifth DuPont factor requires us to consider the fame of opposer's mark. Fame, if it exists, plays a dominant role in the
likelihood of confusion analysis because famous marks enjoy a broad scope of protection or exclusivity of use. A famous mark
has extensive public recognition and renown. Bose Corp. v. QSC Audio Prods., 293 F.3d 1367, 63 U.S.P.Q.2d 1303, 1305 (Fed.
Cir. 2002); Recot, Inc. v. Becton, 214 F.3d 1322, 54 U.S.P.Q.2d 1894, 1897 (Fed. Cir. 2000); Kenner Parker Toys, Inc. v. Rose
Art Indus., Inc., 963 F.2d 350, 22 U.S.P.Q.2d 1453, 1456 (Fed. Cir. 1992).

Fame may be measured indirectly by the volume of sales and advertising expenditures of the goods and services identified by
the marks at issue, “by the length of time those indicia of commercial awareness have been evident,” by widespread critical
assessments and through notice by independent sources of the products and services identified by the marks, as well as by
the general reputation of the branded products and services. Bose, 63 U.S.P.Q.2d at 1305-06, 1309. Although raw numbers
of product and service sales and advertising expenses may have sufficed in the past to prove fame of a mark, raw numbers
alone may be misleading. Some context in which to place raw statistics may be necessary (e.g., the substantiality of the sales
or advertising figures for comparable types of products or services). Id. at 1309.

Because of the extreme deference that we accord afamous mark in terms of the wide latitude of legal protection it receives, and
the dominant role fame playsin the likelihood of confusion analysis, it isthe duty of the party asserting that its mark isfamous
to proveit clearly. Leading Jewelers Guild, Inc. v. LJOW Holdings, LLC, 82 U.S.P.Q.2d 1901, 1904 (TTAB 2007).

Opposer submitted the following testimony and evidence to prove the fame of its VIRGIN and VIRGIN-formative marks: H

1. Mr. Jamestestified that Virgin Atlantic AirwaysLtd. (“VAA”") isone of opposer'strademark licensees operating in the United
States. 2 Mr. Jamestestified that VAA generated over $450 millionin U.S. sales of Virgin-branded goods and servicesin 2006,

over $450 million in 2007, $383 million in 2008, and $302 million in 2009. 3 Mr. James did not provide any specificsasto the
type or kind of goods and services sold by VAA under the Virgin brand. Mr. James testified that VAA “ spends approximately

$10 million each year to advertisein the U.S.” 14

*7 2. Mr. Jamestestified that Virgin Americalnc. (“VAI") isanother of opposer's trademark licensees operating in the United
States. 1 As for the sdles generated in the United States by VAI of Virgin-branded goods and services, Mr. James testified
that “from August 2007 until June 2010, it was approximately $1.3 hillion.” 16 Mr. James did not provide any specifics as
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to the type or kind of goods and services sold by VAI under the Virgin brand. For advertising and promotion in the United
States, Mr. Jamestestified that in 2007, VAI spent approximately $12 million, in 2008, approximately $11 million, and in 2009,

approximately $15 million. 1’

3. Mr. James testified that Virgin Mobile USA, LLC (“VMU”) is another of opposer's trademark licensees operating in the
United States. 8 Mr. Jamestestified that VMU generated over $1.1 billionin U.S. salesof Virgin-branded goods and servicesin

2006, $1.3 billionin 2007, $1.3 billion in 2008, and, for 2009, “ up until the third quarter, it was $937 million.” 19 Mr. Jamesdid
not provide any specifics asto the type or kind of goods and services sold by VMU under the Virgin brand. Mr. James testified

that VMU “spends on average more than $20 million each year” to promote Virgin-branded phone products and services. 20

4. Mr. James testified that one of opposer's licensees, Virgin Entertainment Group, Inc., operated nineteen Virgin Megastores
in the United States from 1992 until June 2009, with store locations including New York, Denver, Los Angeles and San
Francisco, retailing “awide range of Virgin-branded products,” including “clothing products, such as T-shirts and sweatshirts,

bags, electronic products, playing cards, glasses [and] jewelry.” 2L Mr. James testified that these retail store services generated
more than $197 million in U.S. sales of Virgin-branded goods and services in 2006, $188 million in 2007, $186 million in

2008, and $153 million in 2009. % For advertising and promotion in the United States, Mr. Jamestestified Virgin Megastores
“spent more than $10 million in 2006, and almost $10 million in 2007, and for the period from 2008 until June 2009, it was

almost $15 million.” 23

5. Mr. James authenticated a VAA press release of October 13, 2010, mentioning its selection as “‘Best Domestic Airline
among U.S. carriers’ in Condé Nast Traveler's 2010 Readers' Choice Awards. 24

6. Mr. James authenticated an advertisement for VAA that appeared in a 2010 issue of the New Y orker magazine. 25

*8 7. Ms. Choi authenticated articles and that were printed in national publications between 2007 and 2008, including the
Washington Post, the New York Times, Scientific American, Time magazine, the New Y orker, Bloomberg Businessweek,

which referenced VIRGIN and VIRGIN-formative marks, 2°

8. Ms. Choi authenticated a DVD containing 126 digital clips from various nationally aired programs that aired between 2005
and 2009 on broadcast networks and cable television channels, including ABC, CBS, CNBC, Fox News, MSNBC, NBC and

PBS. 2/

Opposer provided no supporting evidence or testimony regarding comparable statistics of sales and advertising figures of its
leading competitors or itsranking in market share in respective product and service categories, and has provided little probative
evidence of the general reputation or critical assessments in the consumer marketplace of the products and services branded
with VIRGIN and VIRGIN-formative marks.

Asfor the printed publications, broadcast clips, and promotional video of record, many of these submissions show and contain
referencesto VIRGIN and VIRGIN-formative marks, but neverthel ess these have no or very littleindependent probative value,
asthese marks are only seen briefly or are mentioned only in passing. Generally, the goods and services branded with the marks
are not the direct subject of the submissions. For example, opposer submitted atelevision clip from the Late Show with David

L etterman, which aired on March 2, 2005. 28 Thefive-minute dli p features a skit about thefirst solo nonstop unrefueled aircraft
flight around the world. The flight was sponsored by opposer's founder and chairman, Richard Branson, 29 and the aircraft,

which was owned and operated by the late Steve Fossett, was the Virgin Atlantic GlobalFlyer. 30 | etterman jokes, “I don't
know much about aviation, but | do know thisis absolutely a pointless exercise. This couldn't be a more pointless exercise. Me
sitting down in this chair advances the cause of aviation more than this guy flying around the world solo. It means nothing.”
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The joking continues, and as L etterman says that the flight is reported to be over New Y ork right then, a Virgin-branded toy
airplane, pulled by avery visiblewire, flies behind L etterman and acrossthe set. Thereisno mention of VIRGIN inthe segment.
Thisclip is representative of the passing referencesto VIRGIN in many of the evidentiary submissions.

Opposer aso arguesthat a prior finding by the U.S. Court of Appeals for the Second Circuit that its VIRGIN mark isafamous

mark is “solid [precedent] upon which the Board may rely.” 31 However, opposer is incorrect; a “decision by another court
based upon adifferent record is not evidencein this proceeding.” Citigroup Inc. v. Capital City Bank Group Inc., 94 U.S.P.Q.2d
1645, 1665 (TTAB 2010), aff'd, 637 F.3d 1344, 98 U.S.P.Q.2d 1253 (Fed. Cir. 2011). By statute, this Board has the duty to
decidetheright to federal registration in an opposition. 15 U.S.C. 8 1067(a). “ This duty may not be delegated by the adoption of
conclusions reached by another court on adifferent record. Suffice it to say that an opposition must be decided on the evidence
of record.” 94 U.S.P.Q.2d at 1665.

*9 Similarly, opposer argues that we should find fame for its VIRGIN and VIRGIN-formative marks by extension of finding
fame for Richard Branson, stating that he “is a globally recognized personality synonymous with the VIRGIN marks,” and as

such, arguesthat Virgin-branded goods and services serve as secondary source indicators for Branson. 32 Opposer supportsthis
argument with evidence of appearances by Branson and coverage of him via multiple forms of media. However, opposer cites
to no caselaw to support its argument and the evidence fails to establish that the consumers purchasing Virgin-branded goods
and services are even aware of the relationship between Branson and the goods and services at the time of purchase. Thus, there

is neither fact nor governing or persuasive caselaw in the record to support opposer's argument. 33

Despite these failings in the evidence submitted by opposer, based on the volume of sales and advertising expenditures of the
Virgin-branded goods and services, thevariety of goods and services bearing the mark, and the coll ective evidence presented that
demonstrates achieved commercial success, ahigh degree of renown, and widespread exposure of the general public to opposer's
VIRGIN and VIRGIN-formative marksin print and digital media, we find that the VIRGIN and the VIRGIN-formative marks
are famous for purposes of likelihood of confusion for awide variety of consumer goods and for services in the entertainment,
telecommunications, transportation and travel fields.

Even though we have found that opposer has proven that its VIRGIN and VIRGIN-formative marks are famous for purposes of
likelihood of confusion, fame alone is not sufficient to establish likelihood of confusion. If that were the case, having afamous
mark would entitle opposer to aright in gross, and that is against the principles of trademark law. Univ. of Notre Dame du Lac
v. J.C. Gourmet Food Imps., Co., 703 F.2d 1372, 217 U.S.P.Q. 505, 507 (Fed. Cir. 1983). Accordingly, we must consider all
relevant DuPont factors for which evidence has been introduced.

B. The similarity or dissimilarity of the marks in their entireties as to appearance, sound, connotation and commercia
impression.

We now turn to the first DuPont factor, which focuses on the similarity or dissimilarity of the marks in their entireties as to
appearance, sound, connotation and commercial impression. InreE. |. Du Pont de Nemours& Co., 476 F.2d 1357, 177 U.S.P.Q.
563, 567 (C.C.P.A. 1973). In aparticular case, any one of these means of comparison may be critical in finding the marksto be
similar. E.g., In re White Swan Ltd., 8 U.S.P.Q.2d 1534, 1535 (TTAB 1988); In re Lamson Oil Co., 6 U.S.P.Q.2d 1041, 1042
n.4 (TTAB 1987). While marks must be compared in their entireties in the comparison analysis, if a mark comprises both a
word and a design, the word is normally accorded greater weight because it would be used by purchasers to request the goods
or services. E.g., In re Dakin's Miniatures, Inc., 59 U.S.P.Q.2d 1593, 1596 (TTAB 1999).

*10 In comparing the marks, we are mindful that the test for similarity is not whether the marks can be distinguished when
subjected to aside-by-side comparison, but rather whether the marks are sufficiently similar interms of their overall commercial
impression so that confusion as to the source of the goods or services offered under the respective marks is likely to result.
E.g., Sakrete, Inc. v. Sag Processors, Inc., 305 F.2d 482, 134 U.S.P.Q. 245, 247 (C.C.P.A. 1962). The proper focus is on the
recollection of the average customer, who retains ageneral rather than specific impression of the marks. Winnebago Indus., Inc.
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v. Oliver & Winston, Inc., 207 U.S.P.Q. 335, 344 (TTAB 1980). We are al'so mindful that famous marks enjoy wide latitudes
of legal protection. E.g., Kenner Parker Toys, Inc. v. Rose Art Indus., Inc., 963 F.2d 350, 22 U.S.P.Q.2d 1453, 1456 (Fed. Cir.
1992). “Asamark’s fame increases, the [ Trademark] Act's tolerance for similaritiesin competing marksfalls.” Id.

With these principlesin mind, we begin our analysis by finding that the respective marks are similar in appearance and sound
because they share the identical term “VIRGIN,” which we take judicia notice is defined, inter alia, as follows:

adj. 1. Of, relating to, or being avirgin; chaste. 2. Being in a pure or natural state; unsullied: virgin snow.

3. Unused, uncultivated, or unexplored: virgin territory. 4. Existing in native or raw form; not processed

or refined. 34

Depending on commercial context, theterm “VIRGIN” would likely describe or suggest natural, uncultivated, and unprocessed
goods and services to the relevant consumer. In this case, the relevant customers who would encounter both applicant's goods
and opposer's goods and services would be purchasers of agricultural grains, seeds, bulbs and similar products for planting and
related agricultural purposes.

Applicant's mark incorporates opposer's entire VIRGIN mark. Likelihood of confusion has frequently been found where one
mark incorporates the entirety of another mark. See, e.g., Coca-Cola Bottling Co. v. Joseph E. Seagram & Sons, Inc., 526 F.2d
556, 188 U.S.P.Q. 105, 106 (C.C.P.A. 1975) (BENGAL for gin and BENGAL LANCER for nonalcohaolic club soda, quinine
water and ginger ale); Johnson Publ'g Co. v. Int'l Dev. Ltd., 221 U.S.P.Q. 155, 156 (TTAB 1982) (EBONY for cosmetics and
EBONY DRUM for hairdressing and conditioner); In re S. Bend Toy Mfg. Co., 218 U.S.P.Q. 479, 480 (TTAB 1983) (LIL'
LADY BUG for toy doll carriagesand LITTLE LADY for doll clothing); Helga, Inc. v. Helga Howie, Inc., 182 U.S.P.Q. 629,
630 (TTAB 1974) (HELGA for women's clothing and HELGA HOWIE for women's clothing); In re Hepperle, 175 U.S.P.Q.
512,512 (TTAB 1972) (applicant's mark ACAPULCO GOLD for suntan lotion islikely to cause confusion with ACAPULCO
for lipstick and powder). In addition, VIRGIN isthefirst or only term in al the marks, which often supports finding that marks
are similar. Presto Prods. Inc. v. Nice-Pak Prods., Inc., 9 U.S.P.Q.2d 1895, 1897 (TTAB 1988) (“[I]t is often the first part of
a mark which is most likely to be impressed upon the mind of a purchaser and remembered.”); e.g., Palm Bay Imps., Inc. v.
Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 73 U.S.P.Q.2d 1689, 1692 (Fed. Cir. 2005) (“ The presence
of this strong distinctive term as the first word in both parties’ marks renders the marks similar.”).

*11 However, because the similarity or dissimilarity of the marksis determined based on the marksin their entireties, the test
for similarity cannot be predicated on dissecting the marks into their various components; that is, the decision must be based
on the entire marks, not just part of the marks. In re Nat'l Data Corp., 753 F.2d 1056, 224 U.S.P.Q. 749, 751 (Fed. Cir. 1985);
e.g., Franklin Mint Corp. v. Master Mfg. Co., 667 F.2d 1005, 212 U.S.P.Q. 233, 234 (C.C.P.A. 1981) (“It is axiomatic that
amark should not be dissected and considered piecemeal; rather, it must be considered as a whole in determining likelihood
of confusion.”).

Applicant contends that his mark, in its entirety, engenders a different commercial impression than any of opposer's marks
of record. Applicant states that the mark “VIRGINFARMS’ denotes “soil's return to an undefiled state, which allows for the

growth of nutrient dense foods, for human consumption, and seeds for the next planting season.” 3 puri ng prosecution of
the application, applicant agreed to disclaim both terms of his mark. Supporting applicant's contention regarding the mark’s
commercial impression, wetakejudicial noticethat “VIRGIN SOIL" isdefined as* soil initsnatural state as distinguished from
soil or land that has been plowed or otherwise altered by humans for cultivated crops or other uses.” 36 |t would appear to be
applicant's position that the literal elements of his mark describe a characteristic and purpose of the goods. On the other hand,

applicant contendsthat none of opposer's marks*isdescriptive of any of [its] numerous products.” 37 Wehave previously found
that differencesin connotation can outweigh visua and phonetic similarities. E.g., Coach Servs. Inc. v. Triumph Learning LLC,
96 U.S.P.Q.2d 1600, 1609 (TTAB 2010), aff'd 668 F.3d 1356, 101 U.S.P.Q.2d 1713 (Fed. Cir. 2012) (finding “COACH" for
educational materials calls “to mind a tutor who prepares a student for examination,” while “COACH” for leather handbags,
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fashions, and accessoriesis“arbitrary or suggestive of carriage or travel accommodations’); Blue Man Prods. Inc. v. Tarmann,
75 U.S.P.Q.2d 1811, 1820-21 (TTAB 2005) (finding that while the marks were very similar in appearance and pronunciation,
opposer's “BLUE MAN GROUP’ conjured the image of the performers, while applicant's “BLUE MAN” mark made no
such connotation for cigarettes or tobacco, and these differences outweighed the similarities); In re British Bulldog, Ltd., 224
U.SP.Q. 854 (TTAB 1984) (finding “PLAYERS’ for shoes engenders a different commercia impression from “PLAY ERS’
for underwear).

*12 Contrary to applicant's contention, wefind that applicant's mark is suggestive, and opposer's marksinclude both suggestive
and arbitrary marks. Applicant's “VIRGINFARMS’ in relation to his listed goods is suggestive of organic farming. Some
of opposer's marks, for example, “VIRGIN ATLANTIC” for transportation and tour conducting services, suggest venturing

to the unexplored. While we do not agree with opposer's assertion that applicant's “use of a descriptive term after VIRGIN

increases the likelihood of confusion,” %8 we do find that the root term of applicant's and opposer's marks, VIRGIN, isaterm

that means unsullied, uncultivated and unexplored, and that all the marks engender asimilar connotation based on this meaning.
In addition, we have already found that the VIRGIN and VIRGIN-formative marks are famous marks for purposes of likelihood
of confusion. The fame of VIRGIN magnifies the significance of the similarities of the mark. Balancing both the similarities
and differences between the marks, and giving due weight to the fame of opposer's marks, we find that the marks are similar.

C. The similarity or dissimilarity and nature of the goodsin the application and the goods and servicesin opposer's registration,
likely-to-continue channels of trade and classes of consumers.

In determining whether goods and services are related, the second DuPont factor requires that we must consider the goods and
services as they are identified in the respective descriptions in the application and registrations. E.g., Paula Payne Prods. v.
Johnson Publ'g Co., 473 F.2d 901, 177 U.S.P.Q. 76, 77 (C.C.P.A. 1973). It is not necessary that the goods and services of
applicant and opposer be similar or competitive to support a holding of likelihood of confusion. It is sufficient that the goods
and services be related in some manner, or that the circumstances surrounding their use be such that they would be likely to
be encountered by the same persons in situations that would give rise, because of the marks used thereon, to a mistaken belief
that they originate from or are in some way associated with the same source. Miss Universe L.P. v. Community Mktg. Inc., 82
U.S.P.Q.2d 1562, 1568 (TTAB 2007).

In addition, we must accord “full weight to the fame of a famous mark when analyzing likelihood of confusion between
products that [are] not closely related.” Recot, Inc. v. Becton, 214 F.3d 1322, 54 U.S.P.Q.2d 1894, 1898 (Fed. Cir. 2000). For
example, in McDonald's Corp. v. McKinley, 13 U.S.P.Q.2d 1895, 1898 (TTAB 1990), we found opposer's restaurant services,
food and beverages, and promational toy and game products sufficiently related to applicant's hand-crafted teddy bears, based
on opposer's showing that it distributed an extremely large number of various toys under the famous MCDONALD'S and
MC-formative marks as promotional items and incentive awards in connection with its restaurant services, such that those
encountering applicant's bears under its MCTEDDY mark would assume they originated or were associated with opposer. In
Tiffany & Co. v. Classic Motor Carriages, Inc., 10 U.S.P.Q.2d 1835, 1842-43 (TTAB 1989), we found rel atedness of opposer's
jewelry and household goods and related retail services under its famous TIFFANY mark and applicant's automobiles under
its CLASSIC TIFFANY mark, based on opposer's showing that applicant's advertising associated its mark with luxury and
referencesto jewelry, which it established created anexuswith its goods, reputation and goodwill, sufficient to create amistaken
belief that applicant's goods were associated with or sponsored by opposer.

*13 Here, there are clear and significant differences between applicant's goods and the various goods and services identified
in opposer's registrations of record. Applicant is seeking to register his mark for “agricultural grains for planting; agricultural
seeds; bulbs for agricultural purposes; plantable seed paper comprised primarily of seeds for agricultural purposes; seeds for
agricultural purposes; spores and spawn; unprocessed seeds for agricultural use.” The scope of these goods is grains, seeds
and related items used for planting, and the explicit limitation of these products is that they are for agricultural purposes and
not for human consumption. Meanwhile, opposer has VIRGIN and VIRGIN-formative marks registered in connection with
a variety of goods and services, generally summarized as musical recordings, printed materials in the entertainment field,
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writing instruments, playing cards, clothing, non-alcoholic and al coholic beverages, cosmetics and body care preparations, cell
phones, small electronics, articles of luggage and carrying bags, jewelry, transportation services, restaurant and bar services,
mail order catalog and retail store services, advertising and public relations services, photography services, printing services,
travel agency services, insurance and financial services, charitable fundraising services, computerized communication and
transmission services, body care services, online computer game services, educational servicesin the social issue and charity
fields, organizing sporting and cultural activities, and library facility services.

Determinations are reached based on the evidence of record. Unlike the evidence identified in the McDonald's and Tiffany &
Co. decisions, opposer has not shown that applicant's goods would be related to opposer's goods and servicesin the mind of the
relevant consuming public, or that applicant's use of the mark will lead consumersto believethat applicant'sgoods are associated
with or sponsored by opposer, based on the fame of opposer's VIRGIN and VIRGIN-formative marks. Opposer assertsthat the
evidence supports a relationship between applicant's goods and its goods and services because all include “agricultural aspects

and influence agricultural production.” ¥ 10 support this assertion, it provides the following example:
[T]he Virgin Group's airport lounges and airlines might purchase and serve sunflower seeds from

VirginFarms. There can be no doubt that a Virgin Group 40 airline passenger who receives a package of
VirginFarms' sunflower seeds will be confused as to the source of those seeds. Likewise, VirginFarms

grains and seeds might be used in the production of biofuels by the Virgin Group's licensees or, worse,

their competitors. 4

*14 However, the record evidence does not support opposer's assertion. First, there is no evidence that applicant is seeking
to use his mark in connection with edible sunflower seeds, as this application lists items limited to agricultural use only;
therefore, the confusion theorized in this example for opposer's airline passenger would not result if this application proceeded
to registration. Second, opposer has introduced no evidence to establish that seeds for agricultural purposes could be used in
the production of biofuels, and there is no evidence that applicant is seeking to use its mark in connection with any grains and
seeds that are potentially capable of being used in the production of biofuels; therefore, again, there is nothing in the record to
support the theorized harm to opposer should this application proceeded to registration.

The third DuPont factor involves how and to whom the goods and services at issue are sold or marketed. We must determine,
therefore, whether there is likely to be an overlap between the respective purchasers and users of the goods and services of the
parties. Elec. Design & Salesv. Elec. Data Sys., 954 F.2d 713, 21 U.S.P.Q.2d 1388, 1390 (Fed. Cir. 1992). Since applicant's
description of goodsis limited to agricultural purposes, the listed goods travel in only those normal channels involving goods
for agricultural purposes. However, since those consumers buying seeds and like products for agricultural purposeswould also
likely buy phones and travel, these consumers may encounter both sets of marks. In re Elbaum, 211 U.S.P.Q. 639, 640 (TTAB
1981); see Paula Payne Prods. v. Johnson Publ'g Co., 473 F.2d 901, 177 U.SP.Q. 76, 77 (C.C.P.A. 1973); Kalart Co. v.
Camera-Mart, Inc., 258 F.2d 956, 119 U.S.P.Q. 139, 139-40 (C.C.P.A. 1958). Opposer's registrations have no limitations as
to trade channels or classes of purchasers.

The vast difference between grains for planting, spores, and seeds for agricultural use and all of opposer's goods and services
would not be lost on average purchasers, let alone those agricultural customers who buy agricultural seeds and grains for
commercia planting and farming. By limiting his goods to those for agricultural planting purposes, applicant has limited its
channels of trade to those that are unlikely to include opposer's listed goods and services. Moreover, while opposer asserts that
its goods and servicesinclude agricultural aspectsand influence agricultural production, opposer has not provided evidence that

supportsthisassertion in therecord. 42 \While some of opposer's submissionsthrough its notices of reliancerelate to agricultural
production, especially outside of the United States, printed publications and broadcast programming clips may not be used to
prove the truth of the matters asserted therein, as that would constitute reliance on hearsay. Thus, we have no basis on which
to conclude that the relevant purchasers would believe that applicant's goods are associated with or sponsored by opposer.
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*15 Though not directly argued, opposer suggests that since the Virgin Group uses the VIRGIN and VIRGIN-formative

» 43

marks in connection with “a vast array of goods and services, and the “public has an expectation that the Virgin Group

will introduce new and different products and services on aregular basis,” a4 agricultural seeds and related goods for planting

are within opposer's natural expansion of trade. Since opposer did not introduce any evidence supporting its invocation of the

doctrine of natural expansion, we have not resorted to this analysis when considering the relatedness of the goods and services

in this case. *°

When amark is famous, the degree of relatedness of the goods need not be as great. See Recot, Inc. v. Becton, 214 F.3d 1322,
54 U.S.P.Q.2d 1894, 1897-98 (Fed. Cir. 2000). However, there must be something more than just asimilarity of marksto show
thisrelatedness or, again, the owner of afamous mark would have aright in gross. Univ. of Notre Dame du Lac v. J.C. Gourmet
Food Imps., Co., 703 F.2d 1372, 217 U.S.P.Q. 505, 507 (Fed. Cir. 1983). We find that the goods and services at issue are not
related and that the channels of trade are distinct.

Thus, the second and third DuPont factors, regarding the similarity or dissimilarity of the goods and services and likely-to-
continue channels of trade favor applicant.

D. The conditions under which and buyers to whom sales are made (i.e., impulse vs. careful, sophisticated purchasing).

Considering the particular nature of applicant's goods, we have no doubt that purchasing decisions would not be made
impulsively or carelessly, as purchasing grains, seeds, bulbs and other goods used to yield successful farming and agricultural
growth would be a purchase of some deliberation and analysis.

In addition, even though professional farmers exercising a higher degree of care are not immune to trademark confusion, the
circumstances of purchasing such items would reduce source confusion. Thus, this fourth DuPont factor favors applicant.

E. Balancing the factors.

Whileour findingsfor purposesof likelihood of confusion arethat opposer'smarksarefamousand themarksare similar, opposer
isnot entitled to aright in gross. Opposer has failed to show that the respective goods and services are similar, let alone related.
Meanwhile, applicant's goods move in agricultural fields, while opposer's would not. Thus, we find that applicant's use of his
VIRGINFARMS mark for “agricultural grains for planting; agricultural seeds; bulbs for agricultural purposes; plantable seed
paper comprised primarily of seeds for agricultural purposes; seeds for agricultural purposes; spores and spawn; unprocessed
seeds for agricultural use” is not likely to cause confusion with opposer's VIRGIN and VIRGIN-formative marks as used in
connection with the listed goods and servicesin its registrations of record.

Dilution

*16 Inaddition to its Section 2(d) claim, opposer has asserted a dilution claim. The Trademark Dilution Revision Act of 2006
(“TDRA™) providesfor a cause of action for the dilution of famous marks. 15 U.S.C. 88 1063, 1125(c). The TDRA states that:
Subject to the principles of equity, the owner of a famous mark that is distinctive, inherently or through
acquired distinctiveness, shall be entitled to an injunction against another person who, at any time after
the owner's mark has become famous, commences use of a mark or trade name in commerce that is likely
to cause dilution by blurring or dilution by tarnishment of the famous mark, regardless of the presence or

absence of actual or likely confusion, of competition, or of actual economic injury.

15U.S.C. § 1125(c)(1).
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Opposer contends that the marks are so similar, “dilution by blurring isinevitable.” 4 Section 43(c)(2)(B) of the TDRA states
the following:

‘[D]ilution by blurring’ isassociation arising from the similarity between amark or trade name and afamous
mark that impairs the distinctiveness of the famous mark.
15U.S.C. §1125(c)(2)(B).
With respect to fame, the dilution analysis requires our consideration of the following issues in determining opposer's dilution
claim:
1. Whether VIRGIN is afamous mark;

2. Whether VIRGIN became famous prior to the filing date of applicant's application (March 20, 2009); and

3. Whether VIRGINFARMS and design islikely to cause dilution by blurring of the distinctiveness of VIRGIN and VIRGIN-
formative marks.

A. Whether opposer's mark is famous for purposes of dilution.

Although we have found VIRGIN famous for purposes of opposer's likelihood of confusion claim, we must now determine
whether VIRGIN is famous in the context of a dilution claim. Fame for dilution purposes is a distinct concept from fame for
likelihood of confusion purposes, with dilution fame requiring amore stringent showing. Coach Servs. Inc. v. Triumph Learning
LLC, 668 F.3d 1356, 101 U.S.P.Q.2d 1713, 1724 (Fed. Cir. 2012). Likelihood of confusion fame “varies along a spectrum from
very strong to very weak,” Inre Coors Brewing Co., 343 F.3d 1340, 68 U.S.P.Q.2d 1059, 1063 (Fed. Cir. 2003), while dilution
fameisan “either-or” proposition--it either exists or it does not. 101 U.S.P.Q.2d at 1724. The bar for establishing dilution fame
is set extremely high. Toro Co. v. ToroHead Inc., 61 U.S.P.Q.2d 1164, 1170 (TTAB 2001).

*17 In Toro, we stated that “[flame for dilution purposes is difficult to prove,” asto establish the requisite level of fame,
the “mark’s owner must demonstrate that the common or proper noun uses of the term and third-party uses of the mark are

now eclipsed by the owner's use of the mark.” 61 U.S.P.Q.2d at 1180. 4T An opposer must show that, when the general public
encountersthe mark “in almost any context, it associatestheterm, at least initially, with themark'sowner.” Id. at 1181. Evidence
to show the transformation of a term into a truly famous mark may include recognition by the other party, intense media
attention, and surveys. Id. In short, an opposer must show that its marks have become * househol d terms which almost everyone
isfamiliar.” Id.

Opposer's evidence fails to meet the Toro threshold showing of fame. First, the printed publication articles and broadcast clips
do not show Virgin-branded goods and services as the subject or focus, and thus, the media evidence failsto show awidespread
recognition of opposer's marks to the general population. Most of the broadcast clips reference or show the VIRGIN marksin
passing or inconsequentially. For example, in atelevision clip of five-minutes and forty-three seconds, which aired on CBS's
“The Early Show” on February 9, 2007, regarding a $25-million prize offered by former Vice President Al Gore and Richard
Branson to seek a solution to global warming, the only reference to VIRGIN isto inform viewers that Branson is the CEO and

chairman of Virgin Group; there is not a single reference to Virgin-branded goods and services. 48 Similarly, in atelevision
clip of four-minutes and twenty-two seconds, which aired on CNN's “Anderson Cooper 360°" on May 24, 2007, regarding
Branson's participation on an Artic expedition, the only reference to VIRGIN is to inform viewers that Branson is the CEO

of Virgin Atlantic. 49 Most of the evidence consisti ng of printed publications similarly is not about a broad variety of Virgin-
branded goods and services, but rather initiatives and investments in which Branson is a participant or leader. Second, opposer
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did not submit survey evidence of brand recognition and awareness. 50 T rd, applicant has not stated that it recognized opposer
as famous.

An example of the quantum and quality of sufficient evidence to establish dilution fame isthe evidence introduced in NASDAQ
Sock Market Inc. v. Antartica Sr.l., 69 U.S.P.Q.2d 1718 (TTAB 2003). In that decision, we found that the NASDAQ mark
was famous for its stock market services. The record included market studies demonstrating that the awareness of opposer's
stock market among investors reached more than 80% in 1999 from just above 20% in 1990. 69 U.S.P.Q.2d at 1729. Opposer
introduced evidence that its NASDAQ-branded website received seven million daily views, its daily market results appeared
in hundreds of newspapers, broadcasting stations and websites, and its NASDAQ-listed companies received separate and
significant mediacoverage asNASDAQ traded companies. Id. Inview of theforegoing, wefind that opposer has not established
that VIRGIN isfamous for dilution purposes.

*18 On thisrecord, opposer cannot prevail on its dilution claim because we have found that opposer has not met its burden
of proving that its VIRGIN marks are famous for purposes of dilution. Nevertheless, for purposes of completeness, we discuss
whether the VIRGIN marks were capable of being famous prior to the filing date of applicant's application, and dilution by
blurring and tarnishment.

B. When were opposer's marks capabl e of being famous based on the evidence?

In the event that this case is appealed and the reviewing court finds that based on opposer's record, the VIRGIN and VIRGIN-
formative marks are famous, we find that such fame has been established prior to the filing date of the application (March
20, 2009).

Based on Mr. James' testimony regarding opposer's sales and advertising expenditures of VAA, VAI, and VMU regarding
Virgin-branded goods and services, we would be able to find that opposer's mark became famous prior to the filing date of
the application.

C. Whether VIRGINFARMS and design is likely to cause dilution by blurring of the distinctiveness of the VIRGIN and
VIRGIN-formative marks.

The Board may ook to all relevant factsin determining whether applicant's VIRGINFARMS mark will blur the distinctiveness
of opposer's VIRGIN and VIRGIN-formative marks. The Trademark Act provides the following guidance:

In determining whether amark or trade nameislikely to cause dilution by blurring, the court may consider all relevant factors,
including the following:

(i) The degree of similarity between the mark or trade name and the famous mark.

(i) The degree of inherent or acquired distinctiveness of the famous mark.

(ii1) The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark.

(iv) The degree of recognition of the famous mark.

(V) Whether the user of the mark or trade name intended to create an association with the famous mark.

(vi) Any actual association between the mark or trade name and the famous mark.

15 U.S.C. § 1125(c)(2)(B)(i)-(vi).
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1. The degree of similarity between the mark or trade name and the famous mark.

In analysis of dilution by blurring, marks are compared under the test for similarity for likelihood of confusion purposes. Nike
Inc. v. Maher, 100 U.S.P.Q.2d 1018, 1030 (TTAB 2011). Asin the analysis provided supra, we find that the marks are more
similar than dissimilar.

Because we find that the marks are similar, this factor favors opposer.

2. The degree of inherent or acquired distinctiveness of the famous mark.

As indicated previously, VIRGIN is a suggestive term when used in connection with agricultural planting goods, and is
inherently distinctive in connection with opposer's listed goods and services. Accordingly, because VIRGIN is inherently
distinctive, this dilution factor favors opposer.

3. The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark.

*19 Opposer has introduced evidence of trademark opposition and infringement action litigation consisting of 67 non-
precedential Board decisions and 62 court judgmentsin the United States. 51 Opposer aso introduced evidence of itstrademark

licensing in the United States. 52 This evidence demonstrates opposer's enforcement efforts and measures to have substantially
exclusiveuse of VIRGIN and VIRGIN-formative marks. Thus, we conclude that opposer has maintained substantially exclusive
use of the VIRGIN and VIRGIN-formative mark, and therefore, this dilution factor favors opposer.

4. The degree of recognition of the famous mark.

This congressionally mandated factor seems redundant in view of the fact that opposer must establish that its mark is famous
asaprerequisite for establishing adilution claim. Nevertheless, we must consider this factor in accordance with the statute. We
conclude, therefore, that the degree of recognition of the famous mark requires us to determine the level of fame acquired by
the famous mark. In other words, once the mark is determined to be famous as a prerequisite for dilution protection, we must
apply adliding scale to determine the extent of that protection (i.e., the more famous the mark, the more likely there will be an
association between the famous mark and the defendant's mark).

As indicated above, we have found that VIRGIN is famous for purposes of likelihood of confusion, but not for purposes of
dilution. Thus, VIRGIN has not acquired an extraordinary degree of recognition such that it “is now primarily associated with
the owner of the mark even when it isconsidered outside of the context of the owner's goodsand services’ such that the mark has
become part of the vernacular. Toro Co. v. ToroHead, Inc., 61 U.S.P.Q.2d at 1180-81. Accordingly, we find that this dilution
factor favors applicant.

5. Whether the user of the mark or trade name intended to create an association with the famous mark.

Opposer failed to present any evidence demonstrating that applicant intended to create an association with its VIRGIN and
VIRGIN-formative marks. There no evidence showing that applicant tried to create an association with opposer's mark. In view
thereof, this dilution factor favors applicant.

6. Any actual association between the mark or trade name and the famous mark.

Opposer failed to present any evidence demonstrating that there is any actual association between applicant's VIRGINFARMS
mark and its VIRGIN and VIRGIN-formative marks. Since we have no evidence on which to conclude that potential customers
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of applicant's products would make any association between the parties marks when used on their respective products and in
connection with opposer's services, this dilution factor favors applicant.

7. Balancing the factors.

Thefinding that opposer'sVIRGIN and VIRGIN-formative marksare not famousfor purposes of dilution, thefact that thereisno
evidence demonstrating any association between the parties marks, and the fact that there is no evidence that applicant intended
to create an association with opposer's mark outweigh the similarities of the marks and the distinctiveness and substantially
exclusive use of opposer'sVIRGIN and VIRGIN-formative marks. Based on the record before us, opposer has not demonstrated
that the registration of applicant's VIRGINFARMS mark will diluteits VIRGIN and VIRGIN-formative marks by blurring.

D. Dilution by tarnishment.

*20 There is no evidence in this record suggesting that opposer's VIRGIN and VIRGIN-formative marks will suffer any
negative association by applicant's use of his mark. In view of the foregoing, opposer has failed to prove its claim of dilution
by tarnishment.

Decision: The opposition is dismissed with prejudice.

Footnotes

1 Opposer did not plead afamily of marks.

2 Issued August 30, 1994; first renewal.
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33 But cf. Herman Miller, Inc. v. Palazzetti Imps. & Exps., Inc., 270 F.3d 298, 60 U.S.P.Q.2d 1633, 1646 n.7 (6th Cir. 2001) (finding
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not automatically mean that consumers understand that the chair is manufactured by plaintiff).
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