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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PROMARK BRANDS INC. and Opposition No. 91194974 (Parent)
H. J. HEINZ COMPANY, and Opposition No. 91196358
Opposers’ U.S. Trademark Application 77/864,305

For the Mark SMART BALANCE

Vs.
U.S. Trademark Application 77/864,268

GFA BRANDS, INC., For the Mark SMART BALANCE

Applicant.

OPPOSERS’ NOTICE OF FILING OF
CERTIFIED DEPOSITION TRANSCRIPT AND EXHIBITS

Pursuant to Rule 2.125(c) of the Trademark Rules of Practice and Section 703.01(k) of
the Trademark Trial and Appeal Board Manual of Procedure (the “TBMP”’), Opposers, ProMark
Brands Inc. and H. J. Heinz Company, hereby file with the Board, and notify Applicant of the
filing of, the corrected certified transcript and accompanying exhibits from the February 20,
2013, testimony deposition of Sabrina J. Hudson.

Pursuant to Section 703.01(n) of the TBMP, the transcript has been corrected by writing
each correction above the original text that it corrects, each of which has been initialed by Ms.
Hudson. (An Errata Sheet listing the corrections has also been included at the end of the

transcript.)



Per the stipulated protective order filed on June 30, 2011, and approved by the Board on
July 26, 2011, and pursuant to Rules 2.125(e) and 2.126(c) of the Trademark Rules of Practice
and Section 703.01(p) of the TBMP, Applicant’s Exhibit 1 has been designated as “Confidential

— Attorney’s Eyes Only” and is being filed with the Board under seal, under separate cover.

Dated this 22nd day of March, 2013.

By: /Angela R. Gott/
Timothy P. Fraelich
Angela R. Gott
JONES DAY
North Point
901 Lakeside Avenue
Cleveland, Ohio 44114-1190
(216) 586-3939 (phone)
(216) 579-0212 (fax)
tfraelich@jonesday.com
agott@jonesday.com

Kevin C. Meacham

JONES DAY

500 Grant Street, Suite 4500
Pittsburgh, Pennsylvania 15219-2514
(412) 394-7265 (phone)

(412) 394-7959 (fax)
kecmeacham@jonesday.com

Attorneys for Opposers
ProMark Brands Inc. and H. J. Heinz Company



CERTIFICATE OF SERVICE

The undersigned certifies that a copy of the foregoing was sent by UPS, postage prepaid,

on this 22nd day of March, 2013, to Counsel for Applicant:

Marta S. Levine

David R. Cross

Johanna M. Wilbert

QUARLES & BRADY LLP

411 East Wisconsin Avenue, Suite 2350
Milwaukee, Wisconsin 53202-4426

marta.levine@quarles.com
david.cross@quarles.com
johanna.wilbert@quarles.com

/Angela R. Gott/
Attorney for Opposers
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SABRINA HUDSON

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PROMARK BRANDS INC. and
H.J. HEINZ COMPANY,

)Opposition No. 91194974
} (Parent) and
) Opposition No. 911963580
Opposers, )
U Trademark Application
vs. )77/864 305 For the Mark
) SMART BALANCE ‘
GFA BRANDS, INC., )
U Trademark Application
)77/864 268 For the Mark
) SMART BALANCE

Applicant.

Deposition of SABRINA HUDSON

Wednesday, February 20, 2013

The deposition of SABRINA HUDSCON, called as a
witness in her own right, pursuant to Rule 2.123 of
the Trademark Rules of Practice and Rules 28 and 30 of
the Federal Rules of Civil Procedure, taken before me,
the undersigned, Jenna Nicole Freund, a Notary Public
in and for the Commonwealth of Pennsylvania, at the
offices of Jones Day, 500 Grant Street, Suite 4500,
Pittsburgh, Pennsylvania 15219, commencing at 9:00
o'clock a.m., the day and date above set forth.

National Court Reporters, Inc.
888.800.965¢6
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SABRINA HUDSON
APPEARANCES:
On behalf of the Opposers:

Jones Day:

Timothy P. Fraelich, Esquire
Neoerth Point

801 Lakeside Avenue
Cleveland, Ohic 44114-1190

On behalf of the Applicant:
Quarles & Brady LLP:

Johanna M. Wilbert, Esquire
411 East Wisconsin Avenue

Milwaukee, Wisconsin 53202-44387

ALSO PRESENT:

Rick Gray
Mike Hertlein

Naticnal Court Reporters,
888.800.9656

Inc.
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SABRINA HUDSON
SABRINA HUDSON

called as a witness by the Cpposers, having been first
duly sworn, as hereinafter certified, was deposed and
said as follows:

DIRECT EXAMINATICN:
BY MR. FRAELICH:

Q Could vou state your full name for the

record, please?

A Sabrina Jane Hudson.
Q And are you currently employed?
yi Yes, I am.

Q Where are you employed?

A H.J. Heinz Company.

Q How long have you been employed by Heinz?

A About six and a half years.

Q And do you have a title at the H.J. Heinz
Company?

A I do, it's associate director, corporate
counsel.

9] Do you have any other titles?

A No.

Q Could you describe for me some of your

responsibilities as associate director, corporate

counsel?

National Court Reporters, Inc.
888.800.9656
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SABRINA EUDSON
A My main responsibility is to handle the
global trademark matters, and that includes everything
related to the trademarks including prosecution,
enforcement, also license agreements, deals and
acquisitions that relate to trademarks.

I also handle and support Heinz North
America advertising and marketing, so I review all the
U.S. advertising material before it goes out.

I also review all the packaging for U.S.
and Canada. And in connection with supporting the
advertising marketing team from the legal perspective,
I would review any sort of co-promotion agreements.

Another responsibility I have is I am also
responsible for gleobal social media, as well, from a
legal perspective.

Q Are you an attorney?

>

Yes, I am.
Q And you're licensed to practice where?
A In Pennsylvania.

] And during the six and a half years that
you have worked at Heinz, have you had similar
responsibilities to those that you exercise now?

A Yes. It's been about a year since I took

on the advertising and marketing role for Heinz North

National Court Reporters, Inc.
888.800.9656



~

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

SABRINA HUDSCN

America, but the whole six and a half years I have

been there I was handling the global trademark matters

for Heinz.

Q

Are you the person primarily responsible

for global trademark matters for Heinz in Pittsburgh?

A

Q
for Heinz?

A
Pittsburgh,

Q

A

Q
Gates?

A

Yes.

And what did you do befcore you came to work

I was an attorney at a law firm in
it's now called K&L Gates.

How long were you there?

Six and a half years.

And what type of work did you do at K&l

I did a couple different things, I did

trademark work as well, including prosecution,

enforcement
litigation.

Q

, litigation, and then I also did general

How much of your time at K&L Gates was

spent on matters involving trademarks?

A

Q

I would say 80 percent.

And as part of those respoensibilities, did

you become familiar with the law related to

trademarks?

National Court Reporters, Inc.
888.800.96586
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SABRINA HUDSON
A Yes,
Q Are you familiar with the federal statute

that pertains to trademarks?

A Yes.,

Q Do you know what the name of that statute
is?

A The Lanham Act.

Q Are you familiar with the Smart Balance
trademark?

A I am.

. Q And are you aware of any applications being

filed in the United States Trademark Office?

A Yes.

Q To your knowledge, how many applications
were filed for the Smart Balance trademark that are at
issue in this proceeding?

A Two.

Q And who provided instructions that those

marks were to be opposed?

A I did.
Q Why did you do so?
A After we noticed that they were published

for opposition, we reviewed the applications and

decided that we should oppose based on a likelihood of

National Ccourt Reporters, Inc.
888.800.9656
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SABRINA HUDSON
confusion with our Smart Ones marks and a likelihood
of dilution with our Smart Ones marks.

Q Let me hand you what's been marked as
Opposer's Exhibit 1, and tell me if you have ever seen
that document before?

(Thereupon, Opposer's Exhibit No. 1 was
marked for identification.)

A I have.

Q Could you identify what it is for the
record, please?

: Yes, it is copposer's, which is Promark
Brands, Inc. and H.J. Heinz Company's notice of
testimony deposition in this opposition proceeding.

Q Okay. And is it your understanding that
you're here to provide testimony on behalf of H.J.
Heinz in connection with that proceeding?

A Yes.

Q And could you identify for me who the

opposers are in this opposition?

A Promark Brands, Inc. and H.J. Heinz Company
9] What 1s Promark Brands, Inc.?
A It's a wholly owned subsidiary of H.J.

Heinz Company, and at the time we filed this

opposition, Promark Brands, Inc. owned all rights and

National Court Reporters, Inc.
888.800.8656
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SABRINA HUDSON
interests in the Smart Ones mark.
Since the filing of this opposition, those

were assigned to H.J. Heinz Company.

Q On a going forward basis, when I say Heinz,
I am going to be referring collectively to Promark
Brands, Inc. and H.J. Heinz Company; is that
acceptable to you?

A Yes.

] Ms. Hudson, are you familiar with the

history of Heinz?

A Yes.

Q Can you tell me a little bit about the
company?

A Yes. It started in 1869 by H.J. Heinz. It

is now a glokal food company with Neo. 1 and No. 2
brands in many products around the world. I think our

sales are a little over $10 billicn.

Q $10 billion annually?
A Yes.
0 And where is Heinz headguartered in the

United States?
A Pittsburgh, Pennsylvania.
O Are you familiar with the products that

Heinz sells in the United States?

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON

A Yes.

Q Can you describe some of the products that
Heinz sells?

A Yes. We have different categories:
Condiments and sauces, which would include a variety
of things including ketchup, mustard, mayonnaise,
vinegar, pickles, other different sauces, barbecue
sauces, pasta sauces.

We also have a variety of frozen food
products including frozen potatoes, frozen meals,
entrees, snacks, breakfast, desserts, and we also
have -- in our food service, we do a large soup
business and -- I am trying to think, I think I have
covered everything.

Q Are you familiar with the trademarks that
Heinz owns in connection with its product lines?

A Yes.

Q I don't expect an exhaustive list, but can
you identify for me some of the most prominent
trademarks the company owns? .
Heinz, Ore-Tda

A Yes. Obviously, Heinz Ore-Ida, Smart Ones,
Classico would be our some of our top brands in the
u.s.

Q You mentioned the Smart Ones trademark; are

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON
you familiar with the products that are sold in

connection with that trademark?

A Yes.
0 Tell me about the Smart Ones product line.
A We have frozen breakfasts, that would

include things like French toast, pancakes, breakfast
sandwiches, also meals that have eggs and potatoes in
them. We also have some breakfast wraps that have
eggs inside of them.

Then we have what we call a frozen entree
or frozen dinner line cor segment, and that includes
trays and bagged meals which have a huge variety.
Some of them are more pasta based, they are TItalian
style type meals, some of them are Asian based, Asian
style meals, we have Mexican style meals.

We also have snacks and hand held entrees,
so these would include hamburger sliders, chicken
sliders, quesadillas, pizza snacks, we also have
pizzas, and desserts, as well.

Desserts would include things like ice
cream sundaes, cakes, pies.

Q Are you familiar with the history and
development of the Smart Ones brand?

A Yes.

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSCN
O When was the Smart Ones product brand first

introduced into the market?

A Around 1992.

Q And that was in the United States?

A Yes.

Q And since that time, has the number of

products sold in connection with the 3Smart Ones
trademark grown larger or smaller?

A Larger. Since I have been at Heinz for six
and a half years, it's grown larger, as well.

Q How would you characterize the expansion?
Has it been -- I will let you characterize it. How
would you characterize the expansion of the brand?

F:\ I would say it's been -- the growth has
been pretty high, not only in terms of innovation and
product introductions, for example, when we launched
the bag meals, I believe we launched around six or
seven SKUs at one time.

Also, not only the innovation of the

products, but just the advertising has greatly

increased.

Q You used the term SKUs; what's a SKU?

A I forget what it stands for, but basically,
it just means one product. If we have a macaroni and

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON
cheese product, that's a SKU. If we have a chicken
parmesan, that's anothexr SKU. So it just refers to a

different item.

Q Is this a term that the company uses?
A The industry uses it.
Q So it's used by the retailers that sell

your products as well or not?

A I think so, yes.

Q Is the Smart Ones trademark important to
Heinz?

A Yes.

Q Why so?

A It's one of our top brands, especially in
the U.S.

It's one of our top brands as far as sales,
and it's also —-- you know, we are in the food
industry, we are also very big in health and wellness,
and this brand is an important brand for the health
and wellness platform.

Q Does the Smart Ones product line fall into
any particular category in the industry?

A Generally, we classify it in the freozen
nutritional category.

Q What's the frozen nutritional category?

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON

A It's generally items -- mostly meals that

are somehow better for you. A lot of times it could
contrviied

be that they are portion control or they have lower
calories, lower fat, probably as a result maybe lower
in what people consider nutritionals that are not
necessarily good for you but have nutritionals that
are better for you, whole grains and things like that.

0] Are they the type of product that people
eat if they are trying to lead a healthier lifestyle?

A I think it’'s a combination. It probably
depends on the consumer. I think some people eat
those products to lose weight, I think some people eat
those products to maintain their weight, and I think
some people just eat it to -- you know, to live a

healthier lifestyle and try to control their portions

and intake of bad nutritionals.

Q And are you familiar with the Smart Balance
brand?

A Yes.

Q Tell me what you know about the Smart

Balance brand.
A Well, I know it's used in connection with

Maroarines
margarins, oils, butters, I believe egg products as

well, maybe popcorn.

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON
And my understanding is that it focuses a

lot on heart healthy. So it's meant for people who
are trying to watch their health, especially in terms
of things that -- ingredients or content that may be
bad for people who may have heart problems or heart
issues.

Q Would -- based upon your experience and
your responsibilities at Heinz, would you consider
products sold in connection with the Smart Balance

trademark to fall into the nutritional category?

A Yes.
Q Why is that?
A First of all, I think the way it's

positiconed now is that it's better for you. I haven't
compared the nutriticnals, I don't exactly knoﬁ about
calcories and fat.

Generally, when you have something that's
heart healthy, it's lower in sodium, lower in fat,
usually lower in caleories, so it would fall into —--
there is generally, my understanding, is two
categories in the frozen section, the nutritional
categories are what we term as more of the full fat,
so I don't think the heart healthy product weoculd fall

into full fat, I think it would fall into the

National Court Reporters, Inc.
888.800.965¢6
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SABRINA HUDSON
nutritional category.
Q What is your understanding about who owns
the Smart Balance trademark?
A GFA Brands.
Q And as a consequence of your
responsibilities at Heinz, have you had occasion to

compare the Smart Ones trademark to the Smart Balance

trademark?
A Yes.
Q As part of that comparison, do you believe

that the Smart Ones trademark and the Smart Balance
trademark are similar in appearance?

i\ I do.

Q Do you believe that the Smart Ones
trademark and the Smart Balance trademark are similar
in sound?

A I do.

Q Do you believe that the Smart Ones
trademark and the Smart Balance trademark are similar
in meaning?

A I do.

0 What is a commercial impression? In your
industry when you talk about a commercial impression,

what does that mean?

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON
A It's sort of the impression that consumers
get when they see a mark or a product.
Q Okay. And in your opinion, do -- does the
Smart Balance trademark and the Smart Ones trademark

convey the same commercial impression?

think so
A Yes, I do think.
Q What if any concerns do you have about the

Smart Balance trademark?

A ' Well, if they begin selling these products
in the frozen nutritional category or in the frozen
category, they will directly compete with our Smar£
Ones products.

And I believe that the use of Smart Balance
in connection with frozen food products is going to
cause consumer confusion with our Smart Ones marks.

And also, I think it's going to dilute the
good will and the distinctive guality of our Smart
Ones trademark.

0] Could you provide a description of some of
the products that I might see if I would go to a
grocery store shopping for a Smart Ones product?

A Yes. If you were shopping for breakfast,
as I said before, French toast, pancakes, breakfast

sandwiches which are usually an English muffin with

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON

egg and maybe a slice of meat on them and cheese.

And then for our entrees we have three
cheese ziti, macaroni and cheese, we have some -- I
forget the exact name of the product, but some Mexican
style wraps, we have shrimp marinara pasta, we have
some Asian style like sesame chicken, and then we have
pizza snacks, hamburger sliders, little guesadillas.

And then desserts, chocolate chip ice cream
sundae, key lime pie are some examples.

Q And how would you describe the reputation

of the Smart Ones trademark among consumers?

A I think it's wvery high.
Q Why do you say that?
A First of all, it's been a brand that's been

in existence, if my math is right, a little over 20
years and, you kneow, it's been an important brand,
it's been highly promoted over those 20 years and even
more so since I hgve been at Heinz.
And we have a very high sales volume, so I

think consumers know it and, you know, recognize it.

Q Do you currently consider GFA Brands to be
a competitor of Heinz?

A Not currently because they are not selling

any preducts that are in our product categories.

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON
Q Assuming hypothetically that GFA Brands
were to introduce a frozen nutritional product in
connection with the Smart Balance trademark, would you

consider it to be a competitor of Heinz at that point?

A Yes, I would.

Q Why is that?

A They would be selling the exact same
products.

Q Do you believe that the introduction of

such nutritional products in connection with the Smart
Balance trademark would cause confusion?

A I do.

Q How would that confusion manifest itself in
your opinion?

A It can manifest in a variety of different
ways. You could have a situation where someocone could
purchase their product thinking it is ours, you could
have someone thinking that the two parties are related
or there is some sort of licensing relationship so
that if, you know, I am a consumer and I purchase a
Smart Balance frozen entree and I don't like it, then
I may call Heinz and complain or I may go to Heinz's
Smart Ones Facebook page and complain.

And that would have a negative impacit on

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON
our good will of our Smart Ones trademark.

Q To date, are you aware of any actual
confusion that's occurred as a result of GFA Brands'
use of the Smart Balance trademark and Heinz's use of
the Smart Ones trademark?

A No, but I wouldn't expect to because they
are not in ocur product categories.

Q But if they enter your product categories,
what do you think will occur?

A I think there will be confusion.

O Let me hand you what's been marked as
Opposer's Exhibit 2 and ask you to take a look at that
document, please.

{Thereupon, Opposer’'s Exhibit No. 2 was

marked for identification.)

A Okay.

Q And do you recognize this document?

A I do.

Q And could you describe what it is for the
record?

A It's a four-page document. The first is a

copy of the U.S. registration certificate for U.S.
registration No. 1911590 for the mark Smart Ones, and

then the last three pages are printouts from the U.S.

Naticnal Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON
Patent and Trademark Offices website, their TARR
system, T-A-R-R.
Q Let me direct your attention to the last
page of the printout.
A Okay.
0 And could you identify who the

cerrespondent is for this trademark registration?

A It's me.

Q And who owns this registration?

A H.J. Heinz Company.

Q Could you describe for the record what the

goods are that are claimed in the registration?

A Class 29, frozen entrees consisting
primarily of chicken, beef, fish and/or vegetables,
and class 30, frozen entrees consisting primarily of
pasta and/or rice alone or in combination with other
foods.

Q Does Heinz currently use the Smarti Ones
trademark in connecticn with these goods?

A It does.

O What is your understanding of the date that
Heinz first began using the Smart Cnes mark in
connection with the goods designated in this

registration?

Naticnal Court Reporters, Inc.
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SABRINA HUDSON

A At least as early as May 19%2.

Q Do you believe that Heinz has continuously
used the Smart Ones trademark in connection with the
goods identified in this registration since that date?

A I do.

Q Let me hand you what's been marked as
Opposer’'s Exhibit 3 and ask you to take a look at
that, please.

Do you recognize this document?
(Thereuvpon, Opposer's Exhibit No. 3 was
marked for identification.)

A I do.

Q Could you describe what it is for the
record, please?

A It's a four page document, the first page
is a copy of the U.S. Trademark Registration

: registration
Certificate for trademark register No. 2204080 for the
mark Smart Ones, and the remaining three pages are a
printout from the U.S. Patent and Trademark Office’'s
electronic TARR system.

Q Let me direct your attention to the last
page of the exhibit; there is someone identified as
the correspondent?

A Me.

National Court Reporters, Inc.
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SABRINA HUDSON

Q Can you tell me who owns this registration?
A H.J. Heinz Company.
Q Can you recite for the reccrd what the

goods are that are claimed in this registration?

A Class 30, it's frozen desserts consisting
0f milk based or milk substitute based desserts,
cakes, pies.

Q And do you know if Heinz currently uses the
Smart Ones trademark in connection with these goods?

A It does.

Q What is your understanding of the date that
Heinz first began using the Smart Ones trademark in
connection with these goods?

A At least as early as November 1997.

Q Do you believe that Heinz currently uses

the Smart Ones trademark in connection with these

goods?
A I do.
o] Let me hand you what's been marked as

Opposer's Exhibit 4 and ask you to take a look at that
for me, please.

Do you recognize this document?

{(Thereupon, Opposer's Exhiblt No. 4 was

marked for identification.)

National Court Reporters, Inc.
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SABRINA HUDSON

A I do.

Q Could you describe it for the record,
please?

A it's a four-page document. The first page

is a copy cf the U.3. Patent and Trademark Cffice
registration certificate for registration No. 2916538
for the mark Smart Ones. The remaining three pages
are printouts from U.S. Patent and Trademark Office's
electronic TARR system.

Q Let me direct your attention to the last
page of the exhibit. Listed as both the attorney of

record and the correspondent for this registration is

who?

A Me.

0 Can you tell me who owns this registration?

A H.J. Heinz Company.

Q What are the goods that are claimed in the
registration?

A Pizza in class 30.

Q Does Heinz currently use the Smart Ones

trademark in connection with pizza?
A It does.
Q Do you know when Heinz began using the

Smart Ones trademark in connection with pizza?

National Court Reporters, Inc.
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SABRINA HUDSON

A At least as early as November 1957.

Q Is it your understanding that Heinz has
continuously used the Smart Ones trademark in
connection with pizza since that date?

A It is.

Q Let me hand you what's been marked as
Opposer's Exhibit 5 and ask you to tell me if you have
ever seen this document before?

{(Thereupon, Opposer's Exhibit No. 5 was

marked for identification.)

A Yes.

Q Could you describe what it is for the
record?

A It's a four-page document, the first one is

a copy of the U.S. Patent and Trademark Cffice's
registration certificate for registration

No. 2916539. The remaining three pages are a printout
from the U.3. Patent and Trademark OCffice's electronic
TARR system.

Q Let me direct your attention to the last
page of Exhibit 5. And identified as both the
attorney of record and the correspondent for this
registration is who?

A Me.

National Court Reporters, Inc.
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SABRINA HUDSON

Q Could you recite for the record what the
geods are that are claimed in this registration?

A In class 30, precooked, ready to eat frozen
bread or wrap having a meat and/or vegetable filling
with or without cheese.

Q Does Heinz currently use the Smart Ones
trademark in connection with those goods?

A Yes.

o] What is your understanding of the date that
Heinz first began using the Smart Ones trademark in
cennection with those goods?

A At least as early as April 2001.

Q Do you believe that Heinz has continuously

used the Smart Ones trademark in connection with those

goods?
A I do.
Q Let me hand you what's been marked as

Opposer’'s Exhibit 6, and tell me if you recognize that
document?
{Thereupon, Opposer’'s Exhibit No. 6 was

marked for identification.)

.\ I do.
Q Could you identify it for the record
please?

National Court Reporters, Inc.
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SABRINA HUDSON
A It's a four-page document. The first page
is a copy of the U.S. Patent and Trademark Office
registration certificate for registration No. 3462182
for the mark Smart Ones.

The remaining three pages are printouts
from the U.S. Patent and Trademark Office's electronic
TARR system.

0 Let me direct your attention to the last
page of this Exhibit 6, and could you identify for me
who the individual is that's designated as both the

attorney of record and correspondent for this

registration?

A Me.

0 Who owns this registration?

A H.J. Heinz Company.

0 What are the goods claimed in the
registration?

A In class 30, frozen foods, namely breakfast

sandwiches and muffins.
0 Do you know if Heinz currently uses the
Smart Ones trademark in connection with those goods?
A It does.
Q What is your understanding of what Heinz

first began using the Smart Ones trademark in

Naticnal Court Reporters, Inc.
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SABRINA HUDSON
connection with those goods?

A At least at early as December 1997.

Q Do you believe that Heinz has continuocusly
used the Smart Ones trademark in connection with those
goods since that date?

A I do.

Q As part of your responsibilities for Heinz,
do you actively monitor potentially conflicting

trademarks?

A Yes.
Q Describe that process for me.
A We have a couple different ways that we do

that. First of all, we hire a third party who sends
us reports once a day of confusing marks based on the
marks that we have given them, and I personally review
that list.

And then we also have a paralegal in our
department who reviews the U.S. Cfficial Gazette and
then she brings to my attention any marks that are
confusingly similar that she thinks may be an issue.

Q Do you undertake the exercise you just
described in connecticn with the Smart Ones trademark,
as well?

A Yes, we do.

National Court Reporters, Inc.
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SABRINA HUDSON
Q Does Heinz seek to stop those that are
using trademarks which it believes are confusingly

similar to the Smart Ones trademark?

A It does.
Q Describe that process for me, please.
A Well, as I said, you know, if I notice

something when I am reviewing the third party report
or if the paralegal notices something, she brings it
to my attention.

We will review the mark, we will review the
goods and also sometimes do research on the
applicant. And then occasionally, we will discuss
with outside counsel, and then if we believe that it
is an application that is likely to confuse consumers,
cause dilution or otherwise damage Heinz's rights,
then we will object.

Q Are there occasions where you will find a
trademark that you initially think is problematic but
upon further evaluation, you do not regard it as such?

A Yes.

Q What are the criteria that you apply in
determining that a trademark is not problematic?

A We consider a lot of the DuPont factors,

likelihood of confusion factors that courts and the

National Court Reporters, Inc.
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SABRINA HUDSON
trademark trial and appeal board has considered in the
past.

Obviously, with an application, you're
limited in all of those factors, so we primarily focus
on similarit& of the marks in terms of sight, sound
and meaning and similarity of the goéds, also the
strength of our mark and similarity to marketing
channels.

Q Does Heinz ever send letters to entities
that are using or applying for trademarks which it
deems to be problematic?

A It does.

Q Does it send such letters in connection
with the Smart Ones trademark?

A It does.

Q Does Heinz ever file opposition proceedings
in the trademark trial and appeal board when it
determines there is a potential conflict between a
trademark it owns and a trademark that's been applied
for by another entity?

A It does.

Q And it did so in connection with this
proceeding; correct?

A It did.

National Court Reporters, Inc.
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SABRINA HUDSON

Q Who is the person that made the decision to
file this opposition proceeding against GFA Brands?

A Ultimately, 1t was me.

Q Okay. Has Heinz ever entered intoc any
agreements with third parties relating toc the Smart
Ones trademark?

A We have entered into settlement agreements,
and then historically, we had some license agreements,
but those are no longer in existence.

Q Let me hand you what's been marked as
Exhibit 7 and ask you to take a look at that document
for me, please.

Can you describe what Exhibit 7 is for the
record, please?
{Thereupon, Opposer's Exhibit No. 7 was
marked for identification.)

A Yes. The first couple of pages are a
printout from the U.S. Patent and Trademark Office's
trademark trial and appeal board electronic system
regarding an opposition that was filed by Heinz
against GFA Brands' application for Smart Balance, and
then after that 1s a copy of the actual notice of
opposition that was filed.

Q Are you able to discern from this exhibit

National Court Reporters, Inc.
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SABRINA HUDSON
the goods that GFA applied to register in connection

with the Smart Balance trademark?

A Yes.

) Can you recite those goods for the record,
please?

A In class 29, all goods -- okay -- frozen

appetizers primarily containing poultry, meat, seafood
or vegetables, frozen entrees primarily containing
poultry, meat, seafood or vegetables.

In class 30, frozen entrees consisting
primarily of pasta or rice.

Q Is there an overlap between the goods
described in the GFA application for Smart Balance and
the trademark registration that Heinz owns for Smart
Ones?

A Yes, a direct overlap.

Q Okay. And with respect to the other
application, can you identify for the record the goods
that were applied for in connection with that
application filed by GFA in connection with Smart
Balance?

A Yes. In class 29, soy chips and yucca
chips, y-u-c-c-a, snack mixes consisting primarily of

processed fruits, processed nuts, raisins and/or

National Court Reporters, Inc.
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SABRINA HUDSOCN
seeds, nut and seed based snack bars.

In class 30, cake mix, frosting, cakes,
frozen cakes, cookies, coffee, tea, hot chocolate,
bread, rolls, crackers, pretzels, corn chips, snack
mixes consisting primarily of crackers, pretzels, nuts
and/cor popped popcorn, spices, granola based snack
bars, pita chips.

0 " And is there an overlap between the goods
applied for in connection with this application and
the goods that Heinz owns in connection with its Smart
Ones trademarks?

A Yes, some of them there is a direct overlap
because we also sell frozen cakes.

Q So primarily, the overlap with respect to

this application falls in the category of frozen

cakes?

A Or in cakes, yes.

Q Have there been occasions where you have
had -- strike that.

Have there been instances in the past where
you filed oppositions against other trademarks that
incorporate the word "smart™?

A Yes.

Q Have you instructed ocutside counsel to file

National Court Reporters, Inc.
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SABRINA HUDSON
opposition proceedings againsi those trademarks?

A Yes.

Q Let me hand you what's been marked as
Exhibit 8 and ask you to review that document for me,
please?

(Thereupon, Opposer's Exhibit No. 8 was
marked for identification.)

i Okay.

Q Can you identify what this document is for
the record?

A Yes. The first couple pages are a printout
from the U.S. Patent and Trademark Office's trademark
trizl and appeal board's electronic system regarding
an opposition that was filed by Heinz against an
individual Mark Sterner, S-t-e-r-n-e-r, his
application for Smart Choice, and the remaining pages
are the actual notice of opposition that was filed or
a copy of the notice of opposition that was filed.

Q What were the goods that Mr. Sterner was
seeking to register in connection with the Smart
Choice trademark?

A Soups.

Q What action did Heinz take with respect to

that application?

National Court Reporters, Inc.
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SABRINA HUDSON
A We opposed it.
Q Was the Smart Choice mark registered, to
your knowledge?
a I don't believe so.
Q Okay, And do you recall what the
resolution was of this proceeding?
A I believe either we settled with the
applicant or he agreed to withdraw the application.
0 Let me hand you what's been marked as
Exhibit 9, and tell me if you recognize that document?
(Thereupon, Opposer's Exhibit No. 9 was

marked for identification.)

A I do.

Q And can you identify it for the record
please?

A Yes. The first couple pages are a printout

from the U.S. Patent and Trademark Office's trademark

trial and appeal board's electronic system regarding
application

an opposition that was filed by an individual Peter,

and I will spell his last name, K-o-l-e-o0-g-l-o-u, for

an application for Smart One, and the remaining pages

are a copy of the actual notice of opposition.

And the opposition was filed by Heinz.

Q Can you tell me what the goods were that

National Court Reporters, Inc.
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SABRINA HUDSON
Mr. Koleoglou was attempting to register in connection
with the Smart One trademark?

A Yes. 1In class 28, golf balls, golf club

aids aids
bags, golf club swing aides, mainly putting aides in
the nature of golf putter attachment for improving
user's putting stroke, golf clubs, golf putters,
putting practice mats.

Q And you provided instructions to oppose
this trademark?

A I did.

0] And the goods identified in Mr. Koleogolu's
application seem to be someone far afield from those
that Heinz uses in connection with the Smart Ones
trademark, his application was for Smart One.

Do you have an understanding as to what the
reason was that you opposed that trademark?

A Yes. First and foremost, he filed for what
we consider the same mark. As the trademark office
and the law ig held, you know, Smart One and Smart
Ones are essentially the same mark.

So even though the goods are not in the
food category, the mark is the same, so -- and we

also ~- even though we don't own any registrations, we

do have sometimes in connection with our stores, we

National Court Reporters, Inc.
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SABRINA HUDSON
sell merchandise that may contain the Smart Cnes mark
on it, and we also & lot of times give away
promotional merchandise that includes the Smart Ones
mark on it that may be closer or exactly the same as
these goods.

Q Do you have a recollection as to what the
outcome was of this cpposition?

A I am fairly certain that we settled with
the applicant.

Q Do you remember offhand what he agreed to
do or not to de?

yi\ I think he agreed to limit his goceds, and I
also think he agreed to limit the way he used the mark
50 there would not be any likelihood of confusion with
the use of our mark, for example, the color and the
style of how the mark is used.

Q QOkay. Let me hand you what's been marked
as Exhibit 10 and ask you to take a look at that for
me, please.

And do you recognize this document?
(Thereupon, Opposer's Exhibit No. 10 was
marked for identification.)

A I do.

Q And can you identify it for the record,

National Court Reporters, Inc.
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SABRINA HUDSON
please?
| Y\ Yes. The first couple pages are the
electronic printout from the U.S. Patent and Trademark
Office's trademark trial and appeal beoard's electronic
system regarding an opposition that Heinz filed
against AdvancePierre, A-d-v-a-n-c¢-e-P-i-e-r-r-e,
Foods, Inc.'s application for Smart Picks, p-i-c-k-s,
and the remaining pages are the actual notice of
opposition.

Q Now, contained in the notice of opposition
as a description of goods that AdvancePierre was
attempting to register in connection with the Smart
Picks trademark, and the list is quite extensive so I
am not going to ask you to read it into the record,
but can you identify for me generally what the goods
were in classes 29 and 30 that you deemed to be
problematic?

And if you need to take the time to read
through it, please do so.

A Well, they are in class 29 and 30, and a
lot of them are meat-based products. Probably the
most concerning to us were the sandwiches, in
particular the burger and cheeseburger sandwiches, as

T mentioned, Smart Ones has hamburger sliders.
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SABRINA HUDSCN
And then I would also say the whole grain
macaroni and cheese, Heinz not only sells macaroni and
cheese, but also other -- we have a three cheese ziti
which 1s essentially a pasta and cheese product with a
pasta sauce o¢or fomato sauce.

Q Did you have occasion to work with outside
counsel to negotiate a resolution of this matter?

A I believe so, yes.

Q Do you recall if AdvancePierre intended to
use the Smart Picks trademark in a particular market
segment?

A Yes, they were just going to use it in the
institutional setting. |

Q What is the institutional setting?

A If I remember correctly, it was mostly
hospitals, prisons, I can't remember if it included
schools or not.

Q Do you recall what the resolution of this
dispute was?

A I believe we settled, and I believe that
they agreed to amend the goods description to limit it
just to goods sold in that institutional channel.

They also agreed, i1f I remember correctly,

to restrict their use just to that channel.
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SABRINA HUDSON

Q Let me hand you what's been marked as
Exhibit 11 and ask you to take & look at that
document, please.

Can you identify this document for the
record?
(Thereupon, Oppecser's Exhibit No. 11 was
marked for identification.)

A Yes. The first couple pages are a printout
froﬁ the U.S. Patent and Trademark Office's trademark
trial and appeal board's eiectronic system regarding
an opposition filed by Heinz against Nestle's
trademark application for SmartNourish, one word.

And the remaining pages are a copy of the
actual notice of opposition.

Q Could you recite for the record the goods
that Nestle was seeking to register in connection with
its SmartNourish trademark?

A In class 29, freeze died fruits and
vegetables, prepackaged meals consisting primarily of
meat, poultry, vegetables, cheese and fruit, fruit
based snack foods, fruit and yogurt bkased snack foods,
dairy based beverages, cheese and milk products
excluding ice cream, ice milk and frozen yogurts.

In class 30, prepackaged meals consisting

National Court Reporters, Inc.
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SABRINA HUDSON
primarily of pasta with meat sauce, pasta and sauce,
processed meat, bakery products, namely crackers,
cookies, biscuits, grain-based snacks foods and whole

grain snacks.

Q Did Heinz oppose that application?

A We did.

Q What was the reason for the opposition?
A Well, there was -- we believe there is a

ones
likelihood of confusion with our Smart Ones'

registrations, in particular with regard to certain of
the goods that directly overlapped, the prepackaged
meals, and then -- yes, I think that was it.

Q And do you have a recollection as to how
this proceeding was resolved, if it was?

A I believe that -- I don't think we entered
into a settlement agreement with them, I think they,
on their own, after we opposed, agreed to amend the

withdrew
application, and -~ with our consent, and we withdraw
the opposition based on their amendment, but I can't
recall with certainty.

Q Are you aware that Nestle owns the Gerber
baby food company?

A Yes.

Q Do you have a recollection as to whether oxr

National Court Reporters, Inc.
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SABRINA HUDSON
not the resolution of this proceeding had anything to
do with respect to the limitation of goods with
respect to the Gerber baby food company?

A Yes, now I remember. Their -- we did work
out an agreement with them. They were primarily
targeting infants and small children for these
products, so they agreed to limit it to that.

Q Is it fair to say that generally the Smart

Ones product line is not targeted towards infants and

children?
A That's correct.
Q Qkay. And let me hand you what's been

marked as Exhibit 12. And can you identify Exhibit 12
for the record, please?
(Thereuﬁon, Opposer's Exhibit No. 12 was
marked for identification.)

i\ Yes. The first couple of pages are an
electronic printout from the U.S. Patentland Trademark
Office's trademark trial and appeal board's electronic
system regarding an opposition that Heinz filed
against Sears Brands' trademark application for Smart
Sense, and the remaining pages are a copy of the
notice of opposition.

Q And what were the goods that Sears was

National Court Reporters, Inc.
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SABRINA HUDSON
attempting to register that were potentially
problematic in connection with the Smart Sense
trademark.

. Class 30, they filed for a variety of
different goods. Do you want me to read them?

Q Why don't you just identify for me the
goods, if any, that you deemed potentially
problematic.

A Definitely the macaroni and cheese. As I
said before, Heinz has a Smart Ones macarconi and
cheese product, also the packaged entrees consisting

primarily of pasta.

0 And was this matter resolved?
A It was.
Q Do you have a recollection upon the terms

it was resolved with Sears brands?

A We settled. I do not recall the exact
terms of the settlement, but it should be in the
settlement agreement.

Q Okay.

MR. FRAELICH: Let's go off the record.
{Recess taken.)
Q Let me hand you what's been marked as

Exhibit 13 and ask you to identify that document for
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SABRINA HUDSON
the record, please.
(Thereupon, Oppéser‘s Exhibit No. 13 was
marked for identification.)

A The first couple pages of the document are
an electronic printout from the U.S. Patent and
Trademark Office's trademark trial and appeal bcoard's
electronic system regarding an cpposition Heinz filed
against Food Lion's trademark application for Smart
Opticn, and the remaining pages are a copy of the

actual notice of opposition.

0 What is Food Lion?
A It is a retail grocery store.
Q Is it your understanding this was a private

label of Food Lion?

A Yes.

Q Were there goods iaentified in the
application that Food Lion was attempting to register

with that Smart Option that you deemed to be

problematic?
A Yes, in class 30 for frozen pizza.
Q What was the basis for the opposition, in

your opinion?
A We sell frozen pizza, so the goods were

identical, and then the confusing similarity between
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SABRINA HUDSON
Smart Option and Smart Ones.

Q Do you have a recollection if this matter
was resolved or not?

A It was, we settled.

Q Do you remember generally what the terms of
the settlement were?

A I believe one thing is they were planning
to use it not in connection with a nutritional type
product, but with a less expensive item, so it was
going to be positioned a lot differently.

I believe we agreed they could use it, but
only with certain parameters in the marketplace that
we thought would decrease any likelihood of confusion.

Q Let me hand you what's been marked as
Exhibit 14, and tell me if you can identify that,
please?

(Thereupon, Opposer's Exhibit No. 14 was

marked for identification.)

A Yes. The first couple of pages are an
electronic printout from the U.S. Patent and Trademark
Office's trademark trial and appeal board's electronic
system regarding an opposition that Heinz filed
against Deacon, D-e-a-c¢-o-n, Deog Brand's application

for Smart Fry, f-r-y, and the remaining pages are a
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SABRINA HUDSON
copy of the actual notice of opposition.

Q Okay. And looking at the goods that were
applied for by Deacon Dog brands, can you tell me what
the goods were that you deemed potentially
problematic?

A I think it's pretty much all of them in
class 29, frozen entrees, packaged entrees, frozen
appetizers, packaged appetizers, frozen side dishes,
packaged side dishes.

0 And do you have a reccllection as to

whether this matter was resclved or not?

A It was, I believe they withdrew their
application.
Q To your knowledge, did the application

filed by Deacon Dog Brands ever register?

A To my knowledge, I don't think it did.

Q I am going to hand you what's been marked
as Exhibit 15. Tell me if you can identify that for
the record, please?

(Thereupon, Opposer's Exhibit No. 15 was
marked for identification.)

A Yes. The first couple of the pages are an

electronic printout from the U.S. Patent and Trademark

Office's trademark trial and appeal board's electronic
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SABRINA HUDSON
system regarding an opposition filed by Heinz against
Shining Ocean's application for Smart Saimon, and the
remaining pages are a copy of the actual notice of
opposition.
Q Can you tell me -- can you recite the goods
and services that Shining Ocean was attempting to

register in connection with the Smart Salmon

trademark?

A Frozen or refrigerated salmon filet with
sauce.

Q Do you have a recollection as to whether or

not this matter was resolved or not?

A It was.

Q And can you tell me the terms?

A I believe they agreed to withdraw the
application.

Q Let me hand you what's been marked as

Exhibit 16, and please identify that for the record?
(Thereupon, Opposer's Exhibit No. 16 was
marked for identification.)
A The first couple of pages are a printout
from the U.S. Patent and Trademark Office's trademark
trial and appeal board's electronic system regarding

an opposition that was filed by Heinz against Conagra,
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SABRINA HUDSON
C-o-n-a-g-r-a, Foods' application for Smart Breakfast,
and the remaining pages are a copy of the actual
notice of opposition.

Q And could you tell me the goods that
Conagra was attempting to register in connection with
Smart Breakfast that you deemed to be problematic?

Y\ English muffin sandwiches, bagel
sandwiches, croissant sandwiches, breakfast pizza,
breakfast burritos, breakfast wraps, muffins, cinnamon

rolls and bakery goods.

0 Why did you deem those goods to be
problematic?
A We have English muffin sandwiches and we

have breakfast wraps.

Q And do you have a recollection as to
whether or not this matter was resolved or not?

A It was.

Q And can you -- do you recall the terms upon

which 1t was resolved?

A I believe they agreed to withdraw their
application.

Q Let me hand you what's been marked as
Exhibit 17.

Tell me if you could identify that for the
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SABRINA HUDSON
record, please?
(Thereupon, Opposer's Exhibit No. 17 was
marked for identification.)

A Yes, the first couple of pages are
electronic printout from the U.S. Patent and Trademark
Office's trademark trial and appeal board's electronic
system regarding an opposition Heinz filed against
Redi, R-e-d-i, hyphen, Quick's trademark application
for the mark Smart Burrito, and the remaining pages
are a copy of the actual notice of opposition.

Q And can you identify for me the goods that
Redi-Quick was seeking to register in connection with

the Smart Burrito trademark?

iy Burritos.
0 Why did you oppose this application?
A We believed it was —- the likelihocod to

cause confusion with our Smart Ones' registration,
smart followed by the generic term burrito, and also
because we have Mexican style type products in the
Smart Ones line including gquesadillas and wraps.

Q Do you have a recollection as to whether or
not this matter resolved or not?

A It was resclved. I think it was settled

and they agreed to withdraw the application.
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SABRINA HUDSON

Q Okay. Let me hand you what's been marked
as Opposer's Exhibit 18, and please identify that for
the recoxrd?

(Thereupon, Opposer's Exhibit No. 18 was
marked for identification.)

A The first couple of pages are an
electronic copy of the U.S. Patent and Trademark
Office's trademark trial and appeal board's electronic
system regarding an opposition Heinz filed against
Rich Products' trademark application for Smarter
Choices, and the remaining pages are a copy of the
actual notice of opposition.

Q Could you tell me the goods that Rich
Products was seeking to register in connection with
the Smarter Choices trademark in this application?

enirees

A Prepared, frozen or refrigerated consisting
primarily of shrimp and seafood, frozen ox
refrigerated shrimp and seafood.

Q What about that description did you find
potentially problematic?

A We thought the mark itself was problematic
when used in connection with goods that directly
overlapped with our goods, which is frozen entrees.

Q Do you have a recollection as to whether or
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SABRINA HUDSON
not this matter was resolved?

A It was, and I believe they agreed to
withdraw their application.

Q Qkay. Let me hand you what's been marked
as Exhibit 19, and please identify that for the
record?

(Thereupon, Opposer's Exhibit No. 19 was
marked for identification.)

A The first couple pages are an electronic
printout from the U.3. Patent and Trademark Qffice's
trademark trial and appeal bkoard's electronic system
regarding an opposition filed by Heinz against New
World Pasta Company's trademark application for the
mark Smart Taste, and the remaining pages axe the
actual notice of opposition.

Q Can you identify for me the goods that New
World Pasta was attempting to register in connection
with the Smart Taste trademark?

. Yes, pasta, sauce, prepared or packaged
meals consisting primarily of pasta and containing
sauce.

Q Did you deem all of the goods in that

description to be problematic or just some of them?

A Mainly just the prepared or packaged meals.
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SABRINA HUDSON
Q Do you have a recollecticn as to whether or

not this opposition was resolved?

A It was.

Q Do you remember the terms for the
resclution?

A We entered into a settlement agreement. I

do not remember the exact terms, but they will be
included in that settlement agreement. 1 do believe
they agreed to remove the prepared or packaged meals
from the application.

Q Okay. Let me hand you what's been marked
as Exhibit 20, and if you could, identify that for the
record, please?

(Thereupon, Opposer's Exhibit No. 20 was
marked for identification.)

A The first couple of pages are an electronic
printout from the U.S. Patent and Trademark Office's
trademark trial and appeal board's electronic system
regarding an opposition Heinz filed against
Cherrydale, C-h-e-r-r-y-d-a-l-e, Manufacturing's
application for SMARTON'S, S-M-A-R-T-0O-N'S.

Q What were the goods that Cherrydale
Manufacturing were seeking to register in connection

with the SMARTON'S trademark?
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SABRINA HUDSON

A Chocolate based, ready to eat food bars,
grain based food bars, granola based snack bars, ready
to eat cereal derived food bars, toaster pastries,
chocolate and candy.

Q What was the basis for the opposition that

SMRARTON'S

Heinz filed against the SMARTON's trademark?

A We were concerned of a likelihood of

confusion, dilution with our Smart Ones mark, mainly

because the marks are almost identical.

Q Do you xecall how this matter was resolved;
if it was?

A I believe they agreed to withdraw their
application.

Q Your understanding is that SMARTON'S never
registered?

A That's correct.

Q Let me show you what's been marked as

Opposer's Exhibit 21. Please identify that for the
record.
(Thereupon, Opposexr's Exhibit No. 21 was
marked for identification.)
a The first couple pages are an electronic
printout from the U.S. Patent and Trademark Office

trademark trial and appeal board's electronic system
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SABRINA HUDSON
regarding an opposition Heinz filed against
Jonmer, J-o-n-m-o-r, Investment's trademark
application for the mark Smart Selectiocons, and the
remaining pages are a copy of the actual notice of
opposition.

Q And what were the goods that Jonmor
Investments was seeking to register in connection with
this application?

A Meat, processed meats, luncheon meats,
entrees and meals consisting primarily of meat,
poultry or vegetables.

Q What about the Smart Selections trademark
did you deem to be problematic?

A We thought it was likely to be confused or
to dilute the rights in our Smart Cnes mark mainly
because of the overlap cf the goods, entrees and
meals, but also because the similarity of the marks.

Q And do you have a recollection as to
whether or not this matter was resolved?

A It was resolved, they agreed to withdraw
their application.

0 Let me hand you what's been marked as
Exhibit 22.

Please identify that for the record.
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SABRINA HUDSON
(Thereupon, Opposer's Exhibit No. 22 was
marked for identification.)

A The first couple of pages are an electrcnic
printout from the U.S. Patent and Trademark Office's
trademark trial and appeal board's electronic system
regarding an opposition that was filed by Heinz
against Unilever, U-n-i-l-e-v-e-r's application for
Smart Solutions, and the remaining pages are a copy of
the notice of opposition.

Q And can you identify for me the goods that
Unillever was seeking to register?

A Prepared or packaged side dishes, pasta or
rice for retail sale.

Q Do you recall whether or not Unilever ever
responded to the neotice of opposition?

A I den't think they did.

0 As a result of that, do you know what

action the trademark trial and appeal board took?

A They withdrew the application or marked it
abandoned.

Q Let me hand you what's been marked as
Exhibit 23.

I would ask you to identify it for the

record, please.
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SABRINA HUDSON
(Thereupon, Opposer's Exhibit No. 23 was
marked for identification.)

A The first couple pages are an electronic
printout from the U.S. Patent and Trademark Office's
trademark trial and appeal board's electronic system
regarding an opposition Heinz filed against Conagra
Foods' application for Smart Bowls, and the remaining
pages are a copy ol the notice of opposition.

Q What were the goods that Conagra was
seeking to register in connection with the Smart Bowls
trademark?

A Frozen entrees consisting primarily of a
soy-based meat substitute and frozen entrees

conslsting primarily of pasta or rice.

Q What about those goods did you deem to be
problematic?

A They directly overlap with our goods.

Q Do you have a recollection as to whether or

not the matter was resclved?

A Yes, I believe they agreed to withdraw
their application.

Q In connection with the opposition
proceedings filed by Heinz that we just dealt with

over the course of the last hour, were you involved in
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SABRINA HUDSON
most of those proceedings?
A I believe so, yes.
Q Based upon the oppositions that were filed,
are you able to discern a theme in connection with the
basis for EHeinz's objection to the registration for

the trademarks described in the prior exhibits?

A Yes.
Q How would you describe that theme?
A Well, we first, as I mentioned, we analyze

the issue and look at the similarity of the marks, and
if the marks are almost identical, then even when the
goods may not directly overlap with ours, we generally
believe that that's too close and that there is a risk
of a likelihood of confusion and dilution.

In those cases, we generally oppose. If
the marks are not identical or almost identical, then
we look at the goods, and when the goods are
identical, we -- the same thing, we believe that there
is a likelihood of confusion or dilution and we
generally oppose.

Q With respect to the applicants and the
oppositions we just discussed, could some of them be
described as small entities or individuals?

A Yes.
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SABRINA HUDSON
Q Could some of them be described as medium

sized entities?

A Yes.

Q. And are some of them large corporations?

A Yes, Unilever, Conagra, Nestle.

Q And are those three companies that you just

described considered to be large multi-national
corporations?

A Yes.

Q And in negotiating the resolution of the
oppositions, was there a recognition by these
applicants that the use of the word "smart" in
connection with products that overlapped Heinz was
problematic or not?

MS. WILBERT: Objection, foundation.

A I believe so, yes.
Q Why do you say that?
A Well, I think, you know, they -- when you

are entering into a settlement agreement, one thing
you look at is the other party's rights and whether or
not you -- they have prior rights and, you know, I
would think if the other party did not have rights or
you didn't believe they had good rights, that you

wouldn't have entered intc a settlement agreement.
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SABRINA HUDSON

Q Is this something that ycu do as a
consequence of your employment responsibilities is
evaluate another party's rights in determining what
you can and cannot do in connection with the
trademark?

A Yes. Part of my responsibilities is not
only deing that with oppositions, but deing that with,
you know, when we -- when the business people want to
use a mark, we do a trademark search.

And as part of that, we review search
reports and we have to analyze, you know, is there
another mark that may object, and if they do object,
what is -~ what are our arguments and what are the
strengths for those arguments.

Q Have there been occasions where you have
selected a trademark and then you subsequently decided
not to use that trademark because of another party's
objection?

A Yes.

o] Okay. And did you make that assessment
based upon the strength of the other party's rights?

A Yes,

Q And in determining what the strengths of

the other party's rights were, what are some of the
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SABRINA HUDSON
criteria you use in determining the strength of the
other party's rights?

A I,think you look at the DuPont factors, the
likelihood of confusion factors, you look at the
similarity of the marks, the similarity of the goods,
the strength of the other party's marks, actual
confusion, similarity in marketing channels,
sophistication of the gg::ﬁﬁZ?Fs, are the goods
expensive or inexpensive.

Q Okay. Prior to your employment with Heinz,

you practiced with a firm; correct?

A Yes.

Q What was the name of that firm?

A It's now called K&L Gates.

Q Your practice centered upon what type of
work?

A Primarily trademark work.

Q Subsequently when you started working for

Heinz, you had responsibilities that involved what
type of work, primarily?

A My primary responsibilities was handling
all, matters related to the company's global
trademarks.

Q How many years would you say that you have
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SABRINA HUDSON
been working on trademark matters since the time you
got ocut of law school?

A Over 12.

Q Okay. Let me hand you what's been marked
as Exhibkit 24, and ask you if you can identify that
for the record?

(Thereupon, OCpposer's Exhibit No. 24 was
marked for identification.)

A Yes. The first couple of pages are an
electronic printout from the U.S. Patent and Trademark
office's trademark trial and appeal board's electronic
database regarding an opposition that was filed by GFA
Brands, Inc. against Radlo, R-a-d-1-o, Focods, its
trademark application for the mark Smart Goodness, and
the remaining pages are the actual copy of the actual
notice of opposition.

Q What were the goods that Radlo Foods was
seeking to register in connecticon with the Smart
Goodness trademark?

A Eggs, milk, milk products excluding ice
cream, ices, milk and frozen yogurt, egg substitute,
processed food products, namely soy oils.

Q Okay. BAnd the opposer in this opposition
proceeding is.who?
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SABRINA HUDSON

A GFA Brands, Inc.

Q Is that the same company that's the
applicant in the current proceeding that you're
involved in?

A Yes.

Q And what action did GFA take with respect
to the Smart Goodness application?

MS5. WILBERT: Objection, foundation.

. They opposed it.

Q Having reviewed the notice of opposition,
are you abkle to discern the basis for GFA's opposition
for the Smart Goodness application?

A They are claiming priority and likelihood

of confusion.

0 Confusion with what trademark?
A Their Smart Balance trademark.
Q What are the similarities between the Smart

Goodness trademark and Smart Balance trademark that
GFA was concerned about with respect to the trademarks
themselves?
MS. WILBERT: Objection, foundation.
A The trademarks, they both start with the
word "smart”. |

Q Does it appear to you that there is an
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SABRINA HUDSON
overlap between the goods in this application and the
goods that GFA uses the Smart Balance trademark in
connection with?
MS. WILBERT: ©Okjection, foundation.

ya Yes. The applicant filed for soy o0ils, and
GFA, it appears their registrations cover shortening,
lJow fat and non-fat shortening and vegetable oils.

Also, they have a registration, actually it
looks like at the time it was an application for Smart
Balance for milk, egg substitute, and those are goods
covered by this application.

And they also have what appears to be an
appilcation for eggs.

Q Qkay. Generally, as an experienced
Trademark attorney, what do you see overall as the
basis for GFA's opposition for the trademark?

i\ Likelihood of confusion based primarily on
the similarity of goods and the similarity of marks.

Q Let me hand you what's been marked as
Exhibit 25 and ask you to look through that document
for me, please.

Can yocu describe what it is for the record?

(Thereupon, Opposer's Exhibit No. 25 was

marked for identification.)
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SABRINA HUDSON

A Yes.  The first page is an electronic
printout from the U.S. Patent and Trademark Office's
trademark trial and appeal board's system regarding an
opposition that GFA Brands, Inc. filed against Healthy
Delight Foocds' trademark application for Smart, the at
symbol, Heart, H-e-a-r-t, and the remaining pages are
a copy of the notice of oppocsition.

9] And are you able to tell from this document
what goods Healthy Delight Foods was seeking to
register in connection with the Smart@Heart trademark?

pas Mayonnaise.

0 Are you able to discern based upon these
deocuments what the basis was for GFA's opposition of
the Smart@Heart trademark?

A Yes, GFA is claiming for grounds of
opposition priority and likelihood of confusion.

Q And what are the issues with the
Smart@Heart trademark that GFA deemed to be
problematic with respect to the trademark?

A Well, looking at the two marks, they both
begin with "smart" and the application was filed for
mayonnaise, and the opposition GFA cites and a
registration that they own that covers mayonnaise, low

fat and non-fat mayonnaise substitute, mayonnaise
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SABRINA HUDSON
style dressings and salad dressings.

Q Let me hand you what's been marked as
Opposer Exhibit 26, and tell me if you can identify
what that is for the record?

{Thereupon, Opposer's Exhibit No. 26 was
marked for identification.)

.\ Yes. The first two pages are an electronic
printout from the U.S. Patent and Trademark Office's
trademark trial and appeal board's electronic system
regarding an opposition that GFA Brands, Inc. filed
against Conagra Foods' trademark application for
Smartcakes!, one word, with an exclamation point, and
the remaining pages are a copy o0f the notice of
cpposition.

Q Conagra Foods, is that an entity that Heinz

has been invelved in trademark oppositions with

before?
A Yes.
Q Can you tell me what trademark Heinz was

asserting in connection with those oppositions?

A Smart Ones.

0 And was the basis -- what was the basis for
the assertion of the opposition against Conagra in

those matters?
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SABRINA HUDSON

A In Heinz's Smart Ones matter, the
likelihood of confusion and I believe -- I would have
to look back, but I believe it may be dilution, as
well.

Q Could you tell me the goods that Conagra
was seeking to register in connection with the
Smartcakes! registration?

A Ready to eat popcorn products, namely
popped popcorn, popcorn cakes and popcorn balls.

Q And what action did GFA Brands take with
respect to the Conagra application?

A They filed an opposition, and they are
asserting as grounds for that opposition priority and
likelihood for confusion.

Q Based upon your reading for the notice of
opposition, what was the basis for the opposition?
What were the reasons for the opposition?

A I think they are claiming likelihood of
confusion with their Smart Balance mark based on the
similarity of the marks, both contain "smart™, and the
overlap of the goods.

GFA Brands owns a U.S. registration for the
mark Smart Balance for popped and processed popcorn.

e] Let me hand you what'’s been marked as
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SABRINA HUDSON
Exhibit 27, and ask you to please identify what that
is for the record?

{Thereupon, Opposer's Exhibit No. 27 was

marked for identification.)

A The first page is an electronic printout
from the U.S. Patent and Trademark Office's trademark
trial and appeal board's electronic system regarding
an opposition that GFA Brands, Inc. filed against
Conagra Brands, Inc.'s trademark application for Smart
Chili,

The second page appears Lo be a letter that
counsel for GFA Brands sent to the trademark trial and
appeal board with the notice of opposition, and the
reﬁaining pages are a copy of the notice of
opposition.

Q What were the goods that Conagra was
seeking to register in connection with Smart Chili;
can you tell?

A Vegetable based meat substitutes and frozen
entrees containing vegetable based meat substitutes.

Q And are you able to discern from the notice
of opposition what trademark registrations that GFA
was asserting against Conagra brands in this

opposition?

National Court Reporters, Inc.
888.800.9656



™

10

11

12

13

14

15

le

17

18

19

20

21

22

23

24

25

67

SABRINA HUDSON

A Yes, they have several ones that they
identify.

Q What are the trademarks?

A Smart Balance, Smart 0il, Smart Cow, Smart

Spread, Smart Squeeze, Smart Beat, B-~e-a-t, Smart
Slices, Smart Mayo, Smart Balance Omega.

Q And with respect to those registrations
that GFA was asserting in this opposition, what do
they have in common?

A They all begin with "smart”.

Q Let me hand you what's been marked as
Exhibit 28, and ask you to identify that for the
record, please?

{Thereupcon, Opposer's Exhibit No. 28 was
marked for identification.)

i The first page is an electronic printout
from the U.S. Patent and Trademark Office's trademark
trial and appeal board's electronic system regarding
an opposition that GFA Brands, Inc. filed agéinst
Ripon, R-i-p-o-n, Foods' application for the mark
Smart Bake, and the remaining pages seem to be copies
of the notice of opposition.

Q And I apologize, at least my exhibit

appears to be somewhat cropped at the end, I don't
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SABRINA HUDSON
have a clear copy of the notice of opposition; do you?

A No, I just have the -- it's cropped a
little bit. I think on the left-hand side, although,
it may be complete.

Q Let me ask you to turn to the last page of
the exhibit. And are you able to discern what Ripon
Foods they were seeking to register in connection with
Smart Bake?

A Cockies.

Q What action did GFA take with respect to
Ripon's application to register Smart Bake in
connection with cookies?

A They opposed.

0 Okay. Let me hand you what's been marked
as Exhibit 29, and ask you to identify that for the
record.

{(Thereupon, Opposer's Exhibit No. 29 was
marked for identification.)

A The first page is an electronic copy from
the U.S. Patent and Trademark Office's trademark trial
and appeal board's electronic system regarding an
opposition that Fitness Foods, Inc. and GFA Brands
filed against Conagra Brands' trademark application

for the mark Smart Nuggets, and the remaining pages
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SABRINA HUDSON

appear to be the notice of opposition and the letter
from -- of a cover letter from counsel to the
trademark office enclosing the notice of opposition.

Q Let me direct your attention to paragraph
11. Are you able to discern what goods Conagra was
seeking to register in connection with the Smart
Nuggets trademark?

A Soy based products used as meat substitute.

0 On the same page, are you able to discern
the trademarks that GFA was asserting against Conagra
as having seniority in?

A Yes, Smart Balance, Smart 0il, Smart Cow,
Smart Spread, Smart Squeeze, Smart Beat, Smart Slices
and Smart Mayo.

Q And what do those trademarks have in

common?
A They all begin with "smart™.
Q¢ Okay. And are you able to discern from

these papers what the basis was, as an experienced
trademark attorney, for GFA's opposition of the Smart
Nuggets trademark?

A They allege in paragraph 13 that Smart
Nuggets is similar to all of their trademarks we just

mentioned based probably on the use of the word
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"smart" and the overlap of the goods.

Q Let me hand you what's been marked as
Exhibit 30 and ask you to identify that for the
record.

(Thereupon, Opposer's Exhibit No. 30 was
marked for identification.)

A The first page is an elect;onic printout
from the U.S5. Patent and Trademark Office's trademark
trial and appeal board's electronic system regarding
an opposition filed by Fitness Foods, Inc. and GFA
Brands, Inc. against Conagra Brands' trademark
applicaticn for the mark Smart Yogurt, and the
remaining pages appear to be a copy of the notice of
opposition and the cover letter from opposer's counsel
to the trademark office regarding the opposition.

Q Are you able to determine from these papers
what goods Conagra Brands was seeking to register in

connection with the Smart Yogurt trademark?

A Soy based food products used as yogurt
substitute.
Q And can you tell me what trademarks were

being asserted by GFA in connection with this
opposition proceeding against Conagra?

2y Smart Balance, Smart 0il, Smart Cow, Smart
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Spread, Smart Squeeze, Smart Beat, Smart Slices, Smart
Mavo.

Q What if anything do those trademarks have
in common?

A They all begin with "smart".

Q Are you able to discern from these papers
what the basis was for GFA's opposition to the
registration with the Smart Yogurt trademark?

A Yes. In paragraph 13, they are alleging
that the mark Smart Yogurt is similar to the
trademarks of opposers we just mentioned.

Q OCkay. Let me hand you what's been marked
as Exhibit 31 and ask you tc identify that for the
record.

(Thereupon, Opposer's Exhibit No. 31 was
marked for identification.)

.\ The first page is an electronic printout
from the U.S. Patent and Trademark Office's trademark
trial and appeal board's electronic system regarding
an opposition that was filed by Fitness Foods, Inc.
and GFA Brands, Inc. against Conagra's Brands'
application for the mark Smart Lunch.

The remaining pages are a copy of the

notice of opposition and the cover letter from
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SABRINA HUDSON
opposer's counsel teo the trademark office encleosing
the notice of oppesition.

Q Are you able to determine based upon the
notice of opposition what goods Conagra was seeking to
register in connection with the mark Smart Lunch?

A Lunch entrees consisting primarily of soy
based meat substitutes and soy based cheese
substitutes.

Q What marks were being asserted by GFA
Brands in this oppositicn against Conagra Brands
application for Smart Lunch?

A Smart Balance, Smart 0Qil, Smart Cow, Smart
Spread, Smart Squeeze, Smart Beat, Smart Slices, Smart
Mayo.

Q And what if anything do those trademarks
have in common?

A They begin with "smart".

9 Are you able to discern the basis for GFA's
opposition to the registration of the Smart Lunch
trademark in this document?

A Yes, in paragraph 13, they allege that the
Smart Lunch mark is confusingly similar to the
trademarks of opposers.

Q Let me hand you what's been marked as

National Court Reporters, Inc.
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Exhibit 32 and ask you to identify that for the
recerd, please.

(Thereupon, Opposer's Exhibit No. 32 was

marked for identification.)

A The first page is an electronic printout
from the U.S. Patent and Trademark Office's trademark
trial and appeal board's electronic system regarding
an opposition that was filed by Fitness Foods, Inc.
and GFA Brands, Inc. against Conagra Brands' trademark
application for the mark Smart Pudding.

The rest of the pages are a copy of the
notice of opposition along with counsel's cover letter
enclosing the notice of opposition te the trademark
office.

Q What were the goods Conagra was seeking to

register in connection with the Smart Pudding

trademark?

A Soy based food products used as pudding
substitute.

Q What were the trademarks that GFA was

asserting in the opposition against the registration
of that trademark?
A Smart Balance, Smart 0il, Smart Cow, Smart

Spread, Smart Squeeze, Smart Beat, Smart Slices, Smart
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Mayo.

Q What if anything do those trademarks have
in common?

A They begin with "smart".

Q Are you able to discern the basis for GFA's
objection to the registration of the Smart Pudding
trademark?

Fil Yes. In paragraph 13, GFA alleges that the
Smart Pudding mark is confusingly similar to the
trademarks of opposers.

Q Let me hand you what's been marked as
Exhibit 33 and ask you if you can identify that for
the record, please.

{(Thereupon, Opposer's Exhibit No. 33 was
marked for identification.)

y: The first page is an electronic copy from
the U.S. Patent and Trademark Office's trademark trial
and appeal board’'s electronic system regarding an
opposition Fitness Foods, Inc. and GFA Brands, Inc.
filed against an individual, Joseph Michael 0'Neil's
trademark application for the mark Smart Juice, and
the remaining pages appear to be more documents from
the U.5. Patent and Trademark Office's electronic

database.
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Q Are you able to determine from the second
page of this document when the application was filed?

A June 10th, 1999.

Q From the first page, can you tell when was
the filing date of the opposition?

A June 28, 2001.

Q And are you able to discern from these
documents what the goods were that were being applied
for in connection with Smart Juice?

A Fruit juices.

Q Let me hand you what's been marked as
Exhibit 34 and ask you to identify this document for
the record.

(Thereupon, Opposer's Exhibit No. 34 was
marked for identification.)

A The document is pages -~ electronic
printouts from the U.S. Patent and Trademark Office's
trademark trial and appeal board's electronic systems
regarding an oppos}tion that Fitness Foods, Inc. and
GFA Brands, Inc. ﬁ?iﬁ against Procter & Gamble's
trademark application for the mark CookSmart, one
word.

Q Are you able to tell what the application

filing date was for the CookSmart trademark?
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SABRINA HUDSON
A July 29th, 1999.
Q What was the filing date of the notice of
opposition by Fitness Foods and GFA Brands?
A March 2nd, 2000.
Q Are you able tell what the goods were that

were to be associated with the CookSmart trademark?

A Edible oil in ligquid form.
Q Let me hand you what's bheen marked as
Exhibit 35.

(Thereupon, Opposer's Exhibit No. 35 was
marked for identification.)

A Okay.

Q And ask you if you have seen these
documents before?

A Yes.

Q Before I start questioning you about
Exhibit 35, let me ask you a few questions about the
GFA oppositions we have just discussed.

A Okay.

Q You indicated that there was a theme
assocliated with the oppositions that Heinz has filed
in the past that involved the Smart Ones trademark?

A Yes.,

Q And what was that theme again?

Naticonal Court Reporters, Inc.
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A When the marks are identical or almost
identical and when there is -- and/or when there is a
"smart" mark that's filed and there is an overlap of
the goods.

Q Okay. And based upon your review of the
GFA opposition papers, as an experienced trademark
attorney, can you discern a theme associated with the
oppositions GFA has filed against third parties?

MS. WILBERT: Objection, foundation.

A Yes.

Q What theme would you believe is represented
there?

A They appear to file oppositions against a

lot of different marks that started or included
"smart", not only in connection with their product
categories but actually in connection with other
product categories.

Q Is that apprecach by GFA and the trademark
trial appeal bcard similar or dissimilar with the
approach that Heinz takes with respect to its Smart

Ones trademark?

A Dissimilar.
Q How s07
A Well, as I said, they not only file for

National Court Reporters, Inc.
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SABRINA HUDSON
applications that have an overlap of goods, but other
products in the grocery store that are not directly
competing with their products.
0 As an experienced trademark attorney and
someone who does similar work for Heinz, does there
appear to be -- to be an attempt by GFA to keep third

parties from using "smart" in connection with food

products?
A To a certain extent, yes.
Q Upon what do you base that opinion?
A They opposed a lct of applications for

trademarks that included "smart" for a variety of
different goods.

Q Dating back to when, based upon the
oppositions we have loocked at today?

A I believe in the late 90s.

Q Let me draw your attention to Exhibit 35.
Does Heinz consider the Smart Ones trademark to be a

valuable brand?

A Yes very much so.

Q Why?

2 As I said, we have owned the brand for over
20 years, it's been one of our -- the products sold

under that brand have high sales. One of them, I
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i SABRINA HUDSON
believe ;f’s from a sales volume perspective, one of
+he 4op Selling products in the entire category, the brands one of
the top three of our U.S. food products, and just the
equity that the brand carries and the connection it
has with the health and wellness platform.

Q How does consumer awareness of the Smart
Ones brand compare to other Heinz brands?

A I think it's at the very top. As I said, I
think it's one of the top three of our most recognized
brands in the U.S.

Q Let me direct your attention to the first
page of Exhibit 35. Are you able to tell me what
publication this article appears to be from?

A The Boston Globe.

0 What actually is the first page of
Exhibit 3572

A It is an article dated February 14th, 2013
regarding an announcement that Heinz is going to be
purchased by Warren Buffett's investment firm
Berkshire Hathaway and 3G Capital.

Q What is the title of the article?

A Buffett Part of Group to Buy Heinz in $23
billion deal.

Q Could you read into the record the first

two paragraphs of the article?
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A "H.J. Heinz Company is being purchased by
an investment group including billionaire investor
Warren Buffett in a deal valued at $23.3 billion. The
ketchup company says it's the largest deal ever in the
food industry. Heinz, based in Pittsburgh, also makes
Classico spaghetti sauces, Ore-Ida Potatoes and Smart
Ones frozen meals.”

0 Do you have an opinion as to why those
three brands were specifically menticned in the first
two paragraphs of the article?

A In addition to our Heinz brand, I would say
they are probably the top four in the U.S.

Q Let me direct your attention to the second
article, which starts on the fourth page of
Exhibit 35. Tell me 1f you can discern what
publication this article is from?

A It says SFGate.com, I believe that's the

San Francisco newspaper.

Q And what is the title of the article?
A Warren Buffett Buying H.J. Heinz Company.
Q Do you see & paragraph beginning with Heinz

Brands just below the middle of the page?
A Yes.

Q Would you please read that paragraph for
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SABRINA HUDSON
me?

A "Heinz's brands have power with shoppers
that takes years to create and have been able to raise
prices even in the highly competitive grocery business
says Brian Sozzi, chief equities analyst for NBG
Productions.”

Q And dc you regard that to be an accurate

statement?

A Yes.

Q Why?

A Because, you know, we do have brands that
we have -- either curselves have taken years to create

and develop through product innovation and marketing
and promoting those brands or have acquired strong
brands, we continue to innovate and promote those
brands, which allows us to be very competitive in the
marketplace.

Q Okay. Based upon your experience with
Heinz, how would you characterize the strength of the

Smart Ones trademark?

A I would say it's very strong.
0 Why?
A Again, it's one of our top three brands in

the U.5. Even though we are a global company, our

National Court Reporters, Inc.
888.800.9656



(N

AR

U T T R O " S ™)

Lo 0]

10
11
12
13
14
15
16
17
18
19

21
22
23
24
25

82

SABRINA HUDSON

largest business is our U.S. business, and it is one
of our top three brands, probably not only in terms of
sales, but also volume and also market recognition
through our promotion and advertising program.

Q Are you familiar with the anti-~dilution
provisions of the Federal Lanham Act?

A Yes.

Q Are you familiar with the definition of
fame that's set forth in those provisions?

A I am.

Q Based upon your understanding, do you
believe the Smart Ones trademark is famous?

MS. WILBERT: Objection, undisclosed

opinion testimony.

A I do.
Q Why?
A If you look at the factors that the courts

have said and the statutes says you're supposed to
conside:bgame, I think the Smart Ones trademark meets
a lot of those criteria.

One, it's been registered for a long time,
it's been in use for over 20 years, that use has been

continuous and exclusive. The amount of advertising,

this is probably in the U.S. one of our most
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advertised brands. Right now, we have not only print

advertising,

in the past we have had TV advertising,

radio advertising and we are very involved in social

media right

now.

whth

We have a website that has a community of a

database of

over 3 million consumers, we are on

Facebook, we are on Pinterxest, we also send monthly

e-mails to everyone in our database.

So it's a highly advertised brand, high

volume of sales, again, and I think all of those

factors support a finding of fame.

Q When do you believe the Smart Ones

trademark achieved this fame?

MS. WILBERT: Objection, undisclosed

opinion testimony.

A I think a few years ago. I think over the

A . . as
last —— since I have been at Heinz, Heinz as made a

real effort

to not only increase the development of

the Smart Ones brand, it used to be a No. 3 brand in

the category and I think it was a distant 3, it's now

a strong No.

2 brand. That is definitely a byproduct

of our innovation and quality development of the

products, but also a lot of advertising that we put

forth.
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SABRINA HUDSON
There was a huge advertising campaign I
think around 2003, 2004, TV advertising the woman in
red, we highly promoted the product back then. I
think all of that increased the well-known and fame
status of the brand.

Q What is the woman in red?

A It was a campaign ,and I don't remember the
specifics because I wasn't at Heinz, I just remember
looking at historical documents since I have been at
Heinz. It was a TV advertising campaign, I think that
was also complimented with other types of advertising,
print and things that talked -- you know, there was a
woman in the éﬂﬁ who was dressed in red and it was in
relation to our red packaging and things.

Q GFA filed its applications to register
Smart Balance in November 2009. Was the smart Ones
trademark famous before that date or after that date?

A I believe before.

MR. FRAELICH: No more gquestions.

MS. WILBERT: If we can maybe take a five
minute break and maybe switch chairs or
something.

MR. FRAELICH: Sure.

{Recess taken.)
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CROSS EXAMINATION
BY MS. WILBERT:

Q Hello. I am going to ask you a few
questions about the topics you covered in your direct
testimony.

You mentioned the DuPont factors when you
were testifying earlier today. Channels of trade is
one ¢f the DuPont factors; correct?

A Yes.

Q And the Smart Ones brand is sold
nationwide; correct?

A Yes.

Q And it's generally sold in the frozen foods
section of super markets; correct?

A Yes.

Q I have just handed you what's been marked
as GFA Exhibit 1. Could you please confirm for me
that it bears production Nos. Heinz013400 through
HeinzQ135037

{(Thereupon, Applicant's Exhibit No. 1 was

marked for identification.)

A Yes.

MR. FRAELICH: Just to interrupt for a

second, at one time, some of these materials were
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SABRINA HUDSON

considered to be confidential. This is prior to

the launch of the new packaging.

So it would be helpful if Sabrina could
indicate whether or not this portion of the
transcript and this document should still be
considered confidential if it's designated as
such on the Bates No. copies, I don't have strong
feelings either way, but let's do that before she
gets into too much testimony about the exhibit,
if 1t's possible.

A I would still designate the document
confidential. I may be able to still give testimony
on some things that are not confidential, and it's up
to you, I can identify them separately or we can treat
the whole thing as confidential.

Q I am fairly certain that my line of
guestioning will not be confidential. So I would like
to give you the opportunity at the end to designated
if we need to, but let's keep the document, as you
suggested with it's designation, and keep the

testimony as a non-confidential?

A Okay.
Q Could you please turn to page Heinz1034087?
A Okay.
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Q Before I ask any questions about that page,
could you please generally confirm that Exhibit 1 is a
document that was produced by Heinz in the course of
this opposition proceeding?

A Yes.

Q And that this is a document titled Heinz
2011 Focus Stellar Execution?

A Yes.

Q Does page Heinz013408 accurately identify
some of the super markets in which products bearing
the Smart Ones marks are sold?

A To my knowledge, yes.

Q So to your knowledge, Heinz sells products
bearing the Smart Ones marks at Kroger's?

A Yes.

Q And continuing, for example, Heinz sells

products bearing the Smart Ones trademark at Publix?

A Yes.

Q Could you please turn to Heinz(013409?

A Okay.

Q Does Heinz, in fact, sell products bearing
the Smart Ones trademark at Safeway?

A I d::'t believe so.

Q Does Heinz sell products bearing the Smart
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Ones trademark at SUPERVALU?

A I believe so, but I am not certain.

Q Given that SUPERVALU is included in this
document, do you have any reason to believe that Smart
Ones is not a product that is scld at SUPERVALU?

A Not at the time this document was created,
I don't know about currently though. I don't have any
reason to believe that we don't sell Smart Ones at
SUPERVALU,

Q Does Heinz sell product bearing the Smart
Ones trademark at Wal-Mart?

A Yes.

Q Okay. And Heinz sells products bearing the
Smart Ones trademark at a variety of stores that are
not included in this exhibit?

A Yes.

Q So for example, Heinz sells Smart Ones
products at Costco, for example?

A I believe we have a small amount of sales
at Costco, but I do believe so, yes.

Q And Heinz sells products bearing the Smart
Ones trademark at Ahold?

A I don't know.

Q Do you know whether Heinz sells the Smart

Natieonal Court Reporters, Inc.
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SABRINA HUDSON
Ones products at Wakefern?
A I don't know.
Q Generally, you would agree though that
Heinz sells products bearing the Smart Ones trademark

in mass market stores such as Wal-Mart and Super

Target?

A Yes.

Q And also sells in club stores such as
Costco?

A I believe so, although I believe the sales

in club are very small.

Q And that the majority of its sales are
primarily through grocery stores, including chain
stores; correct?

A Yes.

Q And Smart Ones has been sold in all of
these stores nationally for over ten years; correct?

A Definitely, vyes.

Q During your testimony earlier today you
mentioned SKUs as well as some general product
descriptions. I would like to talk to you for a few
minutes about the types of products sold under the
Smart Ones marks; are you familiar with the Heinz

eatyourbest.com website?
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A I am.

0 I have handed you what's been marked as GFA
Exhibit 2. Can you please confirm that this appears
to be an accurate printout from the Heinz website?

(Thereupon, Applicant's Exhibit No. 2 was
marked for identification.)

A Yeah, it appears to be.

Q And does Heinz sell under the Smart Cnes
trademark products under the Classic Favorites

category that's shown here?

A Yes,

Q And do those products include pasta based
products?

A Yes.

Q Do those products include any cream sauces?

A Yes, I think so.

Q I have handed you what's been marked as

Exhibit GFA-3. Can you please confirm that this
appears to be a printout from the Heinz website
listing the Classic Favorite products that bear the
Smart Ones trademark?
(Thereupon, Applicant's Exhibit No. 3 was
marked for identification.)

A Yes.
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Q Is this an accurate list of the products
sold under the Smart Ones trademark?

A It contains some of them. I would have to
check with our business or actually do a review to
make sure it contains all of them, but yes, these are
products we do sell. I don't know if it's an
exhaustive list or not.

Q Would the website be an accurate way to
determine some of the products that are sold under the
Smart Ones trademark?

A Yes.

Q Would the descriptions on the website be a
general description of the type of product?

A Yes.,

Q For example, No. 7, Creamy -- I am not
going to say it right, the broccoli and chicken is
described a&s being served in a creamy parmesan sauce;

is that an accurate description of that product?

A I am sorry, which one are you looking at?

Q No. 6 down.

A And can you repeat your question, please?

Q It says the product description is a medley

of pasta, broccoli florets and white meat chicken in a

Creamy parmesan sauce; is that an accurate description
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SABRINA HUBSON
of that product?
A Yes.
Q Does GFA sell -- what does Heinz -- what
types of products does Heinz sell in the Smart

Delights category?

A Those are mostly our frozen desserts.
Q Do those frozen desserts contain dairy?
A Yes, they contain ice cream.

Q What types of products does Heinz sell

using the Smart Ones trademark in the Smart Beginnings

category?

A What you would consider mostly breakfast
items.

Q Do the breakfast items that Heinz sell

bearing the Smart.Ones trademark contain eggs?

A Yes.

Q Earlier today, you testified that you are
not aware of any confusion between the products sold
bearing the Smart Ones mark and the products sold
bearing the Smart Balance mark; is that correct?

A That's correct.

Q Are you aware -- so yocu're not aware of any
confusion between the Smart Ones breakfast items and

the Smart Balance egg products; correct?
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A Correct.

Q And you're not aware of any actual
confusion between the Smart Ones ice cream products
and the Smart Balance dairy products; correct?

A I wouldn't classify them as ice cream.

Q So you're not aware of any actual confusion
between the Smart Ones frozen desserts containing ice
cream and any of the Smart Balance milk products?

A I am not aware of any.

Q Are you aware cf any confusion between the

Smart Ones products and the Smart Balance popcorn

products?
A No.
Q Are you aware of any confusion between the

Smart Ones products and the Smart Balance products for
0il?

A No.

Q Are you aware of any confusion between the

Smart Ones products and the Smart Balance buttery

spreads?
A No.
Q I have just handed you Exhibit GFA-4. Can

you please confirm that this is a picture of a Prego

HeartSmart roasted red pepper and garlic sauce?

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON
(Thereupon, Applicant's Exhibit No. 4 was
marked for identification.)

A Yes, it appears to be.

Q You're not aware of any instances of actual
confusion between any of the Smart Ones products and
the Prego HeartSmart sauce; are you?

A No.

Q The court reporter has just handed you
what's been marked as Exhibit GFA-5. Can you please
confirm that Exhibit GFA-5 is an image of a product
wrapper for Smart Gels?

{Thereupon, Applicant's Exhibit No. 5 was
marked for identification.)

A It appears so, but I have never seen this
before or the packaging before.

Q Are you aware of any instances of actual
confusion between any of the Smart Ones products and
Smart Gels as pictured in Exhibit 57?

A No.

Q The court reporter has just handed you
what's been marked as GFA Exhibit 6.

Can you please confirm that GFA Exhibit 6
is a photograph of the product package for Breyers

Carb Smart?

National Cecurt Reporters, Inc.
888.800.9656



10
11
12
13
14
15
ie6
17
i8
19
20
21
22
23
24

25

95

SABRINA HUDSON
{Thereupon, Applicant's Exhibit No. 6 was

marked for identification.)

A It appears so, yes.

Q And the product pictured is an ice cream
bar?

A Yes.

Q Are you aware of any instances of actual

confusion between products bearing the Smart Ones
marks and the Breyers Carb Smart product?

A No.

0 I have just handed you what's been marked
as GFA Exhibit 7. Can you please confirm that
Exhibit 7 is a photograph of Smart Taste Pasta?

(Thereupon, Applicant's Exhibit No. 7 was
marked for identification.)

A Yes, Ronzoni Smart Taste pasta.

Q Are you aware of any instances of actual
confusion between any products bearing the Smart Ones
trademark and Ronzoni's Smart Taste pasta?

A No.

0 Can you please confirm that GFA Exhibit 8
is a photograph of Smart Waterxr?

(Thereupon, Applicant's Exhibit No. 8 was

marked for identification.)

National Court Reporters, Inc.
888.800.9865¢
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SABRINA HUDSON

A Yes, Glaceau Smart Water.

Q Are you aware of any instances of actual
confusion between Glaceau Smart Water and any of the
Smart Ones products?

A No.

Q Are you aware of any instance of actual
confusion between any products bearing the Smart Ones

trademark and Kellogg's Smart Start cereal?

A No.

Q Who is Ms. Findlay?

A She is an employee of Heinz, and she has
he

been with a company for a very long time. I know she
was around when Smart Ones was introduced. I don't
know how long she was around before that, so I don't
know when she started with the company.
She has been involved with the Smart Ones
part of the business pretty much I think the entire
has +ransitioned

time. Her role is transitional a little bit now and
she is more involved with some of our other licensing
relationships.

Q Is Ms. Findlay somebody who would have an
accurate history and understanding of the Smart Ones

brand?

A Yes.

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSOCN

Q Would she have an accurate history and
understanding of the connotations that Heinz intends
tc convey with the Smart Ones brand?

A Yes.

Q And she is not designated to testify today
because I believe her position has transitioned; what
is her new position?

a I don't know the exact title, but she has
less of a role on Smart Ones now and more on some of
our other licensing relationships. We license a
T.G.I. Friday's brand, and I know that she is involved
in that relationship. And she has other
responsibilities, I am not a hundred percent accurate
what those are.

Q But in January of 2012, Ms. Findlay was
active in the Smart Ones brand; correct?

A She is still active today, just not as big

a role as she was at that time.

Q Balance and Ones are different words:;
correct?

A Yes.

0 Balance and Ones look different; correct?

A Yes.

0 Balance and Ones sound different; correct?

National Court Reporters, Inc.
888.800.9656
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SABRINA HUDSON
Yes.

Balance and Ones have different meanings in

the dictionary; correct?

A

I haven't looked in the dictionary to tell,

but possibly. I don't even know if Ones is in the

dictiocnary.

Q

As we discussed, you're an attorney with

experience in trademark matters, and you have some

experience in trademark oppositions; correct?

A

Q

Yes.

You understand that a party has an

obligation to disclose expert witnesses by a certain

date in the proceedings; correct?

A

Q
correct?

A

Q
testimony;

A

Q

correct?

Yes.

And you were not disclosed as an expert;

Not to my knowledge, no.

aAnd you are here today to provide factual
correct?

Yes.

You are not an expert in this matter;

MR. FRAELICH: COCbjection.

Not a designated expert. I think I have a

National Couri Reporters, Inc.
888.800.9656
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SABRINA HUDSON
very strong knowledge of trademark law, I may be

tooting my own horn to call myself an expert, but I

think I have expertise in this area.

0 You did not prepare an expert disclosure?
A That's correct.
Q And your lawyers have not prepared an

expert disclosure on your behalf?

A That's correct.

Q And you have not disclosed to us the sum
total of any opinions you have about this case; have
you? |

A No, not except my testimony today.

Q Okay.

MS. WILBERT: Off the record.

MR. FRAELICH: She will read.

(Thereupon, at 11:14 o'clock a.m., the

deposition was concluded.)

Naticnal Court Reporters, Inc.
888.800.9656
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EXHIBIT INDEX

Applicant’'s
Heinz 2011 Focus Stellar Execution

1

2

3

10

11

Printcut, Heinz website

Printout, Heinz website Classic Favorites

Photograph, Prego HeartSmart sauce

Photograph, Smart Gels

Photograph, Breyer's Carb Smart

Photograph, Ronzoni Smart Taste Pasta

Photograph, Smart Water

s
Notice ©of Deposition

Registration certificate No.

Smart Ones

Registration certificate No.

Smart Ones

Registration certificate No.

Smart Ones

Registration certificate No.

Smart Ones

Registration certificate No.

Smart Ones
Opposition by Heinz against
Opposition by Heinz against

Opposition by Heinz against
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Opposition by Heinz against

Opposition by Heinz against
SmartNourish
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2204080,

2916538,

2916539,

3462182,

Smart Balance
Mark Sterner

Peter

AdvancePierre

Nestle's
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Cppesiticoen by Heinz against
Smart Sense

Opposition by Heinz against
Smart Option

Opposition by Heinz against
Brand's Smart Fry

Opposition by Heinz against
Smart Salmon

Opposition by Heinz against
Foods' Smart Breakfast

Opposition by Heinz against
Smart Burrito

Opposition by Heinz against
Products' Smarter Choices

Opposition by Heinz against
Pasta Company's Smart Taste

Oppositicon by Heinz against
Manufacturing's SMARTON's

Opposition by Heinz against

Investments Smarit Selections

Cppeosition by Heinz against
Smart Solutions

Opposition by Heinz against
Foods' Smart Bowls

Sears Brands

Food Lion's

Deacon Dog

Shining Ocean

Conagra

Redi-Quick

Rich

New World

Cherrydale

Jonmor

Unilever's

Conagra

Opposition by GFA Brands, Inc against

Radlo Foods Smart Goodness

Opposition by GFA Brands, Inc against
Healthy Delight Foods Smart@Heart
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Conagra Foods Smartcakes!
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Ripon Foods Smart Bake

29 Opposition by GFA Brands, Inc
Conagra Smart Nuggets
30 Cpposition by GFA Brands, Inc
Conagra Brands Smart Yogurt
31 Opposition by GFA Brands, Inc
Conagra Brands Smart Lunch
32 Opposition by GFA Brands, Inc
Conagra Brands Smart Pudding
33 Opposition by GFA Brands, Inc
Joseph Michael O'Neil's Smart
34 Opposition by GFA Brands, Inc
Procter & Gamble's CookSmart
35 Article, Boston Globe
EXAMINATION BY: PAGE:
Mr. Fraelich 3
Ms. Wilbert 85
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Sabrina Hudson
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Subscribed and sworn to before me this

/QJ’L day of 7)/25(/16/4,

~

/ ) [
b T
L// \//‘ WS s v / i /,/-\\\_f;ff_.’/

7

2013

Notary Public
Soe ol

COMMONWEALTH OF PENNSYLVANIA
Notarial Seal
Virginia Sue Strawoet, Notary Public
City of Pittsburgh, Allegheny County
My Commission Expires March 27, 2016
MEMBER, PENNSYLVANIA ASSOCIATION OF NOTARIES
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SABRINA HUDSON
CERTIFICATE

COMMONWEALTE OF PENNSYLVANIA, )
) SS:
COUNTY CF ALLEGHENY. )

I, Jenna Nicole Freund, do hereby certify that
bpefore me, a Notary Public in and for the Commonwealth
aforesaid, personally appeared SABRINA HUDSON, who
then was by me first duly cautioned and sworn to
testify the truth, the whole truth, and nothing but
the truth in the taking of her oral deposition in the
cause aforesaid; that the testimony then given by her
as above set forth was by me reduced to stenotypy in
the presence of said witness, and afterwards
transcribed by means of computer-aided transcription.

I do further certify that this deposition was
taken at the time and place in the foregoing caption
specified, and was completed without adjournment.

I do further certify that I am not a relatiwve,
counsel or attorney of either party, or otherwise
interested in the event of this action.

IN WITNESS WHEREOF, I have hereunto set my hand
and affixed my seal of office at Pittsburgh,
Pennsylvania, on this 5 day of Pﬂaq}\ ,

%"M"“W‘E{‘M

Jenna Nicole Freund

Notary Public

In and for the Commonwealth of Pennsylvania
My commission expires May 15, 2013

COMMONWEALTH OF PENNSYLVANIA
Notarizi Seal )
Jenna Micole Freund, Motary Public
Jelfarson Hills Boro, Allegheny County
My Gommission Expires Wiay 15, 2018 .
Member, Pennsyivania Haspciztion of Motaries

Naticnal Court Reporters, Inc.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PROMARK BRANDS INC. and Opposition No. 91194974 (Parent)
H. J. HEINZ COMPANY, and Opposition No. 91196358
Opposers, U.S. Trademark Application 77/864,305

For the Mark SMART BALANCE

Vs,
U.S. Trademark Application 77/864,268

GFA BRANDS, INC., For the Mark SMART BALANCE

Applicant.

OPPOSERS’ NOTICE OF TESTIMONY DEPOSITION
PURSUANT TO 37 C.F.R. § 2.123

PLEASE TAKE NdTICE that, pursuant to Rule 2.123 of the Trademark Rules of
Practice and Rules 28 and 30 of the Federal Rules of Civil Procedure, Opposers, ProMark
Brands Inc. and H. J. Heinz Company, will take the testimony depasition upon oral examination
of Sabrina Hudson, on Wednesday, February 20, 2013, commencing at 9:00 AM at the offices of
Jones Day, 500 Grant Street, Suite 4500, Pittsburgh, Pennsylvania 15219, or at such other time
and place as the parties may agree or the Trademark Trial and Appeal Board may order. The
deposiﬁon will be taken before an officer authorized to administer oaths and may be recorded by
audio, audiovisual, and/or stenographic means. The deposition will continue from day to day

untif concluded, Saturdays, Sundays, and legal holidays excepted. The testimony so obtained

1o, ariauani

OPposer ExniGi
1
2-20-13




may be used for all purposes permitted under the Trademark Rules, the Federal Rules of

Evidence, and the Federal Rules of Civil Procedure.

Dated this 6th day of February, 2013.

By:

/Angela R. Gott/
Timothy P. Fraelich
Angela R. Gott

JONES DAY

North Point

901 Lakeside Avenue
Cleveland, Ohio 44114-1190
(216) 586-3939 (phone)
(216) 579-0212 (fax)
tfraelich@jonesday.com
agott@jonesday.com

Kevin C. Meacham

JONES DAY

500 Grant Street, Suite 4500
Pittsburgh, Pennsylvania 15219-2514
(412) 394-7265 (phone)

(412) 394-7959 (fax)
kemeacham{@jonesday.com

Attorneys for Opposers
ProMark Brands Inc. and H, J. Heinz Company



CERTIFICATE OF SERVICE

The undersigned certifies that a copy of the foregoing was sent by First Class U.S. Mail,
postage prepaid, with a courtesy copy via email, on this 6th day of February, 2013, to Counsel
for Applicant:

Marta S. Levine

David R. Cross

Johanna M., Wilbert

QUARLES & BRADY LLP

411 East Wisconsin Avenue, Suite 2350
Milwaukee, Wisconsin 53202-4426

marta.levine@quarles.com
david.cross@quarles.com
johanna.wilbert@quarles.com

/Angela R. Gott/
Attorney for Opposers




Int. Cls.: 29 and 30

Prior U.S. Cl: 46
Reg. No. 1,911,590
United States Patent and Trademark Office Registered Aug. 15, 1995
TRADEMARK
PRINCIPAL REGISTER
SMART ONES

WEIGHT WATCHERS INTERNATIONAL, INC.
(VIRGINIA CORPORATION)

500 NORTH BROADWAY

JERICHO, NY 11753

FOR: FROZEN ENTREES CONSISTING PRI-
MARILY OF CHICKEN, BEEF, FISH AND/OR
VEGETABLES, IN CLASS 29 (US. CL. 46).

FIRST USE 5-1-1992; IN COMMERCE
5-1-1992,

FOR: FROZEN ENTREES CONSISTING PRI-
MARILY OF PASTA AND/OR RICE ALONE

- OR IN COMBINATION WITH OTHER FOODS,

IN CLASS 30 (U.S. CL. 46).
FIRST USE 5-1-1992;
5-1-1992.

IN COMMERCE

SER. NO. 74-528,148, FILED 5-20-199%4.
TINA POMPEY, EXAMINING ATTORNEY

Premack V. GFA
NO. AV gquqg7y

6PELser EXNbir
NO. 2

2-20-13

HEINZ 000844



, Latest Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2011-06-22 11:42:42 ET

Serial Number: 74528148 Assignment Information Trademark Document Retrieval

Registration Number: 1911590

Mark (words only): SMART ONES

Standard Character claim: No

Current Status: The registration has been renewed.
Date of Status: 2005-09-22

Filing Date: 1994-05-20

Transformed into a National Application: No
Registration Date: 1995-08-15

Register: Principal

Law Office Assigned: LAW OFFICE 13

If you are the applicant or applicant's attorney and have questions about this file, please contact

Current Location: 40S -Scanning On Demand

Date In Location: 2007-06-22

LAST APPLICANT(S)/OWNER(S) OF RECORD
1. H. J. HEINZ COMPANY

Address:

H. J. HEINZ COMPANY

ONE PPG PLACE, SUITE 3100

PITTSBURGH, PA 15222

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Pennsylvania

GOODS AND/OR SERVICES
International Class: 029
Class Status: Active
http://tarr.uspto.gov/servlet/tarr?regser=serial &entry=74528148 6/22/2011

HEINZ 000786



,Latest Status Info Page 2 of 3

frozen entrees consisting primarily of chicken, beef, fish and/or vegetables
Basis: 1(a)

First Use Date: 1992-05-01

First Use in Commerce Date: 1992-05-01

International Class: 030

Class Status: Active

frozen entrees consisting primarily of pasta and/or rice alone or in combination with other foods
Basis: 1(a)

First Use Date: 1992-05-01

First Use in Commerce Date: 1992-05-01

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to '"Trademark Document
Retrieval" shown near the top of this page.

2011-05-11 - Automatic Update Of Assignment Of Ownership
2007-06-22 - Case File In TICRS

2007-05-02 - TEAS Change Of Corresponde;nce Received
2005-09-22 - First renewal 10 year

2005-09-22 - Section 8 (10-year) accepted/ Section 9 granted
2005-08-11 - Combined Section 8 (10-year)/Section 9 filed
2005-09-20 - Assigned To Paralegal

2005-08-11 - TEAS Section 8 & 9 Received

2005-08-11 - TEAS Change Of Correspondence Received
2004-04-22 - TEAS Change Of Correspondence Received
2002-04-19 - Section 8 (6-year) accepted & Section 15 acknowledged
2002-02-19 - Section 8 (6-year) and Section 15 Filed

http://tarr.uspto.gov/servlet/tarr?regser=serial &entry=74528148 6/22/2011

HEINZ 000787
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', Latest Status Info ' Page 3 of 3

1995-08-15 - Registered - Principal Register

1995-05-23 - Published for opposition

1995-04-21 - Notice of publication

1995-01-04 - Approved for Pub - Principal Register (Initial exam)
1994-11-21 - Communication received from applicant
1994-11-01 - Non-final action mailed

1994-10-18 - Assigned To Examiner

1994-09-26 - Assigned To Examiner

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Bonnie L. Pastorius

Correspondent

Sabrina J, Hudson

H. J. Heinz Company

P. O. Box 57

Pittsburgh PA 15230

Phone Number: 412-456-6004
Fax Number: 412-456-1035

http://tarr.uspto.gov/servlet/tarr?regser=serial &entry=74528148 6/22/2011

HEINZ 000788



Int. Cl.: 30 _
Prior US., Cl: 46

Reg. No. 2,204,080

United States Patent and Trademark Office  Registored Nov. 17, 1998

TRADEMARK
PRINCIPAL REGISTER

SMART ONES |

WEIGHT WATCHERS INTERNATIONAL, INC.
(VIRGINIA CORPORATION)

175 CROSSWAYS PARK WEST

WOODBURY, NY 11797

FOR: FROZEN DESSERTS CONSISTING OF
MILK BASED OR MILK SUBSTITUTE BASED
DESSERTS, CAKES, PIES AND MOUSSES, IN
CLASS 30 (U.S. CL. 46).

FIRST USE 11-3-1997; IN COMMERCE
11-3-1997,

OWNER OF US. REG. NOS. 1,871,763 AND
1,911,590.

SER. NO. 75-415,119, FILED 1-8-1998.

ELIZABETH HUGHITT, EXAMINING ATTOR-
NEY :

Prohard V. GFA
NG. GV awd 7y

‘ ex Exyviotk
0\:\\»3 S
2-20-\3

HEINZ 000900



Lat'est Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2011-06-22 11:48:56 ET

Serial Number: 75415119 Assignment Information Trademark Documient Retrieval

Registration Number: 2204080

Mark (words only): SMART ONES

Standard Character claim: No

Current Status: The registration has been renewed.
Date of Status: 2008-10-08

Filing Date: 1998-01-08

‘Transformed into a National Application: No
Registration Date: 1998-11-17

Register: Principal

Law Office Assigned: LAW OFFICE 101

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 830 -Post Registration

Date In Location: 2008-10-08

- LAST APPLICANT(S)/OWNER(S) OF RECORD

1. H. J. HEINZ COMPANY

Address: /
H. J. HEINZ COMPANY

ONE PPG PLACE, SUITE 3100

PITTSBURGH, PA 15222

United States '

Legal Entity Type: Corporation

State or Country of Incorporation: Pennsylvania

GOODS AND/OR SERVICES

International Class: 030
Class Status: Active
http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=75415119 6/22/2011

HEINZ 000845
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Frozen desserts consisting of milk based or milk substitute based desserts, cakes, pies and mousses
Basis: 1(a)

First Use Date: 1997-11-03

First Use in Commerce Date: 1997-11-03

ADDITIONAL INFORMATION
Prior Registration Number(s):
1871763
1911590
MADRID PROTOCOL INFORMATION
(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to '"Trademark Document
Retrieval'' shown near the top of this page.

2011-05-11 - Automatic Update Of Assignment Of Ownership
2008-10-08 - First renewal 10 year

2008-10-08 - Section 8 (10-year) accepted/ Section 9 granted
2008-10-03 - Assigned To Paralegal

2008-09-30 - TEAS Section 8 & 9 Received

2007-07-31 - Case File In TICRS

2007-05-02 - TEAS Change Of Correspondence Received
2007-05-02 - TEAS Change Of Correspondence Received
2005-08-30 - TEAS Change Of Correspondence Received
2004-06-04 - Section 8 (6-year) accepted & Section 15 acknowledged
2004-04-22 - Section 8 (6-year) and Section 15 Filed
2004-04-22 - TEAS Section 8 & 15 Received

2004-04-22 - TEAS Change Of Correspondence Received
1998-11-17 - Registered - Principal Register

1998-08-25 - Published for opposition

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=75415119 6/22/2011

HEINZ 000846
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1998-07-24 - Notice of publication
1998-06-20 - Approved for Pub - Principal Register (Initial exam)
1998-06-15 - Examiner's amendment mailed

1998-06-02 - Assigned To Examiner

ATTORNEY/CORRESPONDENT INFORMATION

Correspondent

SABRINA J. HUDSON
PROMARK BRANDS INC.

2541 NORTH STOKESBERRY
SUITE 100 ‘
MERIDIAN, ID 83646

Phone Number: 412-456-6004
Fax Number: 412-456-1035

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=75415119 6/22/2011

HEINZ 000847



Int. Cl.; 30

Prior U.S. Cl.: 46 Reg. No. 2,916,538
United States Patent and Trademark Office  Registered Jan. 4, 2005
TRADEMARK
PRINCIPAL REGISTER

SMART ONES

PROMARK BRANDS INC. IDAHO CORPORA- THE MARK CONSISTS OF STANDARD CHAR-
TION) ACTERS WITHOUT CLAIM TO ANY PARTICULAR

877 WEST MAIN STREET, SUITE 604 FONT, STYLE, SIZE, OR COLOR.
BOISE, ID 83702 OWNER OF US. REG. NOS. 1911,5% AND
2,204,080.
FOR: PIZZA, IN CLASS 30 (U.S. CL. 46). SER. NO. 78-351,994, FILED 1-14-2004.

FIRST USE 11-30-1997; IN COMMERCE 11-30-1997. AMY GEARIN; EXAMINING ATTORNEY

&D‘Q\\q uaq 74
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Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2011-06-22 13:50:55 ET

Serial Number: 78351994 Assignment Information Trademark Document Retrieval

Registration Number: 2916538

Mark

(words only): SMART ONES

Standard Character claim: Yes

Current Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.
Date of Status: 2010-12-13

Filing Date: 2004-01-14

Transformed into a National Applic.ation: No

Registration Date: 2065-01 -04

Register: Principal

Law Office Assigned: LAW OFFICE 115

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: M60 -TMO Law Office 115

Date In Location: 2010-12-13

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. H. J. HEINZ COMPANY

Address:
H. J. HEINZ COMPANY
ONE PPG PLACE, SUITE 3100

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=78351994 6/22/2011
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PITTSBURGH, PA 15222

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Pennsylvania

GOODS AND/OR SERVICES

International Class: 030

Class Status: Active

Pizza

Basis: 1(a)

First Use Date: 1997-11-30

First Use in Commerce Date: 1997-11-30

ADDITIONAL INFORMATION
Prior Registration Number(s):
1911590
2204080
MADRID PROTOCOL INFORMATION
(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document
Retrieval" shown near the top of this page.

2011-05-11 - Automatic Update Of Assignment Of Ownership
2010-12-13 - Section 8 (6-year) accepted & Section 15 acknowledged
2010-12-13 - Case Assigned To Post Registration Paralegal
2010-11-24 - TEAS Section 8 & 15 Received

2007-03-20 - TEAS Change Of Correspondence Received
2005-01-04 - Registered - Principal Register

2004-10-12 - Published for opposition

2004-09-22 - Notice of publication

2004-08-12 - Law Office Publication Review Completed

2004-08-04 - Assigned To LIE

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=78351994 6/22/2011

HEINZ 000941



* Latest Status Info Page 3 of 3

2004-07-26 - Approved for Pub - Principal Register (Initial exam)
2004-07-24 - Assigned To Examiner
2004-06-25 - PAPER RECEIVED

2004-01-21 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Sabrina J. Hudson

Correspondent

Sabrina J. Hudson

H. J. Heinz Company

P. 0. Box 57

Pittsburgh PA 15230

Phone Number: 412-456-6004
Fax Number: 412-456-1035

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=78351994 6/22/2011
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Int. C1: 30

Prior U.S. Cl.: 46
Reg. No. 2,916,539
United States Patent and Trademark Office  Registered Jan. 4, 2005

TRADEMARK
PRINCIPAL REGISTER

SMART ONES

PROMARK BRANDS INC. (IDAHO CORPORA- THE MARK CONSISTS OF STANDARD CHAR-

TION) ACTERS WITHOUT CLAIM TO ANY PARTICULAR
877 WEST MAIN STREET, SUITE 604 FONT, STYLE, SIZE, OR COLOR.
BOISE, ID 83702

FOR: PRE-COOKED READY-TO-EAT FROZEN , OWFER OF US. REG. NOS. 1,911,390 AND
BREAD OR WRAP HAVING A MEAT AND/OR “<%%
VEGETABLE FILLING WITH OR WITHOUT ,
CHEESE, IN CLASS 30 (US. CL. 46). SER. NO. 78-353,011, FILED 1.14-2004,

FIRST USE 4-1-2001;. IN COMMERCE 4-1-2001. AMY GEARIN, EXAMINING ATTORNEY

No., AuasaTH
ép@o&({[( EXNen
3 T
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Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2011-06-22 11:53:04 ET
Serial Number: 78352011 Assignment Information Trademark Document Retrieval
Registration Number: 2916539

Mark

(words only): SMART ONES

Standard Character claim: Yes

Current Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.
Date of Status: 2010-12-14

Filing Date: 2004-01-14

Transformed into a National Application: No

Registration Date: 2005-01-04

Register: Principal

Law Office Assigned: LAW OFFICE 115

If you are the applicant or applicant's attorney and have questions about this file, please contact

Current Location: M60 -TMO Law Office 115

Date In Location: 2010-12-14

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. H.J. HEINZ COMPANY

Address:
H. J. HEINZ COMPANY

ONE PPG PLACE, SUITE 3100

http://tarr.uspto.gov/servlet/tarr ?regser=serial &entry=78352011 6/22/2011
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PITTSBURGH, PA 15222

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Pennsylvania

GOODS AND/OR SERVICES

International Class: 030

Class Status: Active

Pre-cooked ready-to-eat frozen bread or wrap having a meat and/or vegetable filling with or without
cheese .

Basis: 1(a)

First Use Date: 2001-04-01

First Use in Commerce Date: 2001-04-01

ADDITIONAL INFORMATION
Prior Registration Number(s):
1911590
2204080
MADRID PROTOCOL INFORMATION
(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document
Retrieval" shown near the top of this page.

2011-05-11 - Automatic Update Of Assignment Of Ownership
2010-12-14 - Section 8 (6-year) accepted & Section 15 acknowledged
2010-12-13 - Case Assigned To Post Registration Paralegal
2010-11-24 - TEAS Section 8 & 15 Received

2007-05-02 - TEAS Change Of Correspondence Received
2005-01-04 - Registered - Principal Register

2004-10-20 - Unresponsive/Duplicate Paper Received'

2004-10-20 - PAPER RECEIVED |

2004-10-12 - Published for opposition

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=78352011 6/22/2011
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2004-09-22 - Notice of publication

2004-08-12 - Law Office Publication Review Completed
2004-08-04 - Assigned To LIE

2004-07-26 - Approved for Pub - Principal Register (Initial exam)
2004-07-24 - Assigned To Examiner

2004-06-30 - PAPER RECEIVED

2004-01-21 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Sabrina J. Hudson

Correspondent

Sabrina J. Hudson

H. J. Heinz Company

P. O.Box 57

Pittsburgh PA 15230

Phone Number: 412-456-6004
Fax Number: 412-456-1035

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=78352011 6/22/2011

HEINZ 000904



Imt. CL: 30

Prior U.S. Cl.: 46
Reg. No. 3,462,182
United States Patent and Trademark Office  Registered Juy 8, 2008

TRADEMARK
PRINCIPAL REGISTER

SMART ONES

PROMARK BRANDS INC. (IDAHO CORPORA-  THE MARK CONSISTS OF STANDARD CHAR-
TION) ACTERS WITHOUT CLAIM TO ANY PARTICULAR

2541 NORTH STOKESBERRY PLACE, SUITE 100 FONT, STYLE, SIZE, OR COLOR.

MERIDIAN, ID 83646

OWNER OF U.S. REG. NOS. 1,911,590, 2,916,539

AND
FOR: FROZEN FOODS, NAMELY, BREAKFAST OTHERS.

SANDWICHES AND MUFFINS, IN CLASS 30 (US.
CL. 46). SER. NO. 77-368,176, FILED 1-10-2008.

FIRST USE 12-31-1997; IN COMMERCE 12-31.1997. MARY MUNSON, EXAMINING ATTORNEY

(K V. GEA
NO. QLAY TY

PPOSQ( EAMD
No- @
22013
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Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2011-06-22 13:52:43 ET

Serial Number: 77368176 Assignment Information Trademark Document Retrieval

Registration Number: 3462182

SMART ONES

(words only): SMART ONES
Standard Character claim: Yes

Current Status: Registered. The registration date is used to determine when post-registration
maintenance documents are due. :

Date of Status: 2008-07-08

Filing Date: 2008-01-10

Transformed into a National Application: No
Registration Date: 2008-07-08

Register: Principal

Law Office Assigned: LAW OFFICE 104

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 650 -Publication And Issue Section

Date In Location: 2008-07-08

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. H. J. HEINZ COMPANY

Address:
H. J. HEINZ COMPANY

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=77368176 6/22/2011
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ONE PPG PLACE, SUITE 3100

PITTSBURGH, PA 15222

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Pennsylvania

GOODS AND/OR SERVICES

International Class: 030

Class Status: Active

Frozen foods, namely, breakfast sandwiches and muffins
Basis: 1(a)

First Use Date: 1997-12-31

First Use in Commerce Date: 1997-12-31

ADDITIONAL INFORMATION
Prior Registration Number(s):
1911590
2204080
2916539
MADRID PROTOCOL INFORMATION
(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document
Retrieval" shown near the top of this page.

2011-05-11 - Automatic Update Of Assignment Of Ownership
2008-07-08 - Registered - Principal Register

2008-04-22 - Published for opposition

2008-04-02 - Notice of publication

2008-03-20 - Law Office Publication Review Completed
2008-03-20 - Assigned To LIE

2008-03-05 - Attorney Revoked And/Or Appointed
2008-03-05 - TEAS Revoke/Appoint Attorney Received

2008-03-03 - Approved for Pub - Principal Register (Initial exam)

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=77368176 6/22/2011
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2008-03-03 - Examiner's Amendment Entered

2008-03-03 - Notification Of Examiners Amendment E-Mailed
2008-03-03 - Examiners amendment e-mailed

2008-03-03 - Examiners Amendment -Written

2008-02-26 - Assigned To Examiner

2008-01-14 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Sabrina J. Hudson

Correspondent

Sabrina J. Hudson

H. J. Heinz Company

P. O. Box 57

Pittsburgh PA 15230

Phone Number: 412-456-6004
Fax Number: 412-456-1035

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=77368176 6/22/2011
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uévro TTABVUE. Trademark Trial and Appeal Board Inquiry System Page 1 of 2

@ United States Patent and Trademark Office

Home | Site Index | Search|Guides|Contacts| eBusiness| eBiz alerts|News| Help

TTABVUE. Trademark Trial and Appeal Board Inquiry System vi.5
Opposition
Numbe}: 91194974 Filing Date: 05/20/2010
Status: Pending Status Date: 05/20/2010

Interlocutory Attorney: CHERYL A BUTLER
Defendant

QUARLES & BRADY, LLP
411 EAST WISCONSIN AVE
MILWAUKEE, WI 53202
UNITED STATES
tm-dept@quarles.com
Serial #: 77864305 Application File
Application Status: Opposition Pending

Mark: SMART BALANCE
Plaintiff

Name: Promark Brands Inc.
Correspondence: TIMOTHY P. FRAELICH
JONES DAY
901 LAKESIDE AVENUE
CLEVELAND, OH 44114
UNITED STATES
jwalworth@jonesday.com
Serial #: 74528148 Application File Registration #: 1911590
Application Status: Renewed
Mark: SMART ONES
Serial #: 75415119 Application File Registration #: 2204080
Application Status: Renewed
Mark: SMART ONES
Serial #: 78352011 Application File Registration #: 2916539
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES
Serial #: 78351994 Application File Registration #: 2916538
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES
Serial #: 77368176 Application File Registration #: 3462182

Application Status: Registered
Mark: SMART ONES
Prosecution History
# Date History Text Due Date
13 02/14/2011 EXTENSION OF TIME GRANTED

ORI V. GFA
NO. Anauqty

http://ttabvue.uspto.gov/ttabvue/v?pno=91194974& pty=OPP 6/22/2011

PPOSU Exinipt
Nw. 7 ‘

JW 2
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7
WSPTO TTABVUE. Trademark Trial and Appeal Board Inquiry System Page 2 of 2
12 02/07/2011  STIPULATION FOR AN EXTENSION OF TIME
11 01/27/2011 MOTION TO CONSOLIDATE GRANTED
10 01/13/2011 P'S MOTION TO CONSOLIDATE
9 01/12/2011 D'S APPEARANCE OF COUNSEL/POWER OF ATTORNEY
8 12/21/2010 SUSPENDED
7 12/21/2010 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS
6 08/27/2010 SP D
5 08/27/2010 IP TO SUSPEND PEND SETTLEMENT NEGOTN
4 06/29/2010 ANSWER
3 05/20/2010 PENDING, INSTITUTED
2 05/20/2010 NOTICE AND TRIAL DATES SENT; ANSWER DUE: 06/29/2010
1 05/20/2010 FILED AND FEE
Results as of 062212011 03:21 pv BAcCK to search results Search: | i
| .HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY POLICY
http://ﬁabvue.uspto.gov/ttabvue/v?pno=91 194974 &pty=0OPP 6/22/2011
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Trademark Trial and Appeal Board Electronic Filing System. hitp://estta,uspto. gov
ESTTA Tracking number: ESTTA348661

Filing date: 05/20/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.
Opposer Information
Name PROMARK BRANDS INC.
Entity Corporation | Citizenship | 1daho
Address 2541 North Stokesberry Place Suite 100
Meridian, ID 83642
UNITED STATES
Attorney Timothy P. Fraelich
information JONES DAY

901 Lakeside Avenue

Cleveland, OH 44114

UNITED STATES

tfraelich@jonesday.com, jwalworth@jonesday.com, pcyngier@jonesday.com
Phone:216-586-1247

Applicant information

Application No 77864305 Publication date 04/20/2010
Opposition Filing | 05/20/2010 Opposition 05/20/2010
Date Period Ends

Applicant GFA Brands, Inc.

Suite 260 115 W. Century Rd.
Paramus, NJ 07652
UNITED STATES

Goods/Services Affected by Opposition

Class 029.

All goods and services in the class are opposed, namely: Frozen appetizers primarily containing
poultry, meat, seafood or vegetables; frozen entrees primarily containing poultry, meat, seafood or
vegetables

Class 030.

All goods and services in the class are opposed, namely: frozen entrees consisting primarily of pasta
or rice

Grounds for Opposition
Priority and likelihood of confusion Trademark Act section 2(d)
Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1911590 Application Date | 05/20/1994
No.
Registration Date | 08/15/1995 Foreign Priority NONE

HEINZ 000544



| Date

Word Mark SMART ONES
Design Mark
Description of NONE

Mark

Goods/Services

Class 029. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01
frozen entrees consisting primarily of chicken, beef, fish and/or vegetables
Class 030. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01

frozen entrees consisting primarily of pasta and/or rice alone or in combination
with other foods

lh.i.s. Registration | 2204080 Application Date 01/08/1998

0.

Registration Date | 11/17/1998 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of NONE

Mark

Goods/Services

Class 030. First use: First Use: 1997/11/03 First Use In Commerce: 1997/11/03

Frozen desserts consisting of milk based or milk substitute based desserts,
cakes, pies and mousses

U.S. Registration | 2916539 Application Date 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark )

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 2001/04/01 First Use In Commerce: 2001/04/01

Pre-cooked ready-to-eat frozen bread or wrap having a meat and/or vegetable
filling with or without cheese

U.S. Registration | 2916538 Application Date | 01/14/2004

No. _

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES
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Design Mark

NONE

Description of
Mark
Goods/Services Class 030. First use: First Use: 1997/11/30 First Use in Commerce: 1997/11/30

Pizza

U.S. Registration | 3462182 Application Date | 01/10/2008

No.

Registration Date | 07/08/2008 Foreign Priority NONE

Date

Word Mark SMART ONES

Design Mark

Description of NONE

Mark

Goods/Services Class 030. First use: First Use: 1997/12/31 First Use In Commerce: 1997/12/31
Frozen foods, namely, breakfast sandwiches and muffins

Attachments 78352011#TMSN.jpeg ( 1 page )( bytes )

78351994#TMSN.jpeg ( 1 page )( bytes )
77368176#TMSN jpeg ( 1 page )( bytes )
DOC156.pdf ( 8 pages )(229509 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature

[Timothy P. Fraelich/

Name

Timothy P. Fraelich
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[Date [ 052072010 |
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

U.S. Trademark Application 77/864,305
For the Mark SMART BALANCE
Published in the Official Gazette on April 20, 2010

PROMARK BRANDS INC.,

Opposer,

Opposition No.
v.

GFA BRANDS, INC,,

Applicant.
Commissioner of Trademarks
Box TTAB
P.O. Box 1451
Alexandria, Virginia 22313-1451

NOTICE OF OPPOSITION

1. Opposer, ProMark Brands Inc. (“Opposer”), a corporation duly organized and
existing under the laws of Idaho and having a place of business at 2541 North Stokesberry Place,
Suite 100, Meridian, ID 83646, believes that it will be damaged by the registration of the mark
SMART BALANCE ("Applicant's Mark") shown in trademark application Serial No. .
77/864,305 (the “Application”) and hereby opposes same pursuant to 15 U.S.C. §§ 1052 and

1063.
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2. To the best of Opposer’s knowledge, the name and address of the current owner
of the Application is GFA Brands, Inc. (“Applicant”), 115 W. Century Rd., Suite 260, Paramus,
NJ 07652, United States.

As grounds for opposition, it is alleged that:

The Application
3. Applicant filed the Application on an intent-to-use basis to register the mark
SMART BALANCE to identify:

a. Frozen appetizers primarily containing poultry, meat, seafood or
vegetables; frozen entrees primarily containing poultry, meat, seafood or
vegetables in International Class 29; and

b. Frozen entrees consisting primarily of pasta or rice in International Class

30.
4, The Application was published in the Official Gazette on April 20, 2010.
5. Applicant has not filed an amendment to allege use as of May 20, 2010.
Opposer’s Registered Marks
6. Opposer is the owner of the following registrations in the United States Patent and
Trademark Office for SMART ONES (“Opposer’s Marks”), which registrations have not been

cancelled, are valid and in full force and effect:

Registration/ Registration/
Trademark Serial No. Filing Date International Class/Goods

SMART ONES | 1,911,590 August 15, 1995 29 — Frozen entrees consisting
primarily of chicken, beef, fish
and/or vegetables.

SMART ONES | 2,204,080 November 17, 1998 | 30 — Frozen desserts consisting

‘ of milk based or milk

substitute based desserts,
cakes, pies and mousses.

SMART ONES | 2,916,539 January 4, 2005 30 — Pre-cooked ready-to-eat
frozen bread or wrap having a
meat and/or vegetable filling
with or without cheese.

SMART ONES | 2,916,538 January 4, 2005 30 — Pizza.

-2-
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Registration/ Registration/
Trademark Serial No. Filing Date International Class/Goods
SMART ONES | 3,462,182 July 8, 2008 30 - Frozen foods, namely,
breakfast sandwiches and
muffins.

Registration Nos. 1,911,590 and 2,204,080 have become incontestable as a matter of law under
15U.S.C. § 1065.
7. Opposer’s ownership in Registration Nos. 1,911,590 and 2,204,080 results from

the following chain of'title:

Assignment | by Weight Watchers International, Inc. to H.J, Heinz Company
(recorded at Reel 1971/Frame 0642);

Assignment | by H.J. Heinz Company to ProMark International, Inc.
(recorded at Reel 2327/Frame 0405);

Merger of ProMark International, Inc. with H.J. Heinz Company
(recorded at Reel 2633/Frame 0413);

Assignment | by H.J. Heinz Company to ProMark Brands Inc.
(recorded at Reel 263 1/Frame 0678).

Opposer’s Use Of Its Famous Marks

8. Opposer, through its predecessors and licensee, since at least as early as May 1,
1992, has been, and is now, using the mark SMART ONES throughout the United States in
connection with the goods described above.

9. Opposer’s use of Opposer’s Marks, as described above, has been valid and

continuous since the date of first use.

10.  Opposer’s continuous, exclusive and commercially-successful use of the mark
SMART ONES is symbolic of extensive good will and consumer recognition built up by
Opposer through substantial amounts of time, money and effort in manufacturing, advertising

and promotion.
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11.  Upon information and belief, Applicant’s SMART ONES mark is widely and
highly recognized by the general, consuming public of the United States as a designation of
source of Opposer’s goods.

12.  Upon information and belief, the mark SMAliT ONES has come to serve as a
unique and famous identifier of Opposer’s goods.

Dilution And Confusion Are Likely

13.  Opposer’s use of the mark SMART ONES predates any alleged use by Applicant
for Applicant’s Mark.

14.  Opposer’s use of the mark SMART ONES predates the filing date of the
Application.

15.  Opposer’s Marks were well established and famous long before the filing date of
the Application and at the time that Applicant filed the Application.

16.  Upon information and belief, Applicant’s Mark SMART BALANCE, to be used
in connection with the goods covered by Application No. 77/864,305, is confusingly similar to
Opposer’s Marks as used and registered by Opposer.

17.  Upon information and belief, the products to which Applicant’s Mark SMART
BALANCE will be used are related to, or identical to, various products on and in connection
with which Opposer and its predecessors-in-interest have used, and are using, the mark SMART
ONES.

18.  Upon information and belief, the goods to which Applicant’s Mark SMART
BALANCE will be applied, and the products on and in connection with which Opposer uses its
mark SMART ONES, are products that are offered for sale and sold in identical channels of

trade.
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19.  Upon information and belief, the goods to which Applicant’s Mark SMART
BALANCE will be applied, and the products on and in connection with which Opposer uses its
mark SMART ONES, are products that are offered for sale and sold to the same class of
purchasers.

20.  Upon information and belief, both Opposer's goods and Applicant's goods are
relatively low-priced and may be purchased on impulse by consumers.

Applicant Has Essentially Admitted That Dilution And Confusion Are Likely

21.  In numerous proceedings before the Trademark Trial and Appeal Board,
Applicant has challenged applications arguing that its registrations and applications for “smart”
related marks that predate other “smart” related marks should bar registration.

22,  Specifically, Applicant has argued that permitting other “smart” marks to register
would interfere with its use of its marks and would seriously damage Applicant.

23.  Opposer’s use of the mark SMART ONES predates any alleged use by Applicant
for Applicant’s Mark. Further, Opposer’s SMART ONES mark became famous before Applicant
filed the Application. Thus, based upon Applicant’s own admissions, as set forth in multiple
pleadings before the Trademark Trial and Appeal Board, in this instance, permitting Applicant’s
Mark to register would interfere with Opposer’s use of Opposer’s Marks and would seriously

damage Opposer.

COUNTI
LIKELIHOOD OF CONFUSION

24,  ProMark incorporates each and every allegation of Paragraphs 1-23 of this Notice
as though fully set forth herein.
25.  Inview of the fame of Opposer's Marks, the similarity of the respective marks,

similarity of the channels of trade, related nature of the goods and the relatively low-priced
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nature of the goods, the mark shown in the Application so resembles Opposer's Marks so as to be
likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that
Applicant’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored
by Opposer.

26.  Inview of the fame of Opposer's Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer's Marks so as to be
likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that
Opposer’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored
by Applicant.

COUNTII
TRADEMARK DILUTION

27.  ProMark incorporates each and every allegation of Paragraphs 1-26 of this Notice
as though fully set forth herein.

28.  SMART ONES has become famous in accordance with the standard set forth in
15 U.S.C. § 1125(c). |

29'. Applicant filed the Application for SMART BALANCE after Opposer’s SMART
ONES mark became famous.

30.  Applicant’s Mark is likely to cause the dilution of the distinctiveness of the

Opposer’s famous SMART ONES mark.

WHEREFORE, Opposer prays that Application Serial No. 77/864,305 be rejected in its

entirety on the basis of: (1)' likelihood of confusion and (2) likelihood of dilution; and that no
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registration be issued thereon to Applicant and that this Opposition be sustained in favor of

Opposer.

Dated this 20th day of May, 2010.

Respectfully submitted,

By:

[James W. Walworth, Jr./
Timothy P. Fraelich

James W. Walworth, Jr.
JONES DAY

901 Lakeside Avenue
Cleveland, Ohio 44114-1190
(216) 586-3939 (phone)
(216) 579-0212 (fax)
tfraclich@)jonesday.com
jwalworth@jonesday.com

Attorneys for Opposer
ProMark Brands Inc.

HEINZ 000554



CERTIFICATE OF SERVICE
A copy of the foregoing was served on this 20th day of May, 2010, via first-class mail
upon the Attorney of Record for Applicant:

Patrick M. Bergin

DAVIS & KUELTHALU, S.C.
111 E Kilbourn Ave

STE 1400

Milwaukee, WI 53202-6613

[James W. Walworth, Jr./
Attorney for Opposer
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@ United States Patent and Trademark Office

TTABVUE. Trademark Trial and Appeal Board Inquiry System
Opposition

Number: 91196358 Filing Date: 09/02/2010
Status: Pending Status Date: 09/02/2010
Interlocutory Attorney: CHERYL A BUTLER

Defendant
Name: GFA Brands, Inc.

Correspondence: MARTA LEVINE
QUARLES & BRADY LLP
411 EAST WISCONSIN AVE
MILWAUKEE, WI 53202
UNITED STATES
tm-dept@quarles.com

Serlal #: 77864268 Application File
Application Status: Opposition Pending
Mark: SMART BALANCE

Plaintiff

Name: ProMark Brands Inc.
Correspondence: TIMOTHY P FRAELICH
JONES DAY
901 LAKESIDE AVENUE
CLEVELAND, OH 44114
UNITED STATES
jwalworth@jonesday.com

v1.5

Serial #: 74528148 Application Fil Registration #: 1911590

Application Status: Renewed
Mark: SMART ONES

Serial #: 75415119 Application File ’ Registration #: 2204080

Application Status: Renewed
Mark: SMART ONES

Serial #: 78352011 Application File Registration #: 2916539

Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES

Serial #: 78351994 Application File Registration #: 2916538

Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES

Serial #: 77368176 Application File Registration #: 3462182

Application Status: Registered
Mark: SMART ONES

Prosecution History

# Date History Text Due Date

9 01/27/2011  PAPER RECEIVED AT TTAB

http://ttabvue.uspto.gov/ttabvue/v?pno=911963 58 & pty=OPP 6/22/2011
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Trademark Trial and Appeal Board Electronic Filing System. http./festta, uspto.gov

ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

ESTTA366414
09/02/2010

Name ProMark Brands Inc.
Entity Corporation | Citizenship | 1daho
Address 2541 North Stokesberry Place Suite 100
Meridian, ID 83642
UNITED STATES
Attormey Timothy P. Fraelich
information JONES DAY

901 Lakeside Avenue

Cleveland, OH 44114

UNITED STATES

tfraelich@jonesday.com, jwalworth@jonesday.com, pcyngier@jonesday.com
Phone:216-586-1247

Applicant Information

Application No 77864268 Publication date | 08/10/2010
Opposition Filing | 09/02/2010 Opposition 09/09/2010
Date Period Ends

Applicant

GFA Brands, Inc.

115 W. Century Rd. Suite 260
Paramus, NJ 07652

UNITED STATES

Goods/Services Affected by Opposition

Class 029.

snack bars

All goods and services in the class are opposed, namely: soy chips and yucca chips; snack mixes
consisting primarily of processed fruits, processed nuts, raisins and/or seeds; nut and seed-based

Class 030.

bars; pita chips

All goods and services in the class are opposed, namely: cake mix, frosting, cakes, frozen cakes,
cookies, coffee, tea, hot chocolate, bread, rolls, crackers, pretzels, corn chips, snack mixes
consisting primarily of crackers, pretzels, nuts and/or popped popcorn, spices, granola-based snack

Grounds for Opposition

[ Priority and likelihood of confusion

| Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1911590

Application Date 05/20/1994
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Registration Date | 08/15/1995 Foreign Priority NONE
Date
Word Mark SMART ONES
Design Mark
Description of NONE
Mark
Goods/Services Class 029. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01

frozen entrees consisting primarily of chicken, beef, fish and/or vegetables
Class 030. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01
frozen entrees consisting primarily of pasta and/or rice alone or in combination

with other foods

U.S. Registration | 2204080 Application Date | 01/08/1998

No.

Registration Date | 11/17/1998 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of NONE

Mark

Goods/Services

Class 030. First use: First Use: 1997/11/03 First Use In Commerce: 1997/11/03
Frozen desserts consisting of milk based or milk substitute based desserts,

cakes, pies and mousses

U.S. Registration | 2916539 Application Date 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark '

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 2001/04/01 First Use In Commerce: 2001/04/01
Pre-cooked ready-to-eat frozen bread or wrap having a meat and/or vegetable

filling with or without cheese

U.S. Registration | 2916538 Application Date | 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date :

Word Mark SMART ONES
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Design Mark

Description of
Mark

“NONE

Goods/Services Class 030. First use: First Use: 1997/11/30 First Use In Commerce: 1997/11/30
Pizza
U.S. Registration | 3462182 Application Date | 01/10/2008
No.
Ragistration Date | 07/08/2008 Foreign Priority NONE
Date
Word Mark SMART ONES
Design Mark

Description of
Mark

NONE

78351994#TMSN.jpeg ( 1 page )( bytes )
77368176TMSN.jpeg ( 1 page )( bytes )

Goods/Services Class 030. First use: First Use: 1997/12/31 First Use In Commerce: 1997/12/31
Frozen foods, namely, breakfast sandwiches and muffins
Attachments 78352011#TMSN.jpeg ( 1 page )( bytes )

DOCO087.pdf ( 8 pages )(232934 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature

[Timothy P. Fraelich/

Name

Timothy P. Fraelich
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| Date | 09/02/2010 |
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

U.S. Trademark Application 77/864,268
For the Mark SMART BALANCE
Published in the Official Gazette on August 10, 2010

PROMARK BRANDS INC,,

Opposer,
Opposition No.
V.

GFA BRANDS, INC,,
Applicant.

Commissioner of Trademarks

Box TTAB

P.O. Box 1451

Alexandria, Virginia 22313-1451

NOTICE OF OPPOSITION

1. Opposer, ProMark Brands Inc. (“Opposer”), a corporation duly organized and
existing under the laws of Idaho and having a place of business at 2541 North Stokesberry Place,

Suite 100, Meridian, ID 83646, believes that it will be damaged by the registration of the mark

SMART BALANCE ("Applicant's Mark") shown in trademark application Serial No.

77/864,268 (the “Application”) and hereby opposes same pursuant to 15 U.S.C. §§ 1052 and

1063.
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2. To the best of Opposer’s knowledge, the name and address of the current owner
of the Application is GFA Brands, Inc. (“Applicant”), 115 W. Century Rd., Suite 260, Paramus,
NJ 07652, United States.

As grounds for opposition, it is alleged that:

The Application

3. Applicant filed the Application on an intent-to-use basis to register the mark

SMART BALANCE to identify:

a. soy chips and yucca chips; snack mixes consisting primarily of processed
fruits, processed nuts, raisins and/or seeds; nut and seed-based snack bars
in International Class 29; and

b. cake mix, frosting, cakes, frozen cakes, cookies, coffee, tea, hot chocolate,

bread, rolls, crackers, pretzels, corn chips, snack mixes consisting
primarily of crackers, pretzels, nuts and/or popped popcorn, spices,
granola-based snack bars; pita chips in International Class 30.
4, The Application was published in the Official Gazette on August 10, 2010.
5. Applicant has not filed an amendment to allege use as of September 2, 2010.
Opposer’s Registered Marks
6. Opposer is the owner of the following registrations in the United States Patent and

Trademark Office for SMART ONES (“Opposer’s Marks”), which registrations have not been

cancelled, are valid and in full force and effect:

Registration/ Registration/
Trademark Serial No. Filing Date International Class/Goods

SMART ONES | 1,911,590 August 15, 1995 29 — Frozen entrees consisting
primarily of chicken, beef, fish
and/or vegetables.

SMART ONES | 2,204,080 November 17, 1998 | 30 — Frozen desserts consisting
of milk based or milk
substitute based desserts,
cakes, pies and mousses.

2o
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Registration/ Registration/

Trademark Serial No. Filing Date International Class/Goods
SMART ONES | 2,916,539 January 4, 2005 30 — Pre-cooked ready-to-eat
frozen bread or wrap having a
meat and/or vegetable filling
with or without cheese.

SMART ONES | 2,916,538 January 4, 2005 30 — Pizza.

SMART ONES | 3,462,182 July 8, 2008 30 - Frozen foods, namely,
breakfast sandwiches and
muffins.

Registration Nos. 1,911,590 and 2,204,080 have become incontestable as a matter of law under
15U.S.C. § 1065.
7. Opposer’s ownership in Registration Nos. 1,911,590 and 2,204,080 results from

* the following chain of title:

Assignment | by Weight Watchers International, Inc. to H.J. Heinz Company
(recorded at Reel 1971/Frame 0642);

Assignment | by H.J. Heinz Company to ProMark International, Inc.
(recorded at Reel 2327/Frame 0405);

Merger of ProMark International, Inc. with H.J. Heinz Company
(recorded at Reel 2633/Frame 0413);

Assignment | by H.J. Heinz Company to ProMark Brands Inc.

(recorded at Reel 2631/Frame 0678).

Opposer’s Use Of Its Famous Marks

8. Opposer, through its predecessors and licensee, since at least as early as May 1,
1992, has been, and is now, using the mark SMART ONES throughout the United States in
connection with the goods described above.

9. Opposer’s use of Opposer’s Marks, as described above, has been valid and
continuous since the date of first use.

10.  Opposer’s continuous, exclusive and commercially-successful use of the mark

SMART ONES is symbolic of extensive good will and consumer recognition built up by
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Opposer through substantial amounts of time, money and effort in manufacturing, advertising |
and promotion.

11.  Upon information and belief, Applicant’s SMART ONES mark is widely and
highly recognized by the general, consuming public of the United States as a designation of
source of Opposer’s goods.

12.  Upon information and belief, the mark SMART ONES has come to serve as a
unique and famous identifier of Opposer’s goods.

Dilution And Confusion Are Likely

13,  Opposer’s use of the mark SMART ONES predates any alleged use by Applicant
for Applicant’s Mark. |

14.  Opposer’s use of the mark SMART ONES predates the filing date of the
Application.

15.  Opposer’s Marks were well established and famous long bef"ore the filing date of
the Application and at the time that Applicant filed the Application.

16.  Upon information and belief, Applicant’s Mark SMART BALANCE, to be used
in connection with the goods covered by Application No. 77/864,268, is confusingly similar to
Opposer’s Marks as used and registered by Opposer.

17.  Upon information and belief, the products to which Applicant’s Mark SMART
BALANCE will be used are related to, or identical to, various products on and in connection
with which Opposer and its predecessors-in-interest have used, and are using, the mark SMART
ONES.

18.  Upon information and belief, the goods to which Applicant’s Mark SMART

BALANCE will be applied, and the products on and in connection with which Opposer uses its
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mark SMART ONES, are products that are offered for sale and sold in identical channels of
trade.

19.  Upon information and belief, the goods to which Applicant’s Mark SMART
BALANCE will be applied, and the products on and in connection with which Opposer uses its
mark SMART ONES, are products that are offered for sale and sold to the same class of
purchasers.

20.  Upon information and belief, both Opposer's goods and Applicant's goods are
relatively low-priced and may be purchased on impulse by consumers.

Applicant Has Essentially Admitted That Dilution And Confusion Are Likely

21.  In numerous proceedings before the Trademark Trial and Appeal Board,
Applicant has challenged applications arguing that its registrations and applications for “smart”
related marks that predate other “smart” related marks should bar registration.

22.  Specifically, Applicant has argued that permitting other “smart” marks to register
would interfere with its use of its marks and would seriously damage Applicant.

23.  Opposer’s use of the mark SMART ONES predates any alleged use by Applicant
for Applicant’s Mark. Further, Opposer’s SMART ONES mark became famous before Applicant
filed the Application. Thus, based upon Applicant’s own admissions, as set forth in multiple
pleadings before the Trademark Trial and Appeal Board, in this instance, permitting Applicant’s
Mark to register would interfere with Opposer’s use of Opposer’s Marks and would seriously
damage Opposer. |

COUNT1
LIKELIHOOD OF CONFUSION

24.  ProMark incorporates each and every allegation of Paragraphs 1-23 of this Notice

as though fully set forth herein.
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25.  Inview of the fame of Opposer's Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer's Marks so as to be
likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that
Applicant’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored
by Opposer.

26.  Inview of the fame of Opposer's Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer's Marks so as to be
likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that
Opposer’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored
by Applicant. |

COUNT I
TRADEMARK DILUTION

27.  ProMark incorporates each and every allegation of Paragraphs 1-26 of this Notice
as though fully set forth herein.

28. SMART ONES has become famous in accordance with the standard set forth in
15 U.S.C. § 1125(c). |

29.  Applicant filed the Application for SMART BALANCE after Opposer’s SMART
ONES mark became famous.

30.  Applicant’s Mark is likely to cause the dilution of the distinctiveness of the

Opposer’s famous SMART ONES mark.
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WHEREFORE, Opposer prays that Application Serial No. 77/864,305 be rejected in its
entirety on the basis of: (1) likelihood of confusion and (2) likelihood of dilution; and that no

registration be issued thereon to Applicant and that this Opposition be sustained in favor of

Opposer.

Dated this 2nd day of September, 2010,

Respectfully submitted,

By: (James W. Walworth, Jr./
Timothy P. Fraelich

James W. Walworth, Jr.
JONES DAY

901 Lakeside Avenue
Cleveland, Ohio 44114-1190
(216) 586-3939 (phone)
(216) 579-0212 (fax)
tfraclich@jonesday.com
jwalworth@jonesday.com

Attorneys for Opposer
ProMark Brands Inc.
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CERTIFICATE OF SERVICE
A copy of the foregoing was served on this 2nd day of September, 2010, via first-class

mail upon the Attorney of Record for Applicant:

Patrick M. Bergin

DAVIS & KUELTHAU, S.C.
111 E Kilbourn Ave

STE 1400

Milwaukee, WI 53202-6613

{James W. Walworth, Jr./
Attorney for Opposer
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TTABVUE. Trademark Trial and Appeal Board Inquiry System v1.5
Opposition
Number: 91199995 Filing Date: 05/26/2011
Status: Pending Status Date: 05/26/2011

Interlocutory Attorney: GEORGE POLOGEQRGIS
Defendant
Name: Sterner, Mark

5425 WILSON ST
RIVERSIDE, CA 92509-2434
mark@inlandempirefoods.com
Serial #: 85113289 Application File
Application Status: Opposition Pending -
Mark: SMART CHOICE
Plaintiff

Name: ProMark Brands Inc.

Correspondence: Timothy P. Fraelich
JONES DAY
901 Lakeside Avenue
Cleveland, OH 44114
UNITED STATES
tfraelich@jonesday.com

Serial #: 74528148 Application File Registration #: 1911590
Application Status: Renewed
Mark: SMART ONES
Serial #: 75415119 Application File Registration #: 2204080
Application Status: Renewed
Mark: SMART ONES
Serial #: 78352011 Application File Registration #: 2916539
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES
Serial #: 78351994 Application File Registration #: 2916538
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES
Serial #: 77368176 Application File Registration #: 3462182
Application Status: Registered
Mark: SMART ONES

Prosecution History

# Date . History Text Due Date
5 06/21/2011 EXTENSION OF TIME GRANTED '
4 06/20/2011 TIP N FOR ION OF TIME

3 05/26/2011 PENDING, INSTITUTED

Prowaric V. GFA

http://ttabvue.uspto.gov/ttabvue/v?pno=91199995&pty=0OPP 6/22/2011
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Results as of 0612212011 03:43 pv BAck to search results Search: | |
| .HOME | INDEX| SEARCH | 6BUSINESS | CONTACT US | PRIVACY POLICY
http://ttabvue.uspto.gov/ttabvue/v?pno=91199995& pty=OPP 6/22/2011

HEINZ 000768



Trademark Trial and Appeal Board Electronic Filing System. hitp://estte uspto.goy

ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

ESTTA411294
05/26/2011

Name ProMark Brands Inc.

Granted to Date 06/01/2011

of previous

extension

Address 2541 North Stokesberry Place, Suite 100
Meridian, ID 83646
UNITED STATES

Attorney - Timothy P. Fraelich

information JONES DAY

901 Lakeside Avenue

Cleveland, OH 44114

UNITED STATES

tfraelich@jonesday.com, rholte@;onesday com, pcyngier@jonesday.com
Phone:216-586-3939

Applicant Information

Application No 85113289 Publication date 02/01/2011
Opposition Filing | 05/26/2011 Opposition 06/01/2011
Date Period Ends
Applicant Sterner, Mark
5425 Wilson Street
Riverside, CA 92509
UNITED STATES
Goods/Services Affected by Opposition
Class 029. First Use: 2000/09/05 First Use In Commerce: 2001/11/28
All goods and services in the class are opposed, namely: Soups
Grounds for Opposition
| Priority and likelihood of confusion | Trademark Act section 2(d) |
Marks Cited by Opposer as Basis for Opposition
U.S. Registration | 1911590 Application Date | 05/20/1994

No.

Registration Date | 08/15/1995 Foreign Priority NONE

Date

Word Mark SMART ONES

Design Mark

Description of NONE
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Mark

Goods/Services

Class 029. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01
frozen entrees consisting primarily of chicken, beef, fish and/or vegetables
Class 030. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01

frozen entrees consisting primarily of pasta and/or rice alone or in combination
with other foods

lh.‘l.s. Registration | 2204080 Application Date | 01/08/1998

0.

Registration Date | 11/17/1998 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of NONE

Mark

Goods/Services

Class 030. First use: First Use: 1997/11/03 First Use In Commerce: 1997/11/03

Frozen desserts consisting of milk based or milk substitute based desserts,
cakes, pies and mousses

U.S. Registration | 2916539 Application Date | 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of
Mark

"NONE

Goods/Services

Class 030. First use: First Use: 2001/04/01 First Use In Commerce: 2001/04/01

Pre-cooked ready-to-eat frozen bread or wrap having a meat and/or vegetable
filling with or without cheese

U.S. Registration | 2916538 Application Date 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES
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Design Mark

NONE

Description of
Mark
Goods/Services Class 030. First use: First Use: 1997/11/30 First Use In Commerce: 1997/11/30
Pizza
U.S. Registration | 3462182 Application Date | 01/10/2008
No.
Registration Date | 07/08/2008 Foreign Priority NONE
Date
Word Mark SMART ONES
Design Mark

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 1997/12/31 First Use In Commerce: 1997/12/31
Frozen foods, namely, breakfast sandwiches and muffins
Attachments 78352011#TMSN.jpeg ( 1 page )( bytes )

78351994#TMSN.jpeg ( 1 page ) bytes )
77368176#TMSN.jpeg ( 1 page ) bytes )
smart choice.pdf ( 7 pages )(218962 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature

[Timothy P. Fraelich/

Name

Timothy P. Fraelich
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[Date [ 05/26/2011 ]
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

U.S. Trademark Application 85/113,289
For the Mark SMART CHOICE
Published in the Official Gazette on February 1, 2011

H. J. HEINZ COMPANY,
Opposer,

V. Opposition No.

STERNER, MARK

Applicant.

Commissioner of Trademarks
Box TTAB
P.O. Box 1451
Alexandria, Virginia 22313-1451
NOTICE OF OPPOSITION

1. Opposer, H. J. Heinz Company (“Opposer”), a corporation duly organized and
existing under the laws of Pennsylvania and having a place of business at One PPG Place, Suite
3100, Pittsburgh, PA 15222, believes that it will be damaged by the registration of the mark
SMART CHOICE (“Applicant’s Mark”) shown in trademark application Serial No. 85/113,289
(the “Application”) and hereby opposes same pursuant to 15 U.S.C. §§ 1052 and 1063.

2. To the best of Opposer’s knowledge, the name and address of the current owner
of the Application is Mark Sterner (“Applicant”), 5425 Wilson Street, Riverside, California
92509, United States.

As grounds for opposition, it is alleged that:

ATI1-2474444v2

HEINZ 000773



The Application
3. Applicant filed the actual use Application to register the mark SMART CHOICE

to identify, among other goods:
Soups in International Class 29,
4. The Application claimed a first use date at least as early as 09/05/2000, and a first
use in commerce date at least as early as 11/28/2001.
S. The Application was published in the Official Gazette on February 1, 2011.

Opposer’s Registered Marks

6. Opposer is the owner of the following registrations in the United States Patént and
Trademark Office for SMART ONES (“Opposer’s Marks™), which registrations have not been

cancelled, are valid and in full force and effect:

Registration/ Registration/
Trademark Serial No. Filing Date International Class/Goods

SMART ONES | 1,911,590 August 15, 1995 29 - Frozen entrees consisting
primarily of chicken, beef, fish
and/or vegetables;

30 - Frozen entrees consisting
primarily of pasta and/or rice
alone on in combination with
other foods.

SMART ONES | 2,204,080 November 17, 1998 | 30 — Frozen desserts consisting
. of milk based or milk

substitute based desserts,

cakes, pies and mousses,

SMART ONES | 2,916,539 January 4, 2005 30 — Pre-cooked ready-to-eat
frozen bread or wrap having a
meat and/or vegetable filling
with or without cheese.

SMART ONES | 2,916,538 January 4, 2005 30 — Pizza.

SMART ONES | 3,462,182 July 8, 2008 30 - Frozen foods, namely,
breakfast sandwiches and

muffins.

ATI-2474444v2
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The following Registration Nos. have become incontestable as a matter of law under 15 U.S.C.
§ 1065: 1,911,590; 2,204,080; 2,916,539; and 2,916,538.
7. Opposer’s ownership in Registration Nos. 1,911,590 and 2,204,080 results from

the following chain of title:

Assignment | by Weight Watchers International, Inc. to H.J. Heinz Company
(recorded at Reel 1971/Frame 0642);

Assignment | by H.J. Heinz Company to ProMark International, Inc.
(recorded at Reel 2327/Frame 0405);

Merger of ProMark International, Inc. with H.J. Heinz Company
(recorded at Reel 2633/Frame 0413);

Assignment | by H.J. Heinz Company to ProMark Brands Inc.
(recorded at Reel 2631/Frame 0678);

Assignment | by ProMark Brands Inc. to H. J. Heinz Company
(recorded at Reel 4534/Frame 0456),

and ownership in Registration Nos. 2,916,539, 2,916,538 and 3,462,182 results from the

following chain of title:

Assignment | by ProMark Brands Inc. to H. J. Heinz Company
(recorded at Recl 4534/Frame 0456).

Opposer’s Use Of Its Famous Marks
8. Opposer, through its predecessors and licensee, since at least as early as May 1,
1992, has been, and is now, using the mark SMART ONES throughout the United States in
connection with the goods described above.
9. Opposer’s use of Opposer’s Marks, as described above, has been valid and
continuous since the date of first use.
10.  Opposer’s continuous, exclusive and commercially-successful use of the mark

SMART ONES is symbolic of extensive good will and consumer recognition built up by

ATI-2474444v2
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Opposer through substantial amounts of time, money and effort in manufacturing, advertising
and promotion.

11.  Upon information and belief, Opposer’s SMART ONES mark is widely and
highly recognized by the general, consuming public of the United States as a designation of
source of Opposer’s goods.

12.  Upon information and belief, the mark SMART ONES has come to serve as a
unique and famous identifier of Opposer’s goods.

Dilution And Confusion Are Likely

13.  Opposer’s use of the mark SMART ONES predates any alleged use by Applicant
for Applicant’s Mark.

14.  Opposer’s use of the mark SMART ONES predates the filing date of the
Application.

15.  Opposer’s Marks were well established and famous long before the filing date of
the Application and at the time that Applicant filed the Application.

16.  Upon information and beliéf, Applicant’s Mark SMART CHOICE, to be used in
connection with the goods in Class 29 as identified in Application No. 85/113,289, is
confusingly similar to Opposer’s Marks as used and registered by Opposer.

17.  Upon information and belief, the goods in Class 29 to which to which Applicant’s
Mark SMART CHOICE will be applied are related to, or identical to, various products on and in
connection with which Opposer and its predecessors-in-interest have used, and are using, the
mark SMART ONES.

18.  Upon information and belief, the goods in Class 29 to which Applicant’s Mark

SMART CHOICE will be applied, and the products on and in connection with which Opposer

ATI-2474444v2
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uses its mark SMART ONES, are products that are offered for sale and sold in identical channels
of trade.

19.  Upon information and belief, the goods in Class 29 to which Applicant’s Mark
SMART CHOICE will be applied, and the products on and in connection with which Opposer
uses its mark SMART ONES, are products that are offered for sale and sold to the same class of
purchasers.

20.  Upon information and belief, both Opposer’s goods and Applicant’s goods in
Class 29 as identified in the Application are relatively low-priced and may be purchased on
impulse by consumers.

COUNT 1
LIKELIHOOD OF CONFUSION

21.  H.J. Heinz Company incorporates each and every allegation of Paragraphs 1-20
of this Notice as though fully set forth herein.

22.  Inview of the fame of Opposer’s Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer’s Marks so as to
be likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that
Applicant’s goods in Class 29 are associated with or approved, endorsed, affiliated, authorized or
sponsored by Opposer.

23.  Inview of the fame of Opposer’s Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature éf the goods, the mark shown in the Application so resembles Opposer’s Marks so as to

be likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that

ATI-2474444v2
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Opposer’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored
by Applicant.

COUNT 11
TRADEMARK DILUTION

24,  H.J. Heinz Company incorporates each and every allegation of Paragraphs 1-23
of this Notice as though fully set forth herein.

25. SMART ONES has become famous in accordance with the standard set forth in
15 U.S.C. § 1125(c).

26.  Applicant filed the Application for SMART CHOICE after Opposer’s SMART

ONES mark became famous.

27.  Applicant’s Mark is likely to cause the dilution of the distinctiveness of Opposer’s

famous SMART ONES mark.

WHEREFORE, Opposer prays that Application Serial No. 85/113,289 be rejected for the
goods in Class 29 as identified in the Application on the basis of: (1) likelihood of confusion and

(2) likelihood of dilution; and that no registration be issued thereon to Applicant for Class 29 and

that this Opposition be sustained in favor of Opposer.
Dated this 26th day of May, 2011.

Respectfully submitted,

By: s/Timothy P. Fraelich/
Timothy P. Fraelich

Ryan T. Holte

JONES DAY

901 Lakeside Avenue
Cleveland, Ohio 44114-1190
(216) 586-3939 (phone)
(216) 579-0212 (fax)
tfraclich@jonesday.com
rholte@jonesday.com

Attorneys for Opposer
H. J. Heinz Company

-6-
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CERTIFICATE OF SERVICE

A copy of the foregoing was served on this 26th day of May, 2011, via first-class mail
upon Applicant:

Mark Sterner
5425 Wilson Street
Riverside, CA 92509

s/Ryan T. Holte/
Attorney for Opposer
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TTABVUE. Trademark Trial and Appeal Board Inquiry System v1.5
Opposition
Number: 91198512 Filing Date: 02/08/2011
Status: Terminated Status Date: 03/29/2011
Interlocutory Attorney: ROBERT IN
Defendant

DANIEL P. BURKE & ASSOCIATES, PLLC
240 TOWNSEND SQ
OYSTER BAY, NY 11771-2339
UNITED STATES
dburke@dpburke.com
Serial #: 77874610 Application File
Application Status: Notice of Allowance - Issued
Mark: SMART ONE

Plaintiff

Name: ProMark Brands Inc.

Correspondence: ASHLEY H. ZITO
JONES DAY
901 LAKESIDE AVENUE
CLEVELAND, OH 44114
UNITED STATES
tfraelich@jonesday.com, pcyngier@jonesday com,
awilkes@jonesday.com

Serial #: 74528148 Application File Registration #: 1911590
Application Status: Renewed
Mark: SMART ONES
Serial #: 75415119 Application File Registration #: 2204080
Application Status: Renewed
Mark: SMART ONES
Serial #: 78352011 Application File Registration #: 2916539
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES
Serial #: 78351994 Application File Registration #: 2916538
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES
Serial #: 77368176 Application File Registration #: 3462182
Application Status: Registered
Mark: SMART ONES
Prosecution History
# Date ' History Text Due Date

http://ttabvue.uspto.gov/ttabvue/v?pno=91198512&pty=OPP 6/22/2011
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3 02/08/2011 PENDING, INSTITUTED
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Trademark Trial and Appeal Board Electronic Filing System. http://estta uspto.goy
ESTTA Tracking number: ESTTA392251
Filing date: 02/08/2011

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name ProMark Brands Inc.
Granted to Date 02/09/2011
of previous
extension
Address 2541 North Stokesberry PlaceSuite 100
Meridian, ID 83642
UNITED STATES
Attorney Timothy P. Fraalich, Ashley H. Wilkes
information JONES DAY
901 Lakeside Avenue
Cleveland, OH 44114
UNITED STATES
tfraelich@jonesday.com, pcyngier@jonesday.com, awilkes@jonesday.com

Applicant Information

Application No 77874610 Publication date 10/12/2010
Opposition Filing | 02/08/2011 Opposition 02/09/2011
Date Period Ends

Applicant

Peter D. Koleoglou

88 Henry Road
Southamptom, NY 11969
UNITED STATES

Goods/Services Affected by Opposition

Class 028.

All goods and services in the class are opposed, namely: Golf balls; Golf club bags; Golf club swing
aids, namely, putting aids in the nature of golf putter attachment for improving user's putting stroke;
Golf clubs; Golf putters; Putting practice mats

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1911590 Application Date | 05/20/1994

No.

Registration Date | 08/15/1995 Foreign Priority NONE
Date

Word Mark SMART ONES
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Design Mark

Description of NONE
Mark
Goods/Services Class 029. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01

frozen entrees consisting primarily of chicken, beef, fish and/or vegetables
Class 030. First use: First Use: 1992/05/01 First Use in Commerce: 1992/05/01
frozen entrees consisting primarily of pasta and/or rice alone or in combination

with other foods

3.s. Registration | 2204080 Application Date | 01/08/1998

o.

Registration Date | 11/17/1998 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of NONE

Mark

Goods/Services

Class 030. First use: First Use: 1997/11/03 First Use In Commerce: 1997/11/03
Frozen desserts consisting of milk based or milk substitute based desserts,

cakes, pies and mousses

U.S. Registration | 2916539 Application Date | 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 2001/04/01 First Use In Commerce: 2001/04/01
Pre-cooked ready-to-eat frozen bread or wrap having a meat and/or vegetable

filling with or without cheese

U.S. Registration | 2916538 Application Date | 01/14/2004
No.
Registration Date | 01/04/2005 Foreign Priority NONE
: Date
Word Mark SMART ONES
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Design Mark

Description of
Mark

“NONE

Goods/Services

Class 030. First use: First Use: 1997/11/30 First Use In Commerce: 1997/11/30
Pizza

U.S. Registration | 3462182 Application Date | 01/10/2008

No.

Registration Date | 07/08/2008 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 1997/12/31 First Use In Commerce: 1997/12/31
Frozen foods, namely, breakfast sandwiches and muffins
Attachments 78352011#TMSN.jpeg ( 1 page )( bytes )

78351994#TMSN.jpeg ( 1 page )( bytes )
77368176#TMSN.jpeg ( 1 page )( bytes )
Notice_= SMARTONE.pdf ( 7 pages )(22664 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature

/Ashley H. Wilkes/

Name

Timothy P. Fraelich, Ashley H. Wilkes
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

U.S. Trademark Application 77/874,610
For the Mark SMART ONE
Published in the Official Gazette on October 12, 2010

PROMARK BRANDS INC,,

Opposer,

v. Opposition No.

PETER D. KOLEOGLOU

Applicant.

Commissioner of Trademarks
Box TTAB

P.O. Box 1451

Alexandria, Virginia 22313-1451

NOTICE OF OPPOSITION
1. Opposer, ProMark Brands Inc. (“Opposer”), a corporation duly organized and

existing under the laws of Idaho and having a place of business at 2541 North Stokesberry Place,

Suite 100, Meridian, Idaho 83646, believes that it will be damaged by the registration of the
mark SMART ONE (“Applicant’s Mark™) shown in trademark application Serial No. 77/874,610

(the “Application”) and hereby opposes same pursuant to 15 U.S.C. §§ 1052 and 1063.

ATI-2459315v1
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2. To the best of Opposer’s knowledge, the name and address of the current owner

of the Application is Peter D. Koleoglou (“Applicant”), 88 Henry Road, Southampton, New

York 11969, United States.

As grounds for opposition, it is alleged that:

3. Opposer is the owner of the following registrations in the United States Patent and

OPPOSER’S REGISTERED MARKS

Trademark Office which registrations have not been cancelled, are valid and in full force and

effect:
Registration/ Registration/
Trademark Serial No. Filing Date International Class/Goods

SMART ONES | 1,911,590 August 15, 1995 29 — Frozen entrees consisting
primarily of chicken, beef, fish
and/or vegetables.

SMART ONES | 2,204,080 November 17, 1998 | 30 — Frozen desserts consisting
of milk based or milk
substitute based desserts,
cakes, pies and mousses.

SMART ONES | 2,916,539 January 4, 2005 30 — Pre-cooked ready-to-eat
frozen bread or wrap having a
meat and/or vegetable filling
with or without cheese.

SMART ONES | 2,916,538 January 4, 2005 30 — Pizza,

SMART ONES | 3,462,182 July 8, 2008 30 — Frozen foods, namely,

breakfast sandwiches and
muffins.

(collectively, “the SMART ONES Mark™). Registration Nos. 1,911,590 and 2,204,080 have

become incontestable as a matter of law under 15 U.S.C. § 1065.

4. Opposer’s ownership in Registration Nos. 1,911,590 and 2,204,080 results from

the following chain of title:

Assignment | by Weight Watchers International, Inc. to H.J. Heinz Company
(recorded at Reel 1971/Frame 0642);
Assignment | by H.J. Heinz Company to ProMark International, Inc.

ATI-2459315v1
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(recorded at Reel 2327/Frame 0405);

Merger of ProMark International, Inc. with H.J. Heinz Company
(recorded at Reel 2633/Frame 0413);

Assignment | by H.J. Heinz Company to ProMark Brands Inc.
(recorded at Reel 2631/Frame 0678).

OPPOSER’S USE OF ITS FAMOUS MARKS

S. Opposer, through its predecessors and licensee, since at least as early as May 1,
1992, has been, and is now, using the mark SMART ONES throughout the United States in
connection with the goods described above.

6. Opposer’s use of the SMART ONES Mark, as described above, has been valid
and continuous since the date of first use.

1. Opposer has made substantial sales of goods under the SMART ONES Mark.

8. Opposer’s continuous, exclusive and commercially-successful use of the SMART
ONES Mark is symbolic of extensive good will and consumer recognition built up by Opposer
through substantial amounts of time, money and effort in manufacturing, advertising and
promotion.

9. Upon information and belief, Opposer’s SMART ONES Mark is widely aﬁd

highly recognized by the general, consuming public of the United States as a designation of

source of Opposer’s goods.
10. Upon information and belief, the SMART ONES Mark has come to serve as a

unique and famous identifier of Opposer’s goods.

ATI-2459315v1
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THE APPLICATION
11.  Notwithstanding Opposer’s prior rights, on November 17, 2009, Applicant filed
the Application on an intent-to-use basis to register the mark SMART ONE to identify:
Golf balls; Golf club bags; Golf club swing aids, namely, putting aids in the
nature of golf putter attachment for improving user's putting stroke; Golf clubs;
Golf putters; Putting practice mats in International Class 28.

12.  The Application was published in the Official Gazette on October 12, 2010.

13.  Applicant has not filed an amendment to allege use as of February 8, 2011.

COUNT1I
LIKELIHOOD OF CONFUSION

14.  ProMark incorporates each and every allegation of Paragraphs 1-13 of this Notice
as though fully set forth herein.

15.  Opposer’s use of the SMART ONES Mark long predates any alleged use by
Applicant for Applicant’s Mark.

16.  Opposer’s use of the SMART ONES Mark long predates the filing date of the
Application.

17.  Upon information and belief, Applicant was are of Opposer and Opposer’s long-
standing use of the SMART ONES Mark when it filed the Application.

18.  Upon information and belief, Applicant’s Mark SMART ONE, to be used in
connection with the goods in Class 28, as identified in Application No. 77/874,610, is
confusingly similar to the SMART ONES Mark as used and registered by Opposer..

19.  Due to the similarity of the marks‘involved, and other factors, confusion is likely
as between Applicant’s Mark SMART ONE and Opposer’s SMART ONES Mark, pursuant to

Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).

ATI-2459315v1
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20.  Registration of Applicant’s Mark is likely to cause confusion or mistake in the
minds of consumers, and to lead the relevant public into believing that Applicant’s goods are
Opposers, or are affiliated with, endorsed, approved or sponsored by Opposer, or are otherwise
connected with Opposer, all to the damage and injury of Opposer and the relevant public.

21.  Inview of the above, the grant of a registration for Applicant’s Mark, as sought in
the Application, should be denied.

COUNT 11
TRADEMARK DILUTION

22.  ProMark incorporates each and every allegation of Paragraphs 1-21 of this Notice
as though fully set forth herein.

23.  Through extensive use, advertising and promotion, the SMART ONES Mark has
become famous in accordance with the standard set forth in 15 U.S.C. § 1125(c).

24,  The SMART ONES Mark was well established and famous long before the filing
date of the Application and at the time that Applicant filed the Application.

25.  Registration of Applicant’s Mark is likely to cause the dilution of the
distinctiveness of Opposer’s famous SMART ONES Mark, to the injury of Opposer, by
lessening the capacity of the SMART ONES Mark to identify and distinguish Opposer’s goods
and service;, or otherwise diluting or tarnishing Opposer’s famous SMART ONES Mark.

26.  Based on the foregoing, the grant of a registration for Applicant’s Mark as sought
in the Application should be denied based on a likelihood of dilution of the distinctive quality of
Opposer’s SMART ONES Mark, in violation of Section 43 (c) of the Lanham Act, 15 U.S.C.

§ 1125(c).

ATI-2459315v!1
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WHEREFORE, Opposer prays that Application Serial No. 77/874,610 be rejected for the
goads in Class 28 as identified in the Application on the basis of: (1) likelihood of confusion and
(2) likelihood of dilution; and that no registration be issued thereon to Applicant and that this
Opposition be sustained in favor of Opposer.

Dated this 8th day of February, 2011. Respectfully submitted,

By: /s/Ashley H. Wilkes
Timothy P. Fraelich
Ashley H. Wilkes
JONES DAY
901 Lakeside Avenue
Cleveland, Ohio 44114-1190
(216) 586-3939 (phone)
(216) 579-0212 (fax)
tfraelich@jonesday.com
awilkes@jonesday.com

Attorneys for Opposer
ProMark Brands Inc.

ATI-2459315v1
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CERTIFICATE OF SERVICE

A copy of the foregoing was served on this 8th day of February, 2011, via first-class mail
upon the Attorney of Record for Applicant:

Daniel P. Burke, Esq.
Daniel P. Burke & Associates, PLLC
240 Townsend Square
QOpyster Bay, New York 11771-2339

/s/Ashley H. Wilkes
Attorney for Opposer

ATI-2459315v1
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TTABVUE. Trademark Trial and Appeal Board Inquiry System vi.5s
Opposition
Number: 91197932 Filing Date: 12/21/2010
Status: Pending Status Date: 12/21/2010

Interlocutory Attorney: ELIZABETH A DUNN
Defendant
Name: AdvancePierre Foods, Inc.
Correspondence: THEODORE D. LIENESCH

THOMPSON HINE LLP
PO BOX 8801
DAYTON, OH 45401-8801
UNITED STATES
Ted.Lienesch@thompsonhine.com, Trademarks@thompsonhine.com

Serial #: 8 685 Application File
Application Status: Opposition Pending
Mark: SMART PICKS

Plaintiff
Name: arl nds
Correspondence: TIMOTHY P FRAELICH
JONES DAY

901 LAKESIDE AVE

CLEVELAND, OH 44114

UNITED STATES

tfraelich@jonesday.com, awilkes@jonesday.com

Serial #: 74528148 Application File Registration #: 1911590
Application Status: Renewed
Mark: SMART ONES
Serial #: 75415119 Application File Registration #: 2204080
Application Status: Renewed
Mark: SMART ONES
Serial #: 78352011 Application File Registration #: 2916539
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES
Serial #: 78351994 Application File Registration #: 2916538
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES

Application Status: Registered
Mark: SMART ONES
Prosecution History
# Date History Text Due Date
9 04/26/2011

Promark V. GFA
NO. alvaugy

http://ttabvue.uspto.gov/ttabvue/v?pno=91197932&pty=OPP 6/22/2011
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Trademark Trial and Appeal Board Electronic Filing System. hitp/festta uspto.goy

ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

ESTTA384981
12/21/2010

Name ProMark Brands Inc.
Entity Corporation | citizenship | 1daho
Address 2541 North Stokesberry Place Suite 100
Meridian, ID 83646
UNITED STATES
Attorney Timothy P. Fraslich, Ashley H. Wilkes
information Jones Day

901 Lakeside Avenue

Cleveland, OH 44114

UNITED STATES

tfraelich@jonesday.com, awilkes@jonesday.com, pcyngier@jonesday.com
Phone:(216) 586-3939

Applicant Information

Application No 85076856 Publication date 11/30/2010
Opposition Filing | 12/21/2010 Opposition 12/30/2010
Date Period Ends

Applicant

Pierre Foods, Inc.

9990 Princeton Glendale Road
Cincinnati, OH 452461127
UNITED STATES

Goods/Services Affected by Opposition

Class 029.

All goods and services in the class are opposed, namely: beef, all-meat beef steak, flame broiled
beef steak patties, soy-added beef patties, beef rib patties, flame broiled lean beef patties, flame
broiled beef patties, flame broiled beef steaks, flame broiled beef patties with onion, flame broiled
beef patties with mesquite seasoning, charbroiled beef patties, charbroiled beef patties with mesquite
seasoning, chicken, breaded chicken patties, spicy breaded chicken patties, teriyaki chicken for
dipping, breaded chicken nuggets, flame broiled teriyaki chicken breast patties, flame broiled
barbeque chicken breast patties, flame broiled chicken breast patties with teriyaki sauce, flame
broiled mesquite chicken cutlets, flame broiled chicken breast fillets, lame broiled chicken breast
patties with Honey mustard sauce, chicken breast drumsticks with honey barbeque sauce, grilled
chicken patties, flame broiled chicken breast strips with honey barbeque sauce, teriyaki chicken
breasts, mesquite chicken filets, pork, pork rib patties, pork sausage patties, cooked veggie ribs
made of meat substitutes with honey barbeque sauce

Class 030.

All goods and services in the class are opposed, namely: sandwiches, beef patty sandwiches, grilled
chicken sandwiches, burger sandwiches, beef rib sandwiches, white whole wheat mini twin
cheeseburger sandwiches, white whole wheat mini twin burger sandwiches, white whole wheat mini
twin breaded chicken sandwiches, white whole wheat mini twin beef sausage sandwiches, white
whole wheat mini twin asian chicken sandwiches, white whole wheat mini twin barbeque pork rib
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sandwiches, white whole wheat mini twin pork sausage sandwiches, white whole wheat mini twin
barbeque beef rib sandwiches, crustless peanut butter and grape jelly sandwiches on wheat bread,
crustiess peanut butter and strawberry jam sandwiches on wheat bread, crustless peanut butter and
banana sandwiches on wheat bread, crustless peanut butter and honey sandwich on wheat bread,
graham cracker and peanut butter and jelly combinations in bar form, bread sticks, whole wheat
breadsticks, wheat breadsticks, whole cinnamon biscuits, white whole cinnamon biscuits, white whole
wheat breadsticks, sliced buttermilk biscuits, whole grain macaroni and cheese

Grounds for Opposition
Priority and likelihood of confusion Trademark Act section 2(d)
Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

Mark

3.8. Registration | 1911590 Application Date | 05/20/1994

0.

Registration Date | 08/15/1995 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of NONE

Goods/Services

Class 029. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01
frozen entrees consisting primarily of chicken, beef, fish and/or vegetables
Class 030. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01

frozen entrees consisting primarily of pasta and/or rice alone or in combination
with other foods

U.S. Registration | 2204080 Application Date | 01/08/1998
No.
Registration Date | 11/17/1998 Foreign Priority NONE
Date
Word Mark SMART ONES
Design Mark
Description of NONE
Mark
Goods/Services Class 030. First use: First Use: 1997/11/03 First Use In Commerce: 1997/11/03

Frozen desserts consisting of milk based or milk substitute based desserts,
cakes, pies and mousses

U.S. Registration | 2916539 Application Date | 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES
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Design Mark

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 2001/04/01 First Use In Commerce: 2001/04/01
Pre-cooked ready-to-eat frozen bread or wrap having a meat and/or vegetable

filling with or without cheese

U.S. Registration | 2916538 Application Date 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 1997/11/30 First Use In Commerce: 1997/11/30
Pizza
U.S. Registration | 3462182 Application Date 01/10/2008
No.
Registration Date | 07/08/2008 Foreign Priority NONE
Date
Word Mark SMART ONES
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Design Mark

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 1997/12/31 First Use In Commerce: 1997/12/31
Frozen foods, namely, breakfast sandwiches and muffins
Attachments 78352011#TMSN.jpeg ( 1 page ) bytes )

78351994#TMSN.jpeg ( 1 page )( bytes )
77368176#TMSN.jpeg ( 1 page )( bytes )
Notice of Opposition.pdf ( 8 pages )(24715 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Ashley H. Wilkes/
Name Timothy P. Fraelich, Ashley H. Wilkes
Date 12/21/2010
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

U.S. Trademark Application 85/076,856

For the Mark SMART PICKS

Published in the Official Gazette on November 30, 2010

PROMARK BRANDS INC,,

Opposer,
V.
ADVANCEPIERRE FOODS, INC.

Applicant.

Commissioner of Trademarks
Box TTAB

P.O. Box 1451 _
Alexandria, Virginia 22313-1451

Opposition No.

NOTICE OF OPPOSITION

1. Opposer, ProMark Brands Inc. (“Opposer™), a corporation duly organized and
existing under the laws of Idaho and having a place of business at 2541 North Stokesberry Place,
Suite 100, Meridian, Idaho 83646, believes that it will be damaged by the registration of the
mark SMART PICKS (“Applicant’s Mark™) shown in trademark application Serial No.

85/076,856 (the “Application”) and hereby opposes same pursuant to 15 U.S.C. §§ 1052 and

1063.

2. To the best of Opposer’s knowledge, the name and address of the current owner
of the Application is Advancepierre Foods, Inc. (“Applicant”), 9990 Princeton Glendale Road,

Cincinnati, Ohio, 45246-1127, United States.

ATI-2453601v1
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As grounds for opposition, it is alleged that:

The Application

3. Applicant’s predecessor in interest, Pierre Foods, Inc., filed the Application on
July 2, 2010 on an intent-to-use basis to register the mark SMART PICKS to identify:

a. beef, all-meat beef steak, flame broiled beef steak patties, soy-added beef
patties, beef rib patties, flame broiled lean beef patties, flame broiled beef patties,
flame broiled beef steaks, flame broiled beef patties with onion, flame broiled
beef patties with mesquite seasoning, charbroiled beef patties, charbroiled beef
patties with mesquite seasoning, chicken, breaded chicken patties, spicy breaded
chicken patties, teriyaki chicken for dipping, breaded chicken nuggets, flame
broiled teriyaki chicken breast patties, flame broiled barbeque chicken breast
patties, flame broiled chicken breast patties with teriyaki sauce, flame broiled
mesquite chicken cutlets, flame broiled chicken breast fillets, flame broiled
chicken breast patties with Honey mustard sauce, chicken breast drumsticks with
honey barbeque sauce, grilled chicken patties, flame broiled chicken breast strips
with honey barbeque sauce, teriyaki chicken breasts, mesquite chicken filets,
pork, pork rib patties, pork sausage patties, cooked veggie ribs made of meat
substitutes with honey barbeque sauce in International Class 29; and

b. sandwiches, beef patty sandwiches, grilled chicken sandwiches, burger
sandwiches, beef rib sandwiches, white whole wheat mini twin cheeseburger
sandwiches, white whole wheat mini twin burger sandwiches, white whole wheat
mini twin breaded chicken sandwiches, white whole wheat mini twin beef sausage
sandwiches, white whole wheat mini twin asian chicken sandwiches, white whole
wheat mini twin barbeque pork rib sandwiches, white whole wheat mini twin pork
sausage sandwiches, white whole wheat mini twin barbeque beef rib sandwiches,
crustless peanut butter and grape jelly sandwiches on wheat bread, crustless
peanut butter and strawberry jam sandwiches on wheat bread, crustless peanut
butter and banana sandwiches on wheat bread, crustless peanut butter and honey
sandwich on wheat bread, graham cracker and peanut butter and jelly
combinations in bar form, bread sticks, whole wheat breadsticks, wheat
breadsticks, whole cinnamon biscuits, white whole cinnamon biscuits, white
whole wheat breadsticks, sliced buttermilk biscuits, whole grain macaroni and
cheese in International Class 30.

4. The Application was published in the Official Gazette on November 30, 2010.
5. Upon information and belief, the Application was assigned by Pierre Foods, Inc.
to Applicant on November 29, 2010 and the assignment was recorded with the United States

Patent and Trademark Office on December 6, 2010.

ATI-2453601v]
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6.

7.

Applicant has not filed an amendment to allege use as of December 21, 2010.

Opposer’s Registered Marks

Opposer is the owner of the following registrations in the United States Patent and

Trademark Office for SMART ONES (“Opposer’s Marks”), which registrations have not been

cancelled, are valid and in full force and effect:

SMART 1,91 August 15, 1995

ONES primarily of chicken, beef, fish
and/or vegetables.

SMART 2,204,080 November 17, 1998 | 30 — Frozen desserts consisting

ONES of milk based or milk
substitute based desserts,
cakes, pies and mousses.

SMART 2,916,539 January 4, 2005 30 — Pre-cooked ready-to-eat

ONES frozen bread or wrap having a
meat and/or vegetable filling
with or without cheese.

SMART 2,916,538 January 4, 2005 30 - Pizza.

ONES

SMART 3,462,182 July 8, 2008 30 - Frozen foods, namely,

ONES breakfast sandwiches and
muffins.

Registration Nos. 1,911,590 and 2,204,080 have become incontestable as a matter of law under

15 U.S.C. § 1065.

8.

Opposer’s ownership in Registration Nos. 1,911,590 and 2,204,080 results from

the following chain of title:

Assignment | by Weight Watchers International, Inc. to H.J. Heinz Company
(recorded at Reel 1971/Frame 0642);

Assignment | by H.J. Heinz Company to ProMark International, Inc.
(recorded at Reel 2327/Frame 0405);

Merger of ProMark International, Inc. with H.J. Heinz Company
(recorded at Reel 2633/Frame 0413),

Assignment | by H.J. Heinz Company to ProMark Brands Inc.
(recorded at Reel 2631/Frame 0678).

-3-
ATI-2453601v1
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' Opposer’s Use Of Its Famous Marks

9. Opposer, through its predecessors and licensee, since at least as early as May 1,
1992, has been, and is now, using the mark SMART ONES throughout the United States in
connection with the goods described above.

10.  Opposer’s use of Opposer’s Marks, as described above, has been valid and
continuous since the date of first use.

11.  Opposer’s continuous, exclusive and commercially-successful use of the mark
SMART ONES is symbolic of extensive good will and consumer recognition built up by
Opposer through substantial amounts of time, money and effort in manufacturing, advertising
and promotion.

12.  Upon information and belief, Opposer’s SMART ONES mark is widely and
highly recognized by the general, consuming public of the United States as a designation of
source of Opposer’s goods.

13. Upon information and belief, the mark SMART .ONES has come to serve as a
unique and famous identifier of Opposer’s goods.

Dilution And Confusion Are Likely

14.  Opposer’s use of the mark SMART ONES predates any alleged use by Applicant
for Applicant’s Mark.

15.  Opposer’s use of the mark SMART ONES predates the filing date of the
Application. |

16.  Opposer’s Marks were well established and famous long before the filing date of

the Application and at the time that Applicant filed the Application.

ATI-2453601v1
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17.  Upon information and belief, Applicant’s Mark SMART PICKS, to be used in
connection with the goods in Classes 29 and 30 as identified in Application No. 85/076,856 is
confusingly similar to Opposer’s Marks as used and registered by Opposer.

18.  Upon information and belief, the products with which Applicant’s Mark SMART
PICKS will be used are related to, or identical to, various products on and in connection with
which Opposer and its predecessors-in-interest have used, and are using, the mark SMART
ONES.

19.  Upon information and belief, the goods to which Applicant’s Mark SMART
PICKS will be appiied and the products on and in connection with which Opposer uses its mark
SMART ONES, are products that are offered for sale and sold in identical channels of trade.

20.  Upon information and belief, the goods to which Applicant’s Mark SMART
PICKS will be applied and the products on and in connection with which Opposer uses its mark
SMART ONES, are products that are offered for sa]g and sold to the same class of purchasers.

21.  Upon information and belief, both Opposer's goods and Applicant's goods are
relatively low-priced and may be purchased on impulse by consumers.

COUNT1
LIKELIHOOD OF CONFUSION

22.  ProMark incorporates each and every allegation of Paragraphs 1-21 of this Notice
as though fully set forth herein.

23.  Inview of the fame of Opposer's Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer's Marks as to be

likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that

ATI-2453601v1
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Applicant’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored
by Opposer.

24.  In view of the fame of Opposer's Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer’s Marks as to be
likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that
Opposer’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored
by Applicant.

COUNTII
TRADEMARK DILUTION

25.  ProMark incorporates each and every allegation of Paragraphs 1-24 of this Notice
as though fully set forth herein.

26. SMART ONES has become famous in accordance with the standard set forth in
15 U.S.C. § 1125(c).

27.  Applicant filed the Application for SMART PICKS after Opposer’s SMART
ONES marks became famous.

28.  Applicant’s Mark is likely to cause dilution of the distinctiveness of Opposer’s

famous SMART ONES marks.

WHEREFORE, Opposer prays that Application Serial No. 85/076,856 be rejected on the

basis of: (1) likelihood of confusion and (2) likelihood of dilution; and that no registration be

issued thereon to Applicant and that this Opposition be sustained in favor of Opposer.

ATI-2453601v1
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Dated this 21* day of December, 2010,

ATI-2453601v1

Respectfully submitted,

By: /s/ Ashley H. Wilkes

Timothy P. Fraelich

Ashley H. Wilkes

JONES DAY

901 Lakeside Avenue
Cleveland, Ohio 44114-1190
(216) 586-3939 (phone)
(216) 579-0212 (fax)
tfraelich@jonesday.com
awilkes@jonesday.com

Attorneys for Opposer
ProMark Brands Inc.
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CERTIFICATE OF SERVICE

A copy of the foregoing was served on this 21st day of December, 2010, via first-class
mail upon the Attorney of Record for Applicant:

Theodore D. Lienesch
Thompson Hine LLP
Po Box 8801
Dayton, Oh 45401-8801

/s/ Ashley H. Wilkes
Attorney for Opposer

ATI-2453601v]
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USPTO TTABVUE. Trademark Trial and Appeal Board Inquiry System Page 1 of 2

@ United States Patent and Trademark Office

Home| Site Index|Search|Guides| Contacts | eBusiness| eBiz alerts|News | Help

TTABVUE. Trademark Trial and Appeal Board Inquiry System v1.5
Opposition
Number: 91197483 Filing Date: 11/22/2010
Status: Terminated Status Date: 02/02/2011
Interlocutory Attorney: CHERYL S GOODMAN
Defendant

Name: Société des Produits Nestlé S.A.
Correspondence: JACQUELINE M STELLING

NESTLE NUTRITION
12 VREELAND ROAD , 2ND FLOOR
FLORHAM PARK, NJ 07932-1521
UNITED STATES _
jacqueline.stelling@us.nestle.com
Serial #: 77757499 Application File
Application Status: Notice of Allowance - Issued

Mark: SMARTNOURISH

Plaintiff .
Name: ProMark Brand Inc.

Correspondence: TIMOTHY P FRAELICH
JONES DAY
901 LAKESIDE AVENUE
CLEVELAND, OH 44114
UNITED STATES
jwalworth@JonesDay.com

Serial #: 74528148 Application File Registration #: 1911590
Application Status: Renewed
Mark: SMART ONES
Serial #: 75415119 Application File Registration #: 2204080
Application Status: Renewed
Mark: SMART ONES '
Serial #: 78352011 Application File Registration #: 2916539
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES
Serial #: 78351994 Application File Registration #: 2916538
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES

Application Status: Registered
Mark: SMART ONES
Prosecution History
# Date History Text Due Date
8 02/02/2011 TERMINATED

Promark V. GFA
No.AauGHATY
SPPONs Exyn
] WNo - L

http://ttabvue.uspto.gov/ttabvue/v?pno=91197483&pty=OPP 6/22/2011
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. USPTO TTABVUE. Trademark Trial and Appeal Board Inquiry System - Page 2 of 2

02/02/2011 BD'S DECISION: DISMISSED W/O PREJUDICE

6 01/31/2011 D'S REQUEST TO AMEND APPLICATION WITH CONSENT AND
WITHDRAWAL OF OPPOSITION

5 12/22/2010 EXTENSION OF TIME GRANTED

4 12/22/2010 STIPULATION FOR AN EXTENSION OF TIME

3 11/22/2010 PENDING, INSTITUTED

2 11/22/2010 D TRI T, AN : 01/01/2011
1 11/22/2010 FILED AND FEE
Results as of 0612272011 03:34 pv BacCk to search results Search: | |

| .HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY POLICY

http://ttabvue.uspto.gov/ttabvue/v?pno=91197483&pty=OPP ' 6/22/2011
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Trademark Trial and Appeal Board Electronic Filing System. http://estta. uspto.gov
ESTTA Tracking number: ESTTA379766

Filing date: 11/22/2010

' IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name ProMark Brand Inc.

Granted to Date 11/21/2010

of previous

extension

Address 2541 North Stokesberry Place
Meridian, ID 83646
UNITED STATES

Attorney Timothy P. Fraelich

information Jones Day

901 Lakeside Ave

Cleveland, OH 44114

UNITED STATES

tfraelich@jonesday.com, jwalworth@jonesday.com, pcyngier@jonesday.com,
jwalworth@jonesday.com Phone:216-586-1247

Applicant Information

Application No 77757499 Publication date 05/25/2010
Opposition Filing | 11/22/2010 Opposition 11/21/2010
Date Period Ends
Applicant SociAGtA® des Produits NestlA© S.A.
intellectual Property Department CASE POSTALE 353
1800 VEVEY,
SWITZERLAND
Goods/Services Affected by Opposition
Class 029.

All goods and services in the class are opposed, namely: Freeze-dried fruits and vegetables, pre-
packaged meals consisting primarily of meat, poultry, vegetables, cheese and fruit; fruit based snack
foods; fruit and yogurt based snack foods, dairy-based beverages; cheese and milk products
excluding ice cream, ice milk and frozen yogurt; yogurts -

Class 030.

All goods and services in the class are opposed, namely: Pre-packaged meals consisting primarily of
pasta with meat sauce, pasta and sauce; processed meat; bakery products, namely, crackers,
cookies, biscuits; grain-based snack foods, namely, whole grain snacks

Class 032.

All goods and services in the class are opposed, namely: Fruit and vegetable juices; bottled drinking

water

Grounds for Opposition
[ Priority and likelihood of confusion | Trademark Act section 2(d) |
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Marks Cited by Opposer as Basis for Opposition

Mark

U.S. Registration | 1911590 Application Date | 05/20/1994

No.

Registration Date | 08/15/1995 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of NONE

Goods/Services

Class 029. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01
frozen entrees consisting primarily of chicken, beef, fish and/or vegetables
Class 030. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01

frozen entrees consisting primarily of pasta and/or rice alone or in combination
with other foods

Mark

g.s. Registration | 2204080 Application Date 01/08/1998
0. .
Registration Date | 11/17/1998 Foreign Priority NONE
) Date
Word Mark SMART ONES
Design Mark
Description of NONE

Goods/Services

Class 030. First use: First Use: 1997/11/03 First Use In Commerce: 1997/11/03

Frozen desserts consisting of milk based or milk substitute based desserts,
cakes, pies and mousses

U.S. Registration | 2916539 Application Date | 01/14/2004
No.
Registration Date | 01/04/2005 Foreign Priority NONE
Date
Word Mark SMART ONES
Design Mark i )
Description of NONE
Mark
Goods/Services Class 030. First use: First Use: 2001/04/01 First Use In Commerce: 2001/04/01

Pre-cooked ready-to-eat frozen bread or wrap having a meat and/or vegetable
filling with or without cheese
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U.S. Registration | 2916538 Application Date | 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES

Dosion Mark ———

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 1997/11/30 First Use In Commerce: 1997/11/30
Pizza
U.S. Registration | 3462182 Application Date | 01/10/2008
No.
Registration Date | 07/08/2008 Foreign Priority NONE
Date
Word Mark SMART ONES
Design Mark

Description of
Mark

NONE

78351994#TMSN jpeg ( 1 page )( bytes )
77368176#TMSN.jpeg ( 1 page )( bytes )
931063205022.pdf ( 8 pages )(231177 bytes )

Goods/Services Class 030. First use: First Use; 1997/12/31 First Use In Commerce: 1997/12/31
Frozen foods, namely, breakfast sandwiches and muffins
Attachments 78352011#TMSN.jpeg ( 1 page )( bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
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record by Facsimile or email (by agreement only) on this date.

Signature [Timothy P. Fraelich/
Name Timothy P. Fraelich
Date 11/22/2010

HEINZ 000685



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

U.S. Trademark Application 77/757499
For the Mark SMARTNOURISH
Published in the Official Gazette on May 25, 2010

PROMARK BRANDS INC.,

Opposer,
Opposition No.

V.
SOCIETE DES PRODUITS NESTLE S.A.,

Applicant.

Commissioner of Trademarks
Box TTAB

P.O. Box 1451

Alexandria, Virginia 22313-1451

NOTICE OF OPPOSITION

1. Opposer, ProMark Brands Inc. (“Opposer”), a corporation duly organized and
existing under the laws of Idaho and having a place of business at 2541 North Stokesberry Place,
Suite 100, Meridian, ID 83646, believes that it will be damaged by the registration of the mark
SMARTNOURISH ("Applicant's Mark") shown in trademark application Serial No. 77/757,499
(the “Application”) and hereby oppéses same pursuant to 15 U.S.C. §§ 1052 and 1063,

2, To the best of Opposer’s knowledge, the name and adﬁress of the current owner

of the Application is Société des Produits Nestlé S.A. (“Applicant”), 12 Vreeland Rd, Florham

Park, NJ 07932, United States.
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As grounds for opposition, it is alleged that:
The Application

3. Applicant filed the Application on an intent-to-use basis to register the mark

SMARTNOURISH to identify:

a. Blend of nutrients and minerals sold as an ingredient in food for babies;
Infant Formula; Food and food substances for babies in International Class
5;

b. Freeze-dried fruits and vegetables, pre-packaged meals consisting
primarily of meat, poultry, vegetables, cheese and fruit; fruit based snack
foods; fruit and yogurt based snack foods, dairy-based beverages; cheese
and milk products excluding ice cream, ice milk and frozen yogurt;
yogurts in International Class 29;

c. Pre-packaged meals consisting primarily of pasta with meat sauce, pasta
and sauce; processed meat; bakery products, namely, crackers, cookies,
biscuits; grain-based snack foods, namely, whole grain snacks in
International Class 30; and

d. Fruit and vegetable juices; bottled drinking water in International Class
32,

4, The Application was published in the Official Gazette on May 25, 2010.

5. Opposer was granted an extension of time to oppose until November 21, 2010.

6. Applicant has not filed an amendment to allege use as of Novetﬁber 21, 2010.
2010.
Opposer’s Registered Marks

7. Opposer is the owner of the following registrations in the United States Patent and
Trademark Office for SMART ONES (“Opposer’s Marks™), which registrations have not been

cancelled; are valid and in full force and effect:

Registration/ Registration/
Trademark Serial No. Filing Date International Class/Goods
SMART ONES | 1,911,590 August 15, 1995 29 — Frozen entrees consisting
primarily of chicken, beef, fish
and/or vegetables.
“2-
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Registration/ Registration/
Trademark Serial No. Filing Date International Class/Goods
SMART ONES | 2,204,080 November 17, 1998 | 30 — Frozen desserts consisting
of milk based or milk
substitute based desserts,
cakes, pies and mousses.
SMART ONES | 2,916,539 January 4, 2005 30 — Pre-cooked ready-to-eat
frozen bread or wrap having a
meat and/or vegetable filling
with or without cheese.
SMART ONES | 2,916,538 January 4, 2005 30 — Pizza.
SMART ONES | 3,462,182 July 8, 2008 30 — Frozen foods, namely,
: breakfast sandwiches and
muffins.

Registration Nos. 1,911,590 and 2,204,080 have become incontestable as a matter of law under

15 U.S.C. § 1065.
8. Opposer’s ownership in Registration Nos. 1,911,590 and 2,204,080 results from

the following chain of title:
Assignment | by Weight Watchers International, Inc. to H.J. Heinz Company
: (recorded at Reel 1971/Frame 0642);

Assignment | by H.J. Heinz Company to ProMark International, Inc.
(recorded at Reel 2327/Frame 0405);

Merger of ProMark International, Inc. with H.J. Heinz Company
(recorded at Reel 2633/Frame 0413);

Assignment | by H.J. Heinz Company to ProMark Brands Inc.
(recorded at Reel 2631/Frame 0678).

Opposer’s Use Of Its Famous Marks

9. Opposer, through its predecessors and licensee, since at least as early as May 1,
1992, has been, and is now, using the mark SMART ONES throughout the United States in
connection with the goods described above.

10.  Opposer’s use of Opposer’s Marks, as described above, has been valid and

continuous since the date of first use.
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11.  Opposer’s continuous, exclusive and commercially-successful use of the Mk
SMART ONES is symbolic of extensive good will and consumer recognition built up by
Opposer Mugh substantial amounts of time, money and effort in manufacturing, advertising
and promotion. |

12.  Upon information and belief, Applicant’s SMART ONES mark is widely and
highly recognized by the general, consuming public of the United States as a designation of
source of Opposer’s goods.

13.  Upon information and belief, the mark SMART ONES has come to serve as a
unique and famous identifier of Opposer’s goods.

"Dilution And Confusion Are Likely

14.  Opposer’s use of the mark SMART ONES predates any alleged use by Applicant
for Applicant’s Mark.

15.  Opposer’s use of the mark SMART ONES predates the filing date of the
Application.

16.  Opposer’s Marks were well established and famous long before the filing date of
the Application and at the time that Applicant filed the Application.

17.  Upon information and belief, Applicant’s Mark SMARTNOURISH, to be used in
connection with the goods covered by Application No. 77/864,305, is confusingly similar to
Opposer’s Marks as used and registered by Opposer.

18.  Upon information and belief, the products to which Applicant’s Mark
SMARTNOURISH will be used are related to, or identical to, various products on and in
connection with which Opposer and its predecessors-in-interest have used, and are using, the

mark SMART ONES.
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19.  Upon information and belief, the goods to which Applicant’s Mark
SMARTNOURISH will be applied, and the products on and in connection with thch Opposer
uses its mark SMART ONES, are products that are offered for sale and sold in identical channels -
of trade.

20.  Upon information and belief, the goods to which Applicant’s Mark
SMARTNOURISH will be applied, and the products on and in connection with which Opposer
uses its mark SMART ONES, are products that are offered for sale and sold to the same class of
purchasers.

21.  Upon information and ‘belief, both Opposer's goods and Applicant's goods are
relatively low-priced and may be purchased on impulse by consumers.

COUNTI
LIKELIHOOD OF CONFUSION

22.  ProMark incorporates each and every allegation of Paragraphs 1-21 of this Notice
as though fully set forth herein.

23.  Inview of the fame of Opposer's Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer's Marks so as to be
likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that

Applicant’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored

v

by Opposer.
24.  Inview of the fame of Opposer's Marks, the similarity of the respective marks,

similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer's Marks so as to be

likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that
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Opposer’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored
by Applicant.

COUNT II
TRADEMARK DILUTION

25.  ProMark incorporates each and every allegation of Paragraphs 1-24 of this Notice
as though fully set forth herein.

26. SMART ONES has become famous in accordance with the standard set forth in
15 U.S.C. § 1125(c). |

27.  Applicant filed the Application for SMARTNOURISH after Opposer’s SMART
ONES mark became famous. |

28.  Applicant’s Mark is likely to cause the dilution of the distinctiveness of the

Opposer’s famous SMART ONES mark.
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WHEREFORE, Opposer prays that Application Serial No. 77/757,499 be rejected in its
entirety on the basis of: (1) likelihood of confusion and (2) likelihood of dilution; and that no
registration be issued thereon to Applicant and that this Opposition be sustained in favor of

Opposer.

Dated this 22nd day of November, 2010,
Respectfully submitted,

By: /James W. Walworth, Jr./
Timothy P. Fraelich
James W. Walworth, Jr.
JONES DAY
901 Lakeside Avenue
Cleveland, Ohio 44114-1190
(216) 586-3939 (phone)
(216) 579-0212 (fax)
tfraelich@jonesday.com
jwalworth@jonesday.com

Attorneys for Opposer
ProMark Brands Inc.
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CERTIFICATE OF SERVICE

A copy of the foregoing was served on this 22nd day of November, 2010, via electronic
mail upon the Attorney of Record for Applicant:

Jacqueline M. Stelling
Nestle Nutrition

12 Vreeland Rd.
Florham Park, NJ 07932

[James W. Walworth, Jr./
Attorney for Opposer
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TTABVUE. Trademark Trial and Appeal Board Inquiry System v1.5
Opposition
Number: 91197301 Filing Date: 11/08/2010
Status: Terminated Status Date: 05/03/2011

Interlocutory Attorney: MARY CATHERINE FAINT

Defendant

GREENBERG TRAURIG LLP
77 WEST WACKER DRIVE, SUITE 3100
CHICAGO, IL 60601-1732
UNITED STATES
dunningj@gtlaw.com, galism@gtlaw.com, chiipmail@gtlaw.com
Serial #: 77735593 Application File
Application Status: Notice of Allowance - Issued

Mark: SMART SENSE
Plaintiff

Name: ProMark Brands Inc.

Correspondence: TIMOTHY P FRAELICH
' JONES DAY
901 LAKESIDE AVENUE
CLEVELAND, OH 44114-1190
UNITED STATES
tfraelich@jonesday.com, awilkes@jonesday.com

Serial #: 74528148 Application File Registration #: 1911590
Application Status: Renewed
Mark: SMART ONES
. Serial #: 75415119 Application File Registration #: 2204080
Application Status: Renewed
Mark: SMART ONES

Serial #: 78352011 Application File Registration #: 2916539
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES
Serial #: 78351994 Application File Registration #: 2916538

Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES
Serial #: 77368176 Application File Registration #: 3462182
Application Status: Registered
Mark: SMART ONES
Prosecution History
# Date . History Text Due Date
11 05/03/2011 TERMINATED

Promarc V, GEA
No.auaqyagy

http://ttabvue.uspto.gov/ttabvue/v?pno=91197301&pty=OPP 0ppoSEY E’?\(\tb@\- 6/22/2011
NO.
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Page 2 of 2
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Search: l
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http://ttabvue.uspto.gov/ttabvue/v?pno=91197301&pty=OPP

6/22/2011

HEINZ 000645



Trademark Trial and Appeal Board Electronic Filing System. hftp.//estta uspto.gov
ESTTA Tracking number: ESTTA377389

Filing date: 11/08/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name ProMark Brands Inc.

Granted to Date 11/07/2010

of previous

extension

Address ' 2541 North Stokesberry Place, Suite 100
Meridian, ID 83646
UNITED STATES

Attorney Timothy P. Fraelich, Ashley H. Wilkes

information Jones Day

901 Lakeside Avenue

Cleveland, OH 44114-1190

UNITED STATES

tfraelich@jonesday.com, pcyngier@jonesday.com, awilkes@jonesday.com

Applicant Information

Application No 77735593 | Publication date 05/11/2010
Opposition Filing | 11/08/2010 Opposition 11/07/2010
Date Period Ends
Applicant Sears Brands, LLC
3333 Bevery Road
Hoffman Estates, IL 60179
UNITED STATES
Goods/Services Affected by Opposition
Class 030.

All goods and services in the class are opposed, namely: Chewing gum, candy, processed cheese
spread, breakfast cereals, oatmeal, quick oats, coffee, tea, iced tea, cookies, crackers, ketchup,
mustard, relish, mayonnaise, barbecue sauce, macaroni and cheese, packaged entrees consisting
primarily of pasta, rice cakes, spices, sugar, brown sugar, powdered sugar, sugar substitutes,
vinegar, granola, granola snacks

Grounds for Opposition
Priority and likelihood of confusion Trademark Act section 2(d)
Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1911590 Application Date 05/20/1994
No.
Registration Date | 08/15/1995 Foreign Priority NONE
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| Date |

Word Mark SMART ONES
Design Mark
Description of NONE

Mark

Goods/Services

Class 029. First use; First Use: 1992/05/01 First Use In Commerce: 1992/05/01
frozen entrees consisting primarily of chicken, beef, fish and/or vegetables
Class 030. First use; First Use: 1992/05/01 First Use In Commerce: 1992/05/01

frozen entrees consisting primarily of pasta and/or rice alone or in combination
with other foods

U.S. Registration | 2204080 Application Date | 01/08/1998

No.

Registration Date | 11/17/1998 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of NONE

Mark

Goods/Services

Class 030. First use: First Use: 1997/11/03 First Use In Commerce: 1997/11/03

Frozen desserts consisting of milk based or milk substitute based desserts,
cakes, pies and mousses

U.S. Registration | 2916539 Application Date 01/14/2004
No.
Registration Date | 01/04/2005 Foreign Priority NONE
_ Date
Word Mark SMART ONES
Design Mark '

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 2001/04/01 First Use In Commerce: 2001/04/01

Pre-cooked ready-to-eat frozen bread or wrap having a meat and/or vegetable
filling with or without cheese

U.S. Registration | 2916538 Application Date 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES
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Design Mark

Description of
Mark

TS . . . e

Goods/Services Class 030. First use: First Use: 1997/11/30 First Use In Commerce: 1997/11/30
Pizza
U.S. Registration | 3462182 Application Date | 01/10/2008
No.
Registration Date | 07/08/2008 Foreign Priority NONE
Date
Word Mark SMART ONES
Design Mark

Descﬁption of
Mark

NONE

Goods/Services Class 030. First use: First Use: 1997/12/31 First Use In Commerce: 1997/12/31
Frozen foods, namely, breakfast sandwiches and muffins
Attachments 78352011#TMSN.jpeg ( 1 page )( bytes )

783519944TMSN.jpeg ( 1 page )( bytes )
773681764TMSN.jpeg ( 1 page )( bytes )
Notice.pdf ( 7 pages )(22543 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature

/Ashley H. Wilkes/

Name

Timothy P. Fraelich, Ashley H. Wilkes
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| Date | 11/08/2010 ]
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

U.S. Trademark Application 77/735,593
For the Mark SMART SENSE
Published in the Official Gazette on May 11, 2010

PROMARK BRANDS INC,,

Opposer,

V. Opposition No.

SEARS BRANDS, LLC

Applicant.

Commissioner of Trademarks
Box TTAB

P.O. Box 1451

Alexandria, Virginia 22313-1451

NOTICE OF OPPOSITION
L. Opposer, ProMark Brands Inc. (“Opposer”), a corporation duly organized and

existing under the laws of Idaho and having a place of business at 2541 North Stokesberry Place,
Suite 100, Meridian, Idaho 83646, believes that it will be damaged by the registration of the
mark SMART SENSE (“Applicant’s Mark™) shown in trademark application Serial No.
77/735,593 (the “Application”) and hereby opposes same pursuant to 15 U.S.C. §§ 1052 and
1063.

2. To the best of Opposer’s knowledge, the name and address of the current owner
of the Application is Sears Brands, LLC (“Applicant™), 3333 Beverly Road, Hoffman Estates,

Illinois, 60179, United States.

ATI-2447125v1
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As grounds for opposition, it is alleged that:

The Application

3. . Applicant filed the Application on an intent-to-use basis to register the mark

SMART SENSE to identify, among other goods:

chewing gum, candy, processed cheese spread, breakfast cereals, oatmeal, quick

oats, coffee, tea, iced tea, cookies, crackers, ketchup, mustard, relish, mayonnaise,

barbecue sauce, macaroni and cheese, packaged entrees consisting primarily of
pasta, rice cakes, spices, sugar, brown sugar, powdered sugar, sugar substitutes,
vinegar, granola, granola snacks in International Class 30.

4. The Application was published in the Official Gazette on May 11, 2010.

5. Applicant has not filed an amendment to allege use as of November 8, 2010.

6. Opposer is the owner of the following registrations in the United States Patent and

Opposer’s Registered Marks

Trademark Office for SMART ONES (“Opposer’s Marks”), which registrations have not been

cancelled, are valid and in full force and effect:

Registration/ Registration/
Trademark Serial No. Filing Date International Class/Goods

SMART ONES | 1,911,590 August 15, 1995 29 — Frozen entrees consisting
primarily of chicken, beef, fish
and/or vegetables.

SMART ONES | 2,204,080 November 17, 1998 | 30 — Frozen desserts consisting
of milk based or milk
substitute based desserts,
cakes, pies and mousses.

SMART ONES | 2,916,539 January 4, 2005 30 — Pre-cooked ready-to-eat
frozen bread or wrap having a
meat and/or vegetable filling
with or without cheese.

SMART ONES | 2,916,538 January 4, 2005 30 — Pizza.

SMART ONES | 3,462,182 July 8, 2008 30 — Frozen foods, namely,
breakfast sandwiches and
muffins.

Registration Nos. 1,911,590 and 2,204,080 have become incontestable as a matter of law under

15 US.C. § 1065.

ATI-2447125v1
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7. Opposer’s ownership in Registration Nos. 1,911,590 and 2,204,080 results from

the following chain of title:

Assignment | by Weight Watchers International, Inc. to H.J. Heinz Company
(recorded at Reel 1971/Frame 0642),

Assignment | by H.J. Heinz Company to ProMark International, Inc.
(recorded at Reel 2327/Frame 0405);

Merger of ProMark International, Inc. with H.J. Heinz Company
(recorded at Reel 2633/Frame 0413);

Assignment | by H.J. Heinz Company to ProMark Brands Inc.
(recorded at Reel 2631/Frame 0678).

Opposer’s Use Of Its Famous Marks

8. Opposer, through its predecessors and licensee, since at least as early as May 1,
1992, has been, and is now, using the mark SMART ONES throughout the United States in
connection with the goods described above.

9. Opposer’s use of Opposer’s Marks, as described above, has been valid and
continuous since the date of first use.

10.-  Opposer’s continuous, exclusive and commercially-successful use of the mark
SMART ONES is symbolic of extensive good will and consumer recognition built up by
Opposér through substantial amounts of time, money and effort in manufacturing, advertising
and promotion.

11.  Upon information and belief, Applicant’s SMART ONES mark is widely and
highly recognized by the general, consuming public of the United States as a designation of
source of Opposer’s goods.

12. Upon information and belief, the mark SMART ONES has come to serve as a

unique and famous identifier of Opposer’s goods.

ATI-2447125v1
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Dilution And Confusion Are Likely

13.  Opposer’s use of the mark SMART ONES predates any alleged use by Applicant
for Applicant’s Mark.

14.  Opposer’s use of the mark SMART ONES predates the filing date of the
Application.

15.  Opposer’s Marks were well established and famous long before the filing date of
the Application and at the time that Applicant filed the Application.

16.  Upon information and belief, Applicant’s Mark SMART SENSE, to be used in
connection with the goods in Class 30 as identified in Application No. 77/735,593, is
confusingly similar to Opposer’s Marks as used and registered by Opposer.

17.  Upon information and belief, the goods in Class 30 to which to which Applicant’s
Mark SMART SENSE will be applied are related to, or identical to, various products on and in
connection with which Opposer and its predecessors-in-interest have used, and are using, the
mark SMART ONES.

18.  Upon information and belief, the goods in Class 30 to which Applicant’s Mark
SMART SENSE will be applied, and the products on and in connection with which Opposer uses
its mark SMART ONES, are products that are offered for sale and sold in identical channels of
trade.

19.  Upon information and belief, the goods in Class 30 to which Applicant’s Mark
SMART SENSE will be applied, and the products on and in connection with which Opposer uses
its mark SMART ONES, are products that are offered for sale and sold to the same class of

purchasers.

ATI-2447125v1
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20.  Upon information and belief, both Opposer’s goods and Applicant’s goods in
Class 30 as identified in the Application are relatively low-priced and may be purchased on

impulse by consumers.

COUNT1
LIKELIHOOD OF CONFUSION

21.  ProMark incorporates each and every allegation of Paragraphs 1-20 of this Notice
as though fully set forth herein.

22.  Inview of the fame of Opposer’s Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer’s Marks so as to
be likt;ly to cause confusion, or to cause mistake, or to deceive as to source by suggesting that

Applicant’s goods in Class 30 are associated with or approved, endorsed, affiliated, authorized or

sponsored by Opposer.

23.  Inview of the fame of Opposer’s Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer’s Marks so as to
be likely to cause confusion, or to caise mistake, or to deceive as to source by suggesting that
Opposer’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored
by Applicant.

COUNT II
TRADEMARK DILUTION

24,  ProMark incorporates each and every allegation of Paragraphs 1-23 of this Notice
as though fully set forth herein.
25. SMART ONES has become famous in accordance with the standard set forth in

15 U.S.C. § 1125(c).

ATI-2447125v1
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26.  Applicant filed the Application for SMART SENSE after Opposer’s SMART

ONES mark became famous.

27.  Applicant’s Mark is likely to cause the dilution of the distinctiveness of Opposer’s

famous SMART ONES mark.

WHEREFORE, Opposer prays that Application Serial No. 77/864,30S be rejected for the
goods in Class 30 as identified in the Application on the basis of: (1) likelihood of confusion and
(2) likelihood of dilution; and that no registration be issued thereon to Applicant for Class 30 and
that this Opposition be sustained in favor of Opposer.

Dated this 8 day of November, 2010.

ATI-2447125v1

Respectfully submitted,
By: /[Ashley H. Wilkes /

Timothy P. Fraelich

Ashley H. Wilkes

JONES DAY

901 Lakeside Avenue
Cleveland, Ohio 44114-1190
(216) 586-3939 (phone)
(216) 579-0212 (fax)
tfraelich@jonesday.com
awilkes@jonesday.com

Attorneys for Opposer
ProMark Brands Inc.
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CERTIFICATE OF SERVICE

A copy of the foregoing was served on this 8™ day of November, 2010, via first-class
mail upon the Attorney of Record for Applicant:

Mark R. Galis, Esq.
Greenberg Traurig, LLP
Suite 3100
77 West Wacker Drive
Chicago IL 60601-1732

[Ashley H. Wilkes /
Attorney for Opposer

ATI-2447125v1
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TTABVUE. Trademark Trial and Appeal Board Inquiry System v1.5
Opposition
Number: 91193347 Filing Date: 01/11/2010
Status: Terminated Status Date: 04/15/2011

Interlocutory Attorney: JENNIFER KRISP
Defendant ‘

Correspondence: JOHN GARY MAYNARD 111
HUNTON & WILLIAMS LLP
RIVERFRONT PLAZA EAST TOWER, 951 EAST BYRD STREET
RICHMOND, VA 23219-4074
UNITED STATES
jgmaynard@hunton.com
Serial #: 77563885 Application File
Application Status: Notice of Allowance - Issued

Mark: SMART OPTION

Plaintiff
Name: ProMark Brands Inc.
Correspondence: TIMOTHY P FRAELICH
"~ JONES DAY
NORTH POINT, 901 LAKESIDE AVENUE
CLEVELAND, OH 44114
UNITED STATES
azito@jonesday.com, tfraelich@jonesday.com,
pcyngier@jonesday.com
Serial #: 74528148 Application File Registration #: 1911590
Application Status: Renewed
Mark: SMART ONES
Serial #: 75415119 Application File Registration #: 2204080
Application Status: Renewed
Mark: SMART ONES

Serial #: 78352011 Application File Registration #: 2916539
Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES
Serial #: 78351994 Application File Registration #: 2916538

Application Status: Section 8 and 15 - Accepted and Acknowledged
Mark: SMART ONES

Serial #: 77368176 Application File Registration #: 3462182
Application Status: Registered
Mark: SMART ONES
Prosecution History
# Date History Text Due Date

Promare V. GFA

http://ttabvue.uspto.gov/ttabvue/v?pno=91193347&pty=OPP 6/22/2011
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Trademark Trial and Appeal Board Electronic Filing System. http./estta . uspto.aov
ESTTA Tracking number: ESTTA326137
Filing date: 01/11/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name ProMark Brands Inc.

Granted to Date 01/10/2010

of previous

extension

Address 2541 North Stokesberry Place, Suite 100
Meridian, ID 83646
UNITED STATES

Attormey Timothy P. Fraelich

information Jones Day

901 Lakeside Avenue
Cleveland, OH 44114

UNITED STATES
tfraelich@jonesday.com, jwalworth@jonesday.com, pcyngier@jonesday.com
Phone:216 586 3939
Applicant Information
Application No 77563885 Publication date 07/14/2009
Opposition Filing | 01/11/2010 Opposition 01/10/2010
Date Period Ends
Applicant FL Food Lion, Inc.
2110 Executive Drive
Salisbury, NC 28145
UNITED STATES
Goods/Services Affected by Opposition
Class 016.
All goods and services in the class are opposed, namely: Lunch bags
Class 021.
All goods and services in the class are opposed, namely: Dinnerware, namely, cups and plates
Class 029.

All goods and services in the class are opposed, namely: Frozen strawberries; cole slaw; chicken
salad; and fresh chicken

Class 030.
All goods and services in the class are opposed, namely: Frozen pizza
Class 031.
All goods and services in the class are opposed, namely: Pet litter
" Grounds for Opposition
[ Priority and likelihood of confusion | Trademark Act section 2(d) B
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Marks Cited by Opposer as Basis for Opposition

Mark

g.s. Registration | 1911590 Application Date 05/20/1994

0.

Registration Date | 08/15/1995 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark

Description of NONE

Goods/Services

Class 029. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01
frozen entrees consisting primarily of chicken, beef, fish and/or vegetables
Class 030. First use: First Use: 1992/05/01 First Use In Commerce: 1992/05/01

frozen entrees consisting primarily of pasta and/or rice alone or in combination
with other foods

U.S. Registration | 2204080 Application Date 01/08/1998
No.
Registration Date | 11/17/1998 Foreign Priority NONE
Date
Word Mark SMART ONES
Design Mark
Description of NONE
Mark
Goods/Services Class 030. First use: First Use: 1997/11/03 First Use In Commerce: 1997/11/03

Frozen desserts consisting of milk based or milk substitute based desserts,
cakes, pies and mousses

U.S. Registration | 2916539 Application Date | 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark '

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 2001/04/01 First Use In Commerce: 2001/04/01

Pre-cooked ready-to-eat frozen bread or wrap having a meat and/or vegetable
filling with or without cheese
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U.S. Registration | 2916538 Application Date | 01/14/2004

No.

Registration Date | 01/04/2005 Foreign Priority NONE
Date

Word Mark SMART ONES

Design Mark L I

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 1997/11/30 First Use In Commerce: 1997/11/30
Pizza
U.S. Registration | 3462182 Application Date | 01/10/2008
No. .
Registration Date | 07/08/2008 Foreign Priority NONE
Date
Word Mark SMART ONES
Design Mark

Description of
Mark

NONE

78351994#TMSN jpeg ( 1 page )( bytes )
77368176#TMSN.jpeg ( 1 page )( bytes )
DOC208.pdf ( 7 pages )(212164 bytes )

Goods/Services Class 030. First use: First Use: 1997/12/31 First Use In Commercs: 1997/12/31
Frozen foods, namely, breakfast sandwiches and muffins
Attachments 78352011#TMSN.jpeg ( 1 page )( bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
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record by First Class Mail on this date.

Signature [Timothy P. Fraelich/
Name Timothy P. Fraelich
Date 01/11/2010
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

U.S. Trademark Application 77/563,885
For the Mark SMART OPTION
Published in the Official Gazette on July 14, 2009

PROMARK BRANDS INC.,
Opposer,

Opposition No.
v.

FL FOOD LION, INC.,
Applicant.

Commissioner of Trademarks

Box TTAB

P.O. Box 1451

Alexandria, Virginia 22313-1451

NOTICE OF OPPOSITION

1. Opposer, ProMark Brands Inc. (“Opposer”), a corporation duly organized and
existing under the laws of Idaho and having a place of business at 2541 North Stokesberry Place,
Suite 100, Meridian, ID 83646, believes that it will be damaged by the registration of the mark

SMART OPTION ("Applicant's Mark") shown in trademark application Serial No. 77/563,885

(the “Application”) and hereby opposes same pursuant to 15 U.S.C. §§ 1052 and 1063.

2. To the best of Opposer’s knowledge, the name and address of the current owner

of the Application is FL Food Lion, Inc. (“Applicant™), 2110 Exécutive Drive, Salisbury, North

Carolina 28145, United States.
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As grounds for opposition, it is alleged that:

3. Applicant has filed the Application on an intent-to-use basis to register the mark
SMART OPTION to identify:
a. Lunch bags in International Class 16;
b. Dinnerware, namely, cups and plates, in International Class 21;
c. Frozen strawberries; coleslaw; chicken salad; and fresh chicken in
International Class 29,
d. Frozen pizza in International Class 30; and
€. Pet litter in International Class 31.

4, The Application was published in the Official Gazette on July 14, 2009,

5. Opposer has requested extensions of time to op@se the.Application. Opposer’s
last request was granted on November 11, 2009. Pursuant to the Order of the Trademark Tri'al
and Appeal Board, Opposer was granted until Sunday, January 10, 2009 to oppose the
Application. Because that date is a Sunday, pursuant to TBMP § 209.02 and 37 C.F.R. § 2.196,
Opposer has until January 11, 2009 to oppose the Application.

6. Applicant has not filed an amendment to allege use as of January 11, 2009.

7. Opposer is the owner of the following registrations in the United States Patent and
Trademark Office for SMART ONES (“Opposer’s Marks”), which registrations have not been

cancelled, are valid and in full force and effect:

Registration/ Registration/
Trademark Serial No. Filing Date International Class/Goods

SMART ONES | 1,911,590 August 15, 1995 29 - Frozen entrees consisting
primarily of chicken, beef, fish
and/or vegetables.

SMART ONES | 2,204,080 November 17, 1998 | 30 — Frozen desserts consisting

' of milk based or milk
substitute based desserts, -
: cakes, pies and mousses.

SMART ONES | 2,916,539 January 4, 2005 30 - Pre-cooked ready-to-eat
frozen bread or wrap having a
meat and/or vegetable filling
with or without cheese.
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Registration/ Registration/
Trademark Serial No. Filing Date International Class/Goods
SMART ONES | 2,916,538 January 4, 2005 30 — Pizza.
SMART ONES | 3,462,182 July 8, 2008 30 - Frozen foods, namely,
breakfast sandwiches and
muffins.

Registration Nos. 1,911,590 and 2,204,080 have become incontestable as a matter of law under
15U.S.C. § 1065.
8. Opposer’s ownership in Registration Nos. 1,911,590 and 2,204,080 results from

the following chain of title:

Assignment | by Weight Watchers International, Inc, to H.J. Heinz Company
(recorded at Reel 1971/Frame 0642),

Assignment | by H.J. Heinz Company to ProMark International, Inc.
(recorded at Reel 2327/Frame 0405);

Merger of ProMark International, Inc. with H.J. Heinz Company
(recorded at Reel 2633/Frame 0413);

Assignment | by H.J. Heinz Company to ProMark Brands Inc.
(recorded at Reel 2631/Frame 0678).

9. Opposer, through its predecessors and licensee, since at least as early as May 1,
1992, has been, gnd is now, using the mark SMART ONES throughout the United States in
connection with the goods described above.

10.  Opposer’s use of Opposer’s Marks, as described above, has been valid and
continuous since the date of first use.

11. Opposer’s continuous, exclusive and commercially-successful use of the mark
SMART ONES is symbolic of extensive good will and consumer recognition built up by
Opposer through substantial amounts of time, money and effort in manufacturing, advertising

and promotion.
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12.  Upon information and belief, Appficant’s SMART ONES mark is widely and
highly recognized by the general, consuming public of the United States as a designation of
source of Opposer’s goods.

13.  Upon information and belief, the mark SMART ONES has come to serve as a
unique and famous identifier of Opposer’s goods.

14.  Opposer’s use of the mark SMART ONES predates any alleged use by Applicant
for Applicant’s Mark.

15.  Opposer’s use of the mark SMART ONES predates the filing date of the
Application.

16.  Opposer’s Marks were well established and famous long before the filing date of
the Application and at the time that Applicant filed the Application.

17.  Upon information and belief, Applicant’s Mark SMART OPTION, to be used in
connection with the goods covered by Application No. 77/563,885, is confusingly similar to
Opposer’s Marks as used and registered by Opposer.

18.  Upon information and belief, the products to which Applicant’s Mark SMART
OPTION will be used are related to, or identical to, various products on and in connection with

which Opposer and its predecessors-in-interest have used, and are using, the mark SMART

ONES.
19.  Upon information and belief, the goods to which Applicant’s Mark SMART
OPTION will be applied, and the products on and in connection with which Opposer uses its

mark SMART ONES, are products that are offered for sale and sold in identical channels of

trade.
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20.  Upon information and belief, the goods to which Applicant’s Mark SMART
OPTION will be applied, and the products on and in connection with which Opposer uses its
mark SMART ONES, are products that are offered for sale and sold to the same class of
purchasers.

21.  Upon information and belief, both Opposer's goods and Applicant's goods are
relatively low-priced and may be purchased on impulse by consumers.

COUNT I
LIKELIHOOD OF CONFUSION

22.  ProMark incorporates each and every allegation of Paragraphs 1-21 of this Notice
as though fully set forth herein.

23.  Inview of the fame of Opposer's Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer's Marks so as to be
likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that
Applicant’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored
by Opposer.

24,  Inview of the fame of Opposer's Marks, the similarity of the respective marks,
similarity of the channels of trade, related nature of the goods and the relatively low-priced
nature of the goods, the mark shown in the Application so resembles Opposer's Marks so as to be
likely to cause confusion, or to cause mistake, or to deceive as to source by suggesting that
Opposer’s goods are associated with or approved, endorsed, affiliated, authorized or sponsored

by Applicant.
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COUNTII
TRADEMARK DILUTION

25.  ProMark incorporates each and every allegation of Paragraphs 1-24 of this Notice
as though fully set forth herein.

26. SMART ONES has become famous in accordance with the standard set forth in
15U.S.C. § 1125(c). |

27.  Applicant filed the Application for SMART OPTION after Opposer’s SMART
ONES mark became famous.

28.  Applicant’s Mark is likely to cause the dilution of the distinctiveness of the

Opposer’s famous SMART ONES mark.

WHEREFORE, Opposer prays that Application Serial No. 77/563,885 be rejected in its
entirety on the basis of: (1) likelihood of confusion and (2) likelihood of dilution; and that no
registration be issued thereon to Applicarit and that this Opposition be sustairied in favor of

Opposer.

Dated this 11th day of January, 2009.
Respectfully submitted,

By: (James W. Walworth, Jr./
Timothy P. Fraelich
James W. Walworth, Jr.
JONES DAY
901 Lakeside Avenue
Cleveland, Ohio 44114-1190
(216) 586-3939 (phone)
(216) 579-0212 (fax)
tfraelich@jonesday.com
jwalworth@jonesday.com

Attorneys for Opposer
ProMark Brands Inc.
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CERTIFICATE OF SERVICE
A copy of the foregoing was served on this 11th day of January, 2010, via first-class mail

upon the Attorney of Record for Applicant:

John Gary Maynard, III, Esq.
Hunton & Williams LLP
Riverfront Plaza, East Tower
- 951 East Byrd Street
Richmond VA 23219-4074

{James W. Walworth, Jr./
Attorney for Opposer
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