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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

H&M HENNES & MAURITZ AB,

Opposer,

v.

UNDIVIDED DESIGN, LLC,

Applicant.

Opposition No.: 91194864

OPPOSERS OPPOSITION TO MOTION TO STRIKE TESTIMONY OF JEFF MILLER

Opposer, H&M Hennes & Mauritz AB, (“Opposer” or “H&M”) hereby opposes

Applicant’s Motion to Strike the testimony of Jeffrey Miller, H&M’s Divided Merchandiser,

(“Motion”), and hereby submits its Memorandum of Law and Declaration of Alpa V. Patel in

support thereof. As will be explained below, Applicant has failed to establish a valid basis for

striking Mr. Miller’s testimony.

I. Preliminary Statement

Opposer’s submits that the failure to serve Initial Disclosures upon Applicant has not

resulted in any prejudice to Applicant or its ability to defend the opposed application. Applicant

has had ample opportunity to engage in discovery of Opposer. Its failure to engage in discovery

is the sole result of its own decision not to take discovery. Moreover, Applicant’s own failure to

serve Initial Disclosures upon Opposer should preclude it from obtaining the relief requested

herein.
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Applicant received Opposer’s Pretrial Disclosures in a timely fashion and had ample time

to request leave to take Mr. Miller’s deposition, prior to his testimony deposition. Nevertheless,

Applicant failed to do so. In view of the foregoing, justice will be serve by not striking Mr.

Miller’s testimony and the exhibits which were identified and introduced by him.

II. Statement of Facts

Opposer initiated this Opposition proceeding on May 12, 2010, by filing a Notice of

Opposition through its former counsel, Fross Zelnick Lehrman & Zissu, P.C. The Board issued a

trial order, setting forth the terms for serving their respective disclosures on the adverse party.

Initial Disclosures were required to be served on August 20, 2010; Expert Disclosures were

required to be served on December 10, 2010; Discovery was scheduled to close on January 17,

2011; and, Plaintiff’s Pretrial Disclosures were due to be served on March 3, 2011. Neither party

served initial disclosures on the other party. Opposer’s current counsel entered an appearance on

February 16, 2011, shortly after having received the relevant from Opposer’s former counsel.

Upon receipt of the file, current counsel examined the relevant files and observed that neigther

party had served initial disclosures upon the other party. While perusing the file, counsel noted

that on September 25, 2010, Applicant stated to Opposer’s former counsel that his client

instructed him “to respond to the Opposition of H&M Hennes & Mauritz AB (“H&M”)

aggressively.” (Declaration of Alpa V. Patel [“Patel Decl.”], ¶ 8.)

Applicant states in its motion that Opposer, through its former counsel, asserted that

“Opposer did not intend to offer testimonial or other evidence in connection with the opposition

proceeding, but would rely solely upon argument together with the application files and

Opposer’s registered marks.” (Motion to Strike, p. 2) Applicant has not proffered evidence of

any written or other communication documenting this statement. Opposer’s current counsel has
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examined the files transferred from prior counsel and has not be able to locate any

communication between counsel for the parties indicating that Opposer would not offer

testimony or documentary evidence in support of the opposition. (Patel Decl., ¶ 9.)

Opposer served its Pretrial Disclosures in a timely manner. The Pretrial Disclosures

identified Mr. Miller as the individual whose testimony it would rely upon at trial and also the

types of documents it would introduce as exhibits.1 From approximately March to September

2011, the parties engaged in settlement discussions without reaching a settlement which was

acceptable to both parties. (Patel Decl., ¶ 11.) Opposer informed Applicant that it intended take

the trial testimony deposition of its witness Mr. Miller. After exchanging courtesy emails with

Applicant’s attorney to set up a mutually convenient time for Mr. Miller’s trial deposition,

Opposer served a Notice of Trial Testimony Deposition on Applicant. (Patel Decl., ¶¶ 12-13.)

Opposer’s current counsel notified Applicant that it was unaware of any agreement

between the parties to not introduce testimony or other documentary evidence at trial and, more

specifically that Opposer would refrain introducing testimony and other documentary evidence

in support of the opposition. Rather, Opposer confirmed it would take Mr. Miller’s trial

testimony and offer evidence in the categories identified in its Pretrial Disclosure.

On October 6, 2011 at 4:15 p.m. MT, Opposer’s counsel contacted Applicant’s counsel

via email requesting his agreement to maintain certain documents as confidential prior to sending

1
A Applicant seems to imply that Opposer is required to identify each and every document it

intends to rely upon in its case in chief in the Pretrial Disclosure. (Motion to Strike, ¶5, p.2)
Opposer disputes that Rule 2.121(e) requires anything more other than to identify the person’s
whose testimony will be taken along with the subject matter thereof, as well as the category of
documents which it introduce into evidence in its case in chief. Applicant fails to provide any
support for its assertion that Opposer must specifically identify the documents it will introduce at
trial.
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him documents which would be identified by Mr. Miller during his testimony. In the absence of

receiving a reply from Applicant’s counsel, Opposer provided non-confidential documents to

Applicant’s counsel at 7:23 EST pm, which was 5:23 p.m. MT (Applicant’s local time.) After

receiving Applicant’s counsel’s confirmation that he would maintain confidentiality of

Opposer’s exhibits at 8:48 a.m. EST, Opposer emailed the remaining confidential documents to

Applicant’s counsel. Opposer also emailed photographs of a shirt which it planned to introduce

into evidence, which was inadvertently left out of the original documents emailed the prior day.

The exhibits consisted of printouts from H&M’s website, weblog listing regarding the DIVIDED

brand, advertising of the DIVIDED brand, and sales and advertising expenditures. (Patel Decl.,

¶ 15-19.)

Opposer took Mr. Miller’s trial testimony on October 7, 2011. Opposer had a full and

fair opportunity to cross-examine Mr. Miller. (Patel Decl., ¶ 20.) Opposer also allowed

Applicant to cross examine the witness without interposing any objections based on the scope of

the cross-examination. At the close of the testimony, Opposer formally moved to enter all the

exhibits into evidence. Therefore, Applicant’s counsel stated: “Undivided Design objects to

receipt of Exhibits 17 through 21 on the grounds of lack of adequate foundation and hearsay.”

(Patel Decl. ¶ 20-21.)

III. ARGUMENT

Applicant’s arguments can be summed up in two points: (1) Mr. Miller’s testimony

should be striken because H&M did not serve initial disclosures; and (2) Mr. Miller’s testimony

should be striken because H&M did not serve expert disclosures. (Motion, pp. 5-7.)

Significantly, Applicant does not assert that Opposer’s failed to comply with its pretrial
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disclosure obligations under Rule 2.123(e)(3), nor does it assert that H&M’s Pretrial Disclosure

is defective, untimely, or otherwise inadequate. Additionally, Applicant does not contend that

Mr. Miller’s testimony was taken outside of Opposer’s testimony period, was beyond the scope

of the noticed topics, or constituted information that was requested but not produced during

discovery. Lastly, Applicant does not contend that Opposer’s Notice of Trial Deposition (or

Notice of Examination) was untimely, insufficient or failed to comply with the Boards rules

regarding such notices.

Turning to the second ground for Applicant’s Motion to Strike, Opposer confirms that

Mr. Miller is not an expert witness, and that it did not ask Mr. Miller questions that could be

viewed as expert testimony on any matter. As such, this ground for Applicant’s Motion is moot.

As to the first ground, Rule 2.121(e)(3) states that “[a] motion to strike the testimony of a

witness for lack of proper or adequate pretrial disclosure may seek exclusion of that portion of

the testimony that was not adequately disclosed in accordance with Rule 2.121(e).” Rule 37,

Fed. Civ. P., however, states that to the extent the identity of a witness or information is

inadvertently not disclosed, such information and/or testimony can be excluded unless the failure

was substantially justified or is harmless. The basis for allowing exclusions in certain

circumstances is to prevent “unduly harsh penalties” in instances where the parties acted

inadvertently, or where there is harmless error as a result as the lack of disclosure. Fed.R.Civ.P.

37, Advisory Committee Notes (1993 Amendments, Subdivision (c)).

In determining whether the failure to disclose is substantially justified or harmless, the

Board looks to the five-factor test under Southern States Rack & Fixture, Inc. v. Sherwin-

Williams Co., 318 F.3d 592, 597 (4th Cir. 2003): 1) surprise to the party against whom the

evidence would be offered; 2) the ability of that party to cure the surprise; 3) the extent to which
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allowing the testimony would disrupt the trial; 4) importance of the evidence; and 5) the

nondisclosing party's explanation for its failure to disclose the evidence. See MicroStrategy Inc.

v. Business Objects, S.A., 429 F.3d 1344, 1357 (Fed. Cir. 2005).

As to Factors 1 and 2, these factors weigh in Opposer’s favor. There was no surprise to

Applicant because Mr. Miller was identified in Applicant’s Pretrial Disclosure, which were

timely served. Applicant further has an opportunity to “cure” any surprise by calling Mr. Miller

as a witness during Applicant’s testimony period. Additionally, Applicant could have cured this

asserted “surprise” by serving its own discovery demands and requests; and/or even moving to

compel service of Opposer’s initial disclosures. Applicant chose not to avail itself of the

available discovery and other procedural tools, which would have avoided any “surprise”

resulting from Mr. Miller’s identification in Opposer’s Pretrial Disclsoures.2

Moreover, Applicant states that Opposer’s former cousnsel did not serve initial

disclosures, however, neither party served initial disclosures. Opposer did not deliberately fail to

serve initial disclosures or withhold discovery evidence; rather this was likely an inadvertent

error. Opposer’s current counsel regrets that it is not in a position to know why such initial

disclosures were not made, but it is unclear from Opposer’s record exactly what transpired

around the deadlines for serving these initial disclosures. As such, Factors 1 and 2 favor

Opposer.

As to Factor 3, there would be no disruption to trial since Opposer has already taken Mr.

Miller’s deposition, and also because Applicant had a full and fair opportunity to cross-examine

Mr. Miller. More importantly, Opposer did not interpose any objections as to scope of the

2 Applicant states that Opposer represented it would not take any discovery or introduced
evidence into trial, however, Applicant fails to provide documentation confirming this
arrangement. Moreover, it is each parties’ responsibility to manage its own strategy, and not rely
upon representations by other parties as to how it plans on manage a litigation.
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questioning during cross-examination, so as to allow Applicant an opportunity to gather any

other information it may need to support its defenses. As such, there will be no disruption to

trial, weighing in Opposer’s favor.

Concerning Factor 4, Mr. Miller’s testimony is important because it supports Opposer’s

claim as to a likelihood of confusion, and it is the Opposer’s burden to establish there is priority

and a likelihood of confusion between the asserted marks. Mr. Miller’s testimony is important

because it identifies sales under and advertising, recognition and promotion of Opposer’s mark,

which are important factors in the likelihood of confusion analysis. Applicant is not seeking to

assert the testimony of any other individuals. This factor, therefore, weighs in Opposer’s favor.

Lastly, Opposer believes that it adequately disclosed Mr. Miller under the Board’s Rules.

Applicant has not provided any evidence showing that each party is required to identify its trial

witnesses under its initial disclosures. In fact, the Trademark Trial and Appeal Board Manual of

Procedure (“TBMP”) acknowledges that initial disclosures do not require identification of each

and every witness that Opposer will call to trial. TBMP § 533.02(b).

Furthermore, Applicant’s reliance on Jurgensen/Rhapsody, Inc. v. Baumberger, 91

U.S.P.Q.2d 1443 (T.T.A.B. 2010), is misplaced. The Board struck testimony of an individual

because the party seeking to enter the testimony into evidence did not serve its Pretrial

Disclosures until the opening day of its own testimony period, and also failed to identify the

individual in Pretrial Disclosures.3 Here, however, Opposer timely served its Pretrial

Disclosures on March 3, 2011, and did not take testimony until much later. Other than making

unsupported assertions that it has been harmed, Applicant cannot dispute that the inadvertent

failure to serve initial disclosures was harmless and/or substantially justified.

3 Applicant further relies upon B
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Opposer again regrets that it is not in a position to explain why neither party served initial

disclosures. Opposer can only speculate that the parties may have forgotten about their

disclosure obligations because they were involved in discussing a resolution to the matter.

Opposer is cognizant that settlement discussions do not dispense with a party’s obligations in a

TTAB proceeding, however, Opposer believes the failure to provide initial disclosures by both

parties was inadvertent and harmless.

III. CONCLUSION

Opposer respectfully requests the Board deny Applicant’s Motion to Strike in its entirety

and allow Opposer to submit Mr. Miller’s trial testimony and exhibits into evidence, and for such

other and further relief as the Board may deem appropriate. In the event that the Board order

that Mr. Miller’s testimony be striken, Opposer respectfully requests that the Board allow

exhibits identified and introduced at trial be permitted to remain in the record or permit Opposer

an opportunity to submit a supplemental Notice of Reliance upon such exhibits.4

DATED: November 7, 2011
By: S/Alpa V. Patel .

Mark I. Peroff
Alpa V. Patel
Hiscock & Barclay, LLP
Seven Times Square
New York, NY 10036
P: 212.784.5800
F: 212.784.5777

4 Opposer did not file a notice of reliance for all exhibits since Applicant acknowledged that
many of the exhibits were admissible, and to avoid duplication of entry of documents into the
record; as is encouraged by the Board and Rules. See generally TBMP § 703 (evidence
submitted through trial testimony should not also be submitted through notice of reliance also).
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Attorneys for Opposer
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CERTIFICATE OF SERVICE

I hereby certify that on this 7th day of November 2011, I served the foregoing Opposer’s
Opposition to Applicant’s Motion to Strike by first class and electronic mail to:

Matthew M. Boley
PARSONS KINGHORN HARRIS

111 East Broadway, 11th Floor
Salt Lake City, Utah 84111

E-mail: mmb@pkhlawyers.com

__________s/ alpa v. patel_____________________
Alpa V. Patel
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

H&M HENNES & MAURITZ AB,

Opposer,

v.

UNDIVIDED DESIGN, LLC,

Applicant.

Opposition No.: 91194864

ATTORNEY DECLARATION OF ALPA V. PATEL

I, Alpa V. Patel, declare:

1. I am an attorney duly licensed to practice law before the courts of the State

of New York, and am an associate at the law firm of Hiscock & Barclay, LLP, attorneys

for Opposer, H&M Hennes & Mauritz AB (“Opposer”).

2. I make this Declaration in support of Opposer’s Opposition to Applicant’s

Motion to Strike Testimony of Jeffrey Miller.

3. Opposer’s initiated Opposition Proceeding No. 91194864 (“Opposition”)

by filing a Notice of Opposition to registration of the mark UNDIVIDED identified in

U.S. Application No. 77/888150, on May 12, 2010 and paying the appropriate fee.

4. Opposer initiated the Opposition through its former counsel, Fross Zelnick

Lehrman & Zissu, P.C.

5. Opposer’s current cousnsel, Hiscock & Barclay LLP, filed a Notice of

Appearance on February 16, 2011. (See Doc. No. 6.)
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6. In reviewing the file provided to Hiscock & Barclay LLP by Opposer’s

former counsel, Applicant failed to serve any initial disclosures.

7. On July 29, 2010, Opposer’s former counsel wrote to Applicant requesting

that it abandon its application and further responding to certain statements made in

Applicant’s “Answer” to the Notice of Opposition. (See Exhibit A, a true and correct

copy of the July 29, 2010 correspondence from D. Ehrlich to M. Boley.)

8. On September 25, 2010, in response to Opposer’s July 29th

correspondence, Applicant stated that his client instructed him “to respond to the

Opposition of H&M Hennes & Mauritz AB (“H&M”) aggressively.” (See Exhibit B, a

true and correct copy of July to September 2011 email chain between D. Ehrlich to M.

Boley.)

9. Opposer did not find any correspondence between Opposer’s former

counsel and Applicant’s counsel indicating that it would not offer testimonial or other

evidence in connection with the opposition proceeding.

10. Opposer served its Pretrial Disclosures on March 3, 2011, identifying Jeff

Miller, H&M’s U.S. Divided Merchandiser, and also the types of documents it would

introduce as exhibits. (See Exhibit C, a true and correct copy of Opposer’s Pretrial

Disclosure.)

11. From approximately March to August 2011, the parties engaged in

settlement discussions.

12. After reaching impasse, Opposer indicated to Applicant that it would need

to schedule the trial deposition of Mr. Miller, and exchanged emails with Applicant to

find a mutually beneficial time for the trial deposition.
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13. Opposer served a Notice of Trial Testimony Deposition on Applicant on

September 19, 2011, providing timely notice of H&M’s intent to take Mr. Miller’s trial

testimony. (See Exhibit D, a true and correct copy of Opposer’s Notice of Examination.)

14. On October 6, 2011 at 4:15 p.m. MT, Opposer’s counsel contacted

Applicant’s counsel via email requesting his agreement to maintain certain documents as

confidential prior to sending him documents which would be identified by Mr. Miller

during his testimony.

15. In the absence of receiving a reply from Applicant’s counsel, Opposer

provided non-confidential documents to Applicant’s counsel at 7:23 EST pm, which was

5:23 p.m. MT (Applicant’s local time.)

16. After receiving Applicant’s counsel’s confirmation that he would maintain

confidentiality of Opposer’s exhibits at 8:48 a.m. EST, Opposer emailed the remaining

confidential documents to Applicant’s counsel.

17. Opposer also emailed photographs of a shirt which it planned to introduce

into evidence, which was inadvertently left out of the original documents emailed the

prior day.

18. The exhibits consisted of printouts from H&M’s website, weblog listing

regarding the DIVIDED brand, advertising of the DIVIDED brand, and sales and

advertising expenditures.

19. Opposer’s present counsel is not in a position to state whether any

documents were previously disclosed or produced since it was not counsel of record until

February 16, 2011.
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20. Opposer took Mr. Miller’s trial testimony on October 7, 2011, and

Applicant had a full and fair opportunity to cross-examine Mr. Miller.

21. Opposer also allowed Applicant to take testimony without interposing any

objections based on the scope of the cross-examination, thereby allowing Applicant an

added opportunity to obtain information it deemed necessary to support its defense.

22. At the close of the testimony, Opposer formally moved to enter all the

exhibits into the records, and Applicant’s counsel stated that it would move to strike Mr.

Miller’s testimony and exhibits.

I declare under penalty of perjury that the foregoing is true and correct.

Dated: November 7, 2011 s/Alpa V. Patel
New York, New York Alpa V. Patel
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