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INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In Re Application: 76/621097
Filed: November 17, 2004
Published: December 1, 2009
For: COMEDY HALL OF FAME

)
COMEDY HALL OF FAME, INC. )
)
Opposer, )  Opposition No. 91194358
V. )
)
JEFFREY PANCER )
)
Applicant. )
)

MOTION TO SUSPEND THE PROCEEDING

Pursuant to 37 C.F.R. § 2.117(a) and TB§1%10.02(a), Applicant, Jeffrey Pancer,
through his undersigned counselrdi®y requests that the Tradark Trial and Appeal Board
(“TTAB” or “Board”) suspend this Opposition pending the final determinatioGHF
PRODUCTIONSLLC D/B/A COMEDY HALL OF FAME, COMEDY HALL OF FAME
FOUNDATION, and JEFFREY PANCER v. NATIONAL COMEDY HALL OF FAME, INC.
Case No. 12 CIV 2986 (“Civil Action”), which is pending between the parties before the
United States District Court for the Southé&nstrict of New York,and involves the same
trademark applications and regatons at issue in the instgoroceeding because the Civil

Action will have a direcbearing on this proceeding.

FACTUAL BACKGROUND

Applicant has applied for the mark COME HALL OF FAME based on its intent to
use of the mark in commerce in connectwith “Television pogramming; live music

concerts, live performances by a muslzahd and live, televised appearances by a
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professional entertainer.” See US Sen. M6/621097 (“the Opposedplication”). In
addition, Applicant has other pending tradekrapplications with the US Patent and
Trademark Office for the same and similar marks covering additional goods and services,
such as “production services, namely mauiel television film production”; and “apparel,
namely shirts and jacketsOpposer has opposed the Oppao&eglication based on its
claimed prior use of a confungjly similar mark. FurtheApplicant expects that Opposer
will oppose or otherwise intexfe with Applicant’'s use dhe mark COMEDY HALL OF
FAME in connection with the additional goods and services agdatkia Applicant’s
additional US trademark applications. To mewthe on-going interference with Applicant’s
claims of trademark rights, including the rigbtuse those marks in interstate commerce
which Congress can regulate alpblicant’s rights to registats marks on the Principal
Registry of the U.S. Patent and Trademarkd®f Applicant has now initiated a Civil Action
against Opposer seeking (a) declaratory judgmenbn-infringement of its trademarks with
respect to any trademark claim Opposer may lagaenst Applicant, asell as (b) damages
and injunctive relief for false and deceptiwvartising. See Attachment 1 hereto. The
United States District Court for the Southerstiict of New York (theDistrict Court” or
“Court”) will necessarily need to resolve alltbie issues before the Board in this Opposition

in the disposition of the Civil Action.

ARGUMENT
Where a party to a case pending beforeBibard is also involved in a civil action
that may have a bearing on the TTAB matter, the Board may suspend the proceeding until
the final determination of the civil actiol®7 C.F.R. § 2.117(a); TBMP 8510.02(a). Thisis

because a decision by the United States Dighraetrt would be binding on the Patent and
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Trademark Office whereas a determinatiorthey Patent and Trademark Office as to a
party’s right to registrabin would not be binding aoesjudicata in respect to the proceeding
before the federal district court. Seg)., J. Thomas McCarthy, McCarthy on Trademarks
and Unfair Competition § 32:94 (4 Ed. 2009).

Applicant and Opposer are both partiegh® Civil Action, which is current pending
before the District Court, and Applicant assdegal claims against Opposer which relate
directly to the claims raised in the instandgeding. The District @irt’'s determinations in
the Civil Action will directly affect the resolion of the issues curréy before the Board.

For example, the District Court will havedetermine (a) whether Opposer has any material
rights in the mark COMEDY HALLOF FAME that would preant Applicant’s registration
and use of the term as part of its marid @b) if so, whether pplicant or Opposer has

priority to the mark to determine infringemetd/or non-infringementturther, the District
Court will also have to deteine whether the marks of Opposer on which the Opposition is
based are confusingly similar to Applicant'ark that is the suegt of the Opposition.

These are the same determinationsthBoard will need to make here.



Based on the foregoing, Appéint respectfully requests thtae Board suspend this

proceeding pending the final datenation of the Civil Action.

DATED: MAY 11, 2012

The undersigned hereby certifies that @etand correct copy of Jeffrey Pancer’s

MOTION TO SUSPEND THE PROCEEDING wasnged by electronic mail and First Class

Respectfullysubmitted,

BELLESKATZ LLC

[AndrewB. Katz/

AndrewB. Katz
U.S.P.T.OReg.No. 34,200

721DresherRoad,Suite1100
HorshamPennsylvanid 9044
phone:(215)658-1890

fax: (888)649-7733

email: akatz@belleskatz.com

COUNSEL TO JEFFREY PANCER.

CERTIFICATE OF SERVICE

Mail, postage prepaid, on this 1Tthy of May 2012 on the following:

Brian R. Gibbons, Esq.
3936 S. Semoran Blvd., Suite 330
Orlando, Florida 32822-4015

trademarks@briangibbons.com

[AndrewB. Katz/
Andrew B. Katz




