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lllumina submits this case brief in support ofatgions to cancel Milian’s registrations

for its ILLUMIGENE and & fltamigere

marks, and alsm support of Illumina’s actions to
oppose Meridian’s applications to regisitsrILLUMIPRO and LLUMIPRO-10 marks.

I. INTRODUCTION AND SUMMARY OF ILLUMINA'S ARGUMENT

The Board should deny Meridian’s attempt reegister marks confusingly similar to
lllumina’s famous ILLUMINA mark. Like Illumina before it, Meridian is attempting to register
and use ILLUMI-formative marks on laboratorgugpment and instruments that can detect
genetic material to diagnose a disease. Théiadal elements in Meridian’s marks are merely
descriptive suffixes—GENE and PRO—that ddserboth parties’ goods. And like lllumina,

. . . . @ illumigene:
Meridian seeks to use its marks in lowercase and emphasize tt |Ium|\na D illumig

The parties’ goods bearing thessany-identical marks are sold the same types of customers,
the parties attend the same trade shows, andattiesrtise in the same periodicals. Therefore,
the Board should cancel and refuse MerigidbLUMIGENE andILLUMIPRO marks.

lllumina is an internationally-recognize@ader in the identification and analysis of
genetic materials, such as DNA, and enjoysssaf over $1 billion a year. Founded in 1998, its
lllumina company name and mark are famous iwithe life-science community. Illumina has
been continuously using its registered ILLUMINA mark on its goods since 1999 and began filing
trademark applications for the ILLUMINA maik 2000. By 2003, lllumina had received three
registrations for ILLUMINA. lllumina has ab used other marks focusing on and emphasizing
its ILLUMI-prefix, such as ILLUMICODE (20Q) and ILLUMINOTES (2006), and it has used
and registered the mark ILLUMINADX.

lllumina’s products can be used for a edyi of purposes. Early on, lllumina sold

products for medical resedr purposes. In thabntext, for example, Iimina’s products were



used to conduct cancer researdhis a natural progrssion for a researcompany to also sell
products for medical diagnostic use. In diadiess products are used by someone diagnosing a
patient to see if that patient has a particular disease.

lllumina followed this progression. Bg005, Illumina began to further position its
products for diagnostic use. By 2006, llluminad a plan to obtain FDA approval to sell its
products specifically for diagnostic use. Amg 2007, lllumina’s products were purchased and
used by diagnostic labsrfdiagnostic purposes.

Nevertheless, in November 2008, Meridiapplied to register ILLUMIGENE for
diagnostic test kits that cantdet a disease by its genetic maie Shortly thereafter, Meridian

applied for the mark@’"ym"g@”g , ILLUMIPROnd ILLUMIPRO-10 for similar and related

goods. The Board should cancel and refuse Marigiconfusingly-similar marks.
First, Meridian’s marks are nearly identi¢al lllumina’s marks. They share the same

ILLUMI prefix, which is the dominate portiorof the marks. Tellingly, in Meridian’s

O ilturmigene mark, the ILLUMI prefix is darker and even more prominent. Also, like
lllumina’s commercial use of its ILLUMINA marl 'Ilumlna , tk@!”ym@ﬂw mark is lower
case with even more emphasis oae ftinst letter “i”. The marks ab have the same number of

syllables and differ only in their one-syllable sxff They share the same cadence, rhythym, and
sound. And the suffixes in the ILLUMIGEN&Nd ILLUMIPRO marks a not only descriptive
but connote an association with lllumina’s product&ene” describes the genetic material that
both parties’ products analyznd “pro” describes the professal users of the products.

Second, the parties’ goods are similar.trBgarties’ goods includboratory equipment
and instruments (including test tubes, scanners and the like) used to detect DNA molecules

(genetic material).



Images of the goods included undez thLUMINA, ILLUMIGENE and ILLUMIPRO

recitations are shown below:

ILLUMINA ILLUMIGENE and ILLUMIPRO

In fact, the parties’ goods have both been ueeditect the same infectious disease. In
2007, lllumina’s productavere used to detedE. difficile, an infectious disease that causes
diarrhea. Meridian later applied to register ILMUWGENE with a recitation that refers to various
diseases, including gastrointestinal and infest diseases. And in 2010, when Meridian
commercialized its ILLUMIGENE and ILLUMIPRO productS, difficile was the first disease
for which the products tested.

Finally, the parties advertisnd promote their products at the same trade shows and in
the same trade magazines. lllumina also tisteés marketing materials to a wide variety of
customers. This includes diagtios laboratories, which are ingled in Meridian’s target class
of customers. Moreover, since 2007, lllumina’s products heen purchased by diagnostics
laboratories for diagnostics purposes.

But even if diagnostic customers were potchasing lllumina’s products when Meridian
began filing in November 2008, diagnostic use wasiw lllumina’s zone ofexpansion. It is

normal for a company to move from selling proudor research teelling products for



diagnostics. In 2005, Illumina hadans to do so, and in 2006 itda® publicizing those plans.
Therefore, the relevant public would certairthave expected lllumina to be a source of
diagnostic products.

Faced with this evidence, Meridian offexsslew of unpersuasive arguments. To argue
that the marks are not similar, Meridian contetigs it is common fomedical device marks to
have a similar prefix. This is not truelnstead, it is only common for marks to share a
descriptivecomponent—not that it is common for marks to shades@nctiveprefix. Although
shared descriptive terms may be common in marked with medical devices, those shared
terms are not consistently found in the prefixr &mample, amongst a sample of devices used to
detectC. difficile, two use the descriptive term “gene”time prefix and two use “gene” in the
suffix.

To argue that the goods are not similkteridian makes granular comparisons to
distinguish the technologat the parties’ products usednalyze genetic material. But many
of these distinctions are missing from the exdjve recitation of goods. Further, the law does
not require goods to be similar or competitive, as long as they are related in some way. And the
specific way the products test for diseases camitijate the fact that the products can test for
similar types of diseases. Thus, Meridian categitimately dispute that the goods are related.

To argue that the goods Jea separate trade channeleridian makes the dubious
assertion that Illumina’s productsave been limited to resehr and that people working in
diagnostic labs would have never heard of lllani To the contrary, by 2006, lllumina had been
creating brand awareness liagnostics, and by 2007 diagtioslaboratories had been

purchasing lllumina’s producter diagnostic purposes.



Realizing that thisassertion cannot pass muster, Mendiretreats andontends that
within diagnostic labs, its products are used onithin an infectious diease “department.”
Meridian argues that this area would be segregated other areas such as genetic health and
cancer. Thus, Meridian argues, people working in infectious disease would have no familiarity
with Illumina.

But this fallback argument also fails. Ejrthe recitation of goods for the ILLUMIGENE
and ILLUMIPRO marks do not limit Meridian’s pducts to be used with only infectious
diseases, and lllumina’s recitations do not edel infectious disease. Second, not all labs
segregate infectious disease testing from otlipes of disease. And even if a lab were
segregated, the evidence shows that peopleimgik diagnostics labare aware of products
being used in areas other than the ones in whiep work. In any event, lllumina’s marketing
activities would reach peopleorking in the infectiouslisease area of a lab.

Meridian also argues that the purchaserstégoroducts are sophistited, and that before
purchasing the ILLUMIGENE and ILLUMIPRO prodis; the customers would be informed that
the products come from MeridiarBut the fact that customease sophisticated with technology
does not mean that they are asphisticated with trademarksThe Board has previously found
that sophisticated purchasers efpensive medical devices cduhevertheless be confused.
Moreover, Meridian’s argument ignores that Illuaiwould still suffer from initial and post-sale
confusion.

Finally, Meridian rests on the fact thatetlparties have not been made aware of any
instances of actual confusion. But it is not neagska Illlumina to show actual confusion to

establish a likelihood of confusioand the lack of actual confasi should be given little weight.



Therefore, Meridian’s ILLUMIGENE rd ILLUMIPRO marks are likely to cause
confusion with Illumina’s ILLUMINA, ILLUMICODE, ILLUMINO TES, and ILLUMINADX
marks. Accordingly, the ILLUMIGENE registians should be cancelled, and the ILLUMIPRO
applications should be refused.

[I. PROCEDURAL HISTORY

lllumina filed Opposition Nos. 994218 and 91194219 on March 19, 2010. Illumina
filed Cancellation Nos. 92053479 and 92053482 on January 6, 2011. The two opposition and
two cancellation proceedings were consobkdainto this parent opposition, No. 91194218, by
way of the following: A stipulated motiowas filed on August 12, 2010, in Opposition No.
91194218 to consolidate Opposition Nos. 91194218 and 91194219. On November 19, 2010 the
Board granted the motion to consolidate. On December 8, 2010, in Opposition No. 91194218, a
stipulated motion was filed to further congate the opposition proceedings to add the later-
filed cancellation proceeding Nos. 92053479 and 92053482. On December 6, 2011, the Board
granted the motion to further consolidate.

[ll. DESCRIPTION OF THE EVIDENTIARY RECORD

Pursuant to 37 C.F.R. 8§ 2.122, the recordudet the pleadings in this proceeding, the
file history of Meridian’s apptations and registrations, arilumina’s pleaded registered
ILLUMINA and ILLUMINADX mark s. In addition, the parteehave submitted evidence as
described below.

A. lllumina’s notices of reliance and testimony

On November 6, 2014, lllumina submitted a Notice of Reliance with Exhibits 1-78.
TTABVUE #57-59. On November 7, 2014, lllunai submitted testimony declarations, and

accompanying exhibits, from four of ismployees—William Morrison, Karen Possemato,



Gregory Heath, and Naomi O’'GradyTTABVUE #60-70. On December 4, 2014, Meridian
took cross-examination depositions of Ms.Gtady and Ms. Possemato. Both deposition
transcripts were filed with thBoard on March 19, 2015. TTABVUE #83-85.

On April 8, 2015, lllumina submitted a Rebuttal Notice of Reliance with Exhibits 403-
421. TTABVUE #93. On the same day, lllumszbmitted rebuttal testiomy declarations from
two employees—Ms. O’'Grady and Mya Thomd@&@ ABVUE #90-92. Ms.O’Grady'’s rebuttal
declaration contained Exhibits 9{(which differed from Exhibitsl-9 in Illumina’s original
Notice of Reliance). On May 12, 2015, Meridian took a second cross-examination deposition of
Naomi O’Grady. The transcript was filedtivithe Board on June 5, 2015. TTABVUE #97, 98.

B. Meridian’s notices of reliance and testimony

On February 06, 2015, Meridian submittes$timony declarations, and accompanying
exhibits, from two of its employees—VecheskElagin and Kenneth Kozak. TTABVUE #79-81.
Meridian also submitted a testimony declamatiand accompanying exhibits from Stephanie
Ferguson, its attorneys’ paralegal. TTABVUB2. Finally, Meridian submitted a Notice of
Reliance with Exhibits 1-15. TTABVUE #76-780n March 9-10, 2015, Illumina took cross-
examination depositions of Mr. Kozak and Dra@h. The transcripts of both depositions were
filed on April 6, 2015 TTABVUE #86-88.

On May 20, 2015, Meridian also took ttestimony deposition of Dr. Stephen Young,

who is not employed by either paftythe transcript was filed with the Board on June 5, 2015.

! The parties agreed that they could take testimony of theiown witnesses via

declaration during their respective testimony periaasl that the adverse party would then have
a period of time to take live cross-examination of any declarant.

2 Dr. Young had not previously submitted agliyect testimony. Meridian deposed him

after its rebuttal triatestimony period had ended, and didvdthout leave from the Board or
stipulation from Illlumina.



TTABVUE #96. On June 8, 2015, Meridian sulied a supplemental noe of reliance.
TTABVUE #100. This supplement consisted af email exchange between counsel for
Meridian and Dr. Andrea Ferreira-Gonzales.

V. BACKGROUND

A. llumina

1. llumina is well-known

lllumina is a publicly-traded (NASDAQ) gbal leader in the k-science industry.
Possemato Decl. 142. Its revenues have aoediio skyrocket over time. From 2007 to 2008,
its revenues were just shy of $1 billiorFrom 2009-2013, its total venues exceeded $4.8
billion, and as of November 2014, its marletpitalization was appraxiately $25 billion.
Opposer’s Notice of Reliance, Ex. 2201atUM-2332, Ex. 221 at ILLUM-2459, Ex. 222 at
ILLUM-2552, Ex. 223 at ILLUM-2641, Ex. 224 dtLUM-2792, Ex. 225 at ILLUM-2914, EXx.
228 at ILLUM-3151; Possemato Decl. 142.

In 2009, Forbes stated that lllumina we fastest-growingethnology company in
America, based on five-year annualized sales tiroRossemato Decl4¥; Opposer’s Notice of
Reliance, Ex. 229 at ILLUM-0928. lllumina alsanked fourth on the Fbes 2010 ranking of
the fastest growing technology companies in AngeriPossemato Decl. 143; Opposer’s Notice
of Reliance, Ex. 229 at ILLUM-0924-7. In fadlumina was on the Forbes top 25 list four
times in the five-year peridoetween 2006 and 2010. PossematolDf43; Opposer’s Notice of

Reliance, Ex. 229 at ILLUM-0924-8.

3 Meridian submitted this exhibit after its retal trial testimony period had ended, and did

so without leave from the Badwor stipulation from lllumina.

-8-



2. [lumina’s business

lllumina develops, manufactures, and sellsdpicts and services that analyze genetic
materials, such as DNA. Its products and teslaservices have vans uses, including for
medical research and diagnostics. Possemato Decl. 3.

Research use generally refers to getieg data to advae the knowledge and
understanding of the medical mounity. For example, a researcher may be looking to
determine whether multiple genetic sequences are responsible for the same type of cancer.
Elagin Decl. 125. Medicaksearch use is inextricably linkéo medical diagnostics use, Heath
Decl. 128, which generally refers to analyzing mpgia to diagnose or treat a patient. Kozak Tr.
101:14-17. It is common for a company to gwoe and sell goods for research in addition to
selling diagnostic products. Heath Decl. 12%cdrdingly, many companies, such as Bayer and
Roche, sell both research and diastic products. Heath Decl. 12%&e alsdOpposer’s Notice
of Reliance, Ex. 120 at ILLUM-0679-684.

Although lllumina’s first product were sold to be used fagsearch purposes, it always
aimed to make products for diagnostic use. Possebwecl. 117-10, 12. Ifact, it is a natural
progression to begin using a technology forea@sh and then transition the technology into
diagnostics. Heath Decl. 129. lllumina followthik typical path. Altbugh it has continued to
sell goods for medical research, it began mowmg diagnostics by 2005, and its products were
purchased for diagnostic use by 2007.

3. lllumina’'s trademarks

In 1999, lllumina began filingpplications to register it LUMINA mark. Illumina’s
registrations include those listed below, eaafhwhich has been made of record in this

proceeding. The first three registratier®r ILLUMINA—are incontestable.



Mark

Filing Date/

Application No.

Registration Date/

Registration No.

Goods /Services

ILLUMINA

Filed:
15-JUN-2000

App No.
76072152

Reg Date:
24-JUN-2001

Reg No.2471539

Developing, to the order and
specification of others, biological
and/or chemical sensing systems
which use random array
technology to identify organic
molecules, compounds and
substances in Class 40

ILLUMINA

Filed:
18-AUG-2000

App No.
75982227

RegDate:
08-OCT-2002

Reg N0.2632507

Chemicals, namely reagents for
scientific or medical research use
for analyzing cells, proteins,
nucleic acids and other molecule
of 50 to 10,000 daltons,

sequencing dna, genotyping, gene

expression profiling and high
through-putscreening in Class 1

Scientific and medical research,
namely, analysis of cells, proteing
nucleic acids and other molecule
of 50 to 10,000 daltons,

sequencing dna, genotyping, gene

expression profiling and high
through-put screeng in Class 42

\*2

Py

5

ILLUMINA

Filed:
18-AUG-2000

App No.
76112547

Reg Date:
26-AUG-2003

Reg No0.2756703

Scientific equipment and
instruments, namely scanners,
hybridization stations and fluidics
delivery and computer systems
sold as a unit and cassettes
containing molecular sensing
optical fiber bundles for analyzing
cells, proteins, nucleic acids and
other molecules of 50 to 10,000
dalton, sequencing dna, genotyps
gene expression profiling and hig
through-put screening in Class 9

A\1%4

>

ILLUMINADX

App Date:
28-MAY-2009

App No.
77982582

Reg Date:
08-NOV-2011

Reg No0.4053668

Clinical diagnostic reagents,
reagent kits, and beads with
attached biomolecules, comprise
primarily of oligonucleotides and
other nucleic acids, natural and
modified nucleotides, buffers,
labels, and substrates, for clinica

diagnostic purposes in Class 5

Notice of Opposition TTABVUE #1; Opposer’s Notice of Reliance, Ex. 1.
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In addition to its registered ILLUMINA mask Illumina has used other marks with the
ILLUMI- prefix. Since August 2002, Illumina Bacontinuously used the mark ILLUMICODE
in connection with DNA microarrays, PossematecD 140; Opposer’s Niae of Reliance, Ex.
214, which are used to identify and analyze DNPossemato Decl. 6. And since April 2006,
lllumina has continuously usethe mark ILLUMINOTES inconnection with newsletters
featuring information in the fields of genetiesedical diagnostics, medical research, molecular
diagnostics, nucleic acid sequergand genotyping, life sciengdsiology, molecular pathology,
laboratory medicine, and bioteallogy. Possemato Decl. 41p@bser’'s Notice of Reliance,
Ex. 215.

4. [llumina was moving into diagnostics long before Meridian filed its

applications

Before Meridian filed its pplications, lllumina moved to diagnostics by developing
products for diagnostic use, issuing mankgtihat reached diagnostic customers, and
reorganizing its business better emphasize diagnostics.

a. lumina developed products for medical diagnostic use

i. lllumina’s VeraCode technology and BeadXpress instrument

In 2005, in order to expand its footprint dmagnostics, Illuminaacquired a technology
called VeraCode. Illumina acquired VeraCosle that it could develop the technology, in
conjunction with lllumina’s BeadXpressstrument, into a diagnostics prodictPossemato
Decl. 13; Heath Decl. 7.

Also in 2005, shortly after acquiring théeraCode technology, Illumina hired Mickie

Henshall as its Assaaie Director Product Marketing, @jaostics. Ms. Henshall's sole

4 Like all of Illumina’s products and seces, lllumina branded products using its

VeraCode technology with its housenk#d_ LUMINA. Possemato Decl. 713.
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responsibility was to market and promotkurhina’s diagnostic products and services.
Possemato Decl. 14. Thus, Ms. Henshall asseh@dbleam to market Illlumina’s BeadXpress
product towards diagnostics and grow lllumediagnostic business. O’'Grady Decl. 4.

By 2006, lllumina had established a formarelepment program to seek FDA clearance.
Heath Decl. 113. Under this program, Illumoheveloped its VeraCode products under “design
control,” Opposer’s Notice oReliance, Ex. 303 at ILLUM-0579, 583-84, which is a design
process often used to develop products speliifiter FDA clearance for diagnostic use. Kozak
Decl. 1164-66.

In March 2009, lllumina shipped BeadXpressides to three clinicasites in the United
States to begin the requirednatal trials. Heath Decl. 113And in September 2009, Illumina
submitted for FDA clearance, which was grante April 2010. HeatlDecl. 114; Opposer’s
Notice of Reliance, Exs. 36, 105.

Beginning in 2006, the public was made awthia Illumina’s VeraCode technology had
applications in diagnostics. O’Grady Decl6f, 16-17; Opposer's Nai of Reliance, Ex. 4
(public article stating that Illumina’s Vera@e technology “offers oppanities for in vitro and
molecular diagnostic development.”), Ex. 3&1ILLUM-0039-040 (2006 msentation referring
to “infectious diseas’ and “molecular diagnostics”),xE 313 at ILLUM-0468 (2007 brochure
referring to “Molecular diagnostiassay development”), Ex.(8007 published interview with
lllumina CEO discussing launch of VeraCode for diagnostics), Ex. 6 (2007 press release
referring to BeadXpress as “the platform the base of Illumina’s molecular diagnostics
strategy”). In fact, lllumina created aegentation titled “VeraCode Technology — From

Research to Molecular Diagnostics.” Opposé&titice of Reliance, Ex. 302. In 2007, lllumina
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provided this presentation togspective customers and presented it at trade shows. O’Grady
Decl. |7.

The same year, lllumina started cblbaating with other companies to develop
diagnostics products in connection with its @oae technology and BeadXpress instrument.
lllumina entered into an agreement to woMith deCODE Geneticsinc., to develop and
commercialize diagnostic productsgerve in several major diseaaeas. Possemato Decl. 15;
Opposer’'s Notice of Reliance, Ex. 3. lllumiadéso collaborated witiReaMetrix, Inc. The
companies planned to co-develop diagnostic Isafte a range of disease areas. Possemato
Decl. 16; Opposer’'s Notice of Reliance, Ex. 203.

More importantly, when lllumina lauhed its BeadXpress product in 2007, clinical
laboratories and hospitals begpurchasing and using the systemtheir own lab-developed
tests (“LDTs") for medical diagnostic purposed.Grady Decl. 1116, 120, 23-25. An LDT is
a common tool in which a prepy-certified diagnostics ka can use a product labeled as
“Research Use Only” or “RUQ” for a diagnostiest even though the FDA has not otherwise
cleared that product for diagnastiuse. O’Grady Decl. 1Rebuttal O’Grady Decl. 1110, 14,
15. In fact, the American Clinical Laboratorggociation has advocated to Congress that “LDTs
are an extremely common part of laboratory meditiand that they are also “the backbone of
clinical care in the United Stes.” Opposer’s Notice of Reliance, Ex. 405 at ILLUM-3840.

For example, in 2007, Children’s HospitalRifiladelphia (“CHOP”) developed a test to
diagnose an inherited diseaséngdllumina’s BeadXpress systenillumina publicized CHOP’s
diagnostic work. O’Grady Dec{[19. Similarly, lllumina’s customer iGenix developed custom

tests using lllumina’s BeadXpress reader. O’Grady Decl. {18.
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The same year, lllumina collaborated wiitle Children’s Hospital of Eastern Ontario and
the Mayo Clinic. Thes collaborations soughb develop diagnostic tests using Illumina’s
products. O’Grady Decl. 120.

In addition to the collaborations, the Univigrsof Maryland used Illlumina’s VeraCode
technology in 2007 in connection with a grant timversity received from the Bill and Melinda
Gates Foundation. O’Grady Decl. 121; Oppasdlotice of Reliance, Exs. 8, 314. The
university used lllumina’s technology to det€xtdifficile, Opposer’s Notice of ReliancEx. 8,
an infectious disease that causes diarrHdaEx. 72. C. difficile is also the disease for which
Meridian’s ILLUMIGENE and ILLUMIPRO products tested vén the products were first
commercialized in 2010ld. Ex. 401 at 5.

In 2010, Illlumina created a competition to kdage innovators to create diagnostic tests
using the VeraCode technology. O’'Grady De@4.J Of the two awards granted by Illumina
relating to this challenge, ongas for the development of diagnostic method for infectious
urethritis. O’Grady Decl. 124.

il. lllumina’s gene sequencing technology

In 2007, lllumina acquired Solexa, Inc., amgmany that had devagped a new method for
genetic sequencing called negéneration sequencing (“NGS”).Possemato Decl. §22-23.
Genetic sequencing had been moving into diatimaspplications everbefore lllumina’s
acquisition. Possemato Decl. 125.

In fact, by 2007, Dr. Stephen Young, the Scientdirector of Infectious Disease at a
large diagnostic laboratory, had encounteredrliha at conferences and knew about Illlumina’s

NGS technology. Young Tr. 8:21-24, 19:7-18,:1-11. Dr. Young believed that, although
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lllumina’s NGS technology was new, the technoloagguld evolve to be relevant to him in
infectious disease diagnostidsl. 21:1-17.

From 2007 through 2011, Illlumina participatedrarious public projects geared towards
applying sequencing to diagnostics. Possersol. §24. And by 2010 and 2011, Illumina
introduced products (its HiSeq and MiSeq instemts), which made genetic sequencing more
economical and therefore practical to be usatlagnostic applicationsPossemato Decl. 125.

In November 2011, lllumina partnered wi8iemens Healthcare Diagnostics to make
Siemens’ HIV tests compatible with lllumina¥GS platform (MiSeq) and to develop additional
sequencing-based infectious disease tests fgndstics. Heath Decl. 10; Possemato Decl.
126; Opposer’s Notice of Reliance, Ex. 17.

In 2012, Dr. Young attended a presentation lymina regarding its NGS technology.
lllumina gave the presentation soientific and medical directoof diagnostics labs. Young Tr.
23:8-14. Dr. Young attended that presentation because his lab was interested in lllumina’s NGS
technology as a tool to diagnose canddr.23:15-20. Although Dr. Young primarily worked in
the field of infectious diseasat the time, he attended the mewation because he planned to
provide input regarding the technology thad kb would purchase for cancer diagnostits.
23:25-24:10.

Dr. Young also wanted to see how far itlma’s sequencing technology had progressed
because he “absolutely believe[s] Next-Generabequencing will constitute an important part
of infectious disease, botliagnostic and prognasticallgif].” 1d. 23:25-24:20. Dr. Young is
not alone. The Center for DiseaSontrol has recently stated thy#netic sequencing is “on the
verge of revolutionizing our ability to diagnosdectious diseases.” Opposer’'s Rebuttal Notice

of Reliance, Ex. 404 at ILLUM-3834.
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In November 2013, Illumina received FDAeafkance to sell its MiSegDx sequencers for
open use. This means that the FDA did not iesiear the MiSegDX for a specific disease.
Instead, Illlumina could promote that diagnosdiboratories could use the MiSeqDx to develop
diagnostic tests for any type of disease.sdemato Decl. 36; Heath Decl. 25; Opposer’s
Notice of Reliance, Exs. 34, 39, 115.

As one example, in January 2014, lllumieatered into a multi-y@ agreement with
Quest Diagnostics, one of thedast diagnostic labs in the Unit&tates. That agreement gave
Quest rights to use lllumina’s technology to develop and commieecitéd own diagnostic tests.
Possemato Decl. {37; Opposer's Notice of Reka Ex. 211. Similayl the University of
California, San Francisco recently used an lllunseguencer to create a test to detect multiple
viruses, bacteria, etc. that cause a varietynfi#fctious diseases—ingling diarrheal disease.
Opposer’s Rebuttal Notice of Ratice, Ex. 410. UCSF s to launch the teas an LDT with
an eye towards eventual FDA clearantz.

iii. lllumina’s diagnostic laboratory

In addition to selling products, lllumina cted its own diagnostic laboratory. Before the
end of September 2008, lllumina bagae project for a CLIA-certifiediagnostics services lab.
Heath Decl. 118. Illumina completed the labthg first half of 2009, and lllumina performs
diagnostic LDTs for third parties using itsvn products. Heath Decl. 117, 19; Opposer’s
Notice of Reliance, Exs. 11-12.

b. lumina's robust marketing reached diagnostics customers

lllumina has a significant budget for matikg and selling its products and services.
Possemato Decl. 144. During the periodafuary 2008 through December 31, 2013, lllumina

has spent over $8 million in advertising protioie cost, space, and fees; over $6.8 million in
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direct marketing and electronic marketingdasver $4.2 million in public relations including
news releases and agency fees. Possematofddcl.These expenditures represent just a portion
of lllumina’s total marketing expenses thg the noted period. Possemato Decl. 44.
Approximately- of these marketing expensesre targeted to diagnostic customers.
Possemato Decl. 44.

Sponsoring and exhibiting at various industngd trade shows is one of the main avenues
through which Illlumina markets its products. maof these trade sh@aspecifically address
diagnostic-related goods and services. In,fddridian has exhibited at the same shows—
sometimes concurrently with Illumina.

One such trade show is the annual meeting of the Association of Molecular Pathology
(“AMP”). AMP is relevant to the diagnostic oonunity. Attendees of the AMP annual meeting
include people that work with infectioussdases, genetic disorderhematopathology, and
tumors. O’Grady Decl. 112.

lllumina has participated as an exhibiirthe AMP Annual Meetigs every year since
2007. O'Grady Decl. 113. And it has been a “SiRartner” corporateg®nsor every year since
2009. O’Grady Decl. 12. In addition to being displayed at lllumina’s exhibit booth, AMP
features lllumina’s productsnd technology in many of the schded programs and courses.
For example, each year since 2008, lllumimas offered corporate-sponsored workshops
featuring Illumina’s productsral technology. O’Grdy Decl. §12.

Meridian has also participad as an exhibitor at the AMannual meetings. It began
participating in 2010, the year that it comrialized its ILLUMIGENE and ILLUMIPRO

products. O’'Grady Decl. 113; Opposer’s Metof Reliance, Ex. 310 at ILLUM-3470, Ex. 401.
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Besides AMP, lllumina attends other industnyd trade events relevant to diagnostics.
These include the American Association fdinfcal Chemistry (“AACC”) Annual Meeting and
Clinical Lab Expo (in 2006 and continuouslhoiin 2008-2010) and the American Society of
Microbiology general meeting (since 2012). O’Grady Decl. {14. In 2006, both Illumina and
Meridian participated as Clinical Lab Exprhébitors at the AACC Anual Meeting. O’Grady
Decl. 115; Opposer’'s Notice of Reliandéx. 56, Ex. 311 at ILLUM-0075-76, Ex. 312 at
ILLUM-0008, 0010.

In addition to trade shows, Illlumina distribatmarketing materials that reach all aspects
of diagnostic labs. Rebuttal O’é@ay Decl. 5. A limited numbef entities rent compiled lists
of potential customers in molecular pathology,ickhincludes diagnostics. Rebuttal O’'Grady
Decl. f17-8. lllumina rents stomer lists from one or moref these entities, and it sends
marketing materials covering thenwle range of its products. Undiis umbrella approach to
marketing, lllumina gives no consideration tayaparticular customer’s specialty such as
infectious disease, cancer, genetic health,(assuming a customer even has a specialty). As a
result, any laboratory that perfos services within the conteat molecular dignostics is likely
to receive lllumina’s marketing matals. Rebuttal O’'Grady Decl. 9.

Finally, lllumina advertisesn trade and scientific jourtearead by those involved with
diagnostics. O’Grady Decl. 1@pposer’s Notice of ReliancEx. 306. For example, lllumina
has advertised iI@AP Today(a journal published by the College of American Pathologiths),
Journal of Molecular Diagnostic§a journal published by théssociation for Molecular

Pathology), and\ature Genetics Opposer’'s Notice of Reliance, Ex. 306 at ILLUM-1176.
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C. lllumina reorganized its businesgo better emphasize diagnostics

In January 2008, lllumina publlly touted the creation af Diagnostics Business Unit to
support its continued expansion in diagnoséind manage its diagnostics products. Possemato
Decl. 117; Heath Decl. {8; Opposer’s Notice ofilee, Exs. 101-02. Bthis time, lllumina
had also formed a regulatory and quality group to suppodiatgnostics growth. Possemato
Decl. §17. By the first half ofhat year, Ms. Henshall's marketing team had focused on three
diagnostic segments, including infectialisease. O’Grady Decl. 4.

Since its formation in 2008, the DiagnesBusiness Unit became a major focus of
lllumina. Heath Decl. 19; Opposer’s Notice R&liance, Ex. 103. In 2011, Illumina hired a
Chief Medical Officer to further support lllumiisadiagnostic capabilities. Heath Decl. {11.
Among other responsibilities, that officer wasked with improving lllumina’s ability to
conduct FDA clinical trials.Id. 712.

B. Meridian

According to its website, “Meridian is &ully-integrated life-science company that
manufactures, markets, and distites a broad range of innovaidiagnostic teskits, purified
reagents and biopharmaceutical enabling technologies.” Opposer’'s Notice of Reliance, Ex. 72.
It actively markets its products hospitals, laborat@s, research centers, physician offices, and
diagnostics manufacturergd.

Meridian’s marks relevant to this case are recited in the chart below.

Mark Filing Date/ Registration Date/ Goods
Application No. | Registration No.
ILLUMIGENE Filed: Reg Date: Diagnostic kits consisting of
17-NOV-2008 | 26-OCT-2010 molecular assays for use in
disease testing and treatment
App No. Reg N0.3868081 | of gastrointestinal, viral,
77615484 urinary, respiratory and
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Mark Filing Date/ Registration Date/ Goods
Application No. | Registration No.
infectious diseases in Class b
Filed: RegDate: Diagnostic kits consisting of
@,’"um,-:_ -ne | 01-APR-2009 | 07-DEC-2010 molecular assays for use in
e disease testing and treatment
App No. Reg N0.3887164 | of gastrointestinal, viral,
77704647 urinary, respiratory and
infectious diseases in Class b
ILLUMIPRO Filed: Diagnostic machine, namely
25-JUN-2009 a stand alone closed heater
N/A and turbidity meter to be used
App No. for the amplification and
77768176 detection of a closed tube
molecular assay in Class 10
ILLUMIPRO-10 | App Date: Diagnostic machine, namely
07-JUL-2009 a stand alone closed heater
N/A and turbidity meter to be used
App No. for the amplification and
77775316 detection of a closed tube
molecular assay in Class 10

Stated simply, the ILLUMIGENE marks relate laboratory test kits used to prepare a
sample. The ILLUMIPRO instrument read® ti. LUMIGENE-prepared sample by detecting
DNA molecules (genetic material) to determine iresence of a disease. Opposer’s Notice of
Reliance, Ex. 69; Rebutt®'Grady Decl. 13.

Meridian commercialized its ILLUMIGENENd IILUMIPRO products in 2010 with a
test forC. difficile. Opposer’s Notice of Reliance, Ex. 401 at 5. As stated alowfficile is a
commonly-recognized infectious ssiase that causes diarrhead. Ex. 72. According to
Meridian’s FDA submission, its ILLUMIGENE brandézl difficile product is intended for use

in hospital and laboratory settingkl. Ex. 69.
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V. ARGUMENT

A. lllumina has standing

lllumina has properly plead its prior regigtoms of record, proviaig proof of standing
and the damage suffered by lllumina by thgiseation of Meridiars ILLUMIGENE and
ILLUMIPRO marks.See Research in Motion Ltd. v. Defining Presence Mktg. Groupl0z2.
USPQ2d 1187, 1190 (TTAB 2012) (pleatregistrations of recomktablished standing).

B. [llumina has priority of both use and registration

lllumina has continuously used its ILLUMA mark in connection with its goods since
1999. By 2003, lllumina had obtained three regtsins for its ILLUMINA mark (Registration
Nos. 2471539, 2632507, and 2756703). Each of thosstnagns has been properly plead and
made of record. See supra, section IIl.

lllumina has also continuously used lits UMICODE and ILLUMINOTES marks since
2002 and 2006, respectively. Possemato DedlO,1%1; Opposer’'s Noticef Reliance, EXs.
214-15. Illumina also owns Registratioro N4053668 for its ILUMINADX mark, which was
filed in May 2009. That registration waroperly plead and made of recdgge suprasection
[I.

Thus, all of these registrations and all tofs use predates Meridian’s IILUMIPRO-
inclusive marks, which were filed beginning Jitte 2009. Further, all of the registrations and
all of this use except for the ILLUMINDX regfration predates Meridian’s ILLUMIGENE-

inclusive marks, which were filed beginning November 17, 2008.
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Therefore, lllumina has estalilisd priority via both its pleaderegistrations of record as
well as its prior use of its ILLUMINAJLLUMINOTES, and ILLUMICODE marksTBMP §
309.03; Research in Motipn02 USPQ2d at 1191.

C. Meridian’s ILLUMIGENE and ILLUMIPRO marks are likely to cause confusion

with lllumina’s ILLUMINA, ILLUMI  NOTES, and ILLUMICODE marks

1. The DuPontfactors are used to assess a likelihood of confusion

Section 2(d) of the Lanham Act providesttta registration should be refused if the
trademark “so resembles a mark registerethen Patent and Trademark Office, or a mark ...
previously used in the United States by ano#mer not abandoned, as to be likely, when used on
or in connection with the goods of the applicaatcause confusion, or to cause mistake, or to
deceive ....” 15U.S.C. § 1052(d). The Board’'s “determination of likelihood of confusion is
based upon [an] analysis of all thie probative facts ievidence that are relant to the factors
bearing on this issue.Research in Motion102 USPQ2d at 1192. Thesteonsists of thirteen
factors, including (1) the fame of the prior mafR) the similarity or dissimilarity of the marks
in their entireties as to appearance, sowuhnotation, and commercianpression; (3) the
similarity or dissimilarity and rtare of the goods or services as described in an application or
registration or in connection witlthich a prior mark is in use; Y4he similarity or dissimilarity
of established, likely-to-continue trade channeltig variety of goods on which a mark is or is
not used; (6) the number and nature of simiarks in use on similar goods; (7) the conditions
under which and buyers to whom sales are made, i.e. “impulse” vs. careful, sophisticated
purchasing; (8) the nature and ewtef any actual confusionnd (9) any other ¢ablished fact
probative of the effect of usdn re E.l. du Pont de Nemours & C4.77 USPQ 563, 567 (CCPA

1973).
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TheDu Pontfactors are not listed in order of merit, and each may play a dominant role,
depending on the casdd. However, two key consideratiomse the similarities between the
marks and the similarities between the goodse Bederated Foods, Inc. v. Fort. Howard Paper
Co, 192 USPQ 24 (CCPA 1976). In assessing whether a likelihood of confusion exists, all
doubts are resolved in favor ofetlprior user and registrantNina Ricci S.A.R.L. v. E.T.F.
Enters., Inc. 12 USPQ2d 1901, 1903-04 (Fed. Cir. 19889ncock v. Am. Steel & Wire C&7
USPQ 330, 333 (CCPA 1953).

2. ILLUMINA is a famous mark

The ILLUMINA mark has extensive publiecognition and renown, and is therefore
entitled to a wide latitude dégal protection. “A mark witlextensive public recognition and
renown deserves and receives more legaleptioin than an obscure or weak markKénner
Parker Toys v. Rose Art Indug2 USPQ2d 1453, 1456 (Fed. Cir. 1992). To determine fame for
purposes of likelihood of confim, the Board looks to theads of customers and potential
customers of a product or ser®j and not thgeneral public. SeePalm Bay Imports, Inc. v.
Veuve Clicquot Ponsardin Maison Fondee En 1772 USPQ2d 1689, 1694 (Fed. Cir. 2005)
(Fame for likelihood of confusion ppmses arises “as long as a sigaint portion of the relevant
consuming public ... recognizes the mark as acurdicator.”). “[T]hefame of a mark may
be measured indirectly, amondet things, by the volume oflea and advertising expenditures
of the goods traveling under the mark, and byl#mgth of time those indicia of commercial
awareness have been evidemdse Corp. v. QSC Audio Prods., In83 USPQ2d 1303, 1305
(Fed. Cir. 2002).

lllumina is a publicly-traded company (NB&Q) with a marketapitalization of around

$25 billion. Possemato Decl. 42. It @gerienced tremendous sales growth from $366.8
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million in 2007 to well over $1 billion in 2013. Possemato Decl. 142; Opposer’'s Notice of
Reliance Ex. 220 at ILLUM-2332, Ex. 228 at ILLM-3151. In 2009, Forbes stated that
lllumina was the fastest gromg technology company in Ameridaased on five-year annualized
sales growth. Possemato Decl. 143; Oppsdeotice of Reliance, Ex. 229 at ILLUM-0928.
lllumina also ranked fourth on the Forb2610 ranking of the fastest growing technology
companies in America. Possemato Decl. 123oser’s Notice of Relnce, Ex. 229 at ILLUM-
0924-7. In fact, lllumina was on the Forbes togi&5our times in thdive-year period between
2006 and 2010. Possemato Decl. 143; Oppoditee of Reliance, Ex. 229 at ILLUM-0924-
28.

lllumina also spends significant resourcegptomote its marks.Possemato Decl. 144.
From 2008 through 2013, Illumina spent over $8liom in advertising production cost, space,
and fees; over $6.8 million in direct marketinglaelectronic marketing; and over $4.2 million in
public relations including newreleases and agency feefd. Approximately- of these
marketing expenses were tagpgto diagnostic customets.

Given the exposure of the ILLUMINA mark due to its leading market position, years of
use, high volume of sales, aextensive advertising and sales exglitures, the mark is a famous
mark in the life-science industryAs a result, the ILLUMINA marks entitled to a wide latitude
of legal protection.

3. The ILLUMIGENE and ILLUMIPRO mark s are similar to the HLUMINA,

ILLUMINOTES, and ILLUMICODE marks

To evaluate the similarity of the marksetBoard must determine whether the marks “are
sufficiently similar that confusions to the source of the goaatsd/or services offered under the

respective marks is likely to resultResearch in Motionl02 USPQ2d at 1193. The analysis is

-24 -



not whether the marks are distinguishable irda-fiy-side comparison, “but rather whether they
so resemble one another as to be likely to cause confuss@aled Air Corp. v. Scott Paper Co.
190 USPQ 106, 108 (TTAB 1975). “[T]he emphasisstrie on the recollection of the average
purchaser, who normally retains a general ratheam a specific impssion of trademarks.1d.

The ILLUMIGENE, ILLUMIPRO, ILLUMINA, ILLUMICODE, and ILLUMINOTES
marks are nearly identical. First, they shdre same ILLUMI prefix,which is the dominant
portion of the mark.See Presto Prods., Inc. v. Nice-Pak Prods.,,18cUSPQ2d 1895, 1897
(TTAB 1988) (“[I]t is often the first part of a miawhich is most likelyto be impressed upon the
mind of a purchaser and remembered?gthfinder Commc’'ns Corp. v. Midwest Commc’ns, Co.
224 USPQ 203, 205 (N.D. Ind. 1984) (it is an “accegdtxt” that “people perceive differences
which occur at the end of wasdess clearly than when diffarces occur at the beginning of

@ iltamigene

words”). Meridian’s mark emphasizes the ILLUMI prefix even more by making it

bolder than the rest of the mark. Also, likemina’s commercial use of its ILLUMINA mark,

llumina’ e Diltumigere o4 is lower case with even more emphasis on theS&g, e.g.,

Opposer’s Notice of Reliance, Ex. 7 at ILLUNSB) (commercial use oELUMINA mark).

Further, the suffixes of Meridian’s marks @escriptive and therefersubservient. And
rather than distinguishing Mera’'s marks, Meridian’s subseevit suffixes actually strengthen
the association with Illumina’s marks armisiness. The ILLUMIGENE marks have the
descriptive suffix —GENE. “Gene” describes both Illuminaand Meridian’s products, which
can be used to identify diseases by detectimgigesequences. Rebut@Grady Decl. 149.

Not surprisingly, “gene” is a common temnsed in connection with diagnostic devices
similar to Meridian’s and lllumina’s productd-or example, the Washington University School

of Medicine published an artelregarding various commerciatyailable prodats that could
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be used to dete@. difficle Opposer’s Notice of Reliance, Ex. 43, an infectious disease that both
Meridian’s and lllumina’s produsthave been used to deteéd. Ex. 8, Ex. 401 at 5. Four of
those products use the term “gene” in theme—GeneOhm, GeneXpert, Illumigene, and
Verigene. Id. Ex. 43 at ILLUM-3623 (Table 4).

In addition, Meridian’s LLLUMIPRO marks have the desptive suffix -PRO. Pro is
short for professional, Opposer’s Rebuttal Netof Reliance, Ex. 421 at ILLUM-3966-7, which
describes the purchasers of both parties’ producte Camel Mfg. C9.222 USPQ 1031, 1032
(TTAB 1984) (“[A] mark is merelydescriptive if it describes thggde of individuals to whom an
appreciable number or all of a pastgoods or services are directed”).

In addition to having highly simita appearance and connotation, the marks
ILLUMIGENE, ILLUMIPRO, and ILLUMINA have the same cadence and rhythm, and sound
the same. The marks both have four sy#aland differ only in their one-syllable suffix.

Finally, a recent search of Genome web,oafine publicationthat serves “the global
community of ... molecular biologgesearch and molecular diagtics’ supports the similarity
of the marks. When a search for “lllureige” was entered, the Genome website not only
returned a number of articles about lllgene products, but also asked “Did you mean:
lllumina.” Possemato Decl. 147; Opposé¥atice of Reliance, Ex. 230.

Meridian contends that, &ast for medical devices, it dmmon for products to have
the same prefix.See, e.g.Kozak Decl. 47. But in realityhe evidence shows that it is only
common for marks to sharedascriptivecomponent—not that it isommon for marks to share a
distinctive prefix. For example, Meatian’s one example of diffené products with the same
prefix involves a descriptive tm—‘Immuno.” Kozak Decl. 147Qpposer’'s Rebuttal Notice of

Reliance, Ex. 421 at ILLUM-3959 (Immuno meadiimmune, immunity, or immunology”).
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Further, although shared daptive terms may be common marks used with medical
devices, those shared terms are not consistéatlyd in the prefix. Of the four devices
referenced above thate used to dete@. difficile, two use the descriptive term “gene” in the
prefix and two use “gene” in the suffix. Oppos Notice of Reliance, Ex. 43 at ILLUM-3623
(Table 4). The same article also refers t@¢hsimilar devices—SmartCycler, LightCycler, and
iCycler IQ—each of which has themsa descriptive suffix—“Cycler.”1d. Ex. 43 at ILLUM-
3622.

4. The goods identified in the ILLUMIGENE registrations and ILLUMIPRO

applications are similar to goods covered under lllumina’s reqgistrations and

prior use

The parties’ goods “need not be similar or competitive, or even offered through the same

channels of trade, teupport a holding of l&lihood of confusion.”"Weider Publ'ns, LLC v. D &

D Beauty Care Co., LLQ,09 USPQ2d 1347, 1356 (TTAB 2014nstead, “[i]t is sufficient that

the respective goods ... are related in some nrammmel/or that the conditions and activities
surrounding the marketing of the goods ... are gshahthey would or could be encountered by
the same persons under circumstances that could,dsechthe similarity othe marks, give rise

to the mistaken belief that they originate from the same sourde."The issue to be determined

in cases such as this is not whether the googtaoftiff and defendant arlikely to be confused

but rather whether there is a likelihood that purerasvill be misled into the belief that they
emanate from a common sourcedelene Curtis Indus. Inc. v. Suave Shoe Cdip.USPQ2d

1618, 1624 (TTAB 1989).
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a. The parties’ goods relate to laboratory eqguipment and instruments to

detect DNA molecules

The goods recited in the ILLUMIGENE gsstrations and ILLUMIPRO applications
consist of molecular test kits (“kits consistin§ molecular assays”) and equipment to detect
molecules in those test kits (“machine ... foe timplification and det#éion of a ... molecular
assay”). Also, Meridian’s specimen subndtte® support its ILLUMIGEE ‘647 registration
shows laboratory equipment and instruments and states “lHaartgene Test Device into
illumi pro-10 and initiate amplification reactiamd detection” (bolding in original).

Likewise, the laboratory sensing egoent described in the ILLUMINA ‘539
registration are used to identify molecules €ftify organic molecules”). The scientific
equipment and instruments described in theUMINA ‘703 registration also identify and
analyze molecules (“molecular sensing aogtidiber bundles for analyzing ... and other
molecules”). And the reagendescribed in the ILLUMINASO7 registration are used for
analyzing molecules (“analyzing. and other molecules”).

Further, the goods in the ILLUMIPRO dmations and ILLUMIGENE registrations
cover the detection of DNA molecules (genetiaterial). Kozak Decl., Ex. F at ME-0010989
(describing ILLUMIGENE product as “DNA Apilification Assay for the Detection of
Cytotoxigenic C. difficile’); Rebuttal O’'Grady Decl. §13ILLUMPIRO instruments detect
DNA). Likewise, lllumina’s ‘507 and ‘703 gastrations identify genotyping, which involves
detecting DNA. Possemato Decl. 15-6.

Images of goods covered by th&€LUMINA, ILLUMIPRO and ILLUMIGENE

recitations are shown below.
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ILLUMINA ILLUMIGENE and ILLUMIPRO

Opposer’s Notice of Reliance, Ex. 2027ét Kozak Decl., Ex. F at ME-00040532.

Not surprisingly, lllumina’s goods sold before the ILLUMIGENE and ILLUMIPRO
applications were also laboratory equipmerd astruments used to detect DNA moleculSse
Rebuttal O’Grady Decl. 113.

In addition to the use of ILLUMINA, sce 2002 lllumina has continuously used the
mark ILLUMICODE in connection with DNA miaarrays, Possemato Decl. §40; Opposer’'s
Notice of Reliance, Ex. 214, which are useddetect DNA molecules. Possemato Decl. 6.
And since 2006, Illumina has continuously uskd mark ILLUMINOTES in connection with
newsletters featuring information in the fields of genetics, medical diagnostics, medical research,
molecular diagnostics, nucleic acid sequencimg) genotyping, life sciencebiology, molecular
pathology, laboratory medicine, diotechnology. Possemato Decl. §41; Opposer’s Notice of
Reliance, Ex. 215. These items are relatedLLUMIGENE and ILLUMIPRO recitations,
which cover goods that detect molecules and goeldsed to life scietes, biology, laboratory
medicine, medical diagnostics, etc.

Meridian wrongly argues that its goods are different from Illumina’s goods because its

recitations specifically refer to diagnostics ardrilina’s recitations are limited to research.
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To the contrary, lllumina’s recitations thaffeeto research still relate to diagnostics.
First, as discussed above, goods labeled for refseme can nonetheless be used for diagnostics
in LDTs. O’Grady Decl. 116; Rebuttal O’y Decl. 1110, 14, 15. “LDTs are an extremely
common part of laboratory mediciie¢hat are “the backbone dflinical care in the United
States.” Opposer’'s Rebuttal Notice of Retia, Ex. 405 at ILLUM-3840. Many such labs
perform diagnostics using both LDTs and asochase FDA-cleared quucts for diagnostic
use. Rebuttal O’Grady Decl. 15&econd, numerous companies;tsas Roche and Bayer sell
products for both research and diagnostics. Heath Decl.s§28alsoOpposer’s Notice of
Reliance, Ex. 120 at ILLUM-0679-684.

And not all of Illumina’s recitations refeo research. For example, Illumina’s ‘539
registration would cover sensing systems ul®ddiagnostics because there is no limitation
otherwise. RebuttaD’'Grady Decl. Y44.Seeln re Elbaum 211 USPQ 639, 640 (TTAB 1981)
(“it is presumed that the scope of the regigtraencompasses all ofalgoods of the nature and
type described therein”). Further, theLUMINADX registration, whidch is senior to the
ILLUMIPRO marks, specifically recitekits for diagnostic use.

Finally, lllumina’s goods havbeen used by customers thagnostics since 2007, before
Meridian’s filing dates. O’Gady Decl. 1116; 18, 21, 22; Rebuttal O’Grady Decl. 10, 14, 15.

Moreover, lllumina’s laboratory equipment calso be used with swe of the same types
of diseases specifically referenced in thd UMIGENE recitations. Besides referring to
infectious diseases, the ILLUMIGENE recitais refer to gastrointestinal, urinary, and
respiratory diseases. This bdbaworded recitation covers wariety of diseases, including
cystic fibrosis, cancer, and infectious diseasbkich Illumina’s products can also be used to

detect. Rebuttal O’'Grady Decl. 1138, 49, 58.
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Further, the first commercial test kisld under the ILLUMIGENE mark in 2010 were
used to test foC. difficile, a type of infectious disease.p@bser’s Notice of Reliance, Ex. 401 at
5. This is three years after théniversity of Maryland used lllumina’s products to test for
C. difficile in 2007. O’'Grady Decl. 121-22; OpposeNstice of Reliance, Ex. 8. And after
Meridian was on the market, the parties appeargkersame journal article that discussed tools
to detectC. difficile. Opposer's Notice of Relianc&x. 43 at ILLUM-3624 (referring to
lllumigene assay), ILLUM-3632 (refring to Illumina platform).

b. Any distinction between the goods would not outweigh the similarities

Meridian argues that the goods are notlainibecause, based upon a much more granular
analysis, the respective goods immrate different methods to @gze or detect DNA. This,
argument, however, does not overcome the factsihatar products with similar names can be
used to test for the presence of similar asss by detecting DNA for that disease.

To support its granularity argument, Meridigglies on testimonfrom Karen Possemato,
an lllumina employee, comparing a third-pagroduct to lllumina’s sequencing technology.
Possemato Tr. 82-89. Ms. Possemato testifiatl tbmparing the two products would be like
comparing “apples and oranges” becausemiiha’s product can analyze more than 100,000
aspects of a sample, but the third-partydorct could only analyzabout 100 aspectdd. 86:3-
87:7. Meridian argues thatbtause its commercial ILLUMIGENE products only analyze one
aspect of a sample, its goods are even mormctistom lllumina’s goals. Elagin Decl. 1134-
35.

Meridian, however, ignores a number issues. First, the goods recited in the
ILLUMIGENE registrations and ILLUMIPRO applations are not limitetb analyzing only one

aspect of a sample. Rebuttal O’Grady Decl. {#hus, it is irrelevant whether the commercial
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ILLUMIGENE and ILLUMIPRO products are so limite@anadian Imperial Bank of Commerce
v. Wells Fargo Bank, Nat. Ass®11 F.2d 1490, 1493 (Fed. Cir. 19&7ikelihood of confusion
must be determined based on an analysis efmark as applied to the goods and/or services
recited in applicant’s application”).

Second, Ms. Possemato was refgrto Illlumina’s sequenog technology (Wwich is one
method of analyzing DNA). Possemato Tr. 85:34eridian ignores that Ms. Possemato also
testified that Illumina’s BeadXpress productilimng a different tpe of technology) was
competitive. Id. 85:3-8; 91:9-93:7. In any emnt, as stated above, the parties’ goods “need not be
similar or competitive, or even offered through #agne channels of trade, to support a holding
of likelihood of confusion.’'Weider Publ'ns109 USPQ 2d at 1356.

Third, Ms. Possemato testified that altholigimina’s sequencing technology would not
be competing for the exact same sale as ldwer-complexity product, the two would be
“‘complementary technologies” and that “you woblave both in the same lab.” Possemato Tr.
89:14-21.

Thus, lllumina’s and Meridian’s respectigeods satisfy the “related in some manner”
standard ofVeider Publ'ns Seel09 USPQ 2d at 13565ee also In Re Toshiba Med. Sys. Gorp.
91 USPQ2d 1266, 1274 (TTAB 2009) (finding likelihoofdconfusion because registrant’s MRI
machine and applicant’s ult@snd machines were relategbods even though they utilize
“distinctly differenttechnologies”).

Meridian argues that a customer woulat confuse the ILLUMBENE or ILLUMIPRO
goods with ILLUMINA goods or products becausf a supposed “extreme price difference
between them.” Kozak Decl. 43. But Meridian ignores thatparties’ goods “need not be

similar or competitive, or even offered through #a@ne channels of trade, to support a holding
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of likelihood of confusion.” Weider Publ'ns. 109 USPQ2d at 1356. Also, nothing in either
parties’ recitations suggests the prioe which the products would be soldsee Canadian
Imperial Bank 811 F.2d at 1493 (likelihood of confosi based on goods and/or services as
recited in applicant's application). In fact, Meridian’s biggest competitor is a company named
Cepheid. Elagin Tr. 106:5-8. Cepheid sét$ instruments from $20,000 to $250,000, which is
also much more expensive than Meridiad. 106:21-107:15. And any price difference between
lllumina and Meridian is not agrastic as Meridian contend#lthough lllumina’s instruments
are expensive to purchase outriglitmina has programs to plads instruments idabs at no
upfront cost through the use of leasing and mtheans. Rebuttal O’Grady Decl. 133. Under
these programs, lllumina’s tests sold to be usd#d Mumina’s instruments have a cost similar to
Meridian. 1d. §34.

5. The parties’ goods have similar and overlapping trade channels

As explained above, the parties’ goods “need be similar or ampetitive, or even
offered through the same channels of tradesupport a holding of likéhood of confusion.”
Weider Publ'ns 109 USPQ2d at 1356. Instead, “[i]t is sciffint that the respective goods ... are
related in some manner, and/or that the d¢@m$ and activities surrounding the marketing of
the goods ... are such that theywuld or could be encountd by the same persons under
circumstances that could, because of the similafityye marks, give risto the mistaken belief
that they originate from the same sourckl’

a. The parties’ goods are advertised irsimilar and overlapping channels

To reach their customers, both parties advertise and promote their products through the
same outlets, including the same trade shows aid@ tmagazines. Both parties have exhibited

at the Association for Molecul@athology trade shows, as welltae American Association for
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Clinical Chemistry (AACC) Annual Meeting drClinical Lab Expo. O’Grady Decl. 113, 15;

Opposer’s Notice of Reliance, Ex. 310llatUM-3470, Ex. 311 at ILLUM-0074-75, Ex. 312 at

LLuv-o00s-010. |
I s, the parties use the same marketing techniques to

attract the same types of custom&se Jenn-Air Corp. v. Jenn Mfg. In208 USPQ 948, 954
(TTAB 1980); see also CAE Inc. v. Clean Air Eng'g In60 USPQ2d 1449, 1464 (7th Cir.
2001) (and cases cited therein).

lllumina also distributes marketing matesiab a wide variety otustomers. Rebuttal
O’Grady Decl. 115-9. This ingtles diagnostics laboratoridsl. 5, which are included in
Meridian’s target class austomers for its recited good&zak Decl. 711.

b. The parties’ ILLUMINA, ILLUMIGENE, and ILLUMIPRO

respective goods are sold to similar and overlapping customers

Under this factor, “[I]t is presumed th#ie scope of the registration encompasses all
goods of the nature and type described, thaidéetified goods move iall channels of trade
that would be normal for such goods, and that goods would be purchased by all potential
customers.”See In re Elbaun?11 USPQ at 640. Both the goods recited in the ILLUMIGENE
registration and ILLUMIPRO apigations and the goods recited lllumina’s registrations
would include diagnostic labatories as normal purchasers for such goods/services.

As discussed above, diagnostic labsuld purchase the laboratory equipment and
reagents described in lllumina’s ‘703 arD7 registrations to usinose goods in their own
LDTs. This is because even goods labeled riesearch use can be nonetheless used for

diagnostics in LDTs. O’Gradpecl. 116; Rebuttal O’'Grady d2l. 153. And the equipment

-34 -



(i.e., the sensing systems) delked in lllumina’s ‘539 registratn is not limited to any specific
type of use and therefore owid include use in diagnostitabs. Finally, Illumina’s
ILLUIMINADX registration specificallyrefers to diagnostics.

Therefore, it is not surprising that lllun@’'s products have been sold to and used by
diagnostics laboratories sinaeleast 2007. O’Grady Decl. I8 18, 21, 22; Rebuttal O’Grady
Decl. 1110, 14, 15.

Meridian argues that consumers for the parfjeoducts would be completely different.
Meridian, however, makes a number of inaccusidédements contending that Illumina has had
no presence in diagnostics:

e “In 2008, lllumina's products had zero peese inside a Clinical Diagnostic or
Microbiology Laboratory.” Elagin Decl. §27.

e In 2008 to 2009, lllumina’s Research Use Only (“RUQ”) products “were used mpot..,
the clinical diagnostic labatories.” Elagin Decl.27 (emphasis in original).

e “Meridian’s relevant consumers on the clinidédgnostic side of such labs probably have
very little if any familiarity wth lllumina.” Kozak Decl. §15.

e “Personnel within clircal diagnostic laboratories 2008 and 2009 would probably never
have even heard of lllumirat all ....” Kozak Decl. §23.

e “At the time of Meridian’s [NovembeP008 and April 2009 ILLUMIGENE] filings,
consumers in the clinical diagnostic laborgt would not have had any awareness of
lllumina or its products because Illuminaldiot offer any products they could use ....”
Kozak Decl. 127.

To the contrary, as stated above, in 200#iha began selling products that were used

in diagnostic laboratories for diagste use. O’Grady Decl. 3.
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And since 2006, lllumina has attended tradews) distributed maeting materials, and
otherwise informed diagnostic customers albitaitechnology. Opposer’s Notice of Reliance,
Ex. 306 at ILLUM-1176, Exs. 307-311; Rattal O’'Grady Decl. Exs. 4-6By 2007, Dr. Stephen
Young, the Director of Infectious Disease atlarge reference laboratory, had encountered
lllumina at conferences amwdas aware of lllumina’s NGS technology. Young Tr. 8:21-24, 19:7-
18, 21:1-11. Therefore, consumers in diagnosalbs were well aware of lllumina by the time
Meridian filed the first of its ILLUMI- marks in November 2008.

Meridian makes the fallback argument that even if lllumina sold products to diagnostics
labs, those labs are segregated by discipleng, cancer, genetic health, and infectious
disease/microbiology. Kozak Decl. {31. Meridiagues that the labs erso segregated that
those working in one area (e.g. infectiousedse/microbiology) would be unaware of the
products used in other areas (e.g. cancer). ,TM&sidian contends that individuals in the
infectious disease area of a lab—wheMeridian’s commercial ILLUMIGENE and
ILLUMIPRO products are wesl—would be unaware difumina’s products.Id. 117, 11, 12, 14,
15, 23, 33.

Meridian’s argument suffers from numerous flav&rst, even if Meridian has only sold
its ILLUMIGENE and ILLUMIPRO products to dgnose infectious diseases, its recitations of
goods are broader. As explained above, rdutation for the ILLUMIGENE marks covers
diagnosis of other types of diseassuch as cystic fibrosiadcancer. Rebuttal O’'Grady Decl.
138. The recitations for the ILLUMIPRO marks do nefer to any specific types of disease. In
any event, lllumina’s products camd have been used in conti@t with infectious diseasdd.

1917-29.
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Second, not all diagnostics labs segregia¢einfectious disease/microbiology personnel
from other diseases. Instead, multiple individuals run labs that perform infectious disease
diagnostics along with other areas afighiostics such as genetic healtd. 131> In fact, Dr.

Young has held positions in which he worked one department covering both molecular
genetics and microbiology (infectie disease). Young Tr. 28:18-29:8.

Third, even if diagnostics labs are segtted, clinicians working in a particular
department have familiarity with products taegettowards other departments. For example,
although Dr. Young works in infectious diseabke, also works with other groups within his
laboratory to discuss the typesmbducts those groups may purchase. 27:13-19. Thus, in
2012, he attended an lllumina presentation neigg cancer genetics for such a purpose.

23:8-24:10.

> One such individual mentioned in heebuttal declaration is Dr. Young. More

specifically, Ms. O’'Grady stated that Dr. Youngathpurchased an llluma Bead Array reader
specifically for cytogenetics use.” RebuttalGdady Decl. 131. After Ms. O’Grady submitted
her rebuttal declaration, sheaheed that this statement wanot accurate.Instead, although
lllumina had called on Dr. Young as a potentiadtomer, it had not actually sold a Bead Array
reader to him. May 12, 2015 O’Grady Tr. 1992@B:6. Illumina informed Meridian of the
issue before Meridian deposed Ms@pady regarding this declaratioid. 202-03;1d. Ex. V.
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Therefore, “the conditions and activitiearrounding the marketing of the goods ... are
such that they would or could be encountebgdthe same persons under circumstances that
could, because of the similarity of the marks, grge to the mistaken belief that they originate
from the same source See Weider Publ'nd,09 USPQ2d at 1356.

6. In any event, diagnostics was withinllumina’s natural zone of expansion at

the time of Meridian’s filings

As explained above, diagras laboratory purchasers earwithin the normal trade
channels for the goods and services recitedlimina’s prior registrations. And Illumina’s
products were used for diagnostics before Manti first filing in November 2008. But even if
neither of these facts wereudy, diagnostic products—including for infexis disease—were
within lllumina’s natural zon®f expansion by Novaber 2008. Indeed, it has long been held
that the protection accorded registered marks includes such a SeaeRk.J. Reynolds Tobacco
Co. v. R. Seelig & Hille201 USPQ 856, 860 (TTAB 1978) (recognizing the common practice
for large corporations, not only &xpand their present line of prodsicbut also to diversify their
business to include new fields of endeavege also CAE, Inc. \Clean Air Eng’g, Inc.60
USPQ2d at 1463 (rationale is “to peot the owner’s ability to ent@roduct markets in which it
does not now trade but into which it might reasonably be expected to expand in the future.”)
(quotingSands, Taylor & Wood v. Quaker Oats G USPQ2D 1001, 1010 (7th Cir. 1992)).

Although lllumina began as a research camp it always aimed to make the natural
progression to diagnostics. Possemato Decl. flb2eed, it is a natural progression to start
using a technology for research, develop and refine the technology, and then eventually put the

technology into diagnostic as Heath Decl. §29.

- 38 -



lllumina began accelerating this progyes in 2005 when it acquired the VeraCode
technology. Possemato Decl. H&ath Decl. 7. Shortly after ahg this, Illumina hired Ms.
Henshall as its Associate Director Product Méng Diagnostics. Her sole responsibility was
to market and promote lllumina’s diagnostiogucts and services. Possemato Decl. §14.

After lllumina acquired the VeraCodechnology, it collaborated with third-party
companies in 2006 to bring diagnostic productsytoket. Possemato Decl. 1115-16; Opposer’s
Notice of Reliance, Exs. 3, 203. The public waade aware of these collaborations through
public articles and press releasés.

By 2006, the public was also made awarellloimina’s acquisition of the VeraCode
technology and the appliciity of that technéogy to diagnostics. SeeOpposer’s Notice of
Reliance,Ex. 4 (2006 article explaining that Verade technology “offers opportunities for in
vitro and molecular diagnostic developmentidathat “the VeraCode technology will form the
basis of the company’s Beaddgss diagnostic platform, which is scheduled for market
introduction before the end of the year.Ex. 301 at ILLUM-0039-040, Ex. 313 at ILLUM-
0468, Exs. 5-6; See alsoO’Grady Decl. 116-8, 16-17. As an example, in 2007, Illlumina
provided to customers and used at tradews a presentation titled “VeraCode Technology —
From Research to Molecular Diagnostics.” Geady Decl. §7; Opposer’s Notice of Reliance,
Ex. 302.

lllumina also made plans in 2006 to ohtdDA approval for diagnostic use of the
BeadXpress System utilizing VeraCode technologieath Decl. 13. By that time, Illlumina
had a formal development program to seek FDA approval for the dddic§f13-14. As part of
the formalized process to seek FDA clearatitanina developed all of its VeraCode products

under “design control,” Opposer’s Notice Beliance, Ex. 303 at ILLUM-0579, which is a
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design process often used to develop FDA-cteaiagnostic productsKozak Decl. 1164-66.
In March 2009, lllumina shipped BeadXpress deviteshree third-partyclinical sites in the
United States to begin the required clinitabls. Heath Decl. 113; Opposer's Notice of
Reliance, Ex. 104 at ILLUM-3485. In Septem2&09, lllumina submitted for FDA clearance,
which was granted in April 2010. Heath Decl4fiOpposer’s Notice of Reliance, Exs. 36, 105.

In addition, in 2007, Children’s Hospital Bhiladelphia (“CHOP”) developed an LDT to
diagnose an inherited diseassing the BeadXpress systemlllumina publicized CHOP’s
diagnostic work. O’Grady Decl. 119.

That same year, Illumina collaborated wiile Children’s Hospital of Eastern Ontario to
develop diagnostic tests for screening newborndsatar genetic diseases. In addition, lllumina
entered into a collaborative agreent with the Mayo Clinic to edevelop diagnostic tests using
lllumina’s products. O’Grady Decl. 120.

lllumina’s products also had application tdeictious disease. 12007, the University of
Maryland used the VeraCode technology to de@dtifficile. O’Grady Decl. 121; Opposer’'s
Notice of Reliance, Exs. 8, 314C. difficile is the same infectious disease for which the first
commercial ILLUMIGENE products tested thrgears later in 2010. Opposer’s Notice of
Reliance, Ex. 401 at 5.

In addition, in 2007 Dr. Stephen Young had lmeeaware of lllumina and its sequencing
technology at trade showsYoung Tr. 8:21-24, 19:7-18, 2I:11. Dr. Young believed that,
although lllumina’s sequencing tealogy was in its infancy, thet¢hnology would evolve to be
relevant to him in infetous disease diagnosticéd. 21:1-17. Dr. Young continues to believe
that next-generation sequencingiltwonstitute an important coponent of an infectious disease

[diagnostics].” Id. 24:11-20.
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lllumina continued to seek and obtain FDA clearance to market its sequencing
technology for diagnostics use. Heath Decl. 113.

In addition to selling products, lllumina cted its own diagnostic laboratory. Before the
end of September 2008, Illumina bagae project for a CLIA-certifiediagnostics services lab.

Id. 118. lllumina announced this plan by Nmeer, 2008. Opposer’'s Notice of Reliance, Ex.
11. The lab was complete by the first half2009, Heath Decl. 117, artdperforms LDTs for
third parties using its own equipmend. 119.

Finally, Illumina had begun oeganizing its internal strugte in order to expand its
presence to diagnostics. Wanuary 2008, lllumina createml Diagnostics Business Unit.
Possemato Decl. §17; Heath Decl. 8. llluminaipigad this business urby press releases in
at least January and March 20@pposer's Notice of Relianc&xs. 101-02. By this time,
lllumina had also formed a regulatory and gyadjtoup to support its growth in the diagnostics
market. Possemato Decl. §17. Also, by thd hedf of 2008, Ms. Henshall's marketing team
had focused on three molecular diagnostic areakiding infectious diseas O’Grady Decl. 4.

The actual use of lllumina’s products foagnostics by customerdiumina’s own plans
to continue to expand into diagnostics, andghblic awareness of and third-party involvement
with those plans all support that diagnostics was will within Illumina’s zone of natural expansion
by November 2008. Especially because it is normal for a company to progress from selling
research products to selling diagnostic prasiuocy November 2008 the consuming public would
certainly have expected lllumina to be a souarediagnostic products. This expectation was
confirmed when lllumina continued this expemsand obtained FDA clearance to market its

products for diagnostics.
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By entering lllumina’s natural zone of exygon, Meridian’s adoption and use of similar
marks is likely tocause confusionVirgin Enters. v. Nawagb67 USPQ2D 1420, 1428 (2d Cir.
2003) (finding likelihood of confusn when, although junior user tened market segment first,
senior user had plans to enter the segment).

7. The variety of goods on which the ILLUMINA mark is used favors a finding

of likelihood of confusion

Use of a mark on a variety of goodsig¥es in favor of likelihood of confusionlime
Warner Entm't Cov. Jones 65 USPQ2d 1650 (TTAB 2002%ince its founding in 1998,
lllumina has extensively used ILLUMINA aa house mark for its products and services.
Possemato Decl. 7; Opposer's Notice ofidkee, Ex. 201 at ILLUM-0775-79. Thus, the
ILLUMINA mark has been used ioonnection with Illumina’s dire line of goods and services.
This weighs in favor of a likelihood of confusion.

8. The third-party mark LUMINEX does not undermine the likelihood of

confusion here

Meridian contends that the mark LUMINE used by a third-py company in the
research and diagnostic space, Ferguson Decl., Ex. 13 aivé@Bens Illumina’s marks. This
argument is flawed because lllumina’s aktkridian’s ILLUMI-formative marks are more
similar to each other than to LUMINEX.

Unlike lllumina’s and Meridian’s ILLUNHormative marks, Luminex does not use the
ILLUMI prefix, does not have four syllablefias no “i” to emphage, and does nothing to
emphasize the first portion of the mark. stead, if anything, Lumiex’s own branding
emphasizes the “ex” suffix of its markSeeOpposer’s Notice of Reliance, Ex. 54 (referring to

Luminex’s “xMAP” and “XTAG” technologies, awell as its “xXPONENT” software). Further,
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unlike the descriptive suffixes in Meridianmarks, the suffix in LUMINEX does nothing to
describe a similarity to Illumina’s products.

9. Sophisticated medical device consuens are not immune to confusion

Even sophisticated customers areinohune from source confusiorkee In re Research
& Trading Corp, 230 USPQ 49, 50 (Fed. Cir. 1986) (“Thhe relevant class of buyers may
exercise care does not necessarily impose ah dlass the responsilyli of distinguishing
between similar trademarks for similar goods.”) cit®aylisle Chem. Works, Inc. v. Hardman &
Holden Ltd, 168 USPQ 110, 112 (CCPA 1970) (“Human memories even of discriminating
purchasers ... are not infallible.”). “Although maaf/the parties’ customers are sophisticated
and decide to buy only after texsive negotiations, these custrsi technical sophistication
about their particular indtry does not equate to trademark sophisticatiorfsée CAE,60
USPQ2d at 1464-65.Thus, that consumers for llluminaand Meridian’s products may be
educated and sophisticated doestnamp the similarity of marks, goods, and trade channels that
demonstrate a likelihood of confusion.

The Board has previously found that sophisticated purchasers of expensive medical
devices could nevertheless be confused. For exampla, i Toshiba Med. Sys. Corphe
applicant’'s goods were MRI maakes and the registrant’'s goodere ultrasound machines. 91
USPQ2d 1266, 1267 (TTAB 2009). The Board held that “[t]he factphathasers may study
the specimens and determine that applicami$ @egistrant’s imaging devices originate from
different sources is not releva We must consider whether the marks ... when used on the
identified goods are confusingly similarld. at 1274. In In re TM Bioscience Corp the
products at issue were sold to research labs and clinical genetic ldbsf Wbich were found to

have highly-sophisticated end-userdlo. 76485778, 2005 WL 1113336, at *6 (TTAB 2005)
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(nonprecedential). The Board noted that “[w]hsl@phisticated lead searchers may well be
knowledgeable about thewce of particular materials, evench sophisticated users may be
confused as to source hybstantially identical marksld. at *6.

Meridian, however, contends that purchiaseill be informed that the ILLUMIGENE
and ILLUMIPRO products come from Meridiaand will confirm the manufacturer of a
particular product before ultimately purchagiit. Kozak Decl. §37-40. But Meridian’s
argument ignores the likkood that a buyer could be conégs much earlier irthe decision-
making process before potentially beingrreoted that ILLUMIGENE and ILLUMIPRO
products do not come from lllumingSee, e.g.May 12, 2015 O'Grady Tr. 81:18-82:1. By the
time such a correction takes place, lllamiwould have already been harmeBee Promatek
Indus., Ltd. v. Equitrac Corp63 USPQ2D 2018, 2021 (7th Cir. 2002} amendedOct. 18,
2002) (“that confusion as to the source of a proaducservice is eventually dispelled does not
eliminate the trademark infringement which has already occurred”) (quédingm Corp. of N.
Am. v. Forum, Ltd.903 F.2d 434, 442 n{@th Cir. 1990));Miyano Mach. USA v. Miyanohitec
Mach, 576 F.Supp.2d 868, 885-86 (N.D. Ill. 2008\ (frade show ... where consumeid are
likely to be engaged in initial investigation oktimachines, is particularly susceptible to initial
interest confusion. ... Itis irrelevant whether timgial confusion is brief or that the confusion
is eventually cured if the trademarKringement has already occurred.’Jee also Dan Robbins
& Assocs., Inc. v. Questor Corp202 USPQ 100, 104 n.6 (CCPA 1979) (“Likelihood of
confusion occurs upon observance of the mautk goods. It need not await a reading of the
book. The mark, not the specimen, is submitted for registration.”).

In addition, even after theroducts have been purchas#thse involved in laboratory

work could see the parties’sgective goods and believe that they come from a common source.
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The trademark laws are meant to proteotfrthis type of post-sale confusiorsee CAEG60
USPQ2d at 1465.

10. The fact that the parties are unaware ofany incidents of actual confusion

does not outweigh the evidence of a likelihood of confusion

“It is unnecessary to showactual confusion in establistg likelihood of confusion.”
Giant Food, Inc. v. Nation's Foodservice, In218 USPQ 390, 396 (Fed. Cir. 1983). This makes
good sense because the test in proceedingsasutiie one at hand ‘iskelihood of confusion
not actual confusion.Wella Corp. v. California Concept Corpb58 F.2d 1019, 1023 (CCPA
1977). Accordingly, the lack of e&lence in the record of incidenodf actual confusion should be
accorded minimal weightn re Majestic Distilling Co., In¢.65 USPQ2d 1201, 1205 (Fed. Cir.
2003) (“A showing of actual confuma would of course be highly prative, if not conclusive, of
a high likelihood of confusion. The opposite is naetrhowever. The lack of evidence of actual
confusion carries little wght.”). Therefore, the fact thatstances of actual confusion may not
have been reported to Illumina cannot outkethe evidence of a ihood of confusion.

Meridian may rely on Dr. Young’s testifiedahhe would not beonfused by the parties’
respective marks. Young Tr. 14:18-15:11. But teigrvey” of one person is hardly scientific.
Moreover, reliance on Dr. Young’s opinion would be unreasonable because he had previously
given a presentation at a Meridian-sparso workshop that discussed Meridian’s
ILLUMIGENE product. Elagin Decl. 44. Di¥oung was introduced at that workshop by Dr.
Elagin—one of Meridian’s declarants in this case. Not surprisinglyDr. Young specifically
answered the question, whickas asked by Meridian’s attay, “based on [his] personal
opinion” and did not opine whether any other valg consumers would be confused. Young Tr.

14:18-15:11.
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Further, surveys finding confusion of as little as 10% have been found to support a
likelihood of confusionMutual of Omaha Ins. Co. v. Novak,USPQ2d 1314 (8th Cir. 1987).
This necessarily means that, in those casesn if certain survey respondents were not
confused, there can still be likelihood of confusion. Here, éhlack of confusion of one
individual in an unscientific and biased seyvdoes not support that there is no likelihood of
confusion.

VI. CONCLUSION

ILLUMIGENE and ILLUMIPRO are likely to case confusion with Illumina’s famous
ILLUMINA mark and other ILLUMI marks. Likdllumina before it, Meridian is attempting to
register and use these ILLUMI-formative maiks laboratory equipment and instruments that
can detect genetic material to diagnose a deseabhe parties’ goods bearing these nearly-
identical marks are sold to the same types ofotosts, the parties attend the same trade shows,
and they advertise in the same periodicalkherefore, the Board should cancel and refuse
Meridian’s marks.
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