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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

 

Soft Serve, Inc. d/b/a/ Sprinkles, 

 

Opposer, 

 

v. 

 

Sprinkles Cupcakes, Inc., 

 

Applicant. 

 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

 

Opposition No. 91194188 
Opposition No.  91195669 

Opposition No.  91195985 

Opposition No.  91195986 

Opposition No.  91196035 

Opposition No.  91196061 

Opposition No.  91196087 

 

Cancellation No.  92053109 

Cancellation No.  92054376 

Cancellation No.  92054401 

 

APPLICANT’S MOTION FOR LEAVE TO AMEND ANSWER 

Pursuant to Trademark Trial and Appeal Board Manual of Procedure § 507, and Federal 

Rule of Civil Procedure 15, Applicant Sprinkles Cupcakes, LLC (“Sprinkles”), successor-in-

interest to Sprinkles Cupcakes, Inc., requests leave to amend its Answers to the Notices of 

Opposition and Petitions for Cancellation in the above-cited proceedings to add the affirmative 

defense of unclean hands, and to re-allege the affirmative defenses of laches, waiver, 

acquiescence, and estoppel with further factual basis in support of them.  Applicant’s proposed 

First Amended and Consolidated Answer is attached to the Declaration of Hollis Beth Hire 

(“Hire Decl.”) as Exhibit A.
1
 

I. BACKGROUND 

A. Sprinkles’ National, Upscale Reputation 

Sprinkles is the first U.S. cupcake bakery, founded in 2004 in Beverly Hills.  See 

                                                 

1 
 Sprinkles further notes that because of a recent conversion from a Texas corporation to a 

Delaware limited liability company, Sprinkles Cupcakes, LLC, successor-in-interest to Sprinkles 

Cupcakes, Inc., is now the owner of all contested applications and registrations.  The conversion 

was recorded at the U.S. Patent and Trademark Office on December 12, 2012.  Hire Decl. ¶ 2, 

Exh. B. The First Amended and Consolidated Answer reflects this change in party name. 
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Declaration of Charles Nelson in Support of Applicant’s June 11, 2012 Opposition to Opposer’s 

Motion for Summary Judgment (“Nelson Decl.”) ¶ 2, resubmitted here for convenience.  

Through its dedicated efforts in marketing and promoting its high-quality products and consumer 

experience, Sprinkles has built a loyal and passionate international following.  The cupcakes 

have been featured on numerous national television shows including The Oprah Winfrey Show, 

The Martha Stewart Show, The Today Show, Good Morning America, Nightline, Access 

Hollywood and Entertainment Tonight.  Sprinkles has also been featured in major publications 

such as The Washington Post, The New York Times, The Los Angeles Times, Time, People, 

InStyle, Bon Appetit, Gourmet and Travel & Leisure.  Nelson Decl. ¶ 3, Exh. A.  Sprinkles has 

expanded to 11 other cupcake bakery locations: in addition to its flagship Beverly Hills store, 

Sprinkles has opened in Los Angeles, Newport Beach, Palo Alto, Dallas, Scottsdale, Houston, 

Chicago, La Jolla, Washington, D.C., New York, and Kuwait.  Id. ¶ 4; Hire Decl. ¶ 3.  Williams-

Sonoma began selling Sprinkles’ cupcake mixes in their stores (including more than a dozen 

stores in the Washington DC area) and on the Williams-Sonoma website in 2006.  Nelson Decl. 

¶ 9.  Sprinkles has also received significant national media attention for opening the first 

Cupcake ATM, which delivers Sprinkles’ cupcakes often to long lines of devoted fans at all 

times, day or night.  Hire Decl. ¶ 4, Exh. C.  In the spring of 2012, Sprinkles expanded its 

Beverly Hills location to include a long-planned ice cream store.  Id., ¶ 5. 

B. Sprinkles’ Innovative Marketing Campaigns 

Sprinkles has a robust online presence, with a designer website and active social media 

activity via its Facebook and Twitter accounts.  The Facebook page at 

www.facebook.com/sprinkles has over 400,000 fans.  Hire Decl. ¶ 6, Exh. D.   The Twitter 

account at www.twitter.com/sprinkles (@Sprinkles) has over 100,000 followers.  Id., ¶ 7, Exh. 

E.  Sprinkles is heavily engaged with its fans and followers, soliciting new ideas for flavors and 

locations, and announcing new promotions and products.  Nelson Decl. ¶ 11; Hire Decl. ¶ 8, 

Exh. F.  At the forefront of Sprinkles’ social media campaigns is the “whisper” promotion.  Id.; 

Hire Decl. ¶ 9. Exh. G. Sprinkles launched this promotion in May 2009, when it sent its 
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Facebook fans updates to let them know: “Happy Sunday!  The next ten people who whisper 

‘Sprinkles Addict’ when ordering at each Sprinkles will receive a free red velvet!” –May 3, 

2009.  Hire Decl. ¶ 9, Exh. G.  Since then, Sprinkles has distributed such promotions multiple 

times a month.  Id.  Sometimes the promotion is based on a particular holiday or event, and 

sometimes it is just an arbitrary or whimsical word or phrase to say to the cashier to receive free 

cupcakes.  For example, in October 2009, Sprinkles offered the following promotions through 

its Facebook page and Twitter account: 

 Sprinkles is excited to open in Chicago in 2010! The first 50 people to whisper 

“Chicago” at each Sprinkles receive a free “C” red velvet! – October 1, 2009 

 Sprinkles pumpkin contains ginger, clove, nutmeg and cinnamon spices. First 25 

people to whisper “fragrant” receive a free pumpkin cupcake! –October 2, 2009 

 October is National Dessert Month! The first 50 people to whisper “dessert” at 

each Sprinkles receive a free red velvet! –October 4, 2009 

 Sprinkles is excited to open in Houston in 2010! The first 50 people to whisper 

“Houston” at each Sprinkles receive a free Texan vanilla! –October 5, 2009 

 Super rich! The first 50 people to whisper “ganache” at each Sprinkles receive a 

free triple chocolate cupcake - Belgian dark chocolate cake topped with 

bittersweet chocolate frosting and chocolate ganache! –October 13, 2009 

 We're close to picking Sprinkles BFF! The first 70 people to whisper “70,000” at 

each Sprinkles receive a free cupcake of their choice! –October 15, 2009 

 Happy Sweetest Day! The first 50 people to whisper “sugar rush” at each 

Sprinkles receive a free cupcake of their choice! –October 17, 2009 

 Jurassic Cupcakes! The first 25 people to give us their scariest “RAWR!” at each 

Sprinkles receive a free dino vanilla cupcake! –October 18, 2009 

 Caramel apple is here! The first 50 people to whisper “BOO!” at each Sprinkles 

receive a free caramel apple cupcake! –October 23, 2009 

 
Id.  This month of promotions is representative of the whisper promotions that Sprinkles has 

offered since launching the program, and still offers to the present: (“Fall in love with Sprinkles! 

Buy one cupcake, get one free.  Just whisper ‘love at first bite!’’” –February 12, 2013).  Id.  

Sprinkles has been recognized for its innovative social media marketing campaigns.  The 
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Los Angeles Times featured Sprinkles in a 2009 article “Facebook Becoming Big Friend of 

Small Business.”  Hire Decl. ¶ 8, Exh. F.  Sprinkles has also developed Twitter accounts for 

each of its store locations, using the location name (or an abbreviation) after “Sprinkles”: 

@SprinklesDallas, @SprinklesNY, @SprinklesDC, @SprinklesBH,  etc.  Id., ¶ 10.    

C. Sprinkles’ Registered Trademark Rights 

The first of Sprinkles’ trademark applications were filed on August 2, 2005: Registration 

No. 3,250,609 issued on June 12, 2007 for SPRINKLES CUPCAKES for “bakery goods” in 

Class 30 and “retail stores featuring baked goods” in Class 35; Registration No. 3,271,643 issued 

on July 31, 2007 for SPRINKLES CUPCAKES and Design, for the same goods and services.   

In 2009, Sprinkles acquired further rights to the SPRINKLES mark for ice cream and 

baked goods.  These rights date back to the mid-1980s, and also include two incontestable 

trademark registrations: Registration No. 2,938,800 filed on November 13, 2002 and issued on 

April 5, 2005 for SPRINKLES OF PALM BEACH for “ice cream”; and SPRINKLES PALM 

BEACH and Design for “ice cream” in Class 30, and Registration No. 3,004,757, filed on 

July 16, 2003 and issued October 4, 2005 for “Retail store services featuring ice cream” in 

Class 35.   

D. Soft Serve’s Neighborhood Ice Cream Shop 

Opposer Soft Serve, Inc. (“Soft Serve”) owns a single, neighborhood ice cream shop in 

Potomac, Maryland.  Beginning in 1989, the shop was an I Can’t Believe It’s Yogurt franchise, 

but when Soft Serve lost the franchise it adopted the name Sprinkles.  As Sprinkles discussed in 

detail in its June 11, 2012 opposition to Soft Serve’s summary judgment motion, there is no 

documentary evidence of the name change before 2004, but Soft Serve claims that its use of the 

“Sprinkles” name began in 2002.  Soft Serve has sold baked goods common to ice cream shops – 

primarily donuts and bagels.  Hire Decl. ¶ 11, Exh. H.   

On March 12, 2010, Soft Serve filed the first of 10 opposition and cancellation actions 

against Sprinkles.  Soft Serve does not own any trademark registrations or applications, and 

bases its claims on common-law rights alone.  Soft Serve did not contact or otherwise attempt to 
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enforce rights against Sprinkles before March 12, 2010.  Id.  Sprinkles disputes these actions 

based on priority, as Sprinkles claims rights well before Soft Serve’s 2004 apparent first use (or 

even the 2002 claimed first use) of the SPRINKLES mark.  Sprinkles also disputes that there is 

any likelihood of confusion between its national, super-premium brand and Soft Serve’s local ice 

cream shop. 

E. Soft Serve’s Recent Conduct to Encourage Confusion in the Marketplace 

Since approximately 2009, when Sprinkles announced plans to open a store in 

Washington DC, Soft Serve has turned its focus to the sale of cupcakes.  When changing its 

name from I Can’t Believe It’s Yogurt to Sprinkles, Soft Serve ordered and posted an exterior 

sign, displaying a stylized SPRINKLES with a melting ice cream cone forming the “L” and an 

umbrella forming the “I”.  Hire Decl. ¶ 11, Exh. H.  The sign also listed offerings from the store: 

“ice cream, donuts, frozen yogurt, bagels, espresso.”  Id.  In or about 2009, Soft Serve 

supplemented the sign; on a second sign hanging prominently from the original sign is the word 

“Cupcakes”: 

 
Id., ¶ 13, Exh. I. 

Significantly, since filing the action against Sprinkles, Soft Serve has also begun 

promoting the cupcakes available at the store with more prominent point-of-sale displays, 

including a menu of cupcake offerings taped to the counter. Id., ¶ 14, Exh. J.  
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Most strikingly, recently Soft Serve also started mimicking Sprinkles’ social media 

campaigns.  Soft Serve launched its Facebook and Twitter presence in February 2011.  Id., ¶¶ 

15-16, Exh. K-L.  Soft Serve selected “SprinklesDMV”
2
 as the usernames and page names for 

these social media sites, employing the same format that Sprinkles uses for its individual store 

sites: the Sprinkles name followed by an abbreviation for the location.
3
  Through these sites, Soft 

Serve focuses primarily on promoting cupcakes rather than ice cream or other products, has 

distributed promotions nearly identical to Sprinkles’ whisper campaigns, and has referred to its 

products as “Sprinkles cupcakes” on numerous occasions, including these examples: 

 Having a party? Sprinkles cupcakes $1.59 each when you pre-order.  Minimum 

18 cupcakes. Thru November. –November 6, 2011 

 Friday: Come to Sprinkles today and be one of the first ten to say “I would like a 

Sprinkles cupcake a la mode”, to receive one free! –March 11, 2011 

 Today: The first ten visitors to ask “do Met Opera lovers love Sprinkles Red 

Velvet Cupcake yogurt?” receive a free pint of the same! –February 26, 2011 

 The next ten visitore [sic] who say “I'll gladly pay you Tuesday for a cupcake 

today” receive a free “Sprinkles” cupcake! –February 24, 2011 

 Today: The next ten visitors who say “give me something hot that's really cool” 

get a free Sprinkles cupcake! –February 23, 2011 

 Be among the next ten to say “have a heart” when ordering a dozen Sprinkles 

cupcakes for Valentines [sic] Day and pay just $14! –February 13, 2011. 

 First ten at Sprinkles to ask if Red Velvet is a cupcake or an ice cream receive a 

free sundae today! –March 22, 2011 

 Today at Sprinkles, say you prefer your veggies in a cupcake to receive a free 

carrot cake, while they last! –April 20, 2011 

                                                 

2
  The term “DMV” can be used to refer to the DC, Maryland, Virginia area.  

3
  Soft Serve also used the same format for its website, which it launched in the later half of 

2012 at www.sprinklespotomac.com.  Hire Decl. ¶ 17, Exh. M.   
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 If you order ahead a dozen cupcakes from Sprinkles any time this month, you 

receive six extra cupcakes free. –September 17, 2011 

 Free espresso or scoop of ice cream with cupcake purchase today at Sprinkles; 

just ask! –April 28, 2012 

 Order a dozen cupcakes from Sprinkles a day ahead and receive 18 for the same 

price-works out to $1.59 a piece - thru April! –April 3, 2012 

 Ask for your free 4 oz ice cream or espresso when you purchase a cupcake at 

Sprinkles today! –April 3, 2012 

Hire Decl. ¶¶ 15-16, Exh. K-L.  

Soft Serve has undertaken these efforts to encourage confusion in the marketplace.  This 

conduct is the basis for an unclean hands affirmative defense, and Soft Serve’s delay in taking 

any action against Sprinkles further provides the basis for affirmative defenses of laches, waiver, 

acquiescence, and estoppel.   

II. LEGAL STANDARD 

The Board routinely grants leave to amend a pleading when there is no prejudice to the 

opposing party.  See  Fed. R. Civ. P. 15(a)(2); TMBP § 507; 37 CFR § 2.107(a); Focus 21 Int’l 

Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 U.S.P.Q.2d 1316, 1318 (T.T.A.B. 1992) (citing 

Flatley v. Trump, 11 U.S.P.Q.2d 1284, 1286 (T.T.A.B. 1989)).  In practice, the Board typically 

grants leave to amend before the opening of the first trial period, though “[c]onsistent with Fed. 

R. Civ. P. 15(a), the Board liberally grants leave to amend pleadings at any stage of the 

proceeding when justice requires, unless entry of the proposed amendment would violate settled 

law or be prejudicial to the rights of the adverse party.”  Zanella Ltd. v. Nordstrom Inc., 90 

U.S.P.Q.2d 1758, 1759 (T.T.A.B. 2008) (emphasis added).  Amendment of pleadings in a TTAB 

proceeding is consistent with the manner of amendment under the Federal Rule of Civil 

Procedure.  See TBMP § 507 (“Pleadings in an opposition proceeding against an application 

filed under section 1 or 44 of the Act may be amended in the same manner and to the same 

extent as in a civil action in a United States district court. . .), 37 CFR  § 2.115 (“Pleadings in a 

cancellation proceeding may be amended in the same manner and to the same extent as in a civil 
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action in a United States district court.”).  Such amendments include amending an answer to add 

affirmative defenses. See TBC Corp. v. Grand Prix Ltd., 12 U.S.P.Q.2d 1311, 1314 (T.T.A.B. 

1989) (granting leave to amend answer to add affirmative defenses).  

In determining whether to grant leave to amend pleadings, the Board asks whether: 

(1) the proposed affirmative defenses are adequately pled; and (2) whether the other party would 

be unduly prejudiced by the amendments.  See Harley Int’l LLC v. Volta, 82 U.S.P.Q.2d 1339, 

1341 (T.T.A.B. 2007) (granting leave to amend when party moved to amend pleadings prior to 

the trial period and the record indicated no prejudice); Focus 21, 22 U.S.P.Q.2d at 1318 (when 

granting leave to amend the Board does not consider whether claims will ultimately be 

successful, only whether a sufficient basis has been set forth for the claim); Fair Indigo LLC v. 

Style Conscience, 85 U.S.P.Q.2d 1536, 1539 (T.T.A.B. 2007) (“. . . under the notice pleading 

rules applicable to this proceeding opposer is only required to state a valid claim.”). 

Prior to trial, the Board typically grants leave to add adequately pled claims and defenses.  

Focus 21, 22 U.S.P.Q.2d at 1318 (“The motion to amend was filed prior to opening of 

petitioner's testimony period and thus the discovery period may be reopened without undue 

prejudice to respondent.”).  Even in cases where the moving party has delayed in bringing forth 

the claims or defenses, the Board grants leave to amend when delay has occurred but has not 

caused prejudice.  See Am. Express Mktg & Dev. Corp. v. Gilad Dev. Corp., 94 U.S.P.Q.2d 

1294,  1297 (T.T.A.B. 2010) (finding substantial delay not to be prejudicial).  Further, delay is 

calculated from the discovery of the facts leading to the claim or defense, and therefore does not 

apply when the request concerns new claims or defenses that were revealed during discovery in 

the present action.  See Karsten Mfg. Corp. v. Editoy AG, 79 U.S.P.Q.2d 1783, 1786 

(T.T.A.B. 2006) (motion for leave to amend pleading granted because grounds for new claim 

was learned during discovery); Focus 21, 22 U.S.P.Q.2d at 1318 (no prejudice or delay when 

factual basis for pleading was not known until discovery period); Nordstrom, 90 U.S.P.Q.2d at 

1759 (“we find the claim to have been promptly made, inasmuch as it is based on information 

applicant obtained from discovery [two months before motion to amend]”).  
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Here, the affirmative defenses are adequately pled and would cause no prejudice to Soft 

Serve.  There has been no delay in bringing forth the affirmative defenses; the conduct giving 

rise to the unclean hands defense was not only revealed during the discovery period but also 

occurred as recently as the discovery period.  For the reasons set forth in detail below, Sprinkles 

should be granted leave to amend its Answers to add affirmative defenses for unclean hands, 

laches, waiver, acquiescence, and estoppel. 

III. LEAVE TO AMEND SHOULD BE GRANTED 

A. The Amendments Are Adequately Pled 

In its proposed First Amended and Consolidated Answer, the affirmative defense for 

unclean hands states: “This action is barred by the doctrine of unclean hands, by virtue of 

Opposer’s efforts from 2009 to the present to encourage confusion in the minds of consumers.  

Such conduct includes emphasis of cupcake offerings in signage, point-of-sale displays, and 

advertising, mimicry of Applicant’s social media promotions, and reference to ‘Sprinkles 

cupcakes’ products in advertising.”   

For the affirmative defense of laches, the proposed First Amended and Consolidated 

Answer states: “The Notices of Opposition and Petitions for Cancellation are barred by the 

doctrine of laches, by virtue of the delay in asserting rights against Applicant, given constructive 

notice of Applicant’s rights since at least as early as 2007, and, on information and belief, actual 

notice of Applicant’s rights for a time well before Opposer took action to assert rights against 

Applicant.” The affirmative defense for waiver, acquiescence, and estoppel states: “The Notices 

of Opposition and Petitions for Cancellation are barred by the doctrines of waiver, acquiescence, 

and estoppel, by virtue of the delay in asserting rights against Applicant and waiver of 

Applicant’s rights and acquiescence in Applicant’s use since constructive notice of Applicant’s 

rights at least as early as 2007, and, on information and belief, actual notice of Applicant’s rights 

for a time well before Opposer took action to assert rights against Applicant.” 

This level of detail is well beyond the “notice pleading” standard required for claims and 

defenses.  See TBMP § 311.02(b) (“The elements of a defense should be stated simply, 
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concisely, and directly.”)  The TBMP dictates that “the pleading should include enough detail to 

give the plaintiff fair notice of the basis.”  Id.  Here, the pleading itself – as well as the 

opposition to the summary judgment motion and the present motion – give Soft Serve more than 

enough information to understand the basis of these defenses.   

B. Soft Serve Would Not Be Prejudiced By the Amendments, But Sprinkles 
Would Be Prejudiced If the Amendments Are Not Allowed 

“Prejudice is the touchstone of the inquiry under Rule 15(a).”  Eminence Capital, LLC v. 

Aspeon, Inc., 316 F.3d 1048, 1052 (9th Cir. 2003) (quotation omitted).  There is clearly no 

prejudice to Soft Serve, nor is this amendment any surprise to Soft Serve, given that the 

allegations underlying the claims for unclean hands were raised in Sprinkles’ June 11, 2012 

opposition to Soft Serve’s summary judgment motion.  The defenses of laches, waiver, 

acquiescence, and estoppel were all present from the beginning of each action, as Sprinkles 

included them in the original Answer for each action.
4
   

The proposed amendments involve issues that are at the center of Soft Serve’s claims 

against Sprinkles in this action.  Soft Serve is alleging likelihood of confusion in the 

marketplace.  If Sprinkles proves that Soft Serve is encouraging confusion in the marketplace, 

such confusion – if any exists – could be a product of Soft Serve’s inappropriate conduct.  The 

unclean hands defense would then apply.  See SunAmerica Corp. v. Sun Life Assurances Co. of 

Can., 77 F.3d 1325, 1336 n.4 (11th Cir. 1996) (“The district court should not enter injunctive 

relief that rewards a senior user that has intentionally created inevitable confusion in order to 

revive its claim from estoppel, after acquiescing in a competitor's use of a mark while that 

competitor establishes goodwill in the mark . . . we are confident that district courts will be able 

                                                 

4
  Sprinkles’ original affirmative defenses for laches, waiver, acquiescence, and estoppel 

were stricken by the Board sua sponte in an order dated March 13, 2012.  Because the defenses 

were stricken, the Board denied Sprinkles’ request to take discovery on these issues at that time.  

As Soft Serve’s summary judgment motion was pending, the action was suspended on 

August 26, 2011, and remained suspended through the time the defenses were stricken, until the 

order denying the summary judgment motion was issued on December 20, 2012. 
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to fashion injunctive relief that avoids the unjust enrichment of a predatory senior user.”); see 

also Lovely Skin v. Ishkat Skin Prods. LLC, 105 U.S.P.Q.2d 1427, 1431 (D. Neb. 2012) 

(recognizing that a junior user encouraging confusion could form the basis of an unclean hands 

defense); Citizens Fin. Grp., Inc. v. Citizens Nat’l Bank of Evans City, 383 F.3d 110, 130-31 (3d 

Cir. 2004) (same).  While amendment would not force Soft Serve to confront any new issues, 

denying leave to amend would prejudice Sprinkles.   

Where, as here, granting leave to amend confers no prejudice upon Soft Serve and 

denying leave to amend risks prejudice to Sprinkles, Soft Serve will be unable to carry its burden 

of demonstrating prejudice sufficient to deny leave to amend.  See Hip Hop Beverage Corp. v. 

RIC Representacoes Importacao e Comercio Ltda., 220 F.R.D. 614, 622 (C.D. Cal. 2003) 

(finding no prejudice where “the issues contained in [the] proposed claims are substantially 

related to the issues contained in [the] Plaintiffs’ Complaint”). 

C. There Has Been No Undue Delay 

Sprinkles has not delayed in seeking leave to amend to add the affirmative defense of 

unclean hands and supplement the previously pled defenses of laches, waiver, acquiescence, and 

estoppel.  For the defense of unclean hands, the evidence giving rise to the defense was only 

revealed during the discovery period.  Much of the information discovered has come from 

Sprinkles’ own investigation – Soft Serve has not produced any of the cupcake-centric signage or 

any social media print-outs.  Sprinkles learned of these events and included the argument in its 

opposition to Soft Serve’s motion for summary judgment.  At the time, the action was suspended 

pending the resolution of the summary judgment motion.  See Board Order of August 26, 2011.  

The action was suspended from August 26, 2011 until the summary judgment motion was 

denied, and proceedings resumed, on December 20, 2012, only 2 months ago.  The discovery 

period is still ongoing – until February 22, 2013.  See Board Order of December 20, 2012.  The 

first trial period is not set to start until April 23, 2013.  Id. 

As this motion is brought well before the start of the testimony periods – and even during 

the discovery period – there is no undue delay here.  See Focus 21, 22 U.S.P.Q.2d at 1318 (“The 
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motion to amend was filed prior to opening of petitioner's testimony period and thus the 

discovery period may be reopened without undue prejudice to respondent.”).  Moreover, leave to 

amend should be granted when facts giving rise to the claims or defenses only presented 

themselves during the discovery period.   See TBMP § 507.02(a) (citing Karsten Mfg. Corp, 79 

U.S.P.Q.2d at1786 (motion for leave to amend pleading granted because grounds for new claim 

was learned during discovery)); see also Focus 21, 22 U.S.P.Q.2d at 1318 (no prejudice or delay 

when factual basis for pleading was not known until discovery period); Nordstrom, 90 

U.S.P.Q.2d at 1759 (“we find the claim to have been promptly made, inasmuch as it is based on 

information applicant obtained from discovery [two months before motion to amend]”).  

Sprinkles has brought this motion promptly after resumption of the action and well before the 

start of the testimony periods. 

In any event, delay – even when unjustified– is not sufficient reason to deny leave to 

amend.  See Howey v. U.S., 481 F.2d 1187, 1190-92 (9th Cir. 1973) (denial of motion for leave 

to amend complaint held to be an abuse of discretion even though the motion was made five 

years after the original complaint was filed and “the [moving party] gave no reason for its 

lengthy delay”); Hurn v. Ret. Fund Trust of Plumbing, Heating & Piping Indus. of So. Calif., 648 

F.2d 1252, 1254-55 (9th Cir. 1981) (holding that “[d]elay alone does not provide sufficient 

grounds for denying leave to amend” and that denial of motion for leave to amend was an abuse 

of discretion even though the motion was made two years after the original complaint was filed).   

As there is no undue delay here, and as Soft Serve is not prejudiced by the proposed 

amendments, Sprinkles’ motion for leave to amend should be granted. 

IV. CONCLUSION 

For the foregoing reasons, Sprinkles respectfully requests that the Board grant its Motion 

for Leave to Amend Answer so Sprinkles may add the affirmative defense of unclean hands and 

supplement its defenses of laches, waiver, acquiescence, and estoppel, and allow the First 

Amended and Consolidated Answer attached as Exhibit A to the Hire Decl. to be submitted.   

Sprinkles further requests that it be granted additional time (60 days) to take discovery on 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

 

Soft Serve, Inc. d/b/a/ Sprinkles, 

 

Opposer, 

 

v. 

 

Sprinkles Cupcakes, Inc., 
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Opposition No. 91194188 
Opposition No.  91195669 

Opposition No.  91195985 

Opposition No.  91195986 

Opposition No.  91196035 

Opposition No.  91196061 

Opposition No.  91196087 

 

Cancellation No.  92053109 

Cancellation No.  92054376 

Cancellation No.  92054401 

 

 

DECLARATION OF HOLLIS BETH HIRE IN SUPPORT OF  
MOTION FOR LEAVE TO AMEND ANSWER 

1. I am an attorney at Wilson Sonsini Goodrich & Rosati, P.C., counsel for 

Applicant/Respondent Sprinkles Cupcakes, LLC (“Sprinkles”), successor-in-interest to Sprinkles 

Cupcakes, Inc., in this matter.  I have personal knowledge of the facts in this declaration, and, if 

called as a witness, I could competently testify to them. 

2. A true and correct copy of documents showing the conversion from Sprinkles 

Cupcakes, Inc., a Texas corporation to Sprinkles Cupcakes LLC, a Delaware LLC, as well as the 

recordal of such documents with the U.S. Patent and Trademark Office, is attached as Exhibit B. 

3. I am informed and believe that since Mr. Nelson signed his declaration in June 

2012, new Sprinkles Cupcakes locations have opened in Los Angeles and in Kuwait. 

4. Sprinkles has received significant national media attention for opening the first 

Cupcake ATM, which delivers Sprinkles’ cupcakes 24-hours a day.  I am informed that there are 

often long lines of customers at the Cupcake ATM.   A true and correct copy of a printed page 

from Sprinkles’ website discussing the Cupcake ATM is attached as Exhibit C. 
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5. In May 2012, Sprinkles expanded its Beverly Hills location to include an ice 

cream store. 

6. A true and correct copy of the first page of Sprinkles’ Facebook page, showing 

that it has over 400,000 fans, is attached as Exhibit D. 

7. A true and correct copy of the first page of Sprinkles’ Twitter feed, showing that 

it has over 100,000 followers, is attached as Exhibit E. 

8. A true and correct copy of an October 27, 2009 article titled “Facebook Becoming 

Big Friend of Small Business.” printed from the Los Angeles Times website on February 21, 

2013 is attached as Exhibit F. 

9. A true and correct copy of printed pages from Sprinkles’ Facebook page showing 

updates from 2009-2013 are attached as Exhibit G.  These printed pages show that Sprinkles 

distributed “whisper campaign” promotions, where a customer can get a free product for 

whispering a particular phrase or word to the cashier at the Sprinkles store, on average, multiple 

times a month.  On February 12, 2013, sprinkles distributed this message to its fans and 

followers: “Buy one cupcake, get one free. Just whisper ‘love at first bite!’” 

10. Sprinkles maintains Twitter accounts for each of its store locations.  For the 

locations, Sprinkles uses the term “Sprinkles” followed by the location name or an abbreviation 

of the Sprinkles name.  Sprinkles maintains the following Twitter accounts for its store locations: 

@SprinklesBH, @SprinklesNewprt, @SprinklesLJolla, @SprinklesAZ, @SprinklesHoustn, 

@SprinklesDallas, @SprinklesChicag, @SprinklesNY, @SprinklesDC, and @SprinklesGrove 

(for the store at the Grove shopping center in Los Angeles). 

11. A true and correct copy of a photograph depicting Soft Serve’s exterior sign as 

produced to Sprinkles on August 26, 2010 is attached as Exhibit H.  The sign shows the 

SPRINKLES name, with an umbrella in the place of an “I” and a melting ice cream cone in the 

place of an “L.”  The sign further states the offerings at the store as: “ice cream, donuts, frozen 

yogurt, bagels, espresso.” 
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12. I am informed and believe that Soft Serve did not contact or otherwise attempt to 

enforce rights against Sprinkles before March 12, 2010. 

13. I am informed that in approximately 2009, when Sprinkles first announced plans 

to open a store in Washington DC, Soft Serve supplemented its existing exterior sign with an 

additional sign displaying the word “cupcakes.”  A true and accurate copy of a photograph 

depicting the exterior sign with the newer “cupcakes” sign is attached as Exhibit I. 

14. I am informed that since filing the action against Sprinkles, Soft Serve has begun 

displaying a menu of cupcake offerings taped to the counter at the store.  A true and correct copy 

of a photograph of the cupcake menu is attached as Exhibit J.  

15. A true and correct copy of Soft Serve’s Facebook page, showing that the first 

update to the account was posted on February 8, 2011, is attached as Exhibit K. 

16. A true and correct copy of Soft Serve’s Twitter feed, showing that the first Tweet 

from the account was sent on February 1, 2011, is attached as Exhibit L. 

17. A true and correct copy of the WHOIS record showing Soft Serve’s registration 

of the www.sprinklespotomac.com domain name on July 18, 2012 is attached as Exhibit M.  Soft 

Serve now maintains a website at this domain name. 

I declare under penalty of perjury that the foregoing is true and correct.  Executed at Los 

Angeles, California on February 21, 2013. 

 

 

 

 

  
Hollis Beth Hire 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

 

Soft Serve, Inc. d/b/a/ Sprinkles, 

 

Opposer, 

 

v. 

 

Sprinkles Cupcakes, LLC, 

 

Applicant. 

 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

 

Opposition No. 91194188 
Opposition No.  91195669 

Opposition No.  91195985 

Opposition No.  91195986 

Opposition No. 91196035 

Opposition No.  91196061 

Opposition No.  91196087 

 

Cancellation No.  92053109 

Cancellation No.  92054376 

Cancellation No.  92054401 

 

APPLICANT’S FIRST AMENDED AND CONSOLIDATED 

ANSWER TO NOTICES OF OPPOSITION AND PETITIONS TO CANCEL 

 

Sprinkles Cupcakes, LLC (“Applicant”), successor-in-interest to Sprinkles Cupcakes, 

Inc., through its undersigned attorneys, hereby submits this First Amended and Consolidated 

Answer to the Notices of Opposition and Petitions for Cancellation filed by Soft Serve, Inc. d/b/a 

Sprinkles (“Opposer”) in the above-mentioned proceeding.  Unless expressly admitted herein, 

each allegation contained in the Notices of Opposition and Petitions for Cancellation is denied. 

Regarding the Notices of Opposition: 

1. Applicant lacks information sufficient to admit or deny the allegations of 

Paragraph 1 of the Notices of Opposition, and therefore denies the allegations.   

2. Applicant lacks information sufficient to admit or deny the allegations of 

Paragraph 2 of the Notices of Opposition, and therefore denies the allegations.   

3. Applicant lacks information sufficient to admit or deny the allegations of 

Paragraph 3 of the Notices of Opposition, and therefore denies the allegations.   

4. Applicant lacks information sufficient to admit or deny the allegations of 

Paragraph 4 of the Notices of Opposition, and therefore denies the allegations.   



2 5414721_1.DOCX 

5. Applicant denies the allegations of Paragraph 5 of the Notices of Opposition, 

particularly insofar as Applicant has acquired enforceable legal rights from a third party. 

6. Applicant denies the allegations of Paragraph 6 of the Notices of Opposition. 

7. Applicant admits that it is the owner of the listed application.  Applicant denies 

the remaining allegations of Paragraph 7 of the Notices of Opposition. 

8. Applicant denies the allegations of Paragraph 8 of the Notices of Opposition. 

9. Applicant denies the allegations of Paragraph 9 of the Notices of Opposition. 

10. Applicant denies the allegations of Paragraph 10 of the Notices of Opposition. 

11. This paragraph was stricken by Board Order on September 21, 2011.  To the 

extent any allegations in Paragraph 11 remain, Applicant denies the allegations of Paragraph 11 

of the Notices of Opposition. 

12. Applicant denies the allegations of Paragraph 12 of the Notices of Opposition. 

Regarding the Petitions for Cancellation: 

13. Applicant denies the allegations of Paragraph 1 of the Petitions for Cancellation.  

14. This paragraph was stricken from the Petition to Cancel in Proceeding No. 

92053109.  To the extent any allegations in Proceeding No. 92053109 remain, and to the extent 

these allegations remain in the other consolidated cancellation actions, Applicant denies the 

allegations of Paragraph 2 of the Petitions for Cancellation.  

First Affirmative Defense 

15. The Notices of Opposition and Petitions for Cancellation fail to set forth facts 

sufficient to entitle Opposer to the relief sought. 

Second Affirmative Defense 

16. The Notices of Opposition and Petitions for Cancellation are barred by the 

doctrine of laches, by virtue of the delay in asserting rights against Applicant, given constructive 

notice of Applicant’s rights since at least as early as 2007, and, on information and belief, actual 

notice of Applicant’s rights for a time well before Opposer took action to assert rights against 

Applicant. 
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Please address all communications concerning this proceeding to: 

John L. Slafsky 

Hollis Beth Hire 

Wilson Sonsini Goodrich & Rosati 

650 Page Mill Road 

Palo Alto, California  94304-1050 

Telephone:  (650) 493-9300 

Fax:  (650) 493-6811 

trademarks@wsgr.com 
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Facebook becoming big friend of small businesses
Firms are building fan bases on the social networking website and using it to connect with customers as well as getting feedback.

October 27, 2009 | Dan Fost

SAN FRANCISCO — Charles Nelson, president of Sprinkles Cupcakes, the Beverly Hills baker to the stars, doesn't have
a Facebook profile. Nelson, who works seven days a week, has no time for chatting online with Facebook friends.

But Nelson is logged on to Facebook all the time. That's because more than 70,000 people have declared themselves
fans of Sprinkles' Facebook page, which has its own "vanity URL" at www.facebook.com /sprinkles.

Each day on the website, Sprinkles announces a secret word, such as "ganache," or "bunny," or "tropical," or "love,"
and the first 25 or 50 people to show up at any of its five stores and whisper that word get a free cupcake.

"On Facebook, we can ask our customers what's the next location they want," Nelson said. "What do they think of our
next flavor? It's an amazing way to communicate with our fans."

Facebook is not just for friends anymore. The free social networking site -- blocked in many workplaces as a potential
time-waster -- is increasingly becoming an inexpensive marketing tool for small businesses.

Sprinkles is among a growing number of mom-and-pop businesses taking advantage of a relatively new program on
Facebook, one that allows them to claim their name, become visible even to folks who aren't on the site, and stay in
close contact with their customers. The business, in effect, can act like any other person on Facebook, posting status
updates and seeing what its fans are doing.

Facebook doesn't break out figures for small businesses but says it has 1.4 million business "pages," with an average of
100 fans per page. Facebook Chief Operating Officer Sheryl Sandberg said in a speech in New York last month that
every day, 10 million people become fans of pages. (Many of those pages are for random concepts, such as the beach, or
laughter, or even one called "I don't sleep enough because I stay up late for no reason," which has 3.5 million fans.)

Businesses need to go where their customers are, and increasingly these days, that's on Facebook and other social
media sites, analysts say. More than 300 million people have signed up for Facebook, and half of them visit the site
every day.

"Over the past two years, we've seen this increasing uptick in businesses realizing that their customers are on
Facebook," said Tim Kendall, Facebook's director of monetization product marketing. "If they can create a presence in
Facebook that allows customers to connect with them, it can be a way to strengthen that connection and also to find
new customers."

Plenty of other sites are also wooing small local businesses. The review site Yelp, Citysearch and a host of Yellow Pages
sites are all making a push.

And typically, businesses don't stick to one site such as Facebook. Instead, they spread their presence across the social
media landscape, including MySpace, Twitter and LinkedIn. Increasingly, these sites connect with one another so that
a status update on Facebook becomes a tweet on Twitter, or a blog post could be pushed out to several sites.

"Companies don't have a lot of resources to create their own website," said Jeremiah Owyang, a social media analyst at
Altimeter Group. "Using these sites where the customers already are in their communities makes a lot of sense."

Janet Rothstein, who runs a jewelry shop in Beverly Hills, used a company called MerchantCircle as her gateway to the
online world, and she has since obtained a Facebook vanity URL for her page, where she has 63 fans. Having an online
presence in so many places increases the odds that when someone searches on Google, they will find her.

Facebook is increasingly finding itself a rival of Google. It believes it can offer more relevant search results because the
content is coming from people you know and trust, especially in the hotly contested field of local advertising.

"We are naturally really well-positioned to create a lot of value for local businesses," Facebook's Kendall said. "When
you think about how you learn in the off-line world about local businesses and services, which cafe, which dentist, you
learn a lot of that from the people you trust and are friends with. Facebook is able to streamline that process a bit."

Yet Google remains the king of search, and Facebook says its pages frequently turn up in the Google search results.

SMALL BUSINESS
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That's important, said Avichal Garg, a former Google employee who now owns PrepMe, a Palo Alto company that
offers online test preparation.

His Facebook page drives traffic and sales because "it ranks well in search and people use search for companies they
haven't done business with before," Garg said in an e-mail, noting how Facebook has brought in about 5% of his new
business. "Facebook is a trusted domain so people click on it and when they see the faces behind the company name,
they know we're legitimate."

"Having the vanity URL and presence on Facebook and Twitter really help," Garg said.

Social media help companies take control of "the Google resume," said Adrian Lurssen, a vice president at JD Supra,
an online legal site based in Marshall, Calif. When people search for your company -- or for what your company sells --
you want your site to turn up in the first 10 results, or the first page Google delivers.

Nelson of Sprinkles agrees. Fans of his cupcakes (actually, his wife, Candace, is the pastry chef) shower Sprinkles with
praise -- and word-of-mouth buzz. Their Facebook friends all see when they comment on Sprinkles' page. "You're
looking for customers but you're really looking for advocates," Nelson said. "We've never had paid advertising in five
years of being open."

--

business@latimes.com
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