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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application No.: 77/745,840

Filed: May 27,2009

Published: ~ September 22, 2009 in the Official Gazette
Mark: RICHRELEVANCE

| )
ChoiceStream, Inc., )
)
Opposer/Petitioner, )
Counterclaim Defendant, )
) Opposition No. 91193364
)
V. ) CONSOLIDATED PROCEEDING
) Opposition No. 91193364 and
) Cancellation No. 92051945
RichRelevance, Inc., )
)
Applicant/Registrant,
Counterclaim Plaintiff. )
)

ANSWER OF COUNTERCLAIM DEFENDANT CHOICESTREAM, INC.
TO APPLICANT’S COUNTERCLAIM PETITION TO CANCEL

Counterclaim Defendant, ChoiceStream, Inc. (“ChoiceStream™), answers the
Counterclaim Petition to Cancel filed by Applicant, RichRelevance, Inc. (“RichRelevance”)
in Opposition No. 91193364 as follows: Choicestream admits that it is the owner of U.S.
Registration Nos. 3,378,178 and 3,657,301 for the mark REALRELEVANCE, as to the
remaining allegations of the introductory paragraph of RichRelevance’s Counterclaim,
ChoiceStream lacks sufficient knowledge or information to form a belief as to the truth of the

allegations and on that basis denies the allegations.




1. ChoiceStream is without knowledge or information sufficient to form a belief
as to the truth of the allegations contained in paragraph 27.

2. ChoiceStream is without knowledge or information sufficient to form a belief
as to the truth of the allegations contained in paragraph 28.

3. To the extent that the records of the U.S. Patent and Trademark Office
(“USPTO”) accurately reflect RichRelevance’s Registration No. 3,471,575, such records
speak for themselves. ChoiceStream is without knowledge or information sufficient to form
a belief as to the truth of the other allegations contained in the remainder of paragraph 29.

4, To the extent that the records of the USPTO accurately reflect |
RichRelevance’s trademark application Serial No. 77/745,840, such records speak for
themselves. ChoiceStream is without knowledge or information sufficient to form a belief as
to the truth of the other allegations contained in the remainder of paragraph 30.

5. ChoiceStream admits the averments contained in paragraph 31.

6. ChoiceStream admits that Exhibit A purports to show printouts of screenshots

from ChoiceStream’s website, www.choicestream.com. ChoiceStream denies the allegations

contained in the remainder of paragraph 32.

7. ChoiceStream admits to the averments in paragraph 33, in particular that it
owns US Registration No. 3,378,718 for the mark REALRELEVANCE in International
Class 42 for “providing online non-downloadable software for use by retailers and online
entertainment providers in providing goods and services that are customized to user
preferences.” ChoiceStream further admits that it submitted an application on Augusf 22,
2006 that matured into U.S. Registration No. 3,378,718 for the mark REALRELEVANCE in

International Class 42 on February 5, 2008.




8. ChoiceStream admits to the averments in paragraph 34, in particular that it
owns U.S. Registration No. 3,657,301 for the mark REALRELEVANCE in International
Class 35 for “[t]argeted advertising services, namely, promotion of the goods and services of
others by means of a global computer network; [a]dvertising services, namely, promoting the
goods and services of others by providing recommendations based on consumer’s clipk and
purchase data; promoting the goods and services of others by providing a web site at which
users can link to information pertaining to the goods and services offered by advertisers;
dissemination of advertising matter; dissemination of advertising matter for others via the
Internet ” ChoiceStream admits that it submitted an application on December 23, 2008 that
matured into U.S. Registration No. 3,657,301 for the mark REALRELEVANCE in
International Class 35 on July 21, 2009.

9. ChoiceStream denies the allegations contained in paragraph 35.

10.  ChoiceStream denies the allegations contained in paragraph 36.

11.  ChoiceStream avers that the WHEREFORE paragraphs of the Counterclaim
Petition to Cancel does not contain any allegations requiring a response, however to the
extent that the Trademark Trial and Appeal Board finds that the paragraph contains

allegations, Choicestream denies it.

AFFIRMATIVE DEFENSES

12. RichRelevance’s Counterclaim Petition to Cancel fails to state a claim on
which relief can be granted.
13. RichRelevance’s Counterclaim Petition to Cancel ChoiceStream’s trademark

registrations is baseless and has been brought in bad faith.




14.  RichRelevance’s Counterclaim Petition to Cancel ChoiceStream’s trademark
registrations are barred in whole or in part due to ChqiceStream’s priority use, filing and
registration dates.

15.  RichRelevance’s Counterclaim Petition to Cancel ChoiceStream’s trademark
registrations is without merit and barred in whole or in part due to the absence of actual or
likely confusion as to the nature, origin, source, sponsorship or affiliation with
ChoiceStream’s registered trademarks.

16.  RichRelevance is not entitled to the relief it seeks because of the doctrine of

unclean hands.

CHOICESTREA]M INC.

Date: May 17, 2010 / ’q‘gl\'
David J. Byer

Phi Lan M. Tinsley

Attorneys for Opposer/Petitioner & Counterclaim
Defendant

K&L Gates LLP

State Street Financial Center

One Lincoln Street

Boston, MA 02111-2950
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