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INTRODUCTION 

RStudio, Inc. (“Applicant”) hereby submits its Trial Brief on the merits in the instant 

Opposition No. 91193335, filed by Embarcadero Technologies, Inc. (“Opposer”) on January 9, 

2010, in which Opposer has opposed the applications for registration related to Applicant’s 

RSTUDIO mark, specifically Application Nos. 77/691,980 (Class 9), 77/691,984 (Class 41), and 

77/691,987 (Class 42).   

Opposer has failed to meet its burden to demonstrate by a preponderance of the evidence 

that consumers are likely to be confused or mistaken as to the source, association or sponsorship 

of Applicants goods and/or services sold under its RSTUDIO mark in relation to Opposer’s 

ER/STUDIO mark, subject of Federal Registration No. 2,203,227.  Applicant further submits 

that the facts in evidence demonstrate that Applicant’s mark for statistical computing software 

and related services has a different connotation and commercial impression than Opposer’s mark 

for design and architecture software primarily related to relational databases and that the 

respective goods and services are dissimilar, purchased carefully by sophisticated consumers, 

share virtually no market interface, have not created any actual consumer confusion, and are 

simply not likely to cause any measure of confusion in the marketplace.   

Applicant has denied the allegations set forth in the Notice of Opposition in its Answer 

filed on January 27, 2010.  The parties have presented testimony and submitted evidence through 

notices of reliance.  Opposer has filed its Trial Brief as required by Trademark Rule 2.128(a)(1).  

Applicant hereby respectfully requests that the Board dismiss the instant Opposition. 
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DESCRIPTION OF THE RECORD 

As set forth in Trademark Rule 2.122, 37 C.F.R. §2.122, the record includes:  

‚ The pleadings of the instant proceeding 

‚ Applicant’s applications for the mark RSTUDIO (Nos. 77/69980; 77/691,984, and 

77/691,987) 

‚ Opposer’s pleaded registration for the mark ER/STUDIO (No. 2,203,227) 

Opposer entered the following additional evidence during its testimony period: 

‚ Trial testimony, with attached exhibits, of Mr. Jason Tiret on behalf of Opposer 

given on February 9, 2011.  

‚ Notice of Reliance (hereinafter “Opposer’s NOR”), including:  

o Applicant’s website as of February 28, 2011 

o The Rule 30(b)(6) discovery deposition, including exhibits, of Joseph 

Allaire on behalf of Applicant taken on September 27, 2010 

o Various website publications concerning the R statistical computing 

language  

o Various website publications concerning the Ruby computing language,  

o Website announcement of the 2010 Use R! The R User conference, 

o Dictionary definitions of the term “statistics”  

o  Excerpts of Opposer’s website as of February 28, 2011 

‚ Rebuttal Notice of Reliance, including:  

o Applicant’s website as of May 25, 2011 

o Various publications concerning the R statistical computing language, 

o Excerpts from Opposer’s website as of May 6, 2011  
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Applicant entered the following additional evidence during its testimony period: 

‚ Trial testimony, with exhibits, of Joseph Allaire on behalf of Applicant given on 

April 15, 2011 

‚ Notice of Reliance (hereinafter “Applicant’s NOR”), including:  

o Designated portions, with exhibits, of the discovery deposition of Jason 

Tiret on behalf of Opposer, taken on November 4, 2010 

o Opposer’s Amended Responses to Applicant’s First Set of Interrogatories, 

specifically No. 14 

o A printed publication concerning the R computing language  

o Applicant’s website as of April 18, 2011 

o Collection of web publications demonstrating common use of the term 

“STUDIO” in connection with software  

o Collection of web publications demonstrating that the term “ER” as it 

related to software means “entity relationship” 

o Excerpts from Opposer’s website  

o Website publication demonstrating the breadth of the statistical computing 

software category 

ISSUES FOR THE BOARD’S CONSIDERATION 

At issue in the instant proceeding is the sole question as to whether Applicant’s 

RSTUDIO mark, under the analysis set forth in In re. E.I. Du Pont de Nemours & Co., 3476 F.2d 

1357, 177 USPQ 563 (CCPA 1973), is likely to cause confusion, mistake, or deception among 

consumers as to the source, association or sponsorship of Applicant’s products and services in 

relation to Opposer’s ER/STUDIO mark for distinctly different goods and services acquired 



 

 - 8 – 
 
 

through careful sales conditions by highly sophisticated consumers.   

FACTUAL BACKGROUND 

A. RStudio, Inc. and the RSTUDIO Statistical Computing Software Product  

RStudio, Inc. was founded by its CEO Joseph Allaire in 2008.  Allaire Testimony at 

113:15 – 114:6, Ex. 2 at pp. 1-2 (attached hereto as Appendix A).  Mr. Allaire has worked in the 

software industry for nearly twenty years.  Id. at p. 1.  He is highly knowledgeable about the 

sorts of software products sold by both Applicant and Opposer and, in fact, has previously 

developed very successful software applications.1  Id. at pp. 1-2.  Since forming RStudio, Inc., 

Mr. Allaire has created a software product called RSTUDIO.  Id. at p. 2.  The RSTUDIO 

software is a set of integrated tools that make it easier and more productive to work with R, 

which is a computing language used for advanced statistical computing and graphics.  Id.  

RSTUDIO is capable of performing advanced statistical computations on data contained within 

two dimensional datasets.  Id.  In addition to the RSTUDIO software, RStudio, Inc. also intends 

to sell services such as training, hosting, consulting, and technical support related to the 

RSTUDIO product.  Id.     

Statistics is the science that deals with the collection, classification, analysis and 

interpretation of data.  Id.  With the help of statistical computing software, statistical calculations 

of an advanced and complex nature can be carried out quickly, efficiently and accurately.  Id.  

                                                      

1 Prior to starting RStudio, Inc., Mr. Allaire developed the ColdFusion programming language which is 
used for writing dynamic web applications.  Id.  The development of ColdFusion eventually led to the formation of 
Allaire Corp., a software company which produced several other software products.  Id.  Allaire Corp. was acquired 
in or about 2001 by Macromedia.  Id.  ColdFusion has since been acquired by Adobe and is still available today.  Id.  
In 2002, Mr. Allaire formed Onfolio, a company which built tools to help people collect information from the web 
and publish information to the web.  Id.  Onfolio was acquired by Microsoft in or around early 2006 and the Onfolio 
tools continue to be distributed by Microsoft and are now called Windows Live Writer.  Id. at pp. 1-2.   
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Statistical computing software such as RSTUDIO is software that enables the advanced analysis 

of datasets aimed at carrying out complex calculations such as drawing inferences about a 

population based on a sample, understanding the correlations between variables, understanding 

the causes of social and natural phenomena, and predicting future events based on past data.  Id. 

at pp. 2-3.  By way of example, a user of RSTUDIO software might take a two dimensional 

dataset with several points of data related to patients with diabetes, such as gender, ethnicity, 

average weight, average glucose reading, etc., and load this dataset into RSTUDIO in order to 

perform statistical calculations on the data.  Allaire Testimony at 197:9-201:9.  

Statistical Computing software is a particular category of software which has been in 

existence for at least thirty years, if not longer.  Allaire Testimony at 117:16-123:13.  This is 

made clear by a Wikipedia publication titled “Comparison of statistical packages” containing 

various tables which compare “the general and technical information for a number of statistical 

analysis packages.”  Id. at Ex. 4 (attached hereto as Appendix B); see also Ex. 15 (screen capture 

of Wikipedia page). This publication lists SAS, SPSS, and STAT as well as R which are 

recognized industry leaders in the category of statistical computing software.2 Allaire Testimony 

at 122:16-22.  Significantly, no ER/STUDIO product is listed, because, simply put, ER/STUDIO 

products are not statistical computing software as they do not perform any of the functions of 

statistical computing software discussed in the publication.  Id. at 124:2-7.    These functions 

listed in the Wikipedia publication, which are the primary types of analyses that advanced 

statistical computing software may perform are:  

                                                      

2 This publication does not specifically list RSTUDIO, which had not been publicly available for any length of time 
when the list was last updated.  However the R programming language, to which RSTUDIO is specifically linked, is 
on the list.  It is possible that RSTUDIO will be added in the future, but because RSTUDIO may be considered as 
part of the R “category” it might not be separately listed.  Allaire Testimony at 121:23-122:13.     
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(1) Regression and multiple regression, which attempt to estimate the magnitude 
of the relationship between a dependent variable and one or more independent 
variables.  It is widely used for prediction and forecasting.  By way of 
example, using the diabetes example set forth above, a user of statistical 
computing software such as RSTUDIO might want to understand the 
influence of a person of average weight gaining fifteen (15) pounds on that 
individual’s glucose level – this could be done using regression tools.      

(2) Analysis of variance or “ANOVA,” which attempts to draw conclusions about 
whether the variation in one or more variables is attributable to one or more 
other variables.   Again, using the diabetes example set forth above, a user of 
RSTUDIO or other statistical computing software could use ANOVA to 
determine if there is a meaningful statistical relationship between ethnicity 
and diabetes.   

(3) Time series analysis, which consists of analyzing observations collected at 
some fixed time interval, for example, once a day or once a minute, to 
understand the characteristics of a variable over time and/or to forecast future 
events based on past ones. 

 
Allaire Testimony, Ex. 2 (Appendix A); 117:16-123:13, Ex. 4 (Appendix B) ; 199:1-23.  In 

addition, statistical computing software such as RSTUDIO permits the rendering of statistical 

graphics, which are used to support the analyses described above.  Id., Ex. 2 (Appendix A) at 3.   

 Statistical computing software such as RSTUDIO, much like virtually every other 

software application, utilizes data.  Id.  Statistical computing software specifically utilizes data 

that is organized into two dimensional datasets.  Id.  A two dimensional dataset is one table, 

generally read from a text file, which contains multiple rows and columns whereby the columns 

represent variables and the rows represent observations of those variables.  Id.  The two 

dimensional datasets used by statistical computing software are distinct and different from 

relational databases, which use multiple tables which can be related with one another in order to 

eliminate redundancy and represent complex relationships.  Id.   

RSTUDIO and other statistical computing software are tools used for statistical 

computing and are generally not capable of performing functions which are not related to 

statistical computing.  Id. at p. 4.  For example, statistical computing software is not a design tool 
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capable of designing or maintaining a relational database, which requires database design tool 

software.  Id.  Database design tools are a completely different kind of software and the 

advanced statistical calculations which can be carried out with statistical computing software are 

not required for the design or maintenance of a relational database.  Id.   

B. The ER/STUDIO Products 

The ER/STUDIO products sold by Opposer are design and architecture software tools.  

Opposer’s NOR, Ex. L, p. 1 (excerpt of Opposer’s website categorizing ER/STUDIO products as 

design and architecture tools).  Design and architecture tools are used to design or build the 

specifications for software and/or its components, such as databases, as opposed to application 

development tools, which are used to build software.  Allaire Testimony at 136:13-24; Opposer’s 

NOR, Ex. L, p. 1 (excerpt of Opposer’s website describing ER/STUDIO Data Architect as a 

“[d]ata modeling tool for designing and understanding databases”).  None of the ER/STUDIO 

products are statistical computing software.  Allaire Testimony, 146:21-1467:10.  Some 

ER/STUDIO products are capable of performing certain statistical functions and presenting 

statistical data in a graphical format, but these capabilities are limited exclusively to statistical 

information concerning metadata.  Applicant’s NOR, Ex. A at 43:20-44:3; Tiret Testimony at 

174:6-21.  Metadata is data about a database itself as opposed to external data that might be 

stored within a database.  Applicant’s NOR, Ex. A at 25:11-14.  For example, metadata could be 

data about the number of rows of information in different tables of a relational database and 

ER/STUDIO could perform basic statistical calculations on this metadata, such as determining 

how many rows, on average, are contained in each table in the relational database.  Id. at 40:12-

15.  The capability to perform certain statistical calculations on its own metadata does not qualify 

ER/STUDIO products as statistical computing software. Allaire Testimony 147:7-10 (testifying 

that ER/STUDIO products possess no native ability to perform statistical computing).   
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Rather, the ER/STUDIO products are predominantly associated with and used for 

designing and developing databases and indeed Opposer’s “flagship” product ER/STUDIO Data 

Architect is a database design tool.  Applicant’s NOR, Ex. A at 12:3-10 and 14:1-8 (describing 

ER/STUDIO as a database design and development tool and describing ER/STUDIO Data 

Architect as Opposer’s “flagship” database tool).  In addition to ER/STUDIO Data Architect, 

there are other products sold under the ER/STUDIO mark including ER/STUDIO Business 

Architect, ER/STUDIO Software Architect, and ER/STUDIO Portal as well as a small number of 

“add-on” products, specifically ER/STUDIO Metawizard, ER/STUDIO Viewer, and 

ER/STUDIO Repository.  Opposer’s NOR, Ex. L, p. 1 (excerpt of Opposer’s website listing 

ER/STUDIO products).  These products are all intimately connected to Opposer’s flagship 

database design and architecture products and have nothing to do with statistical analyses.           

ER/STUDIO Business Architect, while not a database design tool itself, is a database 

driven tool which interacts with ER/STUDIO Data Architect and maps out conceptual models 

that document very detailed database information in a manner more easily understood by 

business users.  Opposer’s NOR, Ex. A at 19:14-21:8; Tiret Testimony, 120:8-14.  ER/STUDIO 

Software Architect, also not a database design tool, is nonetheless a database related tool which 

allows the user to design and document software applications and how the applications will 

interact with a database.3  Id. at 21:15-22:14.  The ER/STUDIO Portal is not a stand-alone design 

application, but rather a tool that interfaces with the models created by other ER/STUDIO design 

                                                      

3 Opposer testified that ER/STUDIO Software Architect is used to document information of “software that is going 
to interact with the database” and that it is basically used for “documenting the software application” which has “a 
lot of different parts to it that would interact with the database.”  Applicant’s NOR, Ex. A at 21:15-22:14.  
Additionally, Opposer testified that software designed by ER/STUDIO Software Architect is primarily used for the 
design side in the development of software to interact with the database and that development tools, as opposed to 
design and architecture tools, are usually used to build the software application.  Tiret Testimony at 125:4-6; 
Applicant’s NOR, Ex. A. at 22:15-25.   
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and architecture tools.  Id. at 23:13-18.  Finally the ER/STUDIO “add-on” products, while not 

design tools themselves, like ER/STUDIO Portal are used in conjunction with the models 

generated by the ER/STUDIO design and architecture products.  Id. at 23:13-15; 23:23-24:7; and 

25:15-26:1.   

ARGUMENT 

I.  The Du Pont Factors Indicate No Likelihood of Confusion  

To determine whether a likelihood of confusion exists in the context of a Section 

2(d) opposition, the Board analyzes the relevant facts under the thirteen factor test recited 

in In re E.I. Du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).  

The burden of proving that a likelihood of confusion exists unquestionably lies with the 

Opposer, who must demonstrate this likelihood by a preponderance of the evidence.  Life 

Zone  Inc. v. Middleman Group Inc., 87 USPQ2d 1953, 19589 (TTAB 2008).  In the 

instant proceeding, the following Du Pont factors are most applicable: 

1. The similarity or dissimilarity of the marks in their entireties as to 
appearance, sound, connotation, and commercial impression; 

2. The similarity or dissimilarity and nature of the goods or services 
as described in an application or registration in connection with 
which a prior mark is in use; 

3. The conditions under which and buyers to whom sales are made, 
i.e. “impulse” vs. careful, sophisticated purchasing;  

4. The nature and extent of any actual confusion; 

5. The market interface between the applicant and the owner of the 
prior mark; and   

6. The extent of potential confusion.    

The merits of the instant proceeding as they relate to the above enumerated Du Pont factors are 
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discussed in detail below and clearly indicate that there is no likelihood of confusion between 

Applicant’s RSTUDIO mark on the one hand and Opposer’s ER/STUDIO mark on the other.  

Opposer’s has failed to meet its burden and, therefore, the Opposition should be dismissed and 

Applicant’s applications should be approved for registration.        

A. The Respective Marks are Easily Distinguished and Convey Different 
Meanings  

Applicant’s RSTUDIO mark and Opposer’s ER/STUDIO mark have significantly 

different connotations and commercial impressions such that relevant consumers can easily 

distinguish between the two marks.  

1. There are a Large Number of STUDIO-Formative Software Products 
Creating a Crowded Field Such that Software Consumers are 
Accustomed to Distinguishing Among Products Using the Common 
Term “STUDIO”  

The term “STUDIO” as applied to marks for technical programming and database 

software products is quite common.  As it relates to software, the term “STUDIO” is understood 

to indicate a product that provides all the necessary virtual tools to complete a particular task, 

metaphorically similar to the environment which would exist in a physical artist’s studio or a 

music studio.  Applicant’s NOR, Ex. B (Opposer’s response to Applicant’s Interrogatory No. 

14); Allaire Testimony at 177:7-178:17.   Applicant has proffered evidence which demonstrates 

the existence of no fewer than fifty (50) software products with STUDIO-formative names, many 

of which are directly competitive with Opposer’s and Applicant’s products.  Applicant’s NOR, 

Ex. E; Allaire Testimony at 166:17-176:19 and Ex. 9 (Summary pages of Exhibit 9 attached 

hereto as Exhibit C).  For example, the products IBM Data Studio, Optim Development Studio, 

and SQL Studio are all related to database development and administration and are competitive 

with ER/STUDIO.  Id. at 169:4-19, 172:12-24.  In fact, Opposer, in addition to its ER/STUDIO 
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products, sells or has sold other software with STUDIO-formative names, specifically DT 

STUDIO and RAD STUDIO.  Applicant’s NOR, Ex. A at 96:16-24.  

Such pervasive use of STUDIO-formative software names creates a crowded field.  It is 

well established that where marks exist in a crowded field, consumers are not likely to be 

confused by common elements among any two of the marks within the crowd.  Miss World 

(UK), Ltd. v. Mrs. America Pageants, Inc., 856 F.2d 1445, 1449 (9th Cir. 1988) (no likelihood of 

confusion between MISS WORLD and MRS. OF THE WORLD).  Rather, consumers become 

accustomed to the repeated use of the common elements and distinguish the marks in other ways.  

Id.  Simply put, the law recognizes the marketplace reality that, where the same and similar 

marks are widely used, consumers are capable of differentiating between them.  Id.   Because a 

large number of STUDIO-formative software marks coexist in commerce, Opposer’s 

ER/STUDIO and Applicant’s RSTUDIO, both marks containing the “STUDIO” term, can be 

distinguished from one another, and can be distinguished from the plethora of other STUDIO-

formative marks in use.  In short, in regard to the shared term “STUDIO,” no likelihood of 

confusion exists because marks containing such a term may be registered “for the same or 

closely related goods or services because the remaining portions of the marks are sufficient to 

distinguish the marks as a whole from one another.”  In re Hamilton Bank, 222 U.S.P.Q. 174, 

179 (TTAB 1984) (internal citation omitted) (no likelihood of confusion between KEY and 

several KEY-formative marks including KEYCHECK and CB KEY).   

There is no likelihood of confusion between ER/STUDIO and RSTUDIO resulting from 

the shared term “STUDIO” and, as such, this term being shared by both marks should not serve 

to prevent the registration of Applicant’s RSTUDIO mark.  Also, as indicated in In re Hamilton 

Bank and discussed in detail below, the remaining elements of Applicant’s and Opposer’s marks 
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are sufficient to distinguish them from one another.  Moreover, Opposer and Applicant’s marks, 

unlike the marks contemplate in In re Hamilton Bank, are not for the same or closely related 

goods and services, making the two marks even less likely to be confused.        

2. The Terms “ER” and “R” Convey Different and Easily 
Distinguishable Meanings to the Intended Consumers of the 
Respective Goods and Services  

In regard to distinguishing Opposer’s and Applicant’s marks, Applicant does not concede 

that ER/STUDIO and RSTUDIO are, in fact, similar.  However, assuming for argument’s sake 

that the marks are similar, even similar marks having different commercial impressions 

respective to the parties’ goods and/or services have been found to present no likelihood of 

confusion.4  In re Sears, Sears, Roebuck and Co., 2 USPQ2d 1312 (TTAB 1987) (finding no 

likelihood of confusion between CROSSOVER for bras on the one hand and CROSS-OVER for 

ladies’ sportswear on the other where consumers perceive the commercial impression differently 

for the respective goods); In re British Bulldog, Ltd., 224 USPQ 854 (TTAB 1984) (finding no 

likelihood of confusion between PLAYERS for shoes on the one hand and PLAYERS for men’s 

underwear on the other where consumers perceive the commercial impression differently for the 

respective goods).  Directly in accordance with Board precedent, the different meanings afforded 

each of the marks in question, as discussed below, more than suffice in providing a means for 

consumers to distinguish between Applicant’s and Opposer’s respective marks based on their 

overall connotation and commercial impression.      

Because the word STUDIO is commonly used in connection with computer software, as 

                                                      

4 The parties’ goods and services are discussed in detail in Argument Section B.  Applicant submits that the parties’ 
respective goods and services are dissimilar and thus, not likely to lead to a likelihood of confusion.  Specifically, 
Applicant’s RSTUDIO product is statistical computing software with related services and Opposer’s ER/STUDIO 
products are software design and architecture products for or related to relational databases.   
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described above, consumers with use the other elements of each mark, in Opposer’s case “ER” 

and in Applicant’s case “R,” to distinguish the marks.  These remaining elements are sufficient 

to distinguish the two marks, as the terms “ER” and “R” as applied to software have very 

different and specific meanings. 

a. The Term “ER” as Applied to Software Means “Entity 
Relationship,” a Term Commonly Known to Opposer’s 
Customers 

It is clearly established by the record and by Opposer’s own admission that the term 

“ER” as applied to software means “entity relationship.”  Applicant’s NOR, Ex. A at 95:8-17; 

Allaire Testimony at 160:22-161:5.  In the field of computer software the term “ER” has no other 

meaning.  Applicant’s NOR, Ex. A at 95:13-17; Allaire Testimony at 161:6-9.  In fact, Opposer 

concedes that users of ER/STUDIO products are likely to understand the term “ER” to mean 

“entity relationship.”  Applicant’s NOR, Ex. A at 95:18-22.  The term “entity relationship” even 

appears in the identification of goods and services of Opposer’s ER/STUDIO Registration, 

which is “entity relationship modeling software for SQL databases” in Class 09.  Moreover, 

Applicant has proffered substantial evidence that “ER” in fact means “entity relationship,” 

specifically a collection of fifty (50) internet publications referring to “entity relationship” as 

“ER,” including, inter alia, dictionary definitions, product descriptions, and academic papers.  

Allaire Testimony at 161:10-165:24, Ex. 8 (collection of internet publications and accompanying 

testimony related thereto) (Summary pages of Exhibit attached hereto as Appendix D); 

Applicant’s NOR, Ex. F.   

“Entity relationship” is a term associated with relational databases and refers to a model 

or diagram which gives a visual representation of the structure of data within a database.  Allaire 

Testimony, Ex. 8 at RS714-RS728; Id. at 129:3-131:20 and Ex. 6 (testifying as to the definition 
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of “entity relationship” and regarding example of an entity relationship diagram); Applicant’s 

NOR, Ex. F at RS714-RS728.  Opposer argues that, although the mark ER/STUDIO may have 

originally been conceived to convey its connection to relational databases through the commonly 

understood meaning of the term “ER,” its common law use of the mark has far exceed this 

meaning.  This is simply not the case.  As discussed supra in Factual Background Section B and 

infra in Argument Section B, all the products in the ER/STUDIO family are related directly to 

relational databases or are closely associated with relational databases.5  Even assuming for 

argument’s sake that this weren’t the case, it simply does not matter because the most salient 

point is not whether ER/STUDIO products continue to be closely related to relational databases 

(which they are).  Rather, what is truly important is that the relevant consuming public 

understands ER to mean “entity relationship” which is what creates the distinct commercial 

impression of Opposer’s mark.     

b. The Term “R” as Applied to Software Signifies the R 
Computer Language for Statistical Computing upon Which 
RSTUDIO is Based 

“R” is a programming language used for statistical computing.  Allaire Testimony at 

124:11-13; Opposer’s NOR, Ex. H.  The R programming language is among the industry leaders 

in the field of statistical computing software.  Allaire Testimony at 122:16-22.  The RSTUDIO 

software is a statistical computing product that provides a set of tools which improve the 

productivity of an R user and will not work if the R computing language is not also installed on 

the user’s computer.  Id. at 124:14-21.  Applicant’s website www.rstudio.org makes frequent and 

consistent reference to its interdependence with the R computing language.  Applicant’s NOR, 

                                                      

5 “Entity relationship” is a term linked to relational databases as such databases are based on the relationships of 
database tables or “entities.”  Allaire Testimony at 130:6-18.   
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Ex. D.  Therefore, any customer interested in purchasing statistical computing software who may 

not otherwise be aware of the R computing language despite its industry prominence would 

clearly come to be aware of the significance of the term “R” upon visiting Applicant’s website, 

which is the only place where the RSTUDIO product is distributed.  Applicant’s NOR, Ex. A at 

180:15-184:15.  As such, the term “R” as used in the mark RSTUDIO can only be understood to 

refer to the R computing language and is inextricably linked with Applicant’s goods and 

services. 

Because the term STUDIO as applied to software is ubiquitous, viewing both parties’ 

marks in their entirety, consumers will naturally distinguish the ER/STUDIO and RSTUDIO 

marks by distinguishing between the terms “ER” and “R” which, in the software field have 

undeniably different and highly recognizable meanings to the relevant purchasers which are also 

closely tied to both parties’ respective and dissimilar goods and services.6  Therefore, the two 

marks have very different connotations and commercial impressions such that they are not likely 

to be confused.   

B. The Goods and Services Associated with the Respective Marks are Very 
Dissimilar  

The goods and services of Applicant and Opposer, both technical software products, are 

very dissimilar and, as such, are not likely to cause confusion.  While it is understood that the 

                                                      

6 Opposer’s preposterous proposition that its ER/STUDIO mark may somehow be recognized or perceived by 
consumers as somehow derivative of Applicant’s RSTUDIO mark because the term “E” is sometimes uses as a 
prefix meaning “electronic” such that ER/STUDIO would be taken to be an “electronic” version of RSTUDIO.  This 
argument is facially untenable.  While it may be true that certain terms such as e-mail, e-trade, or e-commerce are, in 
fact, understood to be “electronic” versions of previously non-electronic concepts such as mail, trading, or 
commerce in general, RSTUDIO and ER/STUDIO, broadly speaking, are both software.  Software in inherently 
electronic, therefore it strains credulity to think that the consuming public would perceive ER/STUDIO, itself an 
electronic product to be an “electronic” version of RSTUDIO, also an intrinsically electronic product.  Allaire 
Testimony at 178:18-180:14.     
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Board will analyze likelihood of confusion based on the information provided in Applicant’s 

goods and services descriptions, because the goods are technical in nature, it is entirely 

appropriate to consider extrinsic evidence to determine the specific meaning of the description of 

goods. In re Trackmobile, Inc., 15 USPQ2d 1152, 1154 (TTAB 1990) (acknowledging utility of 

considering extrinsic evidence to understand meaning of identification of goods and services and 

holding that such evidence should be considered); see also Pharmacia Inc. v. Asahi Medical Co., 

Ltd., 222 USPQ 84, 85-86 (TTAB 1984) (“the Board must be concerned that the uses and 

meanings of technical or scientific terms therein are or have been made quite clear if we are to 

properly assess relationships between the goods in issue”).  Applicant therefore provides the 

Board with the information necessary to understand the technical specificities of the goods in 

question in the instant proceeding.   

1. The Fact that the Respective Goods of the Parties are Both Software 
Products Does Not Render the Goods Similar 

Software products may not properly be considered similar for likelihood of confusion 

purposes simply because they both fall into the category of software.  The Board has explicitly 

held that software is not itself a particularized category of goods and that the salient question 

regarding likelihood of confusion between different marks for software is what specific type of 

software is being offered under the respective marks.  In Electronic Data Systems Corp. v. 

EDSMA Micro Corp., the Board held that opposer’s EDS and applicant’s EDSA marks were not 

likely to be confused, concluding that “[a]ll computer programs process data, but it does not 

necessarily follow that all computer programs are related.”  23 USPQ2d 1460, 1462 (TTAB 

1992).  In reaching its conclusion in Electronic Data Systems, the Board recognized that 

opposer’s software systems for the management of electronic data processing were not the same 

or similar goods as applicant’s software for electrical distribution system analysis and design.  Id.  
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In fact, the Board explicitly stated that “the fact that both parties provide computer programs 

does not establish a relationship between the goods or services, such that consumers would 

believe that all computer software programs emanate from the same source simply because they 

are sold under similar marks.  Id. (internal citation omitted).  Likewise, the Board reached a 

similar conclusion in Reynolds and Reynolds Co. v. I.E. Systems Inc., finding no likelihood of 

confusion between Opposer’s ACCU marks and Applicant’s ACCULINK marks, stating that the 

“crux of this case is that applicant is offering a specific type of software for operational uses 

while the products and services offered by opposer . . . are applications software aimed at a very 

narrow field.”  5 USPQ2d 1749, 1752 (TTAB 1987).   

In light of the applicable case law, it is clear that the RSTUDIO and ER/STUDIO goods 

or services are not likely to lead to consumer confusion.  The software sold under each mark is 

distinctly different, aimed at decidedly different users, and any connection between the two 

based on the use of data is simply too attenuated as has been clearly set forth in the Board’s prior 

holdings.  This is particularly true in light of the distinctive differences between the goods and 

service offered or to be offered under the respective parties marks, discussed in detail 

immediately below.     

2. RSTUDIO is Statistical Computing Software with No Native 
Capability to Interface with Relational Databases 

RSTUDIO software, as referred to in Applicant’s Class 9 application, is used for the 

purpose of advanced statistical computing and resides squarely within the long established 

category of statistical computing software.  Allaire Testimony at 114:9-12, 117:16-123:13; 

Factual Background Section A, supra.  It is fully interdependent with the R computing language 

for statistical computing.  Allaire Testimony at 124:11-125:18.  RSTUDIO software cannot 
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interface or interact directly with relational databases.  Id. at 131:21-132:5.  Instead, the external 

data used by RSTUDIO software must be organized in two dimensional datasets, similar to an 

ExcelTM spreadsheet.  Id. at 127:4-128:11, 214:10-23, and Ex. 5 (Ex. 5 is an example of a two 

dimensional dataset which can be used with RSTUDIO).  RSTUDIO software is capable of using 

the external data from a two dimensional dataset for the purposes of performing advanced 

statistical calculations as describe in detail in Factual Background Section I, supra.  By way of 

example, a user of RSTUDIO software might take a two dimensional dataset with several points 

of data related to patients with diabetes to determine if there are any significant relationships 

between variables within the data or to determine if any statistical predictions can be made based 

on the data and, in so doing, the user may use statistical graphics to depict the results.  Id. at 

197:9-201:9.  RSTUDIO is not design and architecture software like ER/STUDIO branded 

software (discussed in the following section) and RSTUDIO is simply not capable of, for 

example, designing or maintaining a relational database in the manner an ER/STUDIO product 

can.  Allaire Testimony at 227:1-13.     

Regarding the services proposed in Applicant’s Class 41 and Class 42 applications, these 

services will be provided directly by Applicant and limited to hosting RSTUDIO for users or 

assisting users with the RSTUDIO software.  Allaire Testimony 186:18-187:13; Opposer’s NOR, 

Ex. B at 54:11-24, 55:17-22.  Opposer’s Brief, p. 34.  Such services do not intersect in any way 

with the rights Opposer may have for any services it offers in conjunction with its ER/STUDIO 

products.  In fact, Opposer’s Registration for ER/STUDIO claims no services but rather only 

software goods in Class 09.  Therefore, Opposer is limited only to enforcement of its actual 

common law use of its mark for services related to its software.  Opposer offers no services 

related to statistical computing software, and therefore cannot claim that Applicant is offering or 
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intends to offer services which intersect with or relate to the limited services that Opposer offers.       

3. ER/STUDIO Products are Predominantly Related to Database Design 
and Maintenance and the Limited Expansion of the Mark into 
Related Software Products has no Relation to Statistical Computing 

As discussed in detail in Factual Background Section II, supra, Opposer’s ER/STUDIO 

branded products are design and architecture software tools that enable database design and 

maintenance or which are closely related to relational databases.  Opposer contends that the 

ER/STUDIO mark has naturally expanded beyond its original use in connection with database 

design and maintenance.  Assuming for the sake of argument that this is true, even the 

ER/STUDIO products which do not specifically design or maintain a relational database such as 

ER/STUDIO Business Architect and ER/STUDIO Software architect, are nonetheless either 

closely linked to databases or interface directly with ER/STUDIO Data Architect, Opposer’s 

flagship database design tool.  Applicant’s NOR, Ex. A at 12:3-10 and 14:1-8; 19:14-21:8; 

21:15-22:14; Tiret Testimony at 120:9-14; see also Factual Background Section II, supra.  In 

addition, none of the ER/STUDIO products is statistical computing software.  Allaire Testimony, 

146:21-1467:10.  In fact, it is clear from Applicant’s testimony regarding a comprehensive 

summary of available statistical computing software that statistical computing software is a 

category apart and separate from design and architecture software and, moreover, that no 

ER/STUDIO product is disclosed or contemplated by the aforementioned summary to be 

statistical computing software.  Allaire Testimony at 119:16-124:7; 135:8-15; and Ex. 4 

(attached hereto as Appendix B).  Attempts by Opposer to tout the statistical capabilities of its 

ER/STUDIO products are, at best, disingenuous because, as is clear from Opposer’s own 

testimony, any statistical calculations which can be performed by ER/STUDIO are limited to 

calculations on the metadata created by those same products and cannot be used on external data 
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as is the case with RSTUDIO.  Applicant’s NOR, Ex. A at 43:20-44:3; Tiret Testimony at 174:6-

21.   

Presumably in an effort to try to further stretch the reach of the proffered ER/STUDIO 

brand expansion, Opposer equates other software that it sells under brand names other than 

ER/STUDIO with the ER/STUDIO products.  Opposer’s Brief, p. 32.  The instant proceeding 

relates to Opposer’s ER/STUDIO mark and Applicant’s RSTUDIO mark.  Therefore, any 

allusion to Opposer’s other brands, such as references to “Embarcadero’s industry” or the entire 

range of software that “Embarcadero provides” is not relevant unless the other brands of 

software sold by Opposer are statistical computing software, but this is simply not the case – 

Opposer does not sell any statistical computing software.  Allaire Testimony at 138:5-20.  

Therefore, Applicant objects to any an all references to other brands sold by Opposer as 

irrelevant under the Federal Rules of Evidence Rule 402.   

Opposer further argues that, even though Applicant’s RSTUDIO software has no native 

capability to interface with relational databases, that the existence of third party packages which 

can be added to the R programming language that permit R to interact with databases creates a 

likelihood of confusion between RSTUDIO and ER/STUDIO by creating a database nexus or 

overlap between the two products.  Opposer’s brief, p. 37-28.  This argument is much too 

attenuated to hold any validity.  In the first instance, it assumes the use of a third party product in 

conjunction with Applicant’s software and therefore is not truly a comparison of the goods and 

services of the respective parties’ marks.  Additionally, use of such a third party package would 

in no way alter the nature of Applicant’s product – it would remain statistical computing 

software and will be no more closely related to the ER/STUDIO products in any way.  Lastly, 

this type of argument was expressly rejected in Electronic Data Systems, wherein the Board 
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clearly stated that two computer programs which process data were not, as a result of their shared 

data processing capabilities, similar.  23 USPQ2d at 1463.  Opposer suggestion that a third party 

product which provides access to data in a database creates some likelihood of confusion 

between dissimilar software products is strikingly similar to the argument proffer by the Opposer 

in Electronic Data Systems.  As the Board so clearly stated, “all computer software programs 

process data.”  Id.  The question is not the use of data or, as in this case, where the data is stored, 

it is a question of whether the software products at issue are the same or similar.  RSTUDIO is 

software for statistical computing.  ER/STUDIO is design and architecture software primarily 

directed to relational databases.  The respective goods are not the same and are decidedly 

dissimilar. 

  For all the foregoing reasons, Applicant’s RSTUDIO goods and services are distinctly 

different from Opposer’s ER/STUDIO products and services.  Therefore, the dissimilarity 

between the parties’ goods and services weigh heavily in finding no likelihood of confusion.      

C. The Respective Goods and Services are Carefully Purchased by Highly 
Sophisticated Consumers  

Where a high degree of care is used in a making a purchasing decision, through a period 

of significant contemplation by purchasers highly knowledgeable about the product, particularly 

where a product is expensive, the potential for likelihood of confusion is reduced due to the high 

degree of care employed by the potential purchaser.  Edwards Lifesciences Corp. v. VigiLanz 

Corp., 94 USPQ2d 1339, 1413-14 (TTAB 2010) (finding no likelihood of confusion between 

VIGILANCE and VIGILANZ based in part on degree of care made by sophisticated purchasers).  

As discussed immediately below, RSTUDIO statistical computing software and ER/STUDIO 

design and architecture software are procured by consumers highly knowledgeable about the 
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respective products and in each case the procurement decision is made over a period of 

contemplation, in some instances greater than a year.  This high degree of sophistication supports 

a finding that the respective goods are not likely to be confused.     

1. RSTUDIO is an Open Source, Cost-Free Software Product Used by 
Sophisticated Consumers Engaged in Advanced Statistical Computing  

RSTUDIO may be procured at no cost.  Allaire Testimony at 184:16-184:17.  Even so, 

the decision whether or not to acquire and use RSTUDIO is made by sophisticated consumers 

engaged in a highly contemplative process.  Id. at 184:18-186:17.  In the case of RSTUDIO the 

issue contemplated by potential users is not the price per se, but rather the effectiveness of the 

product in relation to the time the user invests in performing their job.  Id.  As per Applicants 

testimony:  

A:  Customers are quite discerning about what tools they use.  It’s 
a very significant choice because it defines kind of what tools you 
have available, and the assets of those tools and limitation of those 
tools define how effective you can be in your work.  So typically 
customers make a pretty careful evaluation about what tools they 
use.   

*** 

A:  And the real cost is not the price that you pay but your time.  
It’s how your spend your time and how effective your time is in 
getting your job done.  So it is a very significant choice and it has a 
cost that is not an economic cost but rather a time cost.   

Id. at 185:13-19, 186:10-17.  Moreover, individuals using RSTUDIO “are solving complex 

problems using a complex tool.”  Id. at 184:23-24.  In short, the decision whether to acquire and 

use RSTUDIO statistical computing software is not an impulse purchase, but rather a 

contemplative decision made by a sophisticated consumer.    
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2. ER/STUDIO Software Products are Expensive, Used by Sophisticated 
Consumers, and Generally Purchased Over a Lengthy, Deliberative 
Period of Time  

The process by which ER/STUDIO design and architecture software is purchased is 

likewise quite contemplative.  As per Opposer’s testimony regarding the ER/STUDIO sales 

cycle: 

A:  It can take anywhere from a day to a year.  I mean it’s really – 
the sales cycle can vary quite a bit.  When you’re dealing with 
ER/STUDIO and the products underneath that, it’s probably one of 
our, I would say longer sales cycles. . . . So it could take, I would 
say, you know, someone want it right now, one day to quite some 
time.  

Q: And how often, in your knowledge, do you have the I-want-it-
right-now, one-day sales?  

A:  These days, kind of rare.  So I would say it’s maybe weeks, 
months, and then for larger companies that we have to do a lot of 
work on the legal side, iron out the license agreement, that could 
take a lot of time.  I mean, we’ve had sales cycles go even beyond 
a year.   

Applicants NOR, Ex. A. at 48:8-49:2.  Additionally, the ER/STUDIO software is being used by 

sophisticated consumers such as data modelers, data architects, database developers, database 

architects, etc.  Id. at 61:4-6.  It may, in fact, be a sophisticated end-user who makes the purchase 

decision for a product such as ER/STUDIO.  Allaire Testimony at 188:21-189:9.  In such a case 

the purchaser is acutely aware of the source of the software because the source provider is an 

important consideration in assessing the value of the software.  Id. at 189:15-190:3.  However, 

architecture and design products such as ER/STUDIO may be purchased by a committee through 

a rigorous process requiring significant time and effort which likely necessitates interaction 

between the purchasing committee and the source of the software.  Id. at 190:8-191:1.       

There are also significant costs associated with purchasing ER/STUDIO software.  For 
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both products because, as testified to by Applicant:  

A:  [T]he individual using RSTUDIO is doing statistical 
computing and statistical analysis.  The individual who is using 
ER/STUDIO is doing design and architecture of software.  Those 
are two entirely different skill sets, two entirely different problems, 
and the same person would not use both.  

Allaire Testimony at 192:9-15.  While some companies are so large and diverse that they 

may use both products, this is of no moment.  For example, a large company like General Motors 

may be likely to use just about every type of software product available.  Allaire Testimony at 

193:1-5.  But the fact that General Motors or some other company may purchase both RSTUDIO 

and ER/STUDIO products is not an indication of likelihood of confusion.  Rather, “the fact that a 

large company, which buys a myriad of different products and services may purchase opposer’s 

and applicant’s services and goods, does not either make the services and goods related or 

demonstrate that confusion is likely to occur because of the use of similar marks.”  Electronic 

Data Systems, 23 USPQ2d at 1465.  The issue to be considered by the Board, instead, is whether 

the respective products will be marketed to people in the same position.  Id.  As demonstrated 

above, RSTUDIO statistical computing software and ER/STUDIO design and architecture 

software will not be used by or marketed to the same people within an organization because they 

complete distinctly different functions calling for highly different skill sets.  So whether 

purchased by an individual user at a company or by a committee as described above, the 

constituents within an organization acquiring RSTUDIO software are not the same constituents 

likely to purchase ER/STUDIO products and, ultimately, the products are being purchased for 

distinctly different users.  Therefore, in regard to market interface, the facts favor a finding of no 

likelihood of confusion.    
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E. Absence of Actual Confusion   

RSTUDIO statistical computing software has been available for use in commerce since 

February 28, 2011.  Applicant has no knowledge of any actual confusion.  Allaire Testimony at 

194:7-195:2.  Additionally, Opposer has not proffered any evidence of actual confusion.  This 

favors a finding of no likelihood of confusion.   

F. Any Potential for Likelihood of Confusion is so Minute as to be Nonexistent  

An additional factor to consider in analyzing the potential for likelihood of confusion is 

whether any possible confusion will be de minimis or substantial.  Du Pont, 476 F.2d at 1361.  

As discussed in detail above, there is virtually no likelihood of confusion between Applicant’s 

RSTUDIO mark and Opposer’s ER/STUDIO mark.  RSTUDIO is software for statistical 

computing using the R computing language.  Allaire Testimony at 114:9-12.  ER/STUDIO 

products are design and architecture software primarily related to relational databases.  

Opposer’s NOR, Ex. L, p. 1 (excerpt of Opposer’s website categorizing ER/STUDIO products as 

design and architecture tools); Applicant’s NOR, Ex. A at 12:3-10 and 14:1-8 (describing 

ER/STUDIO as a database design and development tool and describing ER/STUDIO Data 

Architect as Opposer’s “flagship” database tool).  Despite Opposer’s attempt to cast the uses and 

functions of RSTUDIO software as nebulous or uncertain while broadly overreaching in 

describing its own ER/STUDIO products as constituting the full scope and breadth of all 

categories of software, the parties’ respective products actually have finite and specific uses and 

purposes which simply do not overlap.  Allaire Testimony at 192:9-15.  As such, and taking into 

account all of the du Pont factors analyzed above, this factor weighs substantially in favor of a 

finding of no likelihood of confusion.    
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APPLICANT’S MOTION TO AMEND ITS APPLICATIONS  

 Applicant has filed a motion with the Board to amend its Applications.7  

Consonant with established Board procedures and as discussed in its moving papers, Applicant 

moved to amend its Applications in order to provide identifications of goods and services which 

should entitle Applicant to registrations in the event that the Board determines that the 

identifications as filed in its Applications do not.  Applicant asks that the Board enter the 

amendments should the Board find them necessary in determining that there is no likelihood of 

confusion between the parties’ respective marks.  Opposer incorrectly and self-servingly 

dismisses Applicant’s motion as a mere conditional “bargaining chip” offered to the Board.  

Opposer’s Brief at p. 35.  This is incorrect.  Applicant carefully considered the benefits which 

may be achieved by its proposed amendments to the Applications.  Allaire Testimony at 151:8-

154:15; 154:16-155:22; 156:20-158:15.  The TTAB Manual of Procedure clearly and explicitly 

provides that a defendant in an inter partes proceeding before the Board may, by motion, 

propose amendments which may avoid likelihood of confusion and if “the Board ultimately finds 

that [Applicant] is entitled to registration even without the proposed restriction, [Applicant] will 

be allowed time to indicate whether it still wishes to have the restriction entered.”  TBMP § 

514.03.  Applicant respectfully requests that the Board evaluate any potential for likelihood of 

confusion between RSTUDIO and ER/STUDIO taking fully into account the Applications as 

filed as well as the proposed amendments.  In the event that the Board determines that Applicant 

is entitled to registration of its mark even without the proposed amendments, Applicant 

respectfully requests that it be allowed to indicate whether it still wished to have the amendments 
                                                      

7 Applicant’s Motion to Amend and its Reply to Opposer’s Opposition are filed as documents 9 and 12 respectively 
on the docket of the instant proceeding and are incorporated herein by reference.  Applicant’s Motion to Amend was 
entered into evidence through trial testimony.  Allaire Testimony at 151:8-154:15; 154:16-155:22; 156:20-158:15 
and Ex. 3.        
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entered.             

CONCLUSION 

 
 The only thing the respective products have in common is that they both happen to be 

software.  As per the Board’s holding in Electronic Data Systems and Reynolds, this is simply 

not enough to sustain a finding that there is any likelihood of confusion between the two marks.  

Applicant has demonstrated that the marks in question have different connotations and 

commercial impressions, are associated with dissimilar goods and services, are purchased 

carefully by sophisticated consumers, have virtually no market interface, have not actually been 

confused in the marketplace and are very unlikely as a result to be confused with one another.  

Simply, there is no likelihood of confusion between Applicant’s RSTUDIO mark on the one 

hand and Opposer’s ER/STUDIO mark on the other.  Therefore, Applicant respectfully requests 

that the Board dismiss this Opposition and permit the registration of RSTUDIO in Classes 9, 41, 

and 42.    

Respectfully submitted,  
RSTUDIO, INC. 

Dated: September 7, 2011    _/Anthony E. Rufo/___          _ 
Julia Huston 
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