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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EMBARCADERO TECHNOLOGIES, INC., Opposition No. 91193335
Opposer, Applications S.N.
V. 771691980
RSTUDIO, INC. ;;;gg%gg?
Applicant.

APPLICANT'S REPLY BRIEF IN SUPPORT OF
MOTION TO AMEND APPLICATIONS

On November 30, 2010, Opposer filed a tineopposition to Applicant’s Motion to
Amend Applications. Applicant now files thisiéirin reply to address three discrete issues
raised in Opposer’s opposition brief and whiotre not addressed by Applicant in its Motion.

l. Applicant’s Motion to Amend was Timely Filed Prior to Trial

Applicant filed with the Board and dulyrsed upon Opposer its Motion to Amend on
November 10, 2010, in advance of the closdistovery which took place on November 15,
2010 and, therefore, prior tbe commencement of the trialrfwel. In characterizing Applicant’s
motion as disfavored by the Board, Oppostrscio a provision ithe TTAB Manual of
Procedure aimed squarely at discouraginditimg of unconsented motions to amend afte
trial has begunSee Opposition, p. 2(citing TMBP 8514.03 in support of its contention that
Applicant’s motion is of the typtypically disfavored by the Bod). In fact, Opposer directly
guotes the provision which stat@s uncontested motion to amewtiich is not made prior to
trial , and which, if granted, would affect the issunvolved in the proceeding, normally will be

denied by the Board.” TBMP § 514.03 (emphasis added). Opposer, however, does not allege



that Applicant failed to file itsnotion prior to trial, nor can or does Opposer claim to be
prejudiced as a result of thiening of Applicant’s motion. Tarefore, any possible implication
that Applicant did not, in facfile and serve its Motion to Anmel in a timely manner is incorrect
and should be disregarded.

Il. Applicant’s Motion to Amend is not Conditional in Nature

In the prefatory paragraph of its opposition brief, Opposer characterizes Applicant’s
proposed amendments to its identificationg@bds and services as “conditionally proferred
[sic]” on the apparent basis thapplicant requested that its amerehts be entered in the event
the Board deems such amendments necessdrgmniss the opposition. Applicant’'s request was
entirely proper, and does no more than dtatecurrent practice of the Board. The TTAB
Manual of Procedure explicitly provides that if “the Board ultimately finds that [Applicant] is
entitled to registration even without the proposestriction, [Applicantwill be allowed time to
indicate whether it still wishes to have tlestriction entered.” TBMP § 514.03. Moreover,
Applicant’s motion cites a castor the proposition that it isroper for the Board to defer a
decision on a motion to amend until the time that the merits of the opposition proceedings can be
considered® Accordingly, Applicant filed its Motiomo Amend without condition, subject to the

discretion of the Board, and consistent withstandard practices.

! The footnote to Applicant’s statement in its Motion read: The Board may elect to defer its decision on this motion
until it considers the overall mits of this Opposition. Se®ace Base Inc. v. Sadis Corp., 17 USPQ2d 1125
(TTAB 1990) (deferring decision on motion to amend identification of goods until final decision).

2 In fact, as communicated on November 29, 2010, the Board did indeed defer decision on Applicant’s moti
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[1I. Allegations by Opposer of Fraudulent Intet on the Part of the Applicant
are Baseless and Improper

On page four of its opposition brief, Opposer, without citations of law or assertion of
factual evidence, bzenly states that Applicant’s requasseamend its identifications of goods
and services “may even be seen as a gsnwe of an overly broaajpplication, and possibly
even that the marks may have been appliefrdaidulently.” Allegations of fraud on the PTO
are extremely serious in natuaad, if proven, have serioaensequences for a trademark
applicant. To even obliquely allege fraudulent inteihout support of laver fact is grossly
improper and Applicant firmly objects to any implices raised in this regard by Opposer in its
brief. The factually unsupported nature of tliegation, which Applicant wholly refutes, is
particularly spurious in lightf the fact that Opposer hdsposed Applicant and had ample
opportunity to review documénApplicant has produced.

Applicant intends to address other issueseai at the merits of the instant proceedings
and raised by Opposer in its opposition brief at trial.

Respectfully submitted,
RSTUDIO, INC.
/Anthony E. Rufo/
Dated: December 20, 2010 Julia Huston
Charles E. Weinstein
Joshua S. Jarvis
AnthonyE. Rufo
Foley Hoag LLP
155SeaporBoulevard
BostonMA 02210
Tel.617/832-1000
jhuston@foleyhoag.com
cweinstein@foleyhoag.com

jjarvis@foleyhoag.com
arufo@foleyhoag.com

Attorneys for Applicant
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CERTIFICATE OF SERVICE

| hereby certify that | have this day sedva true copy of the above-identified REPLY
BRIEF upon Opposer’s attorneys of record:

Martin R. Greenstein

Mariela P. Vidolova
TechMark A Law Corporation
4820 Harwood Road,"2Floor
San Jose, CA 95124-5273

via First-Class Mail and e-mail to MRGI@chMark.com and MPV@TechMark.com.

/Anthony E. Rufo/

Anthony E. Rufo

DATED: December 20, 2010
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