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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

McDONALD’s CORPORATION, )
) Opposition No. 91178758
Opposer, )
) Mark: 5 McSWEET
V. ) Application S/N: 78/947,247
) Filed: August 8, 2006
) Published: April 10, 2007
McSWEET, LLC, )
)
Applicant. )
and,
McDONALD’s CORPORATION, )
) Opposition No. 91192099
Opposer, )
) Mark: McSWEET
V. ) Applicant S/N: 77/722,272
) Filed: April 24,2009
McSWEET, LLC, ) Published: September 1, 2009
)
Applicant )
)

APPLICANT’S RESPONSE TO OPPOSER’S MOTION TO
CONSOLIDATE OPPOSITION PROCEEDINGS

Applicant McSWEET, LLC, respectfully submits this response to Opposer’s Motion to
Consolidate Opposition Proceeding Nos. 91178758 and 91192099, (collectively, “the
Proceedings”), which was submitted on December 15, 2010, two weeks after the stay on
Proceeding No. 91178758 (“McSweet I”) was lifted by the Board’s December 7, 2010, Order.

At the time Opposer originally approached Applicant proposing that the Proceedings be
consolidated in early 2009, the Proceedings were in different stages and Opposer had both a
pending motion for summary judgment for lack of ownership and fraud and a pending petition to

disqualify Applicant’s counsel (“Ms. Hendricks™) in McSweet I. DN 31,38 and 51. Thus,
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Applicant felt that at that time consolidation of the Proceedings was not appropriate.

However, the Board has denied Opposer’s petition to disqualify Ms. Hendricks and
recently dismissed Opposer’s motion for summary judgment. DN 57 and 88. Because the
claims and trial schedules in the Proceedings are now substantially similar, Applicant has no
objection to Opposer’s motion to consolidate the Proceedings.

The Board’s recent Order denying Opposer’s motion for summary judgment also lifted
the stay on McSweet I and allowed both parties to resume discovery in McSweet I until March 4,
2011. The discovery period in Opposition No. 91192099 (“McSweet II”), is set to close on
January 19, 2011. Since the length of the discovery period set out in McSweet I is necessary for
Applicant to conduct adequate discovery in that proceeding, Applicant requests that McSweet II
be consolidated with McSweet I and that the trial schedule set out in the Board’s December 7,
2010, Order for McSweet I be adopted for the consolidated proceeding. See DN 88.

WHEREFORE, Applicant respectfully requests that the Board enter an Order granting
Opposer’s Motion to Consolidate Opposition Proceedings and Applicant’s request that
Opposition No. 91192099 is consolidated with Opposition No. 91178758 and that the trial
schedule for Opposition No. 91178758 is adopted for the consolidated proceeding.

DATED this 4th day of January, 2011.

Respectfully submitted,

HENDRICKS & LEWIS, PLLC

By: /Caitlin A. Bellum/

Caitlin A. Bellum

Katherine Hendricks

Attorneys for Applicant McSweet, LLC
Hendricks & Lewis, PLLC

901 Fifth Avenue, Suite 4100

Seattle, Washington 98164

(206) 624-1933
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CERTIFICATE OF SERVICE

I hereby certify that on January 4, 2011, I served a true and complete copy of the
foregoing APPLICANT’S RESPONSE TO OPPOSER’S MOTION TO CONSOLIDATE
OPPOSITION PROCEEDINGS via email and First Class U.S. Mail, postage pre-paid, upon:

Robert E. Browne, Esq.
Michael G. Kelber, Esq.

John A. Cullis, Esq.

Lawrence E. James, Jr., Esq.
Mike R. Turner, Esq.

Neal, Gerber & Eisenberg, LLP
2 North LaSalle Street, Suite 2200
Chicago, IL 60602

Telephone: (312) 269-8000
Facsimile: (312)269-1747
Email: rbrowne@ngelaw.com
Email: mkelber@ngelaw.com
Email: jcullis@ngelaw.com
Email: ljames@ngelaw.com
Email: mturner@ngelaw.com

MAﬁE A. WASHBURN
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