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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

McDONALD’S CORPORATION, )
) OppositionN0.91178758
Opposer, )
)
V. ) Mark: MCSWEET
) ApplicationS/N: 78/947,247
MCcSWEET,LLC, ) Filed: August8, 2006
) Published: April 10,2007
Applicant. )
and,
McDONALD’S CORPORATION, )
) OppositionNo. 91192099
Opposer, )
)
V. ) Mark: McSWEET
) ApplicationS/N: 771722,272
McSWEET,LLC, ) Filed: April 24,2009
) Published: Septembet, 2009
)

Applicant.

OPPOSER’S MOTION
TO CONSOLIDATE OPPOSITION PROCEEDINGS

McDonald’s Corporation (“Opposer”) hdrng moves the Trademark Trial and Appeal
Board (the “Board”) pursuant fbBBMP 8511 and Fed. R. Civ. P. 42for an order consolidating
the above-referenced Oppositioropeedings (collectively, “thé’roceedings”). Because the
Proceedings involve the same pe8t the same marks, and ngadentical legal and factual
issues, consolidation will result in considdeabsavings of time, effort and expense.
Accordingly, in the interests of convenieneéficiency, and judiciaeconomy, Opposer requests

that the Board consolidate the Proceedings.



Background

On August 6, 2007, Opposer filed a NoticeQyposition to oppose registration of U.S.
Application Serial No. 78/947,247 by McSweet, LI(Rpplicant”) of the standard character
mark McSWEET for use in conn@an with processed veget&sl in Class 29 (“the First
Application”). This opposition is referred toreen as “McSweet I”. On February 29, 2008,
Applicant moved to amend the Rir&pplication to limit its idefification of goods to “Pickled
gourmet vegetables, namely, pickled cocktailoosi pickled garlic, ‘Goumet Olive Bliss’ (a
pickled, marinated olive medley), ‘Dilly Beangpickled green beans), and ‘Giardiniera’ (a
pickled celery, carrot, red pepp@arlic, green bean, andaumber mix). On March 26, 2009,
Applicant again moved to amend its identification of goods to remove dilly beans and
giardiniera.

On April 10, 2009, Opposer moved for summprggment in McSweet . On April 26,
2009, Applicant filed a second application, UAPplication Serial No. 77/722,272, for the same
standard character MCSWEET mark, but for use withled asparagus in Class 29 (“the Second
Application”). Thus, Opposer was forced ttefa second Notice of Opposition to preserve the
same rights it sought togtect when it filed its iial Notice of Oppositiorin McSweet |. This
second opposition is referred to herein as “McSweet I1.”

Upon filing its Notice of @position in McSweet 1Il, Opposer approached Applicant
suggesting that the Proceedings be consolidated both Proceedings sought registration of the
same mark for use with substantially similar good#gen Applicant refused to grant its consent,
Opposer considered filing a motion to consokd#te Proceedings over Applicant’s refusal.
However, at the time, McSweet | was still seisged pending the outcorné& Opposer’s motion

for summary judgment, and Opposer did not warfiléoa pleading thatvas not related to the



then-pending dispositive motidn.On December 7, 2010, the Board issued its Order on
summary judgment, thus lifting the suspensiorvicSweet |I. As a result of the Order, the
claims at issue in the Proceedings are nowtaubally identical, making consolidation highly

appropriate’ Thus, Opposer now timely bigs this Motion to Consolidate.

Il. Argument

Where cases involve common questions ofdafact, the Board magrder that the cases
be consolidatedSeeTBMP § 511; Fed. R. Civ. P. 42(éegatta Sport Ltd. v. Telux-Pioneer
Inc., 20 USPQ2d 1154, 1156 (TTAB 1991)(consolidation of opposition and cancelaton
spontewhere parties were identical and issues were substantially identical). In considering
whether to consolidate, the Board will weigh #aings in time, effort, and expense which may
be gained against any prejudiceinconvenience that may be causkd; seeS. Indus. Inc. v.
Lamb-Weston Inc45 USPQ2d 1293, 1297 (TTAB 1997)(consatidn ordered where pleadings
were nearly identical). Where two cases “invdleimilar] mark and @ntain virtually identical
pleadings, consolidation will avoid duplication of effort concerning the factual issues in common

and will thereby avoid unnecessary costs and del&ydridus, 45 USPQ2d at 1297.

A. The Applications at Issue are For the Same Mark.
The Board has consistently ordered consaith when multiple proceedings between the

same parties involve essentially the same nfagle, e.g.Dating DNA LLC v. Imagini Holdings

! Pursuant to 37 C.F.R. 2.127(d), ‘no party shoillel dny paper which is not germane’ to a pending
dispositive motion. The types of papers listed‘germane” would not seem to include a motion to
consolidateSeeTBMP §528.03.

2 Technically, Applicant has a counterclaim to cancel one of Opposer’s ten asserted registrations in
McSweet Il that Applicant has not plead in McSweetHowever, this is an sonsequential difference,
especially given that Opposer has #eskthe registration at issue McSweet | as well. Should the
Board grant consolidation, Opposer will not objecfaplicant’s counterclaim based on the fact that it
was only plead in one of the two Proceedings.
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Ltd., 94 USPQ2d 1889, 1893 (TTAB 2010)(consolidating oppositions to VISUALDNA and
VISUALDNA SHOPS);G-Mar Devel. Corp. v. Tully’s Coffee Corpt6 USPQ2d 1797 (TTAB
1998)(consolidating opposition to TULLY'S i€lass 30 with TULLY'S in Class 42)Plus
Prods. v. Med. Modalities Assoc., In211 USPQ 1199, 1201 (TTAB 1981)(granting opposer’s
motion to consolidate oppositions to ZN-P&Ufor a zinc supplement, MN-PLUS for a
manganese protein complex, and CA-PLUS focadcium protein compld. In this case,
Applicant seeks registration of the same McSWH#&Ark in standard character form in both the
Proceedings. McSweet | addresses Applicant’'smtteo register the mark in Class 29 for use
with three types of processedgetables. McSweet Il addresses Applicant’s attempt to register
the mark in Class 29 for use with a fourth tygfeprocessed vegetable. The only distinction
between the First Application arlde Second Application is theespfic processed vegetables at

issue.

B. The Proceedings Involve Common Issues of Law and Fact.

Even where marks vary more significantbgnsolidation can still be proper where the
guestions of law and fact are the sa®ee, e.g., Ritchie v. Simpsdd USPQ2d 1859 (TTAB
1996)(“Inasmuch as the notices of opposition are virtually identical and present common
guestions of law and fact, despite the vaoiadiin the marks and goods involved, the Board has
found it appropriate to consolidate the casesThe grounds for Opposer’s claims in McSweet |
and McSweet Il are identical, namely (1) tigdplicant’s registratiorof the mark MCSWEET
for processed vegetables will cause confusidth Wpposer’'s use of its world-renowned “Mc”
family of marks; (2) that such registration wdlllute Opposer’'s “Mc” fanily of marks; and (3)
that Applicant is a mere liceas of the McCSWEET mark rath#ran the owner, and, thus, both

the First and Second Applications are vald initio. Opposer is relying on the strength of its



“Mc” family of marks, and has asserted the sdsrefederal registrations both Proceedings.
For convenience, Opposer has included copi¢lseobperative Notices of Opposition for both of
the Proceedings as Exhibits A & B to this Motfon.

Because both of the Proceedings involvestéi@e legal questions and the same mark for
the same type of goods, they necessarily will turn on the same set of Eaadence relevant to
Opposer’s §82(d) claim in McSweetd the very same evidence thatelevant to its 82(d) claim
in McSweet Il. For example, dvidence proves that consumerns léely to confuse Applicant’s
offering of pickled onions under the standafthracter mark “McSWEET” with Opposer, the
same evidence would be relevant to whetlh@isé consumers are likely to be confused by
Applicant’s offering of pickled gsmragus under the same mark. tddilution, it is the use of
the “Mc” formative combined with a common nowm adjective that sees to dilute the
goodwill that McDonald’s has cultived in its “Mc” family of marks. Whether such use is with
onions or asparagus is litle consequence in ¢hdilution analysis. Finally, Opposer’s lack of
ownership claim in both Proceedings rises from Applicant’s inability to seek trademark
registrations as a mere licensee of the MERW mark. Thus, evidence supporting Opposer’'s
claim that Applicant is merely a licensee thie mark is equally relevant to both of the

Proceedings.

C. Consolidation Will Prevent Duplication of Efforts and Benefit All Involved.

The purpose behind consolidati is to avoid the needlesgaste of time, effort and
expenseSeeTBMP 8511. Because nearyl of the discovery relevd to McSweet | is also

relevant to McSweet Il, and vice versa, conabér time, effort aneéxpense could be saved

% For clarity, Opposer has taken the liberty ofiaeting the paragraphs of the operative Notice for
Opposition No. 91/178,758 that have been strickgnthe Board pursuant to the summary judgment
ruling in McSweet I.



through consolidation by avoidinthe need to produce documents and materials in both
Proceedings. Similarly, the vast majoriof written discovery responses and deposition
transcripts could be equallgipplied by both Applicant and gposer to both Proceedings.
Avoiding the need to duplicate production andcdvery efforts will result in considerable
savings for both sides. Furthermore, the Isingrotective agreement already in place for
McSweet | could apply to the consolidated meding, thus ending the parties’ ongoing dispute
over a protective order in McSweet Il. Higa consolidation will prevent the scheduling
complications and overlap likely to result as twe Proceedings enter the trial phase. Notably,
all of these identified efficiencies wilgeally benefit both Opposer and Applicant.

Consolidation is particularlgppropriate at this point, whildiscovery is still ongoing in
both of the Proceedings, and now that the s@ledules are only separated by a few months.
Indeed, ordering consolidation now, just aftex Board has eliminated the only claim that was
unique between the Proceedings, seems like a most appropriate“opfiv®.Board recently
ordered consolidation in a similacenario wherein an applidaiiled a second application for
essentially the same mark alreaoging opposed in a first oppositioBee Dating DNA94
USPQ2d at 1893 (TTAB 2010)(consolidatingwhe filed opposition with one in which
discovery had already closed). Dating DNA the second applicatiocsought broadened rights

across four additional classe€ompareTARR Report for U.S. App. 77/258,526th TARR

* Opposer recognizes that Applicant must still as@pposer's Second Amended Notice of Opposition

in McSweet |, and that the Board generally does apsicler a motion to consolidate “until an answer has
been filed (i.e., until issue has begeimed).” TBMP 8511. However, ¢gh“issue” of Applicant’s right to

the registrations it seeks was “joined” when Applicant filed its first answer in McSweet | over three years
ago. Applicant’s answer (which is unlikely to shety additional light on the Proceedings) is not due to

be filed until after fact discovery closes in McSwHet By waiting until Applicant’s answer is filed to
move to consolidate, Opposer will only draw @ewsation from Applicant that Opposer is attempting to
impermissibly extend discovery when that is simpbt the case. Under the specific circumstances of
these Proceedings, Opposer’'s Motion to Consolidate is ripe.
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Report for U.S. App. 77/715,869.) Neverthelabg Board granted the opposer's motion for
consolidation because “each proceeding involve[d] identical parties, similar marks and related or
identical issues.Dating DNA 94 USPQ2d at 1893. If anythintipe conditions in the present
case more favorably suppatnsolidation than iDating DNA Accordingly, the Board should

grant Opposer’s Motioto Consolidate.

lll.  Conclusion
WHEREFORE, for the foregoing reasons, Omraespectfully requests that the Board
enter an Order pursuant to TBMP 8511 and RedCiv. P. 42(a) consolidating Opposition No.
91/178,758 with Opposition No. 91/192,099, establish a trial schedule for the consolidated
Proceedings as the Board sees fit, and granticly gther relief as the Board deems appropriate.
Respectfully submitted,
McDONALD’S CORPORATION

Date: December 15, 2010 By: /John A. Cullis/
Oneof the Attorneysfor Opposer

Robert E. Browne

John A. Cullis

Lawrence E. James, Jr.

Mike R. Turner

NEAL, GERBER & EISENBERG, LLP
2 N. LaSalle Street, Suite 2200
Chicago, IL 60602

(312)269-8000



CERTIFICATE OF SERVICE

I, Mike R. Turner, state thdt served a copy of the foregoinmgpposer’'s Motion to

Consolidate Opposition Proceedingsa first class U.S. nila postage pre-paid, upon:

Katherine Hendricks
HENDRICKS & LEWIS PLLC
901 Fifth Ave., Ste 4100
Seattle, WA 98164

on this 15th day of December, 2010.

MikeR. Turner /
Mke. R. Turner
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