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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD  

 
 
  
 ) 
Abercrombie & Fitch Trading Co., ) 
  ) Opposition No. 91191735 
 Opposer, ) 
  ) Application No.: 77/117,258 
v. ) 
 ) Application Filing Date: February 27, 2007 
Kenneth Michael Cheney (U.S. Individual) ) 
 )  
 Applicant. ) 
  ) 
 
 

OPPOSER’S MOTION TO COMPEL DISCOVERY AND FOR DISCOVERY 
SANCTIONS AND MEMORANDUM  IN SUPPORT THEREOF 

 
 

I.   INTRODUCTION 
 

 Pursuant to Rule 37 Fed. R. Civ. P., Rule 2.120(e) of the Trademark Rules of Practice, 

and Sections 411.01 and 411.04 of the Trademark Trial and Appeal Board Manual of Procedure 

(TBMP), Opposer moves the Trademark Trial and Appeal Board (“the Board”) to enter an order 

to compel and for sanctions as a result of Applicant’s failure to provide responses to Opposer’s 

First Request for Production of Documents and Things and Opposer’s First Set of Interrogatories 

to Applicant.   

 Opposer also requests the Board to stay proceedings pending resolution of this motion. 

 In accordance with Rule 2.127(a) of the Trademark Rules of Practice, this motion 

embodies the points and authorities in support of said motion.  In accordance with Rule 2.120(e), 

the undersigned counsel for Opposer certifies that it has made a good faith attempt to resolve this 
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matter by correspondence with Applicant.1  Finally, in accordance with TBMP § 523.02 and 37 

CFR § 2.120(e), Opposer has included copies of its discovery requests at issue. 

II.   FACTUAL BACKGROUND 

On February 27, 2007, Applicant filed Application Serial No. 77/117,258 seeking to 

register the Fish Sign design mark for a variety of clothing and headwear items (the “Opposed 

Application”).  The Opposed Application was published for opposition in the Trademark Official 

Gazette on June 30, 2009.  Opposer filed its Notice of Opposition on August 31, 2009.  By order 

of the Board dated December 28, 2009, the discovery period closed on July 8, 2010. 

 On July 8, 2010, Opposer served by email per agreement of the parties, the following 

discovery requests: 

o Opposer’s First Request for Production of Documents and Things to Applicant: 
Nos. 1-482;  

 
o Opposer’s First Set of Interrogatories to Applicant:  Nos. 1-213; and 

 
o Opposer’s First Request for Admissions to Applicant: Nos. 1-344.  

Each discovery request document specifically stated that responses were due within thirty (30) 

days (i.e. by August 7, 2010).  Applicant confirmed receipt of the discovery requests listed above 

on July 9, 20105, but never responded to Opposer’s requests.  Opposer advised Applicant on 

September 2, 2010 that it would need to file a motion to compel and requested Applicant to 

                                                 
1 Opposer was hoping for a response from Applicant regarding Opposer’s discovery requests, but because of 
Applicant’s lack of response, Opposer files its motion to compel on Sunday, September 5, 2010 to comply with Rule 
2.120(e) and TBMP Section 523.01 that require a motion to compel discovery be filed prior to the commencement 
of the first testimony period, which is Monday, September 6, 2010 in this case. 
2 A true copy of Opposer’s First Set of Requests for Production of Documents and Things to Applicant is attached 
hereto as Appendix A. 
3 A true copy of Opposer’s First Set of Interrogatories to Applicant is attached hereto as Appendix B. 
4 Pursuant to rule TBMP 407.03(a) if a party on which Requests for Admission have been served fails to timely 
respond thereto, the Requests will stand admitted; as such, the Opposer’s Requests for Admissions are presumed 
admitted. 
5 A true copy of Applicant’s email confirming receipt of Opposer’s First Request for Production of Documents and 
Things to Applicant and Opposer’s First Set of Interrogatories to Application is attached hereto as Appendix C. 
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advise whether he intended to provide any response to the Interrogatories and Request for 

Production of Documents and Things.  To date, Applicant has not responded to Opposer’s 

discovery requests and has failed to produce any responsive documents.  A true copy of 

Opposer’s September 2, 2010 email to Applicant is attached hereto as Appendix D. 

 At the time Opposer served its discovery requests, it made certain to notify Applicant of 

his deadline to respond to Opposer’s requests for discovery, yet Applicant has failed to provide 

timely responses.  Additionally, Applicant has not provided any reasons for the delay, nor has 

Applicant requested an extension of time to serve his responses.   

 This is not the first time Applicant has ignored his obligations in this matter.  While 

Opposer has diligently pursued this Opposition and met all statutory and Board-ordered 

deadlines, Applicant has not.  For example, on February 8, 2010, Opposer served its initial 

disclosures on Applicant and when it did not receive Applicant’s in return, Opposer sent a letter 

to Applicant on April 19, 2010 requesting same.  On May 17, 2010 Applicant asked Opposer to 

resend an electronic copy of Opposer’s initial disclosures which Opposer complied with, but 

Opposer has yet to receive Applicant’s initial disclosures.      

Further, Opposer timely served its pretrial disclosures on August 23, 2010, of which 

Applicant also acknowledged receipt.  Clearly, Applicant is aware that this proceeding is 

ongoing, as illustrated by Applicant’s written confirmation of Opposer’s discovery requests and 

filings.     

III.     ARGUMENT 

Applicant’s non-observance of rule-imposed deadlines to respond to interrogatories and 

produce documents responsive to the discovery requests at issue fails to satisfy Applicant’s duty 

to cooperate in discovery:   
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“A party served with a request for discovery has a duty to thoroughly search its 
records for all information properly sought in the request, and to provide such 
information to the requesting party within the time allowed for responding to the 
request.  A responding party which, due to an incomplete search of its records, 
provides an incomplete response to a discovery request, may not thereafter rely at 
trial on information from its records which was properly sought in the discovery 
request but was not included in the response thereto…unless the response is 
supplemented in a timely fashion pursuant to Fed. R. Civ. P. 26(e).”   
 
TBMP § 408.02.   
 
Additionally, “If any party fails to answer any interrogatory, the party seeking discovery 

may file a motion with the Board for an order to compel an answer,” and “if any party fails to 

produce and permit the inspection and copying of any document or thing, the party seeking 

discovery may file a motion for an order to compel production and an opportunity to inspect and 

copy.”  TBMP § 411.01.  Furthermore, the Board may impose sanctions for failure to provide 

discovery, such as drawing adverse inferences against an uncooperative party or prohibiting an 

uncooperative party from introducing designated matters in evidence.  See TBMP § 411.04. 

The Board has excluded evidence from the record where a party has failed to timely 

produce the evidence in response to discovery requests.  Bison Corp. v. Perfecta Chemie B.V., 4 

USPQ2d 1718, 1720-21 (TTAB 1987) (refusing to consider exhibits introduced during testimony 

that were not previously produced in response to discovery requests).  Applicant has made no 

representation that it would provide any responsive documents or responses to interrogatories.  

Given Applicant’s failure to comply with Opposer’s document and interrogatory 

responses, Opposer requests the following remedies from the Board:  

o The adverse inference should be drawn that Applicant does not have any 

responsive documents to the outstanding document requests at issue (specifically, 

Requests for Production Nos. 1-48).  See TBMP § 411.04;  
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o The adverse inference should be drawn that Applicant does not have any facts to 

support the unanswered interrogatories at issue (specifically, Interrogatories Nos. 

1-21). See TBMP § 411.04; 

o Applicant should not be allowed to use documents or facts supporting or opposing 

designated claims or defenses relating to the discovery requests at issue (and 

specified in the first two bullet points above).  See TBMP § 411.04; Bison Corp., 

4 U.S.P.Q.2D at 1720 (sustaining party’s request that untimely submitted 

documents requested during discovery not be considered).; and 

o Applicant should be prohibited from introducing matters into evidence related to 

the discovery requests at issue (and specified in the first two bullet points above).  

See TBMP § 411.04; Bison Corp., 4 U.S.P.Q.2D at 1720. 

Furthermore, in order to avoid unfair prejudice to Opposer because of Applicant’s lack of 

response to discovery requests, Opposer requests that the Board suspend the discovery and 

testimony deadlines pending the resolution of the instant motion.   37 C.F.R. § 2.120(e); TBMP § 

523.01. 

IV.   CONCLUSION 

Opposer regrets having to burden the Board with a motion to compel directed to the 

matters discussed above.  However, given Applicant’s failures to respond or cooperate discussed 

above, Opposer is left with no choice but to seek the Board’s intervention. 

For all of the foregoing reasons, Opposer respectfully requests the Board to grant its 

Motion to Compel Discovery and for Discovery Sanctions.   

Opposer also requests that the Board stay proceedings pending disposition of the 

Opposer’s Motion to Compel. 
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     ABERCROMBIE & FITCH TRADING CO.  

Dated:  September 5, 2010 
 
 
 
By:  
Susan M. Kayser 
Kelly R. McCarty 
Howrey, LLP 
1299 Pennsylvania Avenue, NW 
Washington, DC 20004 
(202) 783-0800 
Fax:  (202) 383-6610 
Attorneys for Opposer 
 
 

CERTIFICATE OF SERVICE 

 I hereby certify that a true copy of the foregoing Opposer’s Motion To Compel Discovery 

and for Discovery Sanctions and Memorandum in Support Thereof was served on Applicant via 

e-mail at michael@verumsports.com per agreement of the parties this 5th day of September 

2010: 

       

   

       

 
 


























































































