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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Trademark Application of:
W. Joseph Biggs

Application No.: 77/572,901

Filed:
Mark:

JOE COOL INC,,

W. JOSEPH BIGGS,

V.

September 18, 2008
PANAMA CITY BIKE WEEK

Opposer,

Opposition Nos. 91191705
91190281
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Applicant.

ANSWER TO NOTICE OF OPPOSITION (Dkt.1) IN OPPOSITION NO. 91191705

W. Joseph Biggs (“Applicant”), by and through his undersigned counsel, hereby denies that

Opposer will be damaged by the mark shown in Application Serial No. 77/572,901 (“Mark”) and

answers Opposer Joe Cool, Inc.’s (“Opposer”) Notice of Opposition (Dkt. 1) and as follows:

1.

Applicant is without sufficient knowledge or information to either admit or deny the
allegations contained in Paragraph 1, and therefore denies same.

Applicant admits the allegations contained in Paragraph 2.

Applicant denies that its Mark was published in the Official Gazette on July 29, 2009, but
otherwise admits the allegations contained in Paragraph 3.

Applicant admits the allegations contained in Paragraph 4, namely, that the subject
application for registration of the Mark attests to use of the Mark in commerce in connection
with the goods designated therein at least as early as calendar year 2001.

Applicant admits that it has disclaimed the term “PANAMA CITY,” but denies that it has

separately disclaimed the terms “PANAMA” and “CITY” as stated in the first Paragraph 5.



[sic] Applicant is without sufficient knowledge or information to either admit or deny the
allegations contained in the second Paragraph 5, and therefore denies same.

To the extent this Paragraph is understood and to the extent that this Paragraph discusses
Opposer’s actions, Applicant is without sufficient knowledge or information to either admit

or deny the allegations contained in the first Paragraph 6, and therefore denies same.

6. [sic] To the extent this Paragraph is understood and to the extent that this Paragraph discusses

10.

11.

12.

13.

14.

15.

Opposer’s actions, Applicant is without sufficient knowledge or information to either admit
or deny the allegations contained in the second Paragraph 6, and therefore denies same.
Applicant admits that his application for registration of the Mark attests use of the Mark in
commerce in connection with the goods designated therein at least as early as calendar year
2001.

There is no Paragraph 7 contained in the Notice of Opposition.

Applicant denies the allegations contained in Paragraph 8.

Applicant denies the allegations contained in Paragraph 9.

Applicant admits that its description of goods is directed to “t-shirts,” but is without
sufficient knowledge or information to either admit or deny the remainder of the allegations
contained in Paragraph 10 and therefore denies same.

Applicant admits that his products pass through the same or overlapping trade channels with
Applicant’s own products.

Applicant denies the allegations contained in Paragraph 12.

Applicant denies the allegations contained in Paragraph 13.

Applicant admits that Opposer has no control over the nature and quality of Applicant’s
goods, but denies that Opposer or its alleged goodwill will be damaged or irreparably harmed
by said lack of control.

Applicant denies the allegations contained in Paragraph 15.



16. In its March 26, 2010 Order in co-pending Opposition No. 91190281 (Dkt. 17), which is now
consolidated with the instant Opposition, the Board ordered the “unclean hands” and
“violations of the Anti Trust [sic] Laws” portions of this Paragraph stricken, and the
Paragraph amended to read: “Applicant is not entitled to registration because his use is
ornamental in nature.” This being said, Applicant denies the allegations contained in
Paragraph 16.

17. Applicant denies the allegations contained in Paragraph 17.

18. Applicant denies the allegations contained in Paragraph 18(a)-(d).

AFFIRMATIVE DEFENSE ONE
There is no likelihood of confusion between the parties’ respective marks as applied to their
respective goods.
AFFIRMATIVE DEFENSE TWO
Upon information and belief, Opposer’s claims for relief are barred in whole or in part under
the doctrines of laches, acquiescence and estoppel.
AFFIRMATIVE DEFENSE THREE
Upon information and belief, Opposer has no trademark rights in its alleged trademarks
because all use of Opposer’s alleged trademarks and/or designs which form the basis for this
opposition are ornamental in nature have not been used as a designator of source or origin of the
Opposor’s products nor has the consuming public come to recognize Opposer as the source of

products featuring said trademarks and/or designs.



WHEREFORE, Applicant, having fully and completely answered the Notice of Opposition

and having asserted certain affirmative defenses, prays that the Board dismiss the opposition with

prejudice.

Dated: AprilM—;ZOlO \
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Allison R. Imber, Esq.
Allen, Dyer, Doppelt, Milbra

& Gilchrist, P.A. |
255 South Orange Avenue
Post Office Box 379
Orlando, FL. 32802
Tel: (407) 841-2330
Fax: (407) 841-2343
dsigalow(@addmg.com
aimber@addmg.com

Attorneys for Applicant



Certificate of Service

The undersigned hereby certifies that on this 26th day of April, 2010, a copy of the foregoing
was served via first class mail, postage prepaid, on the following:

Joe Cool, Inc.

c/o Mr. David Bashet, Vice President
719 Eastern Parkway, Suite 3
Brooklyn, NY 12213
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