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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CLEARCHOICE HOLDINGS, LLC Opposition No. 91191371
Opposer, Serial No. 77/685,491
V. For the markRIGHTCHOICE

DALE D. GOLDSCHLAG, D.D.S., P.C.

Applicant.

Motion to Strike Notices of Reliance and Motion for Judgment for Failure to Prove Case

Pursuant to TBMR 532, Applicant Dale D. Goldschlag, D.D.S., P.C. (“Applicant”)
hereby moves to strike the Third Notice of Reliance, the Second Notiadiafé® andportions
of the First Notice of Relianceubmitted by Opposer ClearChoice Holdings, LLC (“Opposer”).
Applicant also moves for judgmefdr, dismissal with prejudigeagainst Opposepursuant tB7
C.F.R.8 2.13%b) and TBMP 8§ 5343, because Opposer has shown no right to rel@pposer
has failed tgrove its casduring its trial periody (1) not presentingnytestimony and(2) not
properly submitting any admissilkdeidencgother than copies alertainUSPTO records Thus,
the Board should strike Opposeirsproperevidence and enter judgment against Opposer.

1. Procedural background

On August 6, 20090pposer filed its opposition against Applicant’s application to texgis
the mark RIGHTCHOICE. Aftegrantingnumerous extensions of various deadlines in this
proceedingon March 21, 2013he Board denied a motion for summary judgment filed by Opposer
andreset discovery and trial dates in this proceeding. The Board] hotgever, that “[n]o further

requests to extend discovery will be granted absent a showingafreitary circumstances.”
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ThereafterOpposer basically did nothingdpposer failedo conduct any discovery
during the discovery period, which closed on June 20, 2013. Opposer’'s deadline for serving
pretrial disclosures was August 4, 2013. However, Opposer did not serve any pretrial
disclosures on Applicant or its counsel. Even if Opposer intended not to present witnesses
during its case in chief, Oppod®ad an obligation to disclose that intention in its pretrial
disclosures.See37 C.F.R. 82.121(e) (“If a party does not plan to take testimony from any
witnesses, it must so stateits pretrial disclosure.”). Opposer also failed to serve its pretrial
disclosures and did not offer any indication that it intended to prosecute its case.

During Opposer’s 3@ay trial period, Opposéailed tonotice any testimony depositions and
did not attempt to present a single witness through deposition tran®&aged on Opposer’s failure
to prosecutéhis case Applicant assumed that Opposer had given up its efforts to opposeafpiplic
application. However, on the day before Opposer’'sgeabd closed, Opposer submitted to the
Board and served on Applicant thafectivenotices of reliance. Through these notices of reliance,
Opposerttempedto submitscant portions aévidence thaDppose relied on in a different case
evidencewhich had never been produced to Applicant’s counsel in this proceeding.

Opposer’s three notices of reliance inclditiee following documents:

Q) Opposer’s First Notice of Relianeecopies of registrations for Opposer’s marks that

incorporate CLEARCHOICE (including some registrations that Gpytid not pleayd copies of
USPTO records from Applicant’s application to register RIGHTGEEXSer. No. 77685491); and

the file history of ahird-party application to register REAL CHOICE (Ser. No. 77652784).

(2) Opposer’s Second Notice of Relianca-Merriam-Webstermonline dictionary
definition of the word RIGHT; 8Merriam-Webstemonline thesaurus entry for the word CLEAR,;

and another thesaurustey from The Synonym Finddor the word CLEAR.
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(3)  Opposer’'s Third Notice of Reliancea—<€opy of aeportfrom an expert for whom

Opposer presented no testimony; and a copy of the Board’s deciSiteamChoice Holdings
LLC v.ImplantDirect Int’l (Opp. N0.91190485) TTAB Aug. 26, 2013) (nomrecedential)

For the reasons outlined below, Opposer has failed to properly introdueeidence
other tharsome USPTO recordand therefore judgment should be entered against Opposer for
failure to present evenmima faciecase on its claims of likelihood of confusion and dilution.

2. The Board should strike evidence submitted by Opposer through itsatices of reliance

A notice of reliance may be stricken, “in whole or in part, on the ground that tbe abt
reliance does not comply with the procedural requirements of the particelandér which it was
submitted.” TBMP 8§ 532Any “[e]vidence not obtained and filed in compliance with [the rules]
will not be considered” by the Board. 37 C.F.R. § 2.128¢¢ alsd’'BMP § 706.

Here,Opposer’s submission of evidence through its notices of reliance is pralbedad
substantively defective and should not be considered by the BBaedif certain aspects of
Opposer’s notices of reliance had not been deteciopposer would still fail to meet its burden of
proof in this proceeding” andismissals still proper. El Dorado Park Self Storage v. Marc
Yelenich Opp. No. 91159837 (Jan. 18, 2008 TTAB) (fmwacedential) doncluding thateven if
evidence had been properly submitted, the opposition shodidrhes®dwith prejudicé.

a. Opposer’s expert reportwas improperly submitted and should be struck

The rules do not allow a party to submit an expert report through a noticeontegikand
instead requirexpert testimony to be presented through the procedures outlined in TBMP § 703.
Ironically, Opposer was apprised of thige in the Board decision that Opposer improperly
attempts to rely on in this proceedingeeClear Choice Holdings LLC v. Implabitrect Int'l
(Opp. No. 91190485) (TTAB Aug. 26, 2013) (nprecedentialj“expert reports are not

admissible by notice of reliance”) (citing Trademark Rule 2.122(e); FEBWVI04.08(a)).
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Despite being directly warned that expert reports are not adreissilviotice of reliance,
Opposer decided to ignore that warning and the rules in the hopes that Applickhhet notice
and/or would not object. During its trial period, Opposer presemb expert testimorywhether
through a testimony deposition or through a properly submitted transoppbser is not allowed
to do sanowsimply by submitting an expert repanta notice of relianceAccordingly, the Board
should strike Opposer’s p&rt report contained in Opposer’s Third Notice of Reliance.

Even if the expert report submitted by Opposasnot procedurally defectiv is), it has
no probative value in this case or in any other case. In theecesa that Opposer attempts to ogly
to support its claims in this proceeding, the Board already @esdidnd rejected the very expert
survey and report submitted by Opposer. The Board found that “tlesy $oonducted by the
expert] suffers from numerous flaws,” including, among athegs, that i{a) “did not follow an
established format to measure likelihood of confusif®),“used a small number of respondents to
test each markand(c) used a survey universe already familiar with OppoSee Clear Choice
Holdings LLC vimplantDirect Int'l at pp. 1621 (Opp. No. 91190485) (TTAB Aug. 26, 2013)
(nonprecedatial). Ultimately, the Board ruletthat it could “not conclude that opposer’s survey
actually measured an appreciable likelihood of confusion” and gave wéight.” Id. at 21. Thus,
the expert report was not only improperly submitted but does not suppas€dis claims.

b. The Board’s decision in a different case is not evidence and should Ieisk.

There is also no provision under the rules allowing a party to submit pracedential
Board decision in a different case as evidence through a Notice of Reliance. Nmsethel
Opposer did just that in its Third Notice of Reliance by submitting a copy of the’'Boar
decision inClear Choice Holdings LLC ¥mplantDirect Int'l (Opp. No. 91190485) (TTAB Aug.
26, 2013) (nosprecedential) Simply put, case law is not evidence. There is nothing under the

rules that would allow the Board to consider a decision in a differenasasgdence
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Nor can Opposer cover up its failure to present testimony or evidence in thasqlirae
by attempting to copt the entire record in an unrelatske before the Board. As the Federal
Circuit and the Board have repeatedgtd, each case must be decidedts own set of facts and
based on the record before the Bod®ee, e.g.In re Boulevard Entnt’'Inc., 334 F.3d 1336, 67
U.S.P.Q.2d 1475, 1480 (Fed. Cir. 2003) (“[T]he PTO must decide each application on its own
merits, and decisions regarding other registrations do not bind either the agencgaurttiis
(citing In re Nett Designs236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001). Thus, the
Board should strike Opposer’s Third Notice of Reliance in its entirety.

c. Opposer’s dictionary and thesaurus entries also should be struck.

The Board also should strike Opposer’s Second Notice of Reliance &&daasis
procedurally defective. For any published materials submitted with & mdtreliance, the
propounding party musindicate in the notie of reliance generally the relevance of the material
being offered.”37 C.F.R. § 2.122(e)Under the rules, it is insufficient that a party merely broadly
state that the materials are relevant to that party’s claims or to the ultimateissudecied (e.qg.
likelihood of confusion) “I f the claim is likelihood of confusion, the propounding party should
associate the materials with a relevant likelihood of confusion faci@NP § 704.08

The Board stressed the importance of this requiremedafier, Inc. v. OMS Investments,
Inc., Opposition No. 91176445, 94 USPQ2d 1031 (TTAB 2010):

We emphasize that under Rule 2.122(e) the propounding party of intecostatds as well
as traditional publications must “indicate generally the relevanctheofmaterial being
offered.” For example, it is not sufficient for the propounding partyroally state that the
materials are being submitted to support the claim that there is (ot) ia hkelihood of
confusion, or that the mark is (or is not) merely descriptileelinood of confusion or
descriptiveness is often the only issue in a case ataw simply state this fact is the
equivalent of saying that the documents are relevant to the caserdinarily, to meet the
requirement to “indicate generally the relevance of the material befieged,” the
propounding party should associate the mateviéls a relevant likelihood of confusion

factor (e.g., the strength of the mark, the meaning or commercial impresgiendered by
the mark, etc.) or a specific fact relevant to determining acpkatiissue, such as whether a

60142 001 cj17e502zp



mark is merely descriptiv&his will ensure that any adverse party has been fairly appfised o
the evidence it must rebut and theues$or which it was introduced.

Id. (emphasis added).

In none of Opposer’s notices of reliance does Opposer indicatedhanet of the
documentdeing offered into evidence, except to state the following: “OppotaErds to rely on
these documents to prove there is a likelihood of confusion between the B&EKG&HOICE in
the opposed application and Opposer's CLEARCHOICE marks.” Opposer haattewvgted to
identify the likelihood of confusion factor to which any of its proffered ewtdeapplies or
otherwise how such evidence is relevant to any fact that might est@bpligser’s claims.

Opposer’s Second Notice of Reliance, which con@irt®onary and thesaurus entries,
contains the same statement and suffers from the same fataNitavhere does Opposer identify
the likelihood of confusion faor oranyother fact to which Opposer might try to apply #wgdence
(e.g. the strength diie marks, the similarity of the marks, the commercial impressiareged by
the marks).Thus, Applicant has been left with no idea about how Opposer intendsémceféhis
evidence in its Brief on Case, and Applicant is handcuffed in iitydabipresentebuttal evidence.

While Applicant can only guess at how Opposer might use these dictionary and thesaurus
entries in presenting its casenically, a cursoryeview of these entries shows that they weigh
heavilyagainst a likelihood of confusiorfhese entrieshow that the terms RIGHT and CLEAR
have completeldifferent definitions and are not synonyms of each other. Thus, even if Opposer
had identified the particular relevance of this evidence, it does nothing to supportiGppose
claim of likdihood of confusion. Nor could this evidence be used to support Opposer’s claim of
dilution, which Opposer mentions nothing about in any of its notices of reliance.

Thus, the Board should also strike Opposer’'s Second Notice of Reliance in ity.entiret
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d. Opposer'sunpleaded registrations also should be struck

“In cases brought under Trademark Act 8§ 2(d), 15 U.S.C. § 1052(d) the plaintiff must
specifically plead any registrations on which it is relying and may hoatérial on unpleaded
registrations.” TBMP § 309.03see also Wet Seal Inc. v. FD Management B2 U.S.P.Q.2d
1629, 1634 (TTAB 2007) (unpleaded registration given no consideration).

In Plaintiff's First Notice of Reliance, Opposer attempts to relptdeast two
registrations that Plaintiff did not plead in its notice of opposition. Specifi@fippser
submitted copies of its registrations for THE CLEARCHOICE EXPERIENRE&g. No.
4,250,368) and for CLEARCHOICE IS THE PERFECT CHOICE (Reg. No. 4,152,444).
Because Opposer did not plead thegeregistrations, Opposer may not rely on them at trial.
Accordingly, theséwo registrations should be struck from Opposer’s First Notice of Reliance.

Notably, one of the registrations that Opposer diddptesa basis for having standing to
pursue this oppositiowas a registration for the standard character mark CLEARCHOICE (Reg.
No. 3181966). That registration was cancelled as of July 12, 2013. Thetleddcancelled
registration haso relevance to this proceeding and also should not be consinyetteel Board

Stripped of the improper and procedurally defective “evidence” submitted by @ppose
(which the Board should strike), Opposer is left with nothingentlean copies of USPTO
records. Thesmclude a handful of Opposer’s registrations and the file history of Applicant’s
Application, the latter of which is automatically of record. As outlined below, such rergainin
evidence is insufficient, as a matter of laaprove Opposer’s claims.

3. The Board should enter judgment against Opposer for failure to present its ce.

Pursuant to 37 C.F.R. 8§ 2.132(b), “[i]f no evidence other than a copy or copies of Patent
and Trademark Office records is offered by any party in the position of filaanty party inthe

position of defendant may, without waiving the right to offer evidence in the event tioa nsot
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denied, move for dismissal on the ground that upon the law and the facts the party in the position
of plaintiff has shown no right to relief.” The Board’s rules refer to such aomas a “Motion
for Judgment Under Trademark Rule 2.132(I§€eTBMP 8§ 534.03. The purpose of such a
motion “is to save the defendant the expense and delay of continuing with the triakicdkes
where the plaintiff, during its testimony period, has offered no evidence otheoihias of
USPTO records, and those records do not make out a prima facie ichse.”

Here, beyond Opposer’s improperly submitted and procedurally defective documents
its Notices of Reliance, fgposer has offered no evidence other than a handful of USPTO records.
Such documents are insufficient to establish that Applicant's RIGHTCHOICE imbkely to
cause confusion with or dilutes any of Opposer’s marks incorporating CLEARCHEHOI

Applicant’'s RIGHTCHOICE mark looks and sounds very different from Opposer’s
CLEARCHOICE mark and conveys a different overall meaning and commergadssion.
The words RIGHT and CLEAR, the dominant part of the parties’ respective maks, ar
completely different fsm each other and share no common meaning or root. Opposer has
presented no evidence to suggest that its mark is strong or entitled to a broad scopetufiprot
as opposed to a weak mark that is entitled to only a very narrow scope of protection.

Oppo=r also has presented no evidence that the parties’ respective customers, who are
sophisticated and discriminating in deciding which of these expensive seo/maghase,
would be confused. There is no evidence of actual confusion and no propercsexpgrt
testimony that was presented during Opposer’s case in chief. Opposer batedras evidence
of the fame of its mark. Nor has Oppos&de any attempt to present evidence of why
Applicant's RIGHTCHOICE mark should not be able to coexist withmyriad of CHOICE

based marks in the dental industry or, more specifically, in the area of idgpitaits.

60142 001 cj17e502zp



Opposer also presents no evidence that could possibly support Opposerts ditution
against Applicant. Opposer has presented no evidence to suggest that'©p@okes famous or
is entitled to protection under the dilution statute. Nor has Oppasamnped any evidence that
Applicant’s use or registration of RIGHTCHOICE would blur or tarnish Ogpaosits marks.

There is no reason to continue a trial that Opposer has failed to peos€cukquire
Applicant to incur the substantial cost of presenting testimongwaddnce, preparing and filing
briefing, and participating in oral argumentven though Opposer has failed to present apeima
faciecase in chiefis the very unfair result that the rules were designed to prevent.

In sum,Opposer has submitt@dproper and procedurally defectigeidence with its notices
of reliance, an@pposeihas shown no right to relief based onrdeord properly before the Board.
Accordingly,the Board sbuld strike Opposer’s improper and procedurally defeetwwgence and
should enter judgmeaainst Opposer (or, alternatively, dismiss Opposer’s claims wejiiiise).

Respectfully submittethis 17" day ofOctober 2013.

BACAL LAW GROUP, P.C.
By:__ /s/Glenn Spencer Bacal
Glenn Spencer Bacal
David Mark Andersen
Bacal Law Group, P.C.
6991 E. Camelback Rd., Ste D-102
Scottsdale, AZ 85251
Telephone: 480.245.6233
Fax: 480.245.6231

Attorneys for Applicant,
Dale D. Goldschlag, D.D.S., P.C.
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Certificate of Mailing or Transmission Pursuant to 37 C.F.R. § 2.119

Application No.: 77/685,491

Opposition No: 91191371

Mark: RIGHTCHOICE

Applicant: Dale D. Goldschlag, D.D.S., P.C.

Type of Filing: Motion to Strike Notices of Reliance and Motion for Judgment for Failure

to Prove Case

| hereby certify thathis Motion to StrikeOpposer'sNotices of Reliance and Motion for
Judgment for Failure to Prove Casédeing sent vikxpresdMail addressed to:

Eric T. Fingerhut
Dykema Gossett PLLC
Suite 300 West

1300 | Street, N.W.
Washington, D.C. 20005
Attorneysfor Opposer

/s/ Jamie Tuccio
Signature

October 17, 2013
Date
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