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WHITE ROCK DISTILLERIES, INC.
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V. Opposition No. 91191056
FRANCISCAN VINEYARDS, INC,,

Applicant.
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OPPOSER'’S OPPOSITION TO MOTION TO DISMISS

Opposer White Rock Distilleries, Inc. (“Opposer”), through its undersigned counsel,
hereby opposes Applicant Franciscan Vineyards, Inc.’s (“Applicant”) Motion to Dismiss Counts
I and I1I of the Notice of Opposition (“Motion to Dismiss™). For the reasons detailed below,
Applicant’s Motion to Dismiss should be denied.

I. INTRODUCTION

In lieu of answering the Notice of Opposition, Applicant filed a partial motion to dismiss
pursuant to Fed. R. Civ. P. 12(b)(6), arguing that, with respect to two of the three pleaded bases
for opposition, that Opposer has failed to “set forth and aver a cognizable claim for each required
element of its cause of action” for primarily geographically descriptiveness under 15 U.S.C.
§1052(e)(2) and for fraud under 15 U.S.C. §1064(3). For reasons provided below, Applicant’s

Motion to Dismiss must be denied.



II. APPLICANT’S MOTION TO DISMISS SHOULD BE DENIED

A. Standard of Review

In order to withstand a motion to dismiss for failure to state a claim, Opposer need only
allege such facts as would, if proved, establish that (1) Opposer has standing to maintain the
proceedings,l and (2) a valid ground exists for opposing the mark, i.e., state a statutory ground
for opposition. Fair Indigo LLC v. Style Conscience, 85 U.S.P.Q.2d 1536, 1538 (T.T.A.B. 2007);
see also TBMP § 503.02. The pleading must be examined in its entirety, construing the
allegations therein liberally, as required by Fed. R. Civ. P. 8(f), to determine whether it contains
any allegations which, if proved, would entitle plaintiff to the relief sought. /d. For purposes of
determining a motion to dismiss for failure to state a claim upon which relief can be granted, all
of Opposer’s well-pleaded allegations must be accepted as true, and the complaint must be
construed in the light most favorable to Opposer. See Advanced Cardiovascular Sys., Inc. v.
SciMed Life Sys., Inc., 988 F.2d 1157, 26 U.S.P.Q.2d 1038 (Fed. Cir. 1993). The purpose ofa
Rule 12(b)(6) motion is to challenge “the legal theory of the complaint, not the sufficiency of
any evidence that might be adduced” and “to eliminate actions that are fatally flawed in their
legal premises and destined to fail ....” Id. at 1160. Dismissal for insufficiency is appropriate
only if it appears certain that Opposer is entitled to no relief under any set of facts which could
be proved in support of its claim. See Stanspec Co. v. Am. Chain & Cable Co., Inc., 531 F.2d
563, 189 U.S.P.Q. 420 (CCPA 1976). Such is not the case here.

B. Opposer Has Sufficiently Pleaded Its Claims
In Opposing Applicant’s Purported Mark

In evaluating the sufficiency of a pleading, “the opposition must set forth a short and

plain statement showing why the opposer believes he, she or it would be damaged by the

' Opposer possesses the requisite standing in this proceeding, a fact that is undisputed by Applicant.



registration of the opposed mark and state the grounds for opposition.” Trademark Rule 2.104(a);
37 C.F.R. § 2.104(a). Further, Fed. R. Civ. P. 8(e)(1) requires that the elements of each claim be
stated concisely and directly, and include enough detail to give the defendant fair notice of the
claim. Fed. R. Civ. P. 8(e)(1); see also Harsco Corp. v. Elec. Scis., Inc., 9 U.S.P.Q.2d 1570,
1571 (T.T.A.B. 1988) (since the function of a pleading is to give fair notice of a claim, a party is
allowed reasonable latitude in its statement of claims).

1) Opposer’s Claim of Primary Geographic
Descriptiveness Is Sufficiently Pleaded

In considering whether Opposer has asserted a proper claim for geographic
descriptiveness, the allegations set forth in Paragraphs 7 through 11 of Opposer’s Notice of
Opposition constitute sufficient notice pleading as they give fair notice of Opposer’s claim.
Applicant’s argument that Opposer must allege in the Notice of Opposition that the mark at issue
is not only “primarily geographically descriptive” (as already alleged by Opposer), but also a
“generally known” geographic location indicates that Applicant has confused the requirements
for pleadings with the requirements for proving the case at trial. The purpose of notice pleading
is to obviate the need to allege particular “magic words.” See Levi Strauss & Co. v. R. Josephs
Sportswear, Inc., 36 U.S.P.Q.2d 1328, 1330 (T.T.A.B. 1994). In the Notice of Opposition,
Opposer has provided Applicant with ample notice of this statutory basis for opposition --i.e.,
that Applicant’s mark is “primarily geographically descriptive.” There is no basis in any
authority for requiring more in this regard, and indeed Applicant cites no such authority in
support of the novel proposition that it urges upon the Board. Therefore, Opposer respectfully

submits that Applicant’s Motion to Dismiss should be denied as to Count I.



(i)  Opposer’s Claim of Fraud Is Sufficiently Pleaded

The Federal Circuit has defined fraud on the USPTO as follows: “[f]raud in procuring a
trademark registration or renewal occurs when an applicant knowingly makes false, material
representations of fact in connection with his application. Torres v. Cantine Torresella S.r.1.,
808 F.2d 46, 1 U.S.P.Q.2d 1483 (Fed. Cir. 1986); In re Bose Corp., No. 2008-1448 (Fed. Cir.
Aug. 31, 2009) (fraud will be found “if the applicant or registrant knowingly makes a false,
material representation with the intent to deceive the PTO”).

In Paragraphs 14-15 of Opposer’s Notice of Opposition, Opposer has alleged facts that,
if proven, would establish that: (i) Applicant knew when it filed the application herein opposed
that the purported mark was a primarily geographically descriptive term; and (ii) Applicant
deliberately chose to conceal these facts from the USPTO; and (iii) Applicant thus made a
deliberate, false material representation to the USPTO with the intent to deceive the USPTO
when it stated under oath in its initial application that it believed itself “to be the owner of the
trademark/service mark sought to be registered” and that “no other person, firm, corporation, or
association has the right to use the mark in commerce . . ..” Thus, Opposer has alleged
sufficient facts in support of its cancellation claim on the grounds of fraud.

Applicant cites the CCPA Bart Schwartz case in support of its arguments, but in fact, the
CCPA in Bart Schwartz affirmed the Board’s decision canceling the registration at issue in that
case. The CCPA so held precisely because the applicant in that case had made material false
representations of fact with the intent to deceive the USPTO when it stated under oath in its
initial application that no third parties had the right to use the mark, despite the applicant’s actual
knowledge otherwise. Bart Schwartz Int’l Textiles, Ltd. v. Fed. Trade Comm’n, 289 F.2d 665,

129 U.S.P.Q. 258 (C.C.P.A. 1961). It is thus clear that with respect to Count III as well,



Applicant again confuses the requirements for initial pleadings with the requirements of proof on
the ultimate merits of the case.
As all of Opposer’s claims have been sufficiently pleaded, Opposer respectfully submits

that Applicant’s Motion to Dismiss must be denied in its entirety.

Respectfully s bmitted,/ -

Dated: September 4, 2009 By: W/
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Attorneys for Opposer

White Rock Distilleries, Inc.

CERTIFICATE OF SERVICE

Date: September 4, 2009

The undersigned hereby certifies that a true and correct copy of the foregoing Opposer’s
Opposition to Motion to Dismiss has been served by first class mail, postage prepaid, this 4th
day of September 2009 upon Applicant at the following correspondence address of its counsel of
record:

Stephen L. Baker, Esq.
Baker & Rannells, PA
575 Route 28, Suite 102
Rarjtan, NJ/08869
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