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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Research In Motion Limited

Granted to Date 04/22/2009

of previous

extension

Address 295 Phillip Street
Waterloo, N2L 3w8
CANADA

Attorney William R. Towns

information Novak Druce + Quigg LLP

1000 Louisiana, 53rd Floor

Houston, TX 77002

UNITED STATES

trademark@novakdruce.com Phone:713.571.3400

Applicant Information

Application No 77542074 Publication date 12/23/2008
Opposition Filing | 04/22/2009 Opposition 04/22/2009
Date Period Ends

Applicant Physical Optics Corporation

Suite 100 20600 Gramercy Place
Torrance, CA 90501
UNITED STATES

Goods/Services Affected by Opposition

Class 009.
All goods and services in the class are opposed, namely: Portable and wireless electronic device for
transmitting, receiving, and storing personal medical information

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1982049 Application Date 11/28/1994

No.

Registration Date | 06/25/1996 Foreign Priority NONE
Date

Word Mark RIM

Design Mark

Description of NONE



http://estta.uspto.gov

Mark

Goods/Services

Class 009. First use: First Use: 1991/01/00 First Use In Commerce: 1991/01/00

computer software and hardware and radio based devices and parts therefore,
used in the fields of business, science, medicine, education, defense,
entertainment and personal computing, for use in providing a communications
gateway to facilitate the receipt and transmission of computer information and
data via a wireless remote access to computer applications and network
environments with no requirement for a direct, real-time interface to such
network

U.S. Registration | 2822521 Application Date 11/26/2002

No.

Registration Date | 03/16/2004 Foreign Priority NONE
Date

Word Mark RIM

Design Mark

Description of NONE

Mark

Goods/Services

Class 009. First use: First Use: 1991/01/00 First Use In Commerce: 1991/01/00

Electronic handheld units for the wireless receipt and/or transmission of data
that enable the user to keep track of or manage personal information and which
may also have the capacity to transmit and receive voice communications
software for the redirection of messages, global computer network e-mail, and
other data to one or more electronic handheld units from a data store on or
associated with a personal computer or a server; software for the
synchronization of data between a remote station or unit and a fixed or remote
station or unit and software which enables and provides one-way and two-way
wireless connectivity to data, including corporate data

Class 038. First use: First Use: 1991/01/00 First Use In Commerce: 1991/01/00

E-mail service; wireless data messaging services, particularly services that
enable a user to send and/or receive messages through a wireless data
network; one-way and two-way paging services; transmission and reception of
voice communication services; consultation on the topics of developing and
integrating one-way or two-way wireless connectivity to data, including corporate
data, and/or communications

Class 041. First use: First Use: 1991/01/00 First Use In Commerce: 1991/01/00

Educational services, namely, classes, seminars arid conferences for the
purpose of providing information to third parties to assist them in developing and
integrating one-way or two-way wireless connectivity to data, including corporate
data, and voice communications

U.S. Registration
No.

2999893 Application Date 02/11/2004

Registration Date

09/27/2005 Foreign Priority NONE




Date

o,
LS

Word Mark RIM
Design Mark

Description of NONE
Mark

Goods/Services Class 009. First use: First Use: 1997/04/12 First Use In Commerce: 1997/04/12

Electronic handheld units and accessories for the wireless receipt and/or
transmission of data and which may also have the capability to transmit and
receive voice communications namely, handheld computers and personal digital
assistants; computer communications software for the transmission and/or
reception of messages, global computer network e-mail, and/or other data
between one or more electronic handheld units and a data store on or
associated with a personals computer or a server; computer communication
software for the synchronization of data between a remote station or unit and a
fixed or remote station or unit and software which enables and provides one-way
and/or two-way wireless connectivity to data, including corporate data

Class 038. First use: First Use: 1997/04/12 First Use In Commerce: 1997/04/12

E-mail service; wireless data messaging services, particularly services that
enable a user to send and/or receive messages through a wireless data
network; one-way and two-way paging services; transmission and reception of
voice communication services; transmission and reception of voice
communication services; telecommunications consultation, namely providing
information to third parties to assist them in developing and integrating one-way
or two-way wireless connectivity to data, including corporate data, and/or voice
communications
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /william r towns/
Name William R. Towns
Date 04/22/2009




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

RESEARCH IN MOTION, )
LIMITED )
)
Opposer, )
) Serial No. 77/542,074
) Mark: WIM
v )
)
) Opposition No.
PHYSICAL OPTICS CORPORATION )
)
)
Applicant. )
NOTICE OF OPPOSITION

Opposer, Research In Motion Limited, believes it will be damaged by registration of the
WIM (the “Opposed Mark”) mark claimed in intent-to-use Application Serial No. 77/542,074
(the “Application”) filed by Physical Optics Corporation (“Applicant”) on August 7, 2008 and
published for opposition on December 23, 2008. The TTAB granted Opposer’s request for
extension of time to oppose Serial No. 77/542,074 until April 22, 2009. As such, this Notice of
Opposition is timely filed.

As grounds for opposition, Opposer alleges as follows:

1. Since long prior to Applicant’s actual or constructive use of the Opposed Mark,
Opposer has been making, selling and/or offering electronic handheld units and accessories for
the wireless receipt and/or transmission of data and related services under the marks RIM and
RIM (design) in U.S. commerce.

2. Opposer owns U.S Trademark Reg. No. 1,982,049 registered June 25, 1996, for
the mark RIM in connection with “computer software and Hardware and radio based devices and

parts therefore, used in the fields of business, science, medicine, education, defense,



entertainment and personal computing, for use in providing a communications gateway to
facilitate the receipt and transmission of computer information and data via a wireless remote
access to computer applications and network environments with no requirement for a direct, real-
time interface to such network™ in Class 9.

3. Opposer owns U.S Trademark Reg. No. 2,822,521, registered March 16, 2004, for
the mark RIM in connection with “Electronic handheld units for the wireless receipt and/or
transmission of data that enable the user to keep track of or manage personal information and
which may also have the capacity to transmit and receive voice communications software for the
redirection of messages, global computer network e-mail, and other data to one or more
electronic handheld units from a data store on or associated with a personal computer or a server;
software for the synchronization of data between a remote station or unit and a fixed or remote
station or unit and software which enables and provides one-way and two-way wireless
connectivity to data, including corporate data” in Class 9; “E-mail service; wireless data
messaging services, particularly services that enable a user to send and/or receive messages
through a wireless data network; one-way and two-way paging services; transmission and
reception of voice communication services; consultation on the topics of developing and
integrating one-way or two-way wireless connectivity to data, including corporate data, and/or
communications” in Class 38; and “Educational services, namely, classes, seminars and
conferences for the purpose of providing information to third parties to assist them in developing
and integrating one-way or two-way wireless connectivity to data, including corporate data, and
voice communications” in Class 41.

4. Opposer owns U.S Trademark Reg. No. 2,999,893, registered September 27,

2005, for the mark RIM (design) in connection with “Electronic handheld units and accessories



for the wireless receipt and/or transmission of data and which may also have the capability to
transmit and receive voice communications namely, handheld computers and personal digital
assistants; computer communications software for the transmission and/or reception of messages,
global computer network e-mail, and/or other data between one or more electronic handheld
units and a data store on or associated with a personals computer or a server; computer
communication software for the synchronization of data between a remote station or unit and a
fixed or remote station or unit and software which enables and provides one-way and/or two-way
wireless connectivity to data, including corporate data” in Class 9 and “E-mail service; wireless
data messaging services, particularly services that enable a user to send and/or receive messages
through a wireless data network; one-way and two-way paging services; transmission and
reception of voice communication services; transmission and reception of voice communication
services; telecommunications consultation, namely providing information to third parties to
assist them in developing and integrating one-way or two-way wireless connectivity to data,
including corporate data, and/or voice communications” in Class 38

5. The above listed RIM registrations are valid, subsisting and not cancelled.
Opposer’s Registration No. 1,982,049 is incontestable pursuant to 15 U.S.C. § 1065 and provides
conclusive evidence of Opposer’s ownership of the mark therein, of the validity of the mark
therein, and of Opposer’s exclusive right to use the mark in commerce in connection with the
goods and services identified in the registration.

6. Opposer began actual and constructive use of its RIM Mark in commerce long
prior to Applicant’s filing date for its intent-to-use Application of August 7, 2008. The RIM
Mark has been used in connection with handheld electronic devices and related goods and

wireless data communications services in U.S. commerce since at least as early as January 1991.



The RIM (design) Mark has been used in connection with handheld electronic devices and
related goods and wireless data communications services in U.S. commerce since at least as early
as April 12, 1997. Through this use, Oppbser has established valuable goodwill in the marks,
and the relevant public has come to associate the RIM and RIM (design) Marks (collectively, the
“RIM Marks”) for handheld wireless devices, software and related goods and services as an
indication of products and services that emanate from Opposer.

7. Opposer has prior common law rights in the RIM Marks as trademarks for
handheld devices including smart phones and related goods and services as well as promotional
and collateral goods.

8. Opposer is the owner of all right, title, and interest in and to the RIM Marks as
heretofore alleged, in connection with its goods and services.

9. Opposer has invested substantial resources to widely and extensively advertise
and promote the goods and services it sells and offers under the RIM Marks.

10. As a result of the same, Opposer’s RIM Marks have acquired a highly favorable
reputation among members of the purchasing public and have become valuable symbols of
Opposer’s goodwill.

11. By virtue of the high degree of inherent and acquired distinctiveness of the RIM
Marks, the long duration and extensive use of the RIM Marks in connection with the goods and
services with which the RIM Marks have been used, the long duration and extensive advertising
and promotion of the RIM Marks, the expansive trading area in which the RIM Marks have been
used and the high degree of recognition of the RIM Marks, the RIM Marks have become well-
known and famous as distinctive indicators of the source of Opposer’s goods and services, and

were well-known and famous before any date of first use of the Opposed Marks in the United



States and the filing date of the Application.

12. Notwithstanding Opposer’s prior rights in the RIM Marks, on August 7, 2008
Applicant filed Application Serial No. 77/542,074 in the United States Patent and Trademark
Office for “Portable and wireless electronic device for transmitting, receiving, and storing
personal medical information” in Class 9.

13. On information and belief, Applicant knew or had reason to know of Opposer’s
prior rights in the RIM Marks when Applicant filed the Application on August 7, 2008.

14. Opposer’s Registration Nos. 1,982,049; 2,822,521 and 2,999,893 issued prior to
the filing date of the Application and prior to any use or constructive use by Applicant of the
Opposed Mark in the United States.

15. The Opposed Mark is confusingly similar in sight, sound, and commercial
impression to the previously used, well-known, and famous RIM Marks.

16. Further, the goods identified in the Application are identical to, overlap with, or
are highly related to goods and services for which Opposer has registered and is using the RIM
Marks.

7. The Opposed Mark, when used in connection with Applicant’s goods as identified
in the Application, so resemble Opposer’s previously used and registered RIM Marks as to be
likely to cause confusion, to cause mistake, and/or to deceive members of the public concerning
an affiliation, connection, association or sponsorship with the source of the goods and services
sold under the RIM Marks, in violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d),
with consequent injury to Opposer, the public, and the trade.

18. Likelihood of confusion in this case is increased by the fame and high degree of

recognition of Opposer’s RIM Marks as distinctive indicators of the origin of Opposer’s goods



and services.

19. Such likelihood of confusion results in damage to the goodwill among purchasers
and in the trade that the RIM Marks symbolize. Further, registration of the Opposed Mark will
support and assist Applicant in the confusing and misleading use of the Opposed Mark, will give
color of exclusive statutory right to Applicant in violation and in derogation of the pre-existing
and superior rights of Opposer, and will cause Opposer to lose control over the good and
valuable reputation represented by and derived from the RIM Marks, all causing irreparable
harm and injury to Opposer.

WHEREFORE, RIM respectfully prays that Application Serial No. 77/542,074 be
refused, that no registration issue thereon to Applicant, and, further that this Opposition be
sustained in favor of Opposer.

Respectfully submitted,

A

William R. Towns

Jeffrey J. Morgan

NOVAK DRUCE + QUIGG LLP
1000 Louisiana Street, 53rd Floor
Houston, Texas 77002

(713) 571-3400

Attorneys for Opposer
Research In Motion Limited



CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing NOTICE OF OPPOSITION was sent by U.S.
First Class Mail, postage prepaid, to the following on this 2 Z day of April, 2009:

Carlo F. Van den Bosch

SHEPPARD, MULLIN, RICHTER & HAMPTON LLP
650 Town Center Drive

Fourth Floor

Costa Mesa, CA 92626

Physical Optics Corporation
20600 Grammercy Place, Suite 100
Torrance, CA 90501

M% O

Of Novak Druc&+eftiigg LLP
1000 Louisiana Street, 53rd Floor
Houston, Texas 77002




