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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
APEX, LLC ) Opposition No. 91186473
)
Opposer, ) Mark: APEX PAVERS (and design)
\A )
) Serial No.: 77/243,433
APEX PAVERS INC. ) *
) Filing Date: July 31, 2007
Applicant. )
)

APPLICANT’S MOTION TO COMPEL AND BRIEF IN SUPPORT OF MOTION

Applicant, APEX PAVERS INC. (hereinafter the “Applicant™), by and through the
undersigned counsel, hereby files Applicant’s Motion to Compel and Brief in Support of Motion,

and further states as follows:

BACKGROUND OF FACTS

1. On November 25, 2008, the undersigned and Mr. Andrew Gates, the principal of
Opposer’s company, had a discovery conference pursuant to the TTAB order. It was agreed that
the parties would copy and send each other requested discovery in light of the distance between
the parties (Florida and Rhode Island) in an effort to control costs and attorneys’ fees. It was also
agreed that the parties would execute the Board’s standard protective order.

2. On December 26, 2008, the Applicant served its initial disclosures and as a
gesture of good faith and as encouraged by the Board produced a stack of documents without a
formal discovery request from the Opposer. The Applicant also enclosed two (2) fully executed
original standard protective agreements. The Opposer to date still has not signed and returned

one of the agreements to the Applicant.
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3. On January 5, 2009, the Applicant served its First Request for Admissions,
Interrogatories, and Production on the Opposer.

4. On January 23, 2009, the undersigned received an e-mail from legal counsel for
the Opposer requesting a ninety (90) day extension of time to respond to Applicant’s discovery
and to extend trial periods. The Applicant respectfully declined the request based on its good
faith belief that there was not good cause to delay the proceeding. During the discovery
conference the undersigned inquired as to whether it was necessary to correspond with or carbon
copy any attorneys for the Opposer. Mr. Gates stated that it was not necessary because he
immediately forwarded the communications on to Opposer’s legal counsel. See Exhibit A
attached hereto.

5. The Opposer thereafter failed to file a motion with the Board seeking an extension
of time to respond pursuant to TBMP § 403.04. Therefore, the Opposer’s responses were due
February 9, 2009.

6. The undersigned received no documents in response to Applicant’s request for
production and a barrage of improper objections to both Applicant’s request for production and
interrogatories, which were technically late. The undersigned also received a cover letter from
another attorney for Opposer (not of record) stating that Opposer would supplement as a result of
the undersigned refusal to grant a ninety (90) day extension and reset trial dates. See Exhibit B
attached hereto. Thé justification was completely improper as the Opposer did not receive
permission from the Board to deviate from the rules of procedure or the Board’s order; further, it
is an abuse of Fed. R. Civ. P. 26(e) providing for supplemental responses. The rule providing for
supplemental responses is a duty incumbent upon the parties to make available responsive

information and documents that were not known at the time; the rule is not a tool to justify a
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unilateral, unauthorized extension of time to later produce untimely answers and documents. As
such, Applicant respectfully argues that Opposer’s objections should be deemed waived, as
discussed further in Applicant’s brief.

7. The undersigned made a good faith attempt on February 20, 2009 to resolve the
discovery issues by sending a 6-page letter to Opposer’s attorney of record (Ms. Roos) and
Opposer’s other attorney not of record (Mr. Ottaviani). See Exhibit C attached hereto.

8. In response, yet another attorney not of record (Mr. Brent Canning) sent an e-mail
on February 26, 2009 stating that he was going to be starting work for the Opposer and needed
additional time to review the discovery. The undersigned spoke with Mr. Canning and was
informed that Opposer’s attorney of record and other attorney not of record are still working with
the Opposer on these matters. There has been no withdraw or substitution of counsel nor a
showing of good cause as to why it fakes three (3) attorneys from three (3) different law firms
and more than the thirty-five (35) days with mailing -- as provided for by the rules of civil
procedure -- to review and respond to initial discovery request, which for the most part relate to
the Plaintiff’s claims. As a result, the undersigned respectfully declined the additional request for
a one week extension of time to respond. Accordingly, the undersigned was accused of being

uncooperative. See Exhibit D attached hereto.

9. However, the undersigned still does not have discovery sixty (60) days later nor
any substantive response from Opposer’s counsel in turn making a good faith effort to resolve
any disputes concerning discovery. On February 27, 2009 the undersigned e-mailed Opposer’s
attorney of record, Ms. Roos, inquiring as to whether discovery responses were going to be
served and to date has received no response from Opposer’s attorney of record. See Exhibit E

attached hereto.
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10.  Atissue in this Motion are Applicant’s Interrogatory Requests and Applicant’s
Request for Production, attached hereto as Exhibit F. Opposer’s Response to same are attached
hereto as Exhibit G.

BRIEF IN SUPPORT OF MOTION

A party who fails to respond to a request for discovery during the time allowed therefor,
and which is unable to show that its failure was the result of excusable neglect, may be found,
upon motion to compel filed by the propounding party, to have forfeited its right to object to the
discovery requests on its merits. See No Fear Inc. v. Rule, 54 USPQ2d 1551 (TTAB
2000)(stating that the Board has great discretion in determining whether such forfeiture should
be found); TBMP § 527.01(c).

In the present case, the Opposer’s responses were a day late, which under normal
circumstances, the undersigned would not consider requesting that the Opposer’s objections be
deemed waived. However, in the present case, it is clear from the correspondence from counsel
that the objections were thrown together at the last minute in order to improperly preserve all
possible objections, and that the Opposer is attempting to take advantage of the duty to
supplement to provide its untimely responses when it is more convenient for the Opposer. The
Opposer could have properly filed a motion for an extension with the Board upon a showing of
good cause but the Opposer chose not to. While acknowledging that the Board does not impose
sanctions unless there has been a violation of a discovery order, it seems fundamentally unfair
that the Applicant, who has followed the rules, has to expend resources to compel discovery and
the Opposer will consequently be given an even longer extension of time to respond and

unnecessarily delay as a result of not following the rules. See, for example, British Seagull Ltd.

v. Brunswick Corp., 28 USPQ2d 1197, 1201 (TTAB 1993), aff'd, 35 F.3d 1527, 32 USPQ2d
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1120 (Fed. Cir. 1994), cert. denied, 115 S.Ct. 1426 (1995) (where applicant gave partial answers
and otherwise objected to requests as cumulative or burdensome but opposer did not file motion
to compel, modify discovery requests, or otherwise pursue material, objection to evidence
introduced by applicant at trial was overruled)

Notwithstanding the foregoing, if the Board decides not to compel complete responses to
all discovery based on Opposer’s objections having been waived as untimely, the Applicant
respectfully submits the following arguments in further support of its motion:

The Applicant is entitled to take discovery on matters specifically raised in the Opposer’s
pleadings. See Varian Associates v. Fairfield-Noble Corp., supra and Mack Trucks, Inc. v.
Monroe Auto Equipment Co., 181 USPQ 286, 287 (TTAB 1974) (opposer must answer
interrogatories concerning allegations in notice of opposition). The Applicant is also entitled to
take discovery as to any matter which might serve as the basis for an additional claim, defense,
or counterclaim. See J. B. Williams Co. v. Pepsodent G.m.b.H., 188 USPQ 577, 579 (TTAB
1975) (information concerning possible abandonment, if revealed, may provide basis for
counterclaim); Johnson & Johnson v. Rexall Drug Co., 186 USPQ 167, 171 (TTAB 1975) (the
mere taking of discovery on matters concerning the validity of a pleaded registration, under any
circumstances, cannot be construed as a collateral attack on the registration); and Neville
Chemical Co. v. Lubrizol Corp., 183 USPQ 184, 187 (TTAB 1974). A request for discovery is
not merely objectionable because it requires a party to give an opinion or contention that relates
to fact or the application of law to fact. See Fed. R. Civ. P. 33(c) and 36(a); Gould Inc. v. Sanyo
Electric Co., 179 USPQ 313, 314 (TTAB 1973) (question of whether opposer believes marks to

be confusingly similar is relevant).
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Further, the Opposer may not, by limiting its own presentation of evidence on the case,
thereby restrict the Applicant’s discovery in any way. See Crane Co. v. Shimano Industrial Co.,
184 USPQ 691, 691 (TTAB 1975) (scope of discovery limited only by restrictions in Rule
26(b)(1) of Federal Rules). If the Opposer makes a claim of privilege, it must do so expressly
and otherwise describe the nature of the withheld information as provided in Fed. R. Civ. P
26(b)(5). See also Red Wing Co. v. J M. Smucker Co., 59 USPQ2d 1861, 1864 (TTAB 2001).
Lastly, information concerning litigation and controversies including settlement and other
contractual agreements between a responding party and third parties based on the responding
party's involved mark is discoverable. American Society of Oral Surgeons v. American College of
Oral & Maxillofacial Surgeons, 201 USPQ 531 (TTAB 1979) (relevant to show admissions
against interest, limitations on rights in mark, course of conduct leading to abandonment, that the
mark has been carefully polices, etc.)

Pursuant to TBMP § 408.02, a party served with a request for discovery also has a duty to
thoroughly search its records for all information sought in the request, and to provide such
information to the requesting party within the time allowed for responding to the request.

INTERROGATORY RESPONSE AT ISSUE

Note: Underlined or stricken language appearing between <> symbols were suggested by the
undersigned in an attempt to try to resolve certain discovery objections. No response or
alternative suggestion was received from Opposer’s counsel.

Applicant’s Interrogatory No. 1 states: Please identify all individuals, corporations, limited
liability companies, partnerships, or any other entities that are using <erholding-themselves-out
to-be-using>-the Opposer’s marks.

Opposer’s Response to Interrogatory No. 1 states: See General Objections. Without waiving
the foregoing objections, Opposer objects to relevancy. Opposer also objects as the definition of
“Opposer’s marks” and “using or holding themselves out” are unclear and ambiguous and the
Request is therefore overly broad and not likely to lead to the discovery of admissible evidence.
Without waiving the foregoing, Opposer will provide names of individuals and entities using
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Opposer’s marks for relevant purposes for the appropriate time frame in a supplemental
response.

1. The request is relevant because the Applicant is entitled to discover information that may
serve as a basis for additional claim, defense or counterclaim. Upon information and
belief, the Applicant believes potential counterclaims may exist related to other
companies’ use of the Opposer’s marks.

2. Further, the Opposer has also pled common law use and use through predecessors and
affiliates. Therefore, the Applicant should be allowed to discover all possible persons and
entities that are using the marks to identify individuals and entities that may have
knowledge pertaining to Opposer’s use of the marks and claims of dilution to adequately
prepare its defense.

3. The definition of “Opposer’s marks” as defined in the definition section of Applicant’s
interrogatory requests was taken from Opposer’s pleadings; thus the undersigned fails to
see how it could be unclear and ambiguous.

4. The Opposer should not be allowed to limit its response to what it unilaterally believes is
“relevant” and to limit its response to what it believes is the “appropriate time frame.”

5. A supplemental response is improper and therefore all objections should be waived.

Applicant’s Interrogatory No. 2 states: For each individual, corporation, limited liability
company, partnership, and other entity identified above, please list their names, addresses (in the
case of individuals), principal places of business, officers, directors, agents, managerial
employees, and a description of the business activity of each.

Opposer’s Response to Interrogatory No. 2 states: See General Objections. Opposer also

objects to the relevancy and repeats the objections made in its Response to Request No. 1. In
addition this Request is overly broad and burdensome. F urther, much of the information sought
is available in public records and is available to Applicant without burdening the Opposer.
Without waiving the foregoing, Opposer will provide relevant contact information for the
individuals and entities identified in Opposer’s Response to Request No. 1 in a supplemental
response.

1. See arguments set forth above in Interrogatory No. 1.

Applicant’s Interrogatory No. 3 states: Please identify Opposer’s predecessors and its
affiliates, as referenced in Opposer’s Notice of Opposition.

Opposer’s Response to Interrogatory No. 3 states: See General Objections. Without waiving
the foregoing objections, Opposer objects to this Request as it is overly broad and burdensome
and not likely to lead to the admissibility of evidence. Opposer also objects to the extent
Applicant is attempting inappropriately to shift to Opposer the burden of reviewing documents to
determine whether any responsive information exists and to compile whatever responsive
information might be located. Opposer and its predecessors and their affiliates (“Apex”) has been
in business for over eight years and has had a number of predecessor and affiliates. Without
waiving the foregoing, Opposer will provide names of Apex’s predecessors and their affiliates
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for the time frame immediately preceding Applicant’s first date of use in a supplemental
response.

1. The Opposer specifically pled use of its marks through predecessors and affiliates in
its pleadings. Applicant’s request even states “as referenced in Opposer’s Notice of
Opposition.” As such, the request is clearly relevant and discoverable.

2. The Opposer has a duty to search its records, if that is even necessary, and provide
Applicant with requested information. Further, since the Opposer pled the allegation,
one would assume they could easily identify them.

3. The Opposer is further not entitled to unilaterally restrict Applicant’s discovery to a
time frame immediately preceding Applicant’s date of first use.

4. A supplemental response is improper and therefore all objections should be waived.

Applicant’s Interrogatory No. 4 states: Please identify any written licensing agreement,
assignment agreement, consent to use, consent to register, or other similar agreements and/or
terms of any verbal agreements between the Opposer and any other individuals, corporations,
limited liability companies, partnerships or other entities relating to the marks.

Opposer’s response to Interrogatory No. 4 states: See General Objections. Without waiving
the foregoing objections, Opposer objects to this request as it is overly broad and burdensome
and seeks information not likely to lead to the admissibility of evidence. Opposer also objects to
the extent Applicant is attempting inappropriately to shift to Opposer the burden of reviewing
documents to determine whether any responsive information might be located. In addition,
Opposer objects to this Request because it seeks information that is subject to the Attorney-client
privilege and/or the subject of confidentiality obligations.

1. The request is clearly relevant and discoverable because it relates to information
concerning litigation and controversies including settlement and other contractual
agreements between the Opposer and third parties related to the Opposer’s pleaded
marks. The Opposer has filed numerous opposition and cancellation proceedings
many of which have resulted in settlement and which may restrict Opposer’s use of
the marks, its claims of fame and dilution, and may also reveal additional defenses or
counterclaims for the Applicant.

2. The Opposer has failed to describe the nature of any information withheld based on
an assertion of attorney-client privilege. Further, the undersigned fails to see how
agreements with third parties would fall within the attorney-client privilege.

3. The Opposer has also had an executed Standard Protective order in its possession
since December 2008; therefore any confidential documents should have been
produced accordingly.

4. Lastly, the Opposer has a duty to search its records and provide the requested
information.

Applicant’s Interrogatory No. 5 states: Please state whether the Opposer has used or is
currently using any other marks, other than the marks listed in Opposer’s Notice of Opposition,
which incorporate the mark APEX and/or a pyramid-shaped design, and; for each such mark,
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please identify the mark and describe the goods and/or services that are offered in connection
with the marks.

Opposer’s response to Interrogatory No. 5 states: See General Objections. In addition,
Opposer objects to this Request because it seeks information that is irrelevant to the present
opposition. Without waiving the foregoing objections, Apex has used and is currently using the
mark APEX and/or pyramid-shaped design for a variety of goods and services.

1. The Opposer has pled in its Notice of Opposition that it has used the mark “APEX”
and “other marks incorporating the mark ‘APEX’” and further pled that it owns
certain U.S. registrations for APEX trademarks and service marks “among others.”
Those averments are incorporated into its claims for likelihood of confusion and
dilution against the Applicant. In view of its pleadings, the Applicant is attempting to
discover if there are additional marks and goods and/or services that the Opposer is
claiming or intends to claim support its allegations in Counts I and II.

2. The Opposer’s objections merely re-state its factual allegations that it “has used and
is currently using the mark APEX and/or pyramid-shaped design for a variety of
goods and services.” The Opposer’s response is incomplete and does not identify the
marks nor describe the goods or services as requested and this information should
have been known to the Opposer at the time of the request.

Applicant’s Interrogatory No. 6 states: Please list all products that bear the Opposer’s marks.

Opposer’s response to Interrogatory No. 6 states: See General Objections. Without waiving
the foregoing objections, Opposer objects to this Request as it is overly broad and burdensome
and not likely to lead to the admissibility of evidence. Opposer also objects to the extent
Applicant is attempting inappropriately to shift to Opposer the burden if reviewing documents to
determine whether any responsive information exists and to compile whatever information might
be located. Apex has been in business for many years and has used its marks on or in
connections with a wide variety of goods and services. There are thousands of documents
evidencing the use of Opposer’s marks over the years. Without waiving the foregoing objections,
Opposer will make the relevant information available for Applicant’s review at Applicant’s
expense and during Opposer’s normal business hours.

1. Opposer has pled that it is using its marks on a variety of goods and is also claiming
that use as a basis for its dilution claims. Upon information and belief, Opposer does
not use any of its marks on goods, which may lead to additional defenses and
counterclaims. Therefore, the request is clearly relevant and discoverable based on
Opposer having pled the allegation and Applicant’s right to take discovery which may
lead to additional defenses and counterclaims.

2. The Applicant is merely seeking a list of all products that bear the Opposer’s mark.
That is a present tense request. The Applicant did not request a history of the
Opposer’s use of the mark.

3. The Opposer has a duty to cooperate, search its records and provide the Applicant
with information responsive to its requests. The Opposer has pled the allegation and
should therefore know what products bear its marks. The Applicant should not have
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to sift through “thousands of documents” to determine what if any products bear the
Opposer’s marks.

Applicant’s Interrogatory No. 7 states: Please fully list all of Opposer’s goods and/or services
that you are claiming are likely to be confused with the Applicant’s services.

Opposer’s response to Interrogatory No. 7 states: See General Objections. Without waiving
the foregoing objections, Opposer objects to this Request as it is overly broad and burdensome
and not likely to lead to the admissibility of evidence. Opposer also objects to the extent
Applicant is attempting inappropriately to shift to Oppose the burden of reviewing documents to
determine whether any responsive information exists and to compile whatever responsive
information might be located. Apex has been in business for many years and has used its marks
on or in connection with a wide variety of goods and services. There are thousands of documents
evidencing the use of Opposer’s marks over the year. Notwithstanding the foregoing objections,
Opposer will make the relevant information available for Applicant’s review at Applicant’s
expense and during Opposer’s normal business hours.

1. In Count I of Opposer’s pleadings, it alleges a likelihood of confusion between
APEXS MARKS (not just a single mark) and it also repeats all averments prior to the
Count. Therefore, the Applicant is attempting to discover information relating to
exactly which goods and services Opposer claims are likely to be confused so that the
Applicant may adequately prepare its defense. Opposer’s response merely restates its
factual allegations. A request for discovery is not merely objectionable because it
requires a party to give an opinion or contention that relates to fact or the application
of law to fact.

2. Further, the undersigned does not believe the request is overly broad and burdensome
when it merely seeks a complete list of the goods and services Opposer claims are
likely to be confused with Applicant’s services. The Applicant is not asking for every
fact, document and witness in support thereof just merely a list of the goods and
services.

Applicant’s Interrogatory No. 8 states: With regard to the goods and services identified in
interrogatory request no. 7, please fully explain the basis for why you believe there is a
likelihood of confusion between those goods and/or services and the applicant’s services.

Opposer’s response to Interrogatory No. 8 states: See General Objections and objections and

Response to Request No. 7. In addition, Request No. 7 assumes a fact not in evidence, that
Opposer believes there is a likelihood of confusion between Applicant’s (sic? Opposer’s) goods
and services and the Applicant’s services. Without waiving the foregoing objections, Opposer
believes there would be a likelihood of confusion were Applicant’s application to be approved,
because Applicant’s APEX PAVERS mark (with and without design) is very similar in
appearance and commercial impression to Opposer’s marks, which have been in use for many
years, on a variety of goods and services, and because the goods and services listed in
Applicant’s application are closely related to those of Apex, in particular to Apex’s retail, real
estate development and construction services and real estate management business.
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1. In Count I of Opposer’s pleadings, it alleges a likelihood of confusion between APEXS
MARKS (not just a single mark) and it also repeats all averments prior to the Count.
Therefore, the Applicant is attempting to discover the basis for Opposer’s claims that the
marks are confusingly similar so that it may adequately prepare its defense. Opposer’s
response and objections merely restate its factual allegations. Although Opposer
references retail, real estate development and construction services and real estate
management business, its response does not address whether that is a complete list (as
requested in request no. 7) or if there are more as alluded to in its pleadings and its
response.

2. Opposer’s response is further incomplete as it does not respond to the request, which asks
the factual basis for its belief that there is a likelihood of confusion. A request for
discovery is not merely objectionable because it requires a party to give an opinion or
contention that relates to fact or the application of law to fact.

Applicant’s Interrogatory No. 9 states: For each mark (as described in paragraph 3 of the

Definitions and Construction section, <except those mark which are subject to federal
registrations that are incontestable are specifically excluded from this request. as amended>-),
please state:
a. The date the Opposer’s services were first rendered in connection with the mark;
b. A description of the services involved in the first rendering of services in
connection with the mark;
¢. The place where the first services were rendered in connection with the mark;
d. The customer to whom the first services were rendered in connection with the
mark;
e. The price charged for the first services rendered in connection with the mark;
f.  The date the Opposer’s services were first rendered in interstate commerce in
connection with the mark;
g. A description of the services involved in the first rendering of services in
interstate commerce in connection with the mark;
h. The place where the first services were rendered in interstate commeree in
connection with the mark;
i. The customer to whom the first services were rendered in interstate commerce in
connection with the mark;
j- The price charged for the first services rendered in interstate commerce in
connection with the mark.

Opposer’s response to Interrogatory No. 9 states: See General Objections. In addition,
Opposer objects to this Request because it seeks information that is irrelevant to the present
opposition proceeding and the Request is overly burdensome. Opposer also objects to the extent
Applicant is attempting inappropriately to shift to Oppose the burden of reviewing documents to
determine whether any responsive information exists and to compile whatever responsive
information might be located. Opposer also objects to the extent that Applicant’s alleged first
date of use is 2006 and since Apex’s use precede Applicant’s use Request No. 9 is irrelevant.
Apex has been using the mark for many years prior to 2006 and Opposer’s marks have become
well-known in the relevant industries in which Apex has been doing business. Opposer’s
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registrations as well as relevant files are of public record at the United States Patent and
Trademark Office. Further, the information requested is contained in thousands of documents
which are stored in Apex’s office/warehouse.

1. The Applicant withdrew its request to the extent it seeks information pertaining to
Opposer’s incontestable registrations. The Opposer has not further objected or offered
suggestions to resolve the discovery objections.

2. The request is relevant because the Applicant is allowed to discover information that may
serve as a basis for additional claim, defense or counterclaim. Upon information and
belief, some of the Opposer’s marks may not have been in use when stated in the
registrations and there may exist priority of use defenses and counterclaims related to
Opposer’s allegations of common law uses.

Applicant’s Interrogatory No. 10 states: For each mark (as described in paragraph 3 of the
Definitions and Construction section), please state the entire geographic area where Opposer’s
goods and/or services are marketed and/or sold.

Opposer’s response to Interrogatory No. 10 states: See General Objections and objections to
No. 9. In addition, Opposer objects to this Request because it seeks information that is irrelevant
to the present opposition proceeding. Without waiving the foregoing objections, Opposer will
make the relevant non-privileged information available for Applicant’s review at Applicant’s
expense and during Opposet’s normal business hours.

1. Information relating to the areas of distribution for a party’s involved goods or services
sold under its involved marks is discoverable. See J.B. Williams Co. v. Pepsodent
G.m.b.H., 188 USPQ 577 (TTAB 1975) (information regarding geographic area of
distribution of goods is relevant to questions of likelihood of confusion). Further, the
Opposer has claimed its marks are famous and thus the geographical reach of Opposer’s
use of its marks is relevant to the issue of dilution.

2. The undersigned fails to see how merely stating the Opposer’s geographic area of
distribution could be privileged. In any event, no explanation of the nature of the
privileged information has been provided nor has an executed copy of the standard
protective order been signed and returned to the Applicant.

Applicant’s Interrogatory No. 11 states: For each mark (as described in paragraph 3 of the
Definitions and Construction section), please state the channels of trade wherein Opposer’s
goods and/or services are marketed and/or sold.

Opposer’s response to Interrogatory No. 11 states: See General Objections and objections in

No. 9. In addition, Opposer objects to this Request because it seeks information that is irrelevant
to the present opposition proceeding. Without waiving the foregoing objections, Opposer will
make the relevant non privileged information available for Applicant’s review at Applicant’s
expense and during Opposer’s normal business hours.

1. Channels of trade are relevant to the likelihood of confusion issue alleged in
Opposer’s pleadings.
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2. The request is merely requesting that the Opposer state the channels of trade. It is not
a request for all documents related to its channels of trade.

3. Also, no explanation of the nature of the privileged information has been provided
nor has an executed copy of the standard protective order been signed and returned to
the Applicant

Applicant’s Interrogatory No. 12 states: Please describe and identify all forms of advertising,
publicity, catalogs, sales manuals and other materials that have been used by Opposer in
promoting the sales of its products and/or services under each mark since its first use of each
mark and specify for each <The undersigned requested in the letter of 2/ 20/09 that Opposer’s
counsel advise on how the parties could work together to limit this request based on Opposer’s
knowledge of its business>:

a. The periodical (e.g. newspaper or magazine), tradeshow publication, catalog, or
other media (e.g. radio or television) or form (e.g. billboard, pamphlet, brochure
or the like), print, verbal, electronic or otherwise, in which it was placed or ran.

b. The dates on which it was placed or ran and/or the duration of its use;

¢. The amounts expended thereon; and

d. The geographic area it was distributed.

If a promotional piece:

e. The numbers prepared or printed and the date of each printing.

f. To whom and by what means the item was distributed and the duration of its use;

g. The amounts expended thereon; and

h. The geographic area it was distributed.

Opposer’s response to Interrogatory No. 12 states: See General Objections. In addition,
Opposer objects to this Request because it seeks information that is irrelevant to the present
opposition proceeding. Further, the Request is overly broad and unduly burdensome. Opposer
also objects to the extent Applicant is attempting inappropriately to shift to Opposer the burden
of reviewing documents to determine whether any responsive information exists and to compile
whatever responsive information might be located. Opposer also objects to the extent that
Applicant’s alleged first date of use is 2006 and since Apex’s use precedes Applicant’s use the
request is irrelevant, Without waiving the foregoing objections, Opposer will provide
representative specimens in a supplemental response.

1. Advertising and publicity are relevant to the issues of likelihood of confusion and
dilution.,

2. The Opposer has not offered any suggestions on how to limit the request and given
the broad allegations contained in its pleadings representative samples may not be
sufficient.

Applicant’s Interrogatory No. 13 states: Please state your annual sales for the past five (5)

years and break sales down by the goods and services attributable the sales.

Opposer’s response to Interrogatory No. 13 states: See General Objections. Without waiving
the foregoing objections, Opposer objects to this Request because it seeks information that is
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irrelevant to the present opposition proceeding and contains confidential and proprietary
information.,

1. Annual sales for a party’s involved marks are proper matters for discovery. See Sunkist
Growers, Inc. v. Benjamin Ansehl Company, 229 USPQ 147, 149 (TTAB 1985) (relevant
to issues of likelihood of confusion and abandonment; response that these figures have
been "substantial” is insufficient); Varian Associates v. Fairfield-Noble Corp., 188 USPQ
581, 583 (TTAB 1975) (sales and advertising expenditures have bearing on
registrability); Neville Chemical Co. v. Lubrizol Corp., 184 USPQ 689, 690 (TTAB
1975) (allowed to provide figures for each of last five years and a statement that there
have been sales for the other years).

Applicant’s Interrogatory No. 14 states: State with specificity all known incidents of actual
confusion, actual mistake, or actual deception on the part of any member of the public,
concerning applicant’s mark and opposer’s marks. Include with your answer the date(s) of such
incidents, the names and addresses of those persons actually confused by the co-existence of the
marks. Include all instances of misdirected mail, misdirected inquiries, misdirected invoices
and/or misdirected deliveries, if any. Identify any documents related to the foregoing.

Opposer’s response to Interrogatory No. 14 states: See General Objections and objections to
No. 8. In addition, this Request seeks information already sought in Request No. 8.

1. While actual confusion is not necessary to prove a likelihood of confusion, it is
relevant to the issue and therefore Applicant should be allowed to take discovery on
whether any instances of actual confusion have existed.

2. Although the request could possibly be encompassed in Request No. 8, if in fact it
serves a basis for Opposer’s belief there is a likelihood of confusion, the Opposer did
not answer this interrogatory one way or the other in its response to No. 8. Therefore
its response is incomplete.

Applicant’s Interrogatory No. 15 states: Please fully explain the basis for your claim that the
Apex mark and pyramid shape have become famous.

Opposer’s response to Interrogatory No. 15 states: See General Objections. Without waiving
the foregoing objections, Opposer objects to this Request because it seeks information that is
irrelevant to the present opposition proceeding and seeks documents and information which are
subject to the Attorney-client privilege. Further, the Request is overly broad and unduly
burdensome. Opposer also objects to the extent Applicant is attempting inappropriately to shift to
Opposer the burden of reviewing documents to determine whether any responsive information
exists and to compile whatever responsive information might be located. Without waiving the
foregoing objections, Opposer will provide relevant information in a supplemental response.

1. The Opposer has pled that its Apex mark and pyramid shape have become famous.
Therefore, it is relevant. A request for discovery is not merely objectionable because it
requires a party to give an opinion or contention that relates to fact or the application of
law to fact.
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2. To the extent Opposer claim Attorney-client privilege, the Opposer has failed to describe
the nature of the information withheld.
3. A supplemental response is improper and Opposer’s objections should be waived.

REQUESTS FOR PRODUCTION AT ISSUE

Applicant’s Request for Production No. 1: All documents disclosed in Opposer’s Initial
Disclosures pursuant to Fed. R. Civ. P. 26(a)(1).

Opposer’s Response to Request No. 1: See General Objections. Without waiving the foregoing
objections, Opposer objects to Request No. 1 on the grounds that it is overly broad and unduly
burdensome, Applicant purports to require the identification of all documents disclosed in
Opposer’s Initial Disclosures, and therefore, seeks information set forth in thousands of
documents. At Applicant’s expense and during Opposer’s normal business hours, Opposer shall
make available for Applicant’s inspection all relevant non privileged documents and, at
Applicant’s own expense and during normal business hours of Opposer, Applicant may make
copies of the documents relevant to the request.

1. The undersigned and Opposer’s principal agreed during the discovery conference that
the parties would copy and mail discovery. As a good faith gesture the Applicant
mailed with its initial disclosures documents that were disclosed therein. The Opposer
produced no documents with its initial disclosure and no documents in response to
any of Applicant’s requests for production. It is disappointing in light of our
agreement. It also defeats the purpose of providing initial disclosures if the Opposer is
unwilling to produce any documents that may support its claims in response to an
informal or formal request for them.

Applicant’s Request for Production No. 3: All documents relating to any licenses,
assignments, consent to use, consent to register or other agreements relating to the marks.

Opposer’s Response to Request No. 3: See General Objections, Without waiving the foregoing
objections, Opposer objects to this Request because it seeks information that is irrelevant to the
present opposition proceeding and seeks documents and information which are subject to the
Attorney-client privilege and/or are the subject of confidentiality obligations. Opposer also
objects to the extent that certain requested documents are publicly available. At Applicant’s
expense and during Opposer’s normal business hours, Opposer shall make available for
Applicant’s inspection all relevant non privileged documents and, at Applicant’s own expense
and during normal business hours of Opposer, Applicant may make copies of the documents
relevant to the request.

1. Again there was a discovery conference agreement to copy and mail the opposing party
documents responsive to discovery requests. This response violates that agreement.

2. The request is relevant to additional defenses and counterclaims. Further, it is
discoverable because it pertains to agreements that may restrict the rights of the Opposer
with respect to its marks.
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3. The Applicant also provided two original signed protective agreements and therefore
confidential documents should have been produced accordingly.

4. To the extent Opposer claims attorney-privilege, it failed to describe the nature of the
documents withheld.

Applicant’s Request for Production No. 4 Representative samples of Opposer’s
advertisements and promotional materials for the Opposer’s real estate development and
construction services and real estate management services used in connection with the marks.

Opposer’s Response to Request No. 4: See General Objections. Without waiving the foregoing
objections, Opposer will provide a Supplemental Response in which it will produce
representative samples of specimens of its advertisements and promotional materials regarding
use of the marks in real estate and construction services.

1. A supplemental response is clearly improper and in this case, waiving Opposer’s
objections does nothing to deter this conduct in the future. Not providing documents
responsive to this request and not producing any documents in its initial disclosures truly
has just caused unnecessary delay and has driven up the costs in this proceeding.
Understanding that sanctions are only available for a violation of the Board’s order
compelling discovery, it just seems fundamentally unfair that the Opposer can delay,
grant itself a unilateral extension, and then get to produce and rely on documents that
should have been timely produced.

Applicant’s Request for Production No. 5: All documents relating to any evidence of actual or
potential confusion involving applicant’s mark and opposer’s marks.

Opposer’s Response to Request No. 5: See General Objections. Without waiving the foregoing
objections, at Applicant’s own expense and during Opposer’s normal business hours, Applicant
may make copies of the documents relevant to the request.

1. Again there was a discovery conference agreement to copy and mail the opposing party
documents responsive to discovery requests. This response violates that agreement.

2. If any documents exist they should be produced. Otherwise the Opposer should merely
state that no documents exist that are responsive to this request.

WHEREFORE, the Applicant respectfully requests that the Board GRANT the
Applicant’s Motion to Compel Discovery and grant any further relief the Board deems just and
proper.

Dated: March 6, 2009
Respectfully Submitted,

LESLIE A. BURGK, P.A.

By: /LABO%' y v%
i g\—“..mmw .
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Leslie A. Burgk

Attorney for Applicant

900 East Ocean Blvd, Suite D-130
Stuart, Florida 34994

Telephone 772.600.2677
Facsimile 772.408.8086
leslie@leslieburgk.com

CERTIFICATE OF GOOD FAITH

ITHEREBY CERTIFY that the undersigned has made a good faith effort by conference or
correspondence, to resolve with the other party or the attorney therefore the issues presented in

the motion and have been unable to reach an agreen:;';.\% . /
-
By: /L ~C 4 sy L ‘‘‘‘‘‘‘
Leslie A -Burgk /

CERTIFICATE OF ELECTRONIC FILING

I HEREBY CERTIFY that the foregoing Motion is being submitted electronically

through the Trademark Trial and Appeal Board’s ESZ::&;IWS 6th day of March 2009.
By: /LA AP

Leslic A Burgk ~ /

CERTIFICATE OF SERVICE

THEREBY CERTIFY that a true and correct copy of the foregoing was served on the
correspondent of record for the Opposer this 6th day of March 2009 via First Class U.S. Postal
Mail:

Ms. Gwen Roos

Apex, LLC

100 Main Street

Pawtucket, Rhode Island 02860

Leslie A. Burgk

By: /LA’B/]%/\%{”V/{?/QM |

P4
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Re: Apex, LLC v. Apex Pavers Inc. Opposition - Yahoo! Mail Page 1 of 2

YaHOO! SMALL BUSINESS

Email

Re: Apex, LLC v. Apex Pavers Inc. Opposition Friday, January 23, 2009 4:00 PM
From: "Leslie A. Burgk, Esq." <leslie@leslieburgk.com>

To: "Gwenn Roos" <groos@theapexcompanies.com>

Beo: "Ryan Figman - Apex Pavers” <rfigman@att.net>

Dear Ms. Roos,

I am writing in response to your e-mail below. My client and | feel it is best to move this case forward as
expeditiously as possible to a final resolution. Therefore, we respectfully do not consent to any extensions of
time. While | can appreciate that you have just come on board, Mr. Gates has had the motion and discovery
requests with ample time to answer in compliance with the time requirements set forth in the rules of procedure
and to plan in accordance with his personal schedule. We therefore look forward to receiving timely responses
to our discovery requests and advancing the matter pursuant to the TTAB's order. If you have any additional
questions, please feel free to contact my office.

Best regards,

Leslie A. Burgk, P.A.

Intellectual Property Attorney

900 East Ocean Blvd, Suite D-130
Stuart, Florida 34994
772.600.2677 Office
772.408.8086 Facsimile

www.leslieburgk.com

-- On Fri, 1/23/09, Gwenn Roos <groos@theapexcompanies.com> wrote:

> From: Gwenn Roos <groos@theapexcompanies.com>

> Subject: Apex, LLC v. Apex Pavers Inc. Opposition

> To: leslie@leslieburgk.com

> Cc: grooslaw@hotmail.com

> Date: Friday, January 23, 2009, 12:01 PM

> Dear Ms. Burgk:

>

>

>

> First, let me introduce myself. My name is Gwenn Roos and
> | recently

> came on board to assist Apex with its trademark matters.
>

>

>

> Upon review of the file, | discovered that there is a

> response due today

> regarding your Motion to Amend the Application.

http://us.mc6.mail.yahoo.com/me/showMessage?fid=Sent&sort=date&order=down&startM... 3/6/2009



Re: Apex, LLC v. Apex Pavers Inc. Opposition - Yahoo! Mail Page 2 of 2

> Additionally, we have
> until February 3, 2009 to respond to provide responses to
> your discovery

> requests.
>

>

>

> Andrew will be out of the office for two weeks beginning on
> Monday. We

> are, therefore, requesting your consent to (1) a thirty

> (30) day

> extension to respond to the Motion to Amend and (2) a

> ninety (90) day

> extension of time for both the discovery responses that are
> due as well

> as the discovery and trial periods.
>

>
>

> As | am very new and Andrew and his staff will be out of
> the office for

> most of February, we need more time to complete our

> responses to your

> discovery requests.
>

>

>

> Please confirm that this is acceptable and we wili file the
> appropriate

> request with the TTAB.

>

>

>

> Thank you so much. | look forward to hearing from you
> today.

>

>

>

> Kind regards,

>

>

>

> Gwenn Roos

http://us.mc6.mail.yahoo.com/mc/showMessage?fid=Sent&sort=date&order=down&startM... 3/6/2009
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EDWARDS ANGELL PALMER &« DODGE i1

2800 Financial Plaza Providence, RI 02903 401.274.9200 fax401.276.6611 eapdiaw.com

F.D.R. Station John E. Ottaviani
P.O. Box 130 Phone: (401) 276-6405
New York, NY 10150 Direct Fax: (888) 325.9049

jottaviani@eapdlaw.com
February 10, 2009

Leslie A. Burgk, Esq.

Leslie A. Burgk, P.A.

900 East Ocean Boulevard — Suite D 130
Stuart, FL. 34994

Re:  Apex LLC v. Apex Pavers, Inc.
TTAB Opposition No. 91186473

Dear Leslie:

On behalf of our client, Apex, LLC, I am enclosing the following documents:

¢ Opposer’s Responses to Applicant’s First Request for Interrogatories;
¢ Opposer’s Responses to Applicant’s First Request for Production of Documents.

We apologize for not getting these out yesterday. I was making last minute changes from home
last evening and ran into technical difficulties, which we were unable to overcome until this

morning.

My understanding is that Gwenn Roos, the new in-house attorney for Apex, contacted you
recently to seek an extension of time to prepare these answers, but that you refused the request.
As aresult, Apex prepared answers to the interrogatories to the best of its ability given the
schedules of its principals, and will supplement the answers as soon as possible. As for the
production-of documents, you should contact Ms. Roos directly to make arrangements.

Thank you very much for your attention to this matter.

Very truly yours,

5/7& S oA ,

John E. Ottaviani

PRV 999561.1
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LESLIE A. BURGK, PA.

INTELLECTUAL PROPERTY ATTORNEY
PROTECTING YOUR BRAND AT HOME & ABROAD™

February 20, 2008

Mr. John E. Ottaviani

Edwards Angell Palmer & Dodge
2800 Financial Plaza

Providence, Rhode Island 02903

VIA FACSIMILE (888) 325-9049 & U.S. Postal Mail

Re: Opposition proceeding no. 91186473 (APEX PAVERS and design)

Dear Mr. Ottaviani:

We have not had the opportunity to meet. My name is Leslie Burgk. I represent Apex
Pavers, Inc. As an aside, I recently had lunch with Philip Dicomo in Palm Beach and he asked
me to say hello for him.

The purpose for this letter is to attempt to resolve discovery issues with you and Ms.
Roos prior to filing a motion to compel. To be frank, I was disappointed to receive absolutely no
documents and a barrage of improper objections, which were technically late with respect to the
interrogatory responses and requests for production.

I denied the request for an extension to respond to discovery because it was a ninety (90) day
request and also a request to reset trial dates. Mr. Gates represented to me during our discovery
conference on November 25, 2008 that his company had legal counsel, but that I did not need to
correspond with his attorneys at that point because he immediately forwarded everything onto
you. I was not given a reason for good cause to delay 107 days to answer discovery when the
rules provide for 30. Further, no motion was subsequently filed with the Board on your client’s
behalf requesting that the Board grant a delay prior to the discovery response deadline.
Therefore, references to providing “supplemental responses” to information and documents that
are currently known but not timely disclosed or produced because I did not grant an extension is
improper. It amounts to unilaterally granting the Opposer an open-ended extension that was not
stipulated to nor approved by the Board. In light of the foregoing, I anticipate I will have your
prompt and full cooperation in remedying the issues addressed below within the timeframe I
believe is reasonable in light of the circumstances.

900 EAST OCEAN BOULEVARD - SUITE D-130 + STUART, FLORIDA 34994
TELEPHONE: 772-600-2677 - FACSIMILE: 772-408-8086 + EMAIL: LESLIE@LESLIEBURGK.COM
WWW.LESLIEBURGK.COM

TRADEMARKS, TRADE DRESS, COPYRIGHTS, INTELLECTUAL PROPERTY [ITIGA;I'ION & CONSULTING
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I also found it particularly disconcerting that no documents which would support your
client’s claims were freely forthcoming in response to our formal discovery request. It was
disconcerting because I believe that I conveyed to your client that my client respects the valid
intellectual property rights of others, and that if your client is willing to produce evidence that his
company, in fact, has priority of use for the mark APEX in connection with goods or services
that are confusingly similar to my client’s services that we would reconsider our position without
the necessity and expense of both parties having to fully litigate a TTAB proceeding. To date, I
have not received any evidence within or outside the parameters of formal discovery, and I am
really questioning why when it would benefit your client to produce.

In that same regard, I hope that your client likewise respects the valid rights that other
American companies have worked hard to acquire and is not merely attempting to strip
companies of their rights because your client desires an exclusive monopoly on the APEX mark
for all goods and services irrespective of his company’s valid use and rights thereto. If consumer
confusion is not likely, it is not right to attempt to deprive others of their rights to the consumer
recognition and good will that they have acquired in the APEX mark. My client has worked very
hard to build a business and its associated goodwill, which provides for his wife and twin
toddlers. We are willing to work with your client to resolve this matter but we are unwilling to
just roll over and we are not going to allow the proceeding to be derailed and unnecessarily
delayed.

With that said, in an effort to resolve the discovery issues, the particular issues that need to
be addressed are as follows:

1. During our discovery conference, Mr. Gates and I agreed that both parties would copy and
mail documents produced in response to discovery requests to the other party in light of the
distance between the parties (Rhode Island and Florida) and in an attempt to minimize costs
and fees, which is encouraged by the Board. As a gesture of good faith, my client searched its
records, copied and mailed a stack of documents with its initial disclosures to your client
without a formal discovery request from your client and at my client’s expense. In your
response to our discovery requests, you state that we can travel to your client’s business (in
Rhode Island) at our own expense and inspect thousands of documents and make copies. |
am hopeful that this is a miscommunication with your client and that you will produce all
propetly sought documents to my office within seven (7) days of this letter as agreed.

2. During our discovery conference, Mr. Gates and I also agreed that we would enter into the
Board’s standard protective order. I mailed two (2) original agreements fully executed by my
client with its initial disclosures. Thus, I believe your objections based on confidentiality
should not have been raised and documents should have been timely produced pursuant to
our agreement. Please return one original fully executed protective agreeraent along with
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amended interrogatory responses and properly sought documents to my office within the next

seven (7) days.

3. lalso did not receive a privilege log for attorney-client objections and your objections seem
improper to the extent the privilege is being invoked to include agreements with third parties.
Please forward a privilege log and/or your amended interrogatory responses and produce
properly sought documents to my office within the next seven (7) davs.

4. With respect to specific requests, I have made a few revisions in an effort to resolve any
issues. If you feel we need to more narrowly tailor some requests based on the number of
documents that may be encompassed in a request then let’s work to gether do so within the
next couple of days. However, please keep in mind that your client has alleged that his
company’s mark is famous and therefore broader requests for documents are necessary
because we are not just evaluating a likelihood of confusion between the marks.

a. Interrogatory 1:

i. strike “holding themselves out to be.”

ii. Request should not be limited to a “time frame” because the request is in
present tense.

iii. Relevant because it may limit Opposer’s rights and it is proper for Applicant
to take discovery relating to current affirmative defenses and counterclaims
and whether same may exist.

iv. Please withdraw your objections and amend your response within the next
seven (7) days.

b. Interrogatory 2:

i. Based on interrogatory 1 above, please withdraw your objections and amend

your response within the next seven (7) days.
c. Interrogatory 3: (Seriously?)

i. Itis a factual allegation that forms the basis of Opposer’s claims. Are you
contending that the Applicant is not allowed to discover information
pertaining to allegations in your client’s pleadings?

ii. Opposer also has the duty to cooperate and thoroughly search its records.

iii. Please withdraw your objections and amend your response within the next
seven (7) days.

d. Interrogatory 4:

i. This request is clearly relevant and discoverable.

ii. Opposer has a duty to cooperate and thoroughly search its records.

iii. I fail to see how agreements with third parties are attorney-client privileged.
Alternatively, no privilege log was produced.

iv. Applicant provided a signed protective agreement in December 2008.
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v. Please withdraw your objections and amend your response within the next
seven (7) days.
e. Interrogatory 5:
1. Opposer pled it. Therefore Applicant may request discovery related to it. Are
you taking a position otherwise?
ii. Opposer’s response is incomplete and does not identify the marks nor describe
the goods or services...
iii. Please withdraw your objections and amend your response to fully answer the
request within the next seven (7) days.
f. Interrogatory 6:
1. Opposer pled it. Therefore Applicant may request discovery related to it. Are
you taking a position otherwise?
ii. Opposer has a duty to cooperate and thoroughly search its records.
iii. Failing to provide an answer also violates our discovery conference

agreement.
iv. Please withdraw your objections and amend your response to fully answer the
request within the next seven (7) days.
g. Interrogatory 7: (Seriously?)

i. Please re-read the request, Opposer’s pleadings, withdraw your objections and
amend your response to fully answer the request within the next seven (d)
days.

h. Interrogatory 8:
i. See interrogatory 7 above.
i. Interrogatory 9:

i. Applicant agrees to limit the request to marks that are subject to federal
registrations that are not incontestable and to all marks the applicant is
claiming to have common law rights in. To the extent the request seeks
information pertaining to Opposer’s incontestable registrations, the Applicant
withdraws the request.

ii. Please withdraw your objections and amend your response within the next
seven (7) days.
j- Interrogatory 10:

i. This request is clearly relevant to the issue of likelihood of confusion and
dilution.

ii. You have a signed protective agreement; therefore all privileged information
should have been produced pursuant to the agreement in a timely fashion.

iii. Opposer has a duty to cooperate and thoroughly search its records and respond
to the requests.

iv. Are you contending Applicant should have to pay an attorney to fly up to
Rhode Island and search through Opposer’s documents to try to determine the
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geographic area where Opposer’s goods and services are marketed and sold? I
am hoping I misunderstood you.
Please withdraw your objections and amend your response within the next

seven (7) days.

k. Interrogatory 11:

1.
il.

See Interrogatory No. 10 above.
Please withdraw your objections and amend your response within the next

seven (7) days.

l.  Interrogatory 12:

1.
1.

iii.

Request is relevant to the issues of likelihood of confusion and dilution.
Please advise based on your knowledge of the Opposer’s business how we
may work together to narrow the request so that it is not overly broad and
burdensome.

Please withdraw your objections and amend your response within the next
seven (7) days.

m. Interrogatory 13: (Seriously?)

1.

1i.

Annual sales are relevant and Opposer was provided a signed protective
agreement, as agreed.

Please withdraw your objections and amend your response within the next
seven (7) days.

n. Interrogatory 14:

i

Please withdraw your objections and amend your response within the next
seven (7) days.

0. Interrogatory 15:

1.
1i.
il

No log provided for attorney-client privilege.

Opposer has duty to cooperate and thoroughly search its records.

Please re-read the request, Opposer’s pleadings, withdraw your objections and
amend your response to answer the request within the next seven (7) days.

p. Interrogatory 16:

1.

Same as Interrogatory 15 above.

q. Request No. 1:

1

ii.

1il.

Mr. Gates and I agreed both parties would copy and mail the other party
discovery during our discovery conference in November 2008. Applicant also
in good faith based on our discovery agreement mailed Applicant’s documents
identified in its initial disclosures to Opposer.

What efforts, if any, has the Opposer made to identify and gather documents it
disclosed in its initial disclosures, which it plans to use to support its claims at
this time?

Please produce the documents responsive to this request to the undersigned as
agreed within the next seven (7) days.
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r. Request No. 2:
i. Applicant withdraws the request at this time but reserves the right to request
again after receiving complete responses to the requests for interrogatories.
s. Request No. 3:
i. Mr. Gates and I agreed both parties would copy and mail the other party
discovery during our discovery conference in November 2008.

il. Applicant provided a protective agreement therefore confidential agreements
should have been produced pursuant to the agreement; no log was provided
for attorney-client privilege objections.

iii. Please withdraw your objections and produce documents and a privilege log
responsive to this request to the undersigned as agreed within the next seven
(7) days.
t. Request No. 4
i. Please withdraw your objections and produce documents responsive to this
request to the undersigned as agreed within the next seven (7) days.
u. Request No. 5 -
i. Please withdraw your objections and produce documents responsive to this
request to the undersigned as agreed within the next seven (7) days.
v. Request No. 6
i. Applicant will limit to annual sales within the past five (5) years.
ii. Please withdraw your objections and produce documents responsive to this
request to the undersigned as agreed within the next seven (7) days.
w. Request No. 7
1. Applicant withdraws the request at this time but reserves the right to request
again after receiving complete responses to the requests for interrogatories.

If you have any questions or comments, please do not hesitate to contact my office. I look
forward to having this matter resolved and moving this case forward.

Sincerely,

,-/

" Leslie A. Burgk
Attorney at Law

Cc: Gwenn Roos, Esq.
(Via e-mail & U.S. Postal Mail)
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Emaoil

RE: Apex Pavers Friday, February 27, 2009 11
From: °Canning, Brent R.” <bcanning@haslaw.com>

To: leslie@leslieburgk.com

Ce: "Gwenn Roos" <groos@theapexcompanies.com>, "John Ottaviani" <jottaviani@eapdlaw.com>

I'm disappointed that you're unwilling to be more cooperative. As | mentioned, | am not starting until Monday so |
give you that assurance.

Brent

From: Leslie A. Burgk, Esq. [mailto:leslie@leslieburgk.com]
Sent: Friday, February 27, 2009 10:11 AM

To: Canning, Brent R,

Cc: Gwenn Roos; John Ottaviani

Subject: Re: Apex Pavers

Dear Brent:

As a follow-up to our telephone conversation yesterday, | have spoken with my client and we are respectfully dec
your request for an additional week to review your client's discovery responses. The responses were due Februa
2008 (including the 5 days mailing). | granted an extension until today February 27, 2008 in a good faith effort to
the discovery issues. Your client has had the opportunity for two (2) attorneys to review the responses and almos

as much time to respond as provided for by the rules of civil procedure.

I think you will agree that typically responding to initial requests for discovery particularly when they primarily rela
Plaintiff's claims should not take 80 days and the oversight of three (3) attorneys. Also, given the number of third
proceedings that have been filed by your client relating to the same marks at issue in this case, | would hope that
of the discovery regarding to the Plaintiff's claims has already been gathered and reviewed prior to filing. In light ¢
foregoing, | would appreciate your written assurance that the discovery will be sent to my office today. Thank you
advance.

Best regards,

Leslie A. Burgk, P.A.

Intellectual Property Attorney

900 East Ocean Blvd, Suite D-130
Stuart, Florida 34994
772.600.2677 Office
772.408.8086 Facsimile
leslie@leslieburgk.com

www leslieburgk.com

—- On Thu, 2/26/09, Canning, Brent R. <bcanning@haslaw.com> wrote;

From: Canning, Brent R. <bcanning@haslaw.com>
Subject: Apex Pavers
To: Leslie@leslieburgk.com

http://us.mc6.mail.yahoo.com/mc/showletter?&ﬁd=%254OS%254OSearch&preVMid=l 190... 3/3/2009
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Date: Thursday, February 26, 2009, 9:59 AM

Leslie -- I'm writing to introduce myself. I am going to be joining th
Apex Companies on March 1.

I understand that we have some discovery due to you tomorrow. I'd like
to be able to review the discovery responses before they get sent out.

Would you mind calling me to discuss this matter? I tried you at your
office and was told that this was the better way to reach you.

Thanks.
Brent

Brent R. Canning, Esq.
HinckleyAllenSnyderLLP

50 Kennedy Plaza, Suite 1500
Providence RI 02903

Phone: (401) 274-2000 %5136
Fax: (401) 277-9600
becanning@haslaw.com
http://www.haslaw.com

V VV VYV VYV YV Y
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Apex Pavers, Inc. Opposition No. 91186473 - Yahoo! Mail Page 1 of 1

Apex Pavers, Inc. Opposition No. 91186473 Friday, February 27, 2009 1:36 PM
From: "Leslie A, Burgk, Esq." <leslie@leslieburgk.com>

Ta: "Gwenn Roos” <groos@theapexcompanies.com>, "andrew gates”
<theapexcompanies@gmail.com>

Ce: "John Ottaviani® <jottaviani@eapdlaw.com>, bcanning@hastaw.com
Bee: "Ryan Figman - Apex Pavers" <rfigman@att.net>

! SMALL BUSINESS

Emaii

Dear Ms. Roos:
You are attorney of record in the above-captioned opposition proceeding.
You have been aware of the Applicant's discovery requests for at least the past 36 days.

I have corresponded with both you and Mr. Ottaviani by e-mail, postal mail (and fax to Mr. Ottaviani) in a good
faith attempt to resolve discovery issues.

| gave you an extension to kespond to discovery requests and requested that you contact me if we needed to
resolve any additional matters concerning the discovery.

To my knowledge you have not attempted to contact me.
I would like to know if you are sending the requested discovery in today's mail or not. Please advise.
Respectiully,

Leslie A. Burgk, P.A.
Intellectual Property Attorney

900 East Ocean Bivd, Suite D-130 n@@a&/ e
Stuart, Florida 34994 E\\i@ (X ka(\\s\/‘v}
772.600.2677 Office : NP T
772.408.8086 Facsimile L>§ v g QO
leslie@leslieburgk.com 2 O 2 S
www.leslieburgk.com ~

s
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FILE COPY

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
APEX, LLC ) Opposition No. 91186473
)
Opposer, ) Mark: APEX PAVERS (and design)
V. )
) Serial No.: 77/243,433
APEX PAVERS INC. )
) Filing Date: July 31, 2007
Applicant. )
)

APPLICANT’S FIRST REQUEST FOR INTERROGATORIES

Applicant, APEX PAVERS, INC. by its undersigned attorney, propounds these
interrogatories to be answered separately and fully, in writing and under oath by Opposer, APEX
LLC, within thirty (30) days from service hereof, in accordance with the provisions of Rule 33 of

the Federal Rules of Civil Procedure.

DEFINITIONS AND CONSTRUCTION

As used herein, the following words or phrases shall have the meanings prescribed for them:

1. The terms “you,” “your,” and “Opposer” shall mean Apex LLC, and/or any
corporation, limited liability company, partnership, or other entity, that is directly or
indirectly related to or having an interest in the marks (as defined in paragraph 3
below), and includes those officers, directors, agents, members, representatives,
attorneys and employees, and any predecessor, successor, parent or subsidiary
entities, whether United States or foreign.

2. The terms “individual” “individuals” “person persons” shall mean natural persons,

groups of natural persons acting as individuals, groups of natural persons acting in a
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collegial capacity (e.g. as a committee or board of directors), corporations,
partnerships, joint ventures and any other business or social entity, whether
incorporated or unincorporated, real or Judicial, and whether or not in the employ of
opposer. The acts and knowledge of a person are defined to include the acts and
knowledge of that person’s directors, officers, members, employees, representatives,
agents, and attorneys.

3. The terms “mark” and “marks” shall include Opposer’s APEX, APEX ONLINE,
APEX MALL, APEX STORES, APEX ADVAN TAGE, and APEX COMPANIES
word marks as referenced in Opposer’s Notice of Opposition, and any other “Apex”
marks in which Opposer claims common law rights, including but not limited to
pyramid-shape design marks that incorporate the mark APEX as part of the mark.

4. The terms “document” and “documents” shall mean every original (and every copy of
any original which differs in any way from any original) of every visually and aurally
reproduced material of any kind, whether hahdwritten, typed, drawn, sketched,
printed or recorded by any physical, mechanical, electronic or electrical means
whatsoever, encompassed by Fed. R. Civ. P. 34(a)(1) and within your possession,
custody or control.

5. The phrase “relating to” shall mean directly or indirectly mentioning or describing,

pertaining to being connected with or reflecting upon a stated subject matter.
In construing these interrogatories:

1. The singular shall include the plural and the plural shall include the singular.

2. The masculine, feminine or neuter pronoun shall not exclude the other genders.
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3. The terms “and” and “or” shall be construed disjunctively or conjunctively as

necessary in order to bring within the scope of the interrogatory all responses which

might otherwise be construed to be outside its scope.

INTERROGATORIES

PLEASE ATTACH ADDITIONAL SHEETS, AS NECESSARY TO FULLY ANSWER EACH

INTERROGATORY OR PROVIDE RESPONSES IN A SEPARATE DOCUMENT.

1. Please identify all individuals, corporations, limited liability companies, partnerships, or

any other entities that are using or holding themselves out to be using the Opposer’s

marks.
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2. For each individual, corporation, limited liability company, partnership, and other entity
identified above, please list their names, addresses (in the case of individuals), principal
places of business, officers, directors, agents, managerial employees, and a description of

the business activity of each.

3. Please identity Opposer’s predecessors and its affiliates, as referenced in Opposer’s

Notice of Opposition.
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4. Please identify any written licensing agreements, assignment agreements, consent to use,
consent to register, other similar agreements and/or terms of any verbal agreements
between the Opposer and any other individuals, corporations, limited liability companies,

partnerships or other entities relating to the marks.

5. Please state whether the Opposer has used or is currently using any other marks, other
than the marks listed in Opposer’s Notice of Opposition, which incorporate the mark
APEX and/or a pyramid-shaped design, and; for each such mark, please identify the mark

and describe the goods and/or services that are offered in connection with the marks.
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6. Please list all products that bear the Opposer’s marks.

7. Please fully list all of Opposer’s goods and/or services that you are claiming are likely to

be confused with the Applicant’s services.
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8. With regard to the goods and services identified in interrogatory request no. 7, please
tully explain the basis for why you believe there is a likelihood of confusion between

those goods and/or services and the applicant’s services.

9. For each mark (as described in paragraph 3 of the Definitions and Construction section),
please state:

a. The date the Opposer’s services were first rendered in connection with the mark;

b. A description of the services involved in the first rendering of services in
connection with the mark;

¢. The place where the first services were rendered in connection with the mark;

d. The customer to whom the first services were rendered in connection with the
mark;

e. The price charged for the first services rendered in connection with the mark;

f. The date the Opposer’s services were first rendered in interstate commerce in

connection with the mark;
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g A description of the services involved in the first rendering of services in
interstate commerce in connection with the mark;

h. The place where the first services were rendered in interstate commerce in
connection with the mark;

i. The customer to whom the first services were rendered in interstate commerce in
connection with the mark; |

J- The price charged for the first services rendered in interstate commefce in

connection with the mark.
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10. For each mark (as described in paragraph 3 of the Definitions and Construction section),

please state the entire geographic area where Opposer’s goods and/or services are

marketed and/or sold.

11. For each mark (as described in paragraph 3 of the Definitions and Construction section),

please state the channels of trade wherein Opposer’s goods and/or services are marketed

and/or sold.
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12. Please describe and identify all forms of advertising, publicity, catalogs, sales manuals
and other materials that have been used by Opposer in promoting the sales of its products
and/or services under each mark since its first use of each mark and specify for each:

a. The periodical (e.g. newspaper or magazine), tradeshow publication, catalog, or
other media (e.g. radio or television) or form (e.g. billboard, pamphlet, brochure
or the like), print, verbal, electronic or otherwise, in which it was placed or ran.

b. The dates on which it was placed or ran and/or the duration of its use;

¢. The amounts expended thereon; and

d. The geographic area it was distributed.

If a promotional piece:

¢. The numbers prepared or printed and the date of each printing.

f. To whom and by what means the item was distributed and the duration of its use;

g. 'The amounts expended thereon; and

h. The geographic area it was distributed.
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13. Please state your annual sales for the past five (5) years and break sales down by the

goods and services attributable the sales.

14. State with specificity all known incidents of actual confusion, actual mistake, or actual
deception on the part of any member of the public, concerning applicant’s mark and
opposer’s marks. Include with your answer the date(s) of such incidents, the names and
addresses of those persons actually confused by the co-existence of the marks. Include all
instances of misdirected mail, misdirected inquiries, misdirected invoices and/or

misdirected deliveries, if any. Identify any documents related to the foregoing.
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15. Please fully explain the basis for your claim that the Apex mark and pyramid shape have

become famous.

16. Please identify all evidence which supports your claim that the Apex mark and pyramid

shape have become famous.
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BY:

APEXLLC
STATE OF )
COUNTY OF )
BEFORE ME, the undersigned authority, personally appeared , to
me personally known or who presented as identification, and he/she

deposes and states that the foregoing Answers to Interrogatories are true and correct to the best
of his/her knowledge and belief.

SWORN TO AND SUBSCRIBED this day of

Notary Public

Print Name

My Commission Expires
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SM
Dated: January , 2009

LESLIE A. BURGK, P.A.

By: /LAB/%’?’

Leslie A. Burgk //
Attorney for Applicant

900 East Ocean Blvd, Suite D-130
Stuart, Florida 34994

Telephone 772.600.2677
Facsimile 772.408.8086
leslie@leslieburgk.com

CERTIFICATE OF SERVICE

I HEREBY CERTIFY that a true and cg}ggs{[ copy of the foregoing was served on the
correspondent of record for the Opposer thié, day of January 2009 via First Class U.S.
Postal Mail: '

Mr. Andrew Gates

Apex, LLC

100 Main Street

Pawtucket, Rhode Island 02860

7 .
By: /LMQL//C//L

Leslie A\.‘Bﬁrgk
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ORIGINAL

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
APEX, LLC ) Opposition No. 91186473
)
Opposer, ) Mark: APEX PAVERS (and design)
V. )
) Serial No.: 77/243,433
APEX PAVERS INC. )
) Filing Date: July 31, 2007
Applicant. )
: )

APPLICANT’S FIRST REQUEST FOR PRODUCTION

Applicant, APEX PAVERS, INC., by its undersigned attorney, requests that Opposer,
APEX, LLC, in accordance with Rule 34 of the Federal Rules of Civil Procedure, make available
to Applicant at the Office of Leslie A. Burgk, P.A., 900 East Ocean Blvd, Suite D-130, Stuart,
Florida 34994, within thirty (30) days from service hereof, the following described and identified

documents.

DEFINITIONS AND CONSTRUCTION

As used herein, the following words or phrases shall have the meanings prescribed for them:

99 6.

1. The terms “you,” “your,” and “Opposer” shall mean Apex LLC, and/or any
corporation, limited liability company, partnership, or other entity, that is directly or
indirectly related to or having an interest in the petitioned mark, and includes those
officers, directors, agents, members, representatives, attorneys and employees, and

any predecessor, successor, parent or subsidiary entities, whether United States or

foreign.
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2. The terms “mark” and “marks” shall include Opposer’s APEX, APEX ONLINE,
APEX MALL, APEX STORES, APEX ADVANTAGE, and APEX COMPANIES
word marks as referenced in Opposer’s Notice of Opposition, and any other “Apex”
marks in which Opposer claims common law rights, including but not limited to
pyramid-shape design marks that incorporate the mark APEX as part of the mark.

3. The terms “document” and “documents” shall mean every original (and every copy of
any original which differs in any way from any original) of every visually and aurally
reproduced material of any kind, whether handwritten, typed, drawn, sketched,
printed or recorded by any physical, mechanical, electronic or electrical means
whatsoever, encompassed by Fed. R. Civ. P. 34(a)(1) and within your possession,
custody or control.

4. The phrase “relating to” shall mean directly or indirectly mentioning or describing,

pertaining to being connected with or reflecting upon a stated subject matter.

DOCUMENT REQUESTS

. All documents disclosed in Opposer’s Initial Disclosures pursuant to Fed. R. Civ. P.
26(a)(1).

. All documents relating to registrant’s first use of the marks in the United States.

. All documents relating to any licenses, assignments, consent to use, consent to register or
other agreements relating to the marks.

. Representative samples of Opposer’s advertisements and promotional materials for the
Opposer’s real estate development and construction services and real estate management

services used in connection with the marks.
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5. All documents relating to any evidence of actual or potential confusion involving
applicant’s mafk and opposer’s marks.

6. All documents relating to sales of opposer’s products bearing the marks and opposer’s
services provided in connection with the marks. |

7. All documents or things identified in response to Applicant’s First Request For

Interrogatories, and not otherwise produced in response to Requests 1-6.

Dated: January SM\, 2009

LESLIE A. BURGK, P.A.

By: /LAW%A’ « 7LL

Leslie A~Burgk

Attorney for Applicant

900 East Ocean Blvd, Suite D-130
Stuart, Florida 34994

Telephone 772.600.2677
Facsimile 772.408.8086
leslie@leslieburgk.com

CERTIFICATE OF SERVICE

I HEREBY CERTIFY that a true and cortect copy of the foregoing was served on the
correspondent of record for the Opposer this 3 day of J anuary 2009 via First Class U.S.
Postal Mail:

Mr. Andrew Gates

Apex, LLC

100 Main Street

Pawtucket, Rhode Island 02860

Leslie A

By:/ L/@/\% /}ﬁ
A-Burgk / -
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